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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 79153474

CORRESPONDENT ADDRESS:
ANTHONY KING GENERAL TRADEMARK INFORMATION:
WPAT, PC http://www.uspto.gov/trademarks/index.jsp
SUITE 510
2301 DUPONT DR VIEW YOUR APPLICATION FILE
IRVINE CA 92612

APPLICANT: Public Joint Stock Company Gazprom neft

CORRESPONDENT’S REFERENCE/DOCKET NO:
50314-004TMK
CORRESPONDENT E-MAIL ADDRESS:

inbox@wpatca.com

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 5/16/2016

INTERNATIONAL REGISTRATION NO. 1219549

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The following refusal made final in the Office action dated July 10, 2015 is maintained and
continued to be final: Section 2(d) refusal regarding cited U.S. Registration Numbers 0837783, 1557559,
1559511, 1421446, 1411681, 1411680, 2378072, 1496212, and 1495419. See TMEP §§715.03(a)(ii)(B),
715.04(a).



In the present case, applicant’s request has not resolved all the outstanding issue, nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

In that the applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal
Board, the Board will be notified to resume the appeal. See TMEP §715.04(a).

As to the Section 2(d) refusal, the applicant again argues that it’s proposed mark, ARCO in slightly
stylized form, and the registrant’s family of ARCO marks in typed form and stylized form combined with
background designs, are “dissimilar in their entireties”. In particular, the applicant argues that the
respective marks are “not visually similar.” The examiner finds this argument unpersuasive. The literal
portions of the respective marks are either identical (ARCO vs. ARCO), or highly similar (ARCO vs. ARCO
ATF), rendering confusion likely in this instance. The only literal difference among the respective marks
is the disclaimed lettering ATF in cited U.S. Registration Number 1559511 which is generic for
“automatic transmission fluid”, and which cannot obviate the likelihood of confusion. See the attached
excerpt from acronymfinder.com in this regard indicating that ATF means “automatic transmission
fluid.” See also the attached Internet excerpt from Mobileoil.com showing use of ATF to refer to
“automatic transmission fluid” in trade: “As with our motor oils, we offer a wide variety of Mobil™
automatic transmission fluids (ATF) for your car. Choose from conventional, synthetic blend and fully
synthetic ATFs.” Disclaimed matter that is generic for a party’s goods, such as ATF in cited U.S.
Registration Number 1559511, is typically less significant or less dominant when comparing marks. See
In re Dixie Rests., Inc., 105 F.3d 1405, 1407, 41 USPQ2d 1531, 1533-34 (Fed. Cir. 1997); In re Nat’l Data
Corp., 753 F.2d at 1060, 224 USPQ at 752; TMEP §1207.01(b)(viii), (c)(ii). In any event, marks may be
confusingly similar in appearance where similar terms, such as ARCO, appear in the compared marks and
create a similar overall commercial impression. See Crocker Nat’l Bank v. Canadian Imperial Bank of
Commerce, 228 USPQ 689, 690-91 (TTAB 1986), aff’d sub nom. Canadian Imperial Bank of Commerce v.
Wells Fargo Bank, Nat’l Ass’n, 811 F.2d 1490, 1495, 1 USPQ2d 1813, 1817 (Fed. Cir. 1987) (finding
COMMCASH and COMMUNICASH confusingly similar); In re Corning Glass Works, 229 USPQ 65, 66 (TTAB
1985) (finding CONFIRM and CONFIRMCELLS confusingly similar); In re Pellerin Milnor Corp., 221 USPQ
558, 560 (TTAB 1983) (finding MILTRON and MILLTRONICS confusingly similar); TMEP §1207.01(b)(ii)-
(iii). In that the respective marks all create the same overall commercial impression of an ARCO brand,
confusion is likely.



While it is true that the applicant’s proposed mark does not feature a design element whereas some of
the registrant’s marks do feature design elements, this factor does not obviate the stated refusal. As
previously indicated, for composite marks containing both words and a design, the word portion is
generally more likely to be impressed upon a purchaser’s memory as it is used when requesting the
goods or service in trades. Joel Gott Wines, LLC v. Rehoboth Von Gott, Inc., 107 USPQ2d 1424, 1431
(TTAB 2013) (citing In re Dakin’s Miniatures, Inc., 59 USPQ2d 1593, 1596 (TTAB 1999)); TMEP
§1207.01(c)(ii). Thus, although such marks must be compared in their entireties, the word portion is
often considered the dominant feature and is accorded greater weight in determining whether marks
are confusingly similar, even where the word portion has been disclaimed. In re Viterra Inc., 671 F.3d at
1366, 101 USPQ2d at 1911 (Fed. Cir. 2012) (citing Giant Food, Inc. v. Nation’s Foodservice, Inc., 710 F.2d
1565, 1570-71, 218 USPQ2d 390, 395 (Fed. Cir. 1983)). Accordingly, the design elements shown in cited
U.S. Registration Numbers 1557559, 1411681, 1411680, 2378072, and 1495419 do not obviate the
likelihood of confusion. This is particularly true in that the design elements shown in these cited marks
are essentially carriers for the distinctive element common to all of the respective marks, i.e. ARCO.

The applicant made no arguments regarding the similarity of the respective goods. However, as
previously indicated, the respective goods are either identical (gasoline, lubricating oils, including motor
oil, and transmission fluid), or highly similar, and likely to interest the same end consumer rendering
confusion likely in this instance. For example, the same consumer interested in the applicant’s power
steering fluid, antifreeze and brake fluid is also likely to be interested in the registrant’s automatic
transmission fluids and lubricating fluids, all presumably for vehicular use. When goods all offered
under an ARCO name in trade are encountered by the same end consumer, confusion is likely. In fact,
confusion is particularly likely in that the respective non-identical goods emanate from the same sources
in trade. See the Internet evidence already of record in this regard. The applicant’s attention is now
drawn to further Internet evidence attached in this regard. For example, see the attached Internet
excerpt regarding Schaefferiol brand fuel additives, transmission fluids and engine oils in trade. See also
the attached Internet excerpt regarding Chevron brand coolants, fuel additives and motor oils in trade.
See also the attached Internet excerpt regarding Prolong brand fuel additives and oils in trade, among
others.

The applicant also made no arguments regarding the similarity of the respective services.

As previously stated, the respective services are either identical (i.e. the applicant’s and the registrant’s
refueling services for vehicles), presumed identical (i.e. the registrant’s motor vehicle service station
services presumably include the applicant’s automobile lubrication and greasing services), or highly
related (i.e. the applicant’s refueling services and the registrant’s distributorships featuring fuel),
rendering confusion likely. See the Internet evidence already of record in this regard indicating that
service stations such as the registrant’s typically offer automotive maintenance services such as the



applicant’s in trade, i.e. vehicle greasing and lubrication services. Moreover, the Internet evidence
already of record indicates that those that provide fueling services also distribute fuel in trade. See
additional Internet evidence now attached in this regard. For example, see the attached Internet excerpt
regarding Osco fueling and fuel distributorship service. See also the attached Internet excerpts
regarding SC Fuels offering fueling and fuel distributorship services, in addition to lubricating oils,
transmission fluids, fuel additives, antifreeze and gasoline. See also the attached Internet excerpts
regarding Richard Qil and Fuel offering fueling and fuel distribution services, in addition to fuel,
lubricants and coolants in trade. See also the attached Internet excerpt regarding Cardell’s fueling and
fuel distribution services, in addition to Cardell brand fuels, fuel additives, lubricants, coolants. Finally,
the evidence already of record establishes a cross over between vehicular and aircraft fueling services
rendering confusion on this basis additionally likely as previously indicated.

Please note that the overriding concern is not only to prevent buyer confusion as to the source of the
goods and services, but to protect the registrant from adverse commercial impact due to use of a similar
mark by a newcomer. See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir.
1993). Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the
registrant. TMEP §1207.01(d)(i); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62
USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 464-65, 6 USPQ2d
1025, 1026 (Fed. Cir. 1988).

/Zhaleh Delaney/
Trademark Attorney
Trademark Law Office 116
(571) 272-9153

Zhaleh.Delaney@uspto.gov
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Like all viable technologies serving the industrial and commercial industries, the
lubricating fluid industry has made great strides over the years, particularly in the
automotive industry. Today, lubricating fluids must perferm across a range of
demanding applications, effectively protecting engineered components under
increasingly longer warranties and complying with stringent regulations. However,
the primary functions lubricating fluids are expected to perform—Ilowering
extreme temperatures and reducing damaging friction levels—have not changed
aver the years. When lubricating fluids reduce friction in automotive)

SPL 100® Tips & Tricks

Want to protect your
household metals with
an industrial-strength
formula? Trust the job

to Prolong G2 3

Did you Know??

w‘ While some leading
I brands have run afoul
Pr0|0ng® Latest News [ of the law, Pralong has
Bt never been sued or
Prolong® sponsors LE Tonglet s e iy e

February 29th, 2016 Federal Trade,

§ POMONA, Calif, - Prolong® Super Lubricants is now a product

sponsor of 2010 National Hot Rod Association (NHRA) Pro Stock
Motorcycle World Champion LE Tonglet. At 20 years old, Tonglet was
the youngest racer to ever win the world championship. The same
year, he won the Mac Tools U. 5. Nationals. The son of NHRA Pro
Stock motorcycle racer, Gary Tonglet JLEEIEY

Join our newsletter for the
latest news and specials
from

PROLONG unveils our themed '55 Chevy Wagon I?!:U

February 2nd. 2016

PROLONG UNVEILS 60S THEMED 1955 CHEVY WAGON Steve Strope- Sl
Built 55 Wagon Debuts at Grand National Roadster Show PUMONA,

(Calif. - Staying true to the days of early drag racing, Prolong® Super

Lubricants will unvell its much-anticipated 1955 Chevy 210 four-doar 2 Safesubscribe
Wagon at the Grand Mational Roadster Show, Jan, 29 - Jan. 31 in the

Pure Vision booth in Building 4 of thell .
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Product Catalog Book
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Fully Synthetic oils
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“
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COMPLETE ENGINS

FUEL ADDITVES

CLEANER GASOLINE COMPLETE ENGINE CLEANER DIESEL

Detergents in Complete Engine Detergents in Complete Engine
Cieaner Gasoiine clean the injection Cieaner Gasoline clean the injection
system and reduce deposils by up 1o system and reduce deposits by up to
a7%. 9%

m

OCTANE BOOSTER INJECTOR CLEANER

Gctane Booster increases e octane
number of normal gasoline and boosts
the power and acceleraltion of the
engine.

Injector Cleaner keeps the intake
values (injectors) clean and improves
the performance of the car engine.
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Automatic Transmission Fluids

FLUIDE XD FE

New Generation Automalic iransmission
Tuid ba

g extra long drain
ormance needed for
the demanding requirements of modern
heavy duty automalic gearbores

FLUIDMATIC. CVT MV

Flulmate CVT MV is an essential
component of the Continuously
Variable T missions (CVT). This
muli-venicle fluid has been developed
1o be used in all belt and chain CVTs.

FLUIDMATIC DCT MV
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FLUIDMATIC MV
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Gear Lubricants

Engine Oils

Oil & Fuel Addifives
Transmission / Tractor Fluids
Hydraulic Oils

Compressor Olls

Wire Rope / Chain & Cable
Special Purpose Oils

Induskial Spray Lubricants

Metalworking Fluids
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Cleaners
Reducers.

Oil & Fuel Additives
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SWEPCO 512 SWEPCO 503 SWEPCO 502 SWEPCO 501
Premium Premium Gasoline  Premium Engine Oil  Premium Diesel Fuel
Performance Booster Improver Improver Improver

SWEPCO 512 Adirty fuel system With MolyXP SWEPCO 501

Premium Performance  causes poor fuel Premium Diesel Fuel




