
From:  Cantor, Jillian 

 

Sent:  7/22/2015 1:24:04 PM 

 

To:  TTAB EFiling 

 

CC:   

 

Subject:  U.S. TRADEMARK APPLICATION NO. 79148157 - BY YOUR SIDE, FOR LIFE - Q803 - Request for 
Reconsideration Denied - Return to TTAB 

 

 

 

************************************************* 

Attachment Information: 

Count:  1 

Files:  79148157.doc 

  



UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 79148157 

 

MARK: BY YOUR SIDE, FOR LIFE 

 

          

*79148157*  

CORRESPONDENT ADDRESS: 
       AUDRA KEMP 

       COLLEN IP INTELLECTUAL PROPERTY LAW PC 

       80 SOUTH HIGHLAND AVENUE    THE HOLYOKE- 

       MANHATTAN BUILDING 

       OSSINING, NY 10562 

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: Dai-ichi Seimei Hoken Kabushiki Kaisha; ETC.

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       Q803       

CORRESPONDENT E-MAIL ADDRESS:   

       trademark@collenip.com 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 7/22/2015 

INTERNATIONAL REGISTRATION NO. 1206235 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B), 
715.04(a).  The following requirement made final in the Office action dated January 8, 2015 is 



maintained and continues to be final:  amend the identification of services.  See TMEP §§715.03(a)(ii)(B), 
715.04(a).   

 

In the present case, applicant’s request has not resolved the outstanding issue, nor does it raise a new 
issue or provide any new or compelling evidence with regard to the outstanding issue in the final Office 
action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new light on 
the issues.  Accordingly, the request is denied. 

 

SUMMARY OF ISSUES MADE FINAL in the previous Office Action that applicant must address: 

  

• Identification of Services  
 

Partial Abandonment Notice 

If applicant does not properly file an appeal brief, the following services will be deleted from the 
application:  Non-life insurance underwriting, for example, but not limited to, health, accident, marine, 
homeowner's, renter's, fire, etc.; Agency services for the purchase and sale of commercial property and 
offices; Agency services for the purchase and sale of land for commercial property and offices.   

 

The application will then proceed forward for the following services only:  Acceptance of deposits 
including substitute bond issuance and acceptance of fixed interval installment deposits, namely, 
banking services featuring the acceptance of money to savings accounts; loans financing and discount of 
bills; Domestic exchange settlement, namely, cash transfer services; Liability guarantee and acceptance 
of bills, namely, check payment guarantee services; Acquisition and transfer of monetary claims; 
Safekeeping of valuables including securities and precious metals safe deposit services, namely, safe 
deposit box services; Money exchange services; Trustee services, namely, trusteeship of financial futures 
contracts; Securities lending; Trustee services, namely, trusteeship of money, securities, monetary 
claims, personal property, land, rights on land fixtures, surface rights or lease on land; Agencies for bond 
subscriptions, namely, Agencies in the field of bonds and other securities; foreign exchange transactions; 
Letter-of-credit related services, namely, issuing letters of credit; Brokerage of credit purchase, namely, 
Brokerage of shares and other securities; issue of tokens of value; trading of securities index futures; 
trading of securities options; trading of overseas market securities futures; agencies for brokerage of 
securities, securities index futures, securities options, and overseas market securities futures; agencies 
for brokerage of entrusting agents with on-commission trading in domestic markets of securities, 
securities index futures and securities options; agencies for brokerage of entrusting agents with on-



commission trading in overseas markets of securities, and securities index futures; Trading in securities, 
namely, buying and selling of securities; agencies for brokerage of forward agreement of securities, for 
forward agreement of securities index futures, for forward agreement of securities options, spot and 
forward transaction of securities index futures; brokerage for securities liquidation; securities 
underwriting; Securities offering, namely, investment consultancy in the field of securities offerings; 
Brokerage agency for brokerage of transactions of securities subscriptions or offerings; providing stock 
market information; agencies for commodity futures trading; life insurance brokerage; life insurance 
underwriting; insurance premium rate computing; charitable fund raising; collection of payment for 
goods, namely, debt collection services; management of buildings; agency services for the leasing or 
rental of buildings; leasing or renting of buildings; Purchase and sale of buildings, namely, offering 
information in the field of real estate concerning the purchase and sale of commercial property and 
offices; real estate appraisal; Land management, namely, real estate management services; agency 
services for the leasing or rental of land; leasing of land; Purchase and sale of land, namely, offering 
information in the field of real estate concerning the purchase and sale of land for commercial property 
and offices; providing information on buildings or land real estate affairs; antique appraisal; art 
appraisal; precious stone appraisal; used automobiles appraisal; rental of paper money and coin 
counting or processing machines; rental of cash dispensers; rental of automated-teller machines; 
Company credit investigation, namely, Evaluation of the credit worthiness of companies; Agencies for 
non-life insurance; Claim adjustment for non-life insurance; Agencies for collecting gas and electric 
power utility payments.  37 C.F.R. §2.65(a). 

 

IDENTIFICATION OF SERVICES 

 

THIS PARTIAL REQUIREMENT APPLIES ONLY TO THE SERVICES SPECIFIED THEREIN 

 

The wording “Non-life insurance underwriting, for example, but not limited to, health, accident, marine, 
homeowner's, renter's, fire, etc.” in the identification of services is indefinite and must be clarified 
because the applicant must specify the particular type of insurance services provided, such as marine 
insurance or rental insurance.  See TMEP §1402.01.  In addition, the wording “etc.” and “for example, 
but not limited to” in the identification of services is indefinite and must be (1) clarified to specify the 
particular type of insurance services provided, or (2) deleted.  See TMEP §§1402.01, 1402.03(a).  This 
wording constitutes open-ended “catch-all” wording or phrases and is not acceptable because they fail 
to identify specific services. 

 

The wording “agency services for the purchase or sale of commercial property and offices” in the 
identification of services is indefinite and must be clarified because it is not clear what the services 



encompass or how this is a service provided to others. For example, it is not clear whether the applicant 
provides agency services for the lease-purchase financing for buildings. See TMEP §1402.01. Applicant 
must amend this wording to specify the common commercial or generic name for the services. If there is 
no common commercial or generic name for the services, then applicant must describe the nature of 
the services as well as their main purpose, channels of trade, and the intended consumer(s).  

 

 In addition, the identification of services includes a duplicate entry of the wording “agency services for 
the purchase or sale of commercial property and offices.”  Applicant may either (1) modify one of these 
two identical descriptions of services such that it will no longer be duplicative, or (2) delete one entry.  
See TMEP §707.02.  However, if applicant modifies the services, applicant may do so only to clarify or 
limit them; adding to or broadening the scope of the services is not permitted.  37 C.F.R. §2.71(a); see 
TMEP §1904.02(c)(iv). 

 

Applicant may adopt the following identification, if accurate (examining attorney’s suggestions in bold 
font): 

 

Class 36: Acceptance of deposits including substitute bond issuance and acceptance of fixed 
interval installment deposits, namely, banking services featuring the acceptance of 
money to savings accounts; loans financing and discount of bills; Domestic exchange 
settlement, namely, cash transfer services; Liability guarantee and acceptance of bills, 
namely, check payment guarantee services; Securities lending; Acquisition and transfer 
of monetary claims; Safekeeping of valuables including securities and precious metals 
safe deposit services, namely, safe deposit box services; Money exchange services; 
Trustee services, namely, trusteeship of financial futures contracts; Trustee services, 
namely, trusteeship of money, securities, monetary claims, personal property, land, 
rights on land fixtures, surface rights or lease on land; Agencies for bond subscriptions, 
namely, Agencies in the field of bonds and other securities; foreign exchange 
transactions; Letter-of-credit related services, namely, issuing letters of credit; 
Brokerage of credit purchase, namely, Brokerage of shares and other securities; issue of 
tokens of value; trading of securities index futures; trading of securities options; trading 
of overseas market securities futures; agencies for brokerage of securities, securities 
index futures, securities options, and overseas market securities futures; agencies for 
brokerage of entrusting agents with on-commission trading in domestic markets of 
securities, securities index futures and securities options; agencies for brokerage of 
entrusting agents with on-commission trading in overseas markets of securities, and 
securities index futures; Trading in securities, namely, buying and selling of securities; 
agencies for brokerage of forward agreement of securities, for forward agreement of 
securities index futures, for forward agreement of securities options, spot and forward 



transaction of securities index futures; brokerage for securities liquidation; securities 
underwriting; Securities offering, namely, investment consultancy in the field of 
securities offerings; Brokerage agency for brokerage of transactions of securities 
subscriptions or offerings; providing stock market information; agencies for commodity 
futures trading; life insurance brokerage; life insurance underwriting; Agencies for non-
life insurance; Claim adjustment for non-life insurance; Non-life insurance 
underwriting, namely, {specify particular type of insurance, e.g., automobile, health, 
fire, etc.}; insurance premium rate computing; charitable fund raising; Agencies for 
collecting gas or electric power utility payments; Consigned collection of payment for 
goods, namely, debt collection services; management of buildings; agency services for 
the leasing or rental of buildings; leasing or renting of buildings; Purchase and sale of 
buildings, namely, offering information in the field of real estate concerning the 
purchase and sale of commercial property and offices; Agency services for the purchase 
or sale of commercial property and offices, namely, {specify particular services in Class 
36, e.g., agency services for the lease-purchase financing for commercial property and 
offices}; real estate appraisal; Land management, namely, real estate management 
services; agency services for the leasing or rental of land; leasing of land; Purchase and 
sale of land, namely, offering information in the field of real estate concerning the 
purchase and sale of land for commercial property and offices; providing information on 
buildings or land real estate affairs; antique appraisal; art appraisal; precious stone 
appraisal; used automobiles appraisal; rental of paper money and coin counting or 
processing machines; rental of cash dispensers; rental of automated-teller machines; 
Company credit investigation, namely, Evaluation of the credit worthiness of companies 

 

 

See TMEP §§1402.01, 1402.03. 

 

For assistance with identifying and classifying goods and services in trademark applications, please see 
the USPTO’s online searchable U.S. Acceptable Identification of Goods and Services Manual at 
http://tess2.uspto.gov/netahtml/tidm.html.  See TMEP §1402.04. 

 

In a Trademark Act Section 66(a) application, classification of services may not be changed from that 
assigned by the International Bureau of the World Intellectual Property Organization.  37 C.F.R. §2.85(d); 
TMEP §§1401.03(d), 1904.02(b). Additionally, classes may not be added or services transferred from one 
class to another in a multiple-class Section 66(a) application.  37 C.F.R. §2.85(d); TMEP §1401.03(d).   

 



An applicant may only amend an identification to clarify or limit the services, but not to add to or 
broaden the scope of the services. 37 C.F.R. §2.71(a); see TMEP §1904.02(c)(iv).  In an application filed 
under Trademark Act Section 66(a), the scope of the identification for purposes of permissible 
amendments is limited by the international class assigned by the International Bureau of the World 
Intellectual Property Organization (International Bureau).  37 C.F.R. §2.85(f); TMEP §§1402.07(a), 
1904.02(c).  If an applicant amends an identification to a class other than that assigned by the 
International Bureau, the amendment will not be accepted because it will exceed the scope and those 
services will no longer have a basis for registration under U.S. law.  TMEP §§1402.01(c), 1904.02(c). 

 

In addition, in a Section 66(a) application, an applicant may not change the classification of services from 
that assigned by the International Bureau in the corresponding international registration.  37 C.F.R. 
§2.85(d); TMEP §§1401.03(d), 1402.01(c).  Further, in a multiple-class Section 66(a) application, an 
applicant may not transfer services from one existing international class to another.  37 C.F.R. §2.85(d); 
TMEP §§1401.03(d), 1402.01(c).   

 

Options for responding to a partial requirement were provided in the previous Office Action dated 
January 8, 2015. If applicant fails to properly file an appeal brief within the appropriate time period, the 
following services will be deleted from the application: Non-life insurance underwriting, for example, 
but not limited to, health, accident, marine, homeowner's, renter's, fire, etc.; Agency services for the 
purchase and sale of commercial property and offices; Agency services for the purchase and sale of land 
for commercial property and offices. 

 

The application will then proceed with the following services only:   

 

Class 36: Acceptance of deposits including substitute bond issuance and acceptance of fixed 
interval installment deposits, namely, banking services featuring the acceptance of 
money to savings accounts; loans financing and discount of bills; Domestic exchange 
settlement, namely, cash transfer services; Liability guarantee and acceptance of bills, 
namely, check payment guarantee services; Acquisition and transfer of monetary claims; 
Safekeeping of valuables including securities and precious metals safe deposit services, 
namely, safe deposit box services; Money exchange services; Trustee services, namely, 
trusteeship of financial futures contracts; Securities lending; Trustee services, namely, 
trusteeship of money, securities, monetary claims, personal property, land, rights on 
land fixtures, surface rights or lease on land; Agencies for bond subscriptions, namely, 
Agencies in the field of bonds and other securities; foreign exchange transactions; 
Letter-of-credit related services, namely, issuing letters of credit; Brokerage of credit 



purchase, namely, Brokerage of shares and other securities; issue of tokens of value; 
trading of securities index futures; trading of securities options; trading of overseas 
market securities futures; agencies for brokerage of securities, securities index futures, 
securities options, and overseas market securities futures; agencies for brokerage of 
entrusting agents with on-commission trading in domestic markets of securities, 
securities index futures and securities options; agencies for brokerage of entrusting 
agents with on-commission trading in overseas markets of securities, and securities 
index futures; Trading in securities, namely, buying and selling of securities; agencies for 
brokerage of forward agreement of securities, for forward agreement of securities index 
futures, for forward agreement of securities options, spot and forward transaction of 
securities index futures; brokerage for securities liquidation; securities underwriting; 
Securities offering, namely, investment consultancy in the field of securities offerings; 
Brokerage agency for brokerage of transactions of securities subscriptions or offerings; 
providing stock market information; agencies for commodity futures trading; life 
insurance brokerage; life insurance underwriting; insurance premium rate computing; 
charitable fund raising; collection of payment for goods, namely, debt collection 
services; management of buildings; agency services for the leasing or rental of buildings; 
leasing or renting of buildings; Purchase and sale of buildings, namely, offering 
information in the field of real estate concerning the purchase and sale of commercial 
property and offices; real estate appraisal; Land management, namely, real estate 
management services; agency services for the leasing or rental of land; leasing of land; 
Purchase and sale of land, namely, offering information in the field of real estate 
concerning the purchase and sale of land for commercial property and offices; providing 
information on buildings or land real estate affairs; antique appraisal; art appraisal; 
precious stone appraisal; used automobiles appraisal; rental of paper money and coin 
counting or processing machines; rental of cash dispensers; rental of automated-teller 
machines; Company credit investigation, namely, Evaluation of the credit worthiness of 
companies; Agencies for non-life insurance; Claim adjustment for non-life insurance; 
Agencies for collecting gas and electric power utility payments 

 

See 37 C.F.R. §2.65(a)-(a)(1); TMEP §718.02(a). 

 

 

RESPONE GUIDELINES  

 

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the 
Board will be notified to resume the appeal.  See TMEP §715.04(a).  



 

If no appeal has been filed and time remains in the six-month response period to the final Office action, 
applicant has the remainder of the response period to (1) comply with and/or overcome any 
outstanding final requirement and/or (2) file a notice of appeal to the Board.  TMEP §715.03(a)(ii)(B); 
see 37 C.F.R. §2.63(b)(1)-(3).  The filing of a request for reconsideration does not stay or extend the time 
for filing an appeal.  37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).   

 

 

/Jillian R. Cantor/ 

Examining Attorney 

Law Office 117 

(571) 272-6564 

Jillian.Cantor@uspto.gov 

 

 

 


