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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 79145528 

 

MARK: INGAGE 

 

          

*79145528*  

CORRESPONDENT ADDRESS: 
       SAMANTHA M QUIMBY 

       FROST BROWN TODD LLC 

       10 W BROAD STREET STE 2300 

       COLUMBUS, OH 43215-3484 

        

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: INGAGE IR LIMITED 

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       N/A       

CORRESPONDENT E-MAIL ADDRESS:   

       trademarks@fbtlaw.com 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 12/3/2015 

INTERNATIONAL REGISTRATION NO. 1199346 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B), 
715.04(a).  The amended recitation of services, including deletion of international class 35, has been 
accepted and entered.  Given the amendment deleting class 35, the refusal to register international 



class 35 under Trademark Act Section 2(d) has been obviated.  In addition, reference to U.S. Registration 
No. 4533055 is withdrawn.  See TMEP §§715.03(a)(ii)(B), 715.04(a).  However, the refusal to register 
international classes 9 and 42 under Trademark Act Section 2(d) with regard to U.S. Registration No. 
4425819 made final in the Office action dated February 19, 2015, is maintained and continues to be 
final.  See TMEP §§715.03(a)(ii)(B), 715.04(a).   

 

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  Accordingly, the request is denied. 

 

Both Applicant’s mark and Registrant’s mark share the same overall meaning and commercial 
impression for related goods and services. 

 

Whether the goods and/or services of the applicant are related to the goods and/or services of the 
registrant is determined based upon the description of the goods and/or services stated in the 
application and registration at issue, not on extrinsic evidence of actual use.  See Stone Lion Capital 
Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1323, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014) (quoting 
Octocom Sys. Inc. v. Hous. Computers Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 
1990)).   

 

Absent restrictions in a registration, the identified goods and/or services are presumed to travel in the 
channels of trade that are ordinary and customary for those types of goods and services and available to 
the typical class of purchasers for those goods and/or services.  See In re Viterra Inc., 671 F.3d 1358, 
1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (citing Hewlett-Packard Co. v. Packard Press, Inc., 281 
F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)) 

 

The goods and/or services of the parties need not be identical or even competitive to find a likelihood of 
confusion.  See On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. 
Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000) (“[E]ven if 
the goods in question are different from, and thus not related to, one another in kind, the same goods 
can be related in the mind of the consuming public as to the origin of the goods.”); TMEP §1207.01(a)(i).   

 



The respective goods and/or services need only be “related in some manner and/or if the circumstances 
surrounding their marketing [be] such that they could give rise to the mistaken belief that [the goods 
and/or services] emanate from the same source.”  Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 
1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 
1715, 1724 (TTAB 2007)); TMEP §1207.01(a)(i). 

 

Here, the evidence shows that providers of software for enterprise networks, public comment 
management, and customer relationship management frequently offer communications software 
capable of use however they desire, including in the field of investor relations.  For example: 

 

AT&T offers enterprise networking software and compatible communications software with a 
global capability, touting a “unified communications, vpn, VoIP and conferencing solutions for 
medium to large businesses” with “end-to-end enterprise services” and ability to “real-time 
conferencing with web, audio and video in a single, easy-to-use tool” so you can connect with 
“colleagues, partners, vendors, and customers.” 

 

Cisco offers enterprise networking software and compatible communications software with 
“unlimited meetings”, “…from anywhere, on any device.” 

 

Citrix offers cloud based enterprise networking software with compatible communications 
software enabling the planning, promoting and conducting of online events, including those for 
investor relations 

 

Microsoft offers enterprise networking software and compatible communications software 
which may be used for virtual shareholder meetings, as it recently did. 

 

Adobe provides enterprise networking platforms and compatible communications software to 
conduct large scale meetings for any purpose and allows users to participate in real time 

 

HP offers enterprise networking software compatible communications software for conducting 
meetings, including virtual shareholder meetings 

 



Google offers enterprise social networking software for use in the workplace and a platform for 
conducting online communications  

 

This evidence shows that Applicant’s and Registrant’s goods and services are related in that the same 
entity may provide both types of software in the same channels of commerce and available to the same 
class of purchasers.  Applicant’s restriction in his identification to investor relations does not change this 
conclusion.  Instead, based upon the identification of goods and services stated in the registration, 
Registrant may offer his networking, public comment management and customer relationship software 
to companies who also have a need for compatible communications software for use however the 
business would like, including in the field of investor relations. 

 

Applicant’s assertion that the average consumer is sophisticated, thereby avoiding a likelihood of 
confusion, is not persuasive.  That purchasers are sophisticated or knowledgeable in a particular field 
does not necessarily mean that they are sophisticated or knowledgeable in the field of trademarks or 
immune from source confusion.  TMEP §1207.01(d)(vii); see, e.g., Stone Lion Capital Partners, LP v. Lion 
Capital LLP, 746 F.3d. 1317, 1325, 110 USPQ2d 1157, 1163-64 (Fed. Cir. 2014); Top Tobacco LP v. N. Atl. 
Operating Co., 101 USPQ2d 1163, 1170 (TTAB 2011). 

 

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the 
Board will be notified to resume the appeal.  See TMEP §715.04(a).  

 

If no appeal has been filed and time remains in the six-month response period to the final Office action, 
applicant has the remainder of the response period to (1) comply with and/or overcome any 
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board.  TMEP 
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3).  The filing of a request for reconsideration does not stay 
or extend the time for filing an appeal.  37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).   

 

 



/VJ/ 

Gene V.J. Maciol, II 

Attorney-advisor 

Law Office 103 

gene.maciol@uspto.gov 

571-273-9280 fx 

571-272-9280 ph 

 

 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


