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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 79145528

CORRESPONDENT ADDRESS:
SAMANTHA M QUIMBY GENERAL TRADEMARK INFORMATION:
FROST BROWN TODD LLC http://www.uspto.gov/trademarks/index.jsp

10 W BROAD STREET STE 2300

COLUMBUS, OH 43215-3484 VIEW YOUR APPLICATION FILE

APPLICANT: INGAGE IR LIMITED

CORRESPONDENT’S REFERENCE/DOCKET NO:
N/A
CORRESPONDENT E-MAIL ADDRESS:

trademarks@fbtlaw.com

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 12/3/2015

INTERNATIONAL REGISTRATION NO. 1199346

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The amended recitation of services, including deletion of international class 35, has been
accepted and entered. Given the amendment deleting class 35, the refusal to register international



class 35 under Trademark Act Section 2(d) has been obviated. In addition, reference to U.S. Registration
No. 4533055 is withdrawn. See TMEP §§715.03(a)(ii)(B), 715.04(a). However, the refusal to register
international classes 9 and 42 under Trademark Act Section 2(d) with regard to U.S. Registration No.
4425819 made final in the Office action dated February 19, 2015, is maintained and continues to be
final. See TMEP §§715.03(a)(ii)(B), 715.04(a).

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

Both Applicant’s mark and Registrant’s mark share the same overall meaning and commercial
impression for related goods and services.

Whether the goods and/or services of the applicant are related to the goods and/or services of the
registrant is determined based upon the description of the goods and/or services stated in the
application and registration at issue, not on extrinsic evidence of actual use. See Stone Lion Capital
Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1323, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014) (quoting
Octocom Sys. Inc. v. Hous. Computers Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir.
1990)).

Absent restrictions in a registration, the identified goods and/or services are presumed to travel in the
channels of trade that are ordinary and customary for those types of goods and services and available to
the typical class of purchasers for those goods and/or services. See In re Viterra Inc., 671 F.3d 1358,
1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (citing Hewlett-Packard Co. v. Packard Press, Inc., 281
F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002))

The goods and/or services of the parties need not be identical or even competitive to find a likelihood of
confusion. See On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed.
Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000) (“[E]ven if
the goods in question are different from, and thus not related to, one another in kind, the same goods
can be related in the mind of the consuming public as to the origin of the goods.”); TMEP §1207.01(a)(i).



The respective goods and/or services need only be “related in some manner and/or if the circumstances
surrounding their marketing [be] such that they could give rise to the mistaken belief that [the goods
and/or services] emanate from the same source.” Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d
1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d
1715, 1724 (TTAB 2007)); TMEP §1207.01(a)(i).

Here, the evidence shows that providers of software for enterprise networks, public comment
management, and customer relationship management frequently offer communications software
capable of use however they desire, including in the field of investor relations. For example:

AT&T offers enterprise networking software and compatible communications software with a
global capability, touting a “unified communications, vpn, VolP and conferencing solutions for
medium to large businesses” with “end-to-end enterprise services” and ability to “real-time
conferencing with web, audio and video in a single, easy-to-use tool” so you can connect with
“colleagues, partners, vendors, and customers.”

Cisco offers enterprise networking software and compatible communications software with
“unlimited meetings”, “...from anywhere, on any device.”

Citrix offers cloud based enterprise networking software with compatible communications
software enabling the planning, promoting and conducting of online events, including those for
investor relations

Microsoft offers enterprise networking software and compatible communications software
which may be used for virtual shareholder meetings, as it recently did.

Adobe provides enterprise networking platforms and compatible communications software to
conduct large scale meetings for any purpose and allows users to participate in real time

HP offers enterprise networking software compatible communications software for conducting
meetings, including virtual shareholder meetings



Google offers enterprise social networking software for use in the workplace and a platform for
conducting online communications

This evidence shows that Applicant’s and Registrant’s goods and services are related in that the same
entity may provide both types of software in the same channels of commerce and available to the same
class of purchasers. Applicant’s restriction in his identification to investor relations does not change this
conclusion. Instead, based upon the identification of goods and services stated in the registration,
Registrant may offer his networking, public comment management and customer relationship software
to companies who also have a need for compatible communications software for use however the
business would like, including in the field of investor relations.

Applicant’s assertion that the average consumer is sophisticated, thereby avoiding a likelihood of
confusion, is not persuasive. That purchasers are sophisticated or knowledgeable in a particular field
does not necessarily mean that they are sophisticated or knowledgeable in the field of trademarks or
immune from source confusion. TMEP §1207.01(d)(vii); see, e.g., Stone Lion Capital Partners, LP v. Lion
Capital LLP, 746 F.3d. 1317, 1325, 110 USPQ2d 1157, 1163-64 (Fed. Cir. 2014); Top Tobacco LP v. N. Atl.
Operating Co., 101 USPQ2d 1163, 1170 (TTAB 2011).

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay
or extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).



NI/

Gene V.J. Maciol, Il
Attorney-advisor

Law Office 103
gene.maciol@uspto.gov
571-273-9280 fx

571-272-9280 ph
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U.S. business .. & NBCNEWS.com

Google buys YouTube for $1.65
billion

Search gIant's purchase of vides Sharing service biggest in its histery

up YouTube for §

s NBCHEWS
n 3 You Broadcast Yours

Home Viden




The price makes VouTube Inc., o still-usprofitable startup, by far the most expensive purchase made by
Geogle durisg its ssght-year histery. Lam year, Google speat $130.5 million buying a total of 15 small
companies.

Alhough some L ‘ooghe is betting that the popalar vides-
b ite will de it an ingly huerative mark h and advectisers migrate
from television to the Internet.

“This s the next step is the svelution of the Isterner,” Google Chisf Executive Officer Eric Schenidt sasd
dusring & conferescr call Monday.

e dutoct bt e i
cerfounders Chad Hurley and Steve Ches. Meanwhile, Google will continue to run a bess popular video
service on its own site.

‘The deal is expected to close before the end of the year.

“Ven confident that with this At
partnership well have the
flexibility and rescurces nesded
‘to pursus our goal of building.
the next-genecation platfoem
for serving media workdwide,”
said Husley, YouTabe's 29-
year-old CEQ.
Schmidt thinks so highly of
Hurley and Chae, 27, that be
campared them to Goegle's
now 33 year-old co-foundess,
Sergey Brin and Larry Page.

| —— Tesbasd betuer Bt with anothar company,” Bria 164 &
Monday's canference call. “This really reminds me of Google just a fow shart years aga.”

The mipan share a commen i Sequoia Capital, an early Google investor that
wvwes a roughly 30 percent stake in YouTube. Menlo Park-based Sequein remaiss a major Google
hareholder and retai un the company’s board — factors that might have helped the deal come
togesher after just a week of negotiation.

VouTishe has drawn Joss 1l " the orieinal Nanetec, th

as avak I lawsuits Sled by imoensed companies

and artists.

‘While most videos posted oa YouTube are homemade, the site also features volumes: of copyrighted material
= & problen that has caused some critics 1o predict the stamsp eventually would be susd ists obliviea.

But Hurley and Ghen have i up with major med i in an effort 1o W

Frmanen mam that YT



i Mony by heping

The pumber of vistors i
of peaple o thesir free tme YouTibg ol
Menthiy visiors b YouTube
As its negetiations with Google appeared 10 be near fruition, VouTube on Monday snaounced new :""‘ 151 mion:
‘partnerships with Universal Music Group, CBS Corp. and Somy BMG Music Entertainment. Those "

‘with Warmer Musie Group Ine. sl

Thue truce with Usiversal represeated a particularly significant breakthrough because the warld's largest

4 to sue YouTuab ths ah

[
.
e 4
]
While Google has been hauling away huge profits from the booming search market, it hasa't been able L
to becosne a majar player i online video.

‘That should change now, predicted Formester Research analyst Charlene Li. “This gives Google the video
play they have bees locking for and gives them a great opportunity 1o redefine how adventising is done,” she
said.

Investors applauded the possible acquisition as Google Inc. shares climbed $8.50 to close at $429 on the
MNasdag Stock Marke, thea sdded azother 53.11 in extended trading.

Several other suitors, including pree——
Microsot Carp., Yaboo Ine.

and Neows Corp, reportedly

teave discussed o posible

YouTube purchase in recent

.

(MSNEC com is a joint venture

Bisaler. “Google has been doing a Jot of things right, but they are not sitting on their lourels.”

Googhe's VouTube coup may intensify the pressure on Yahoo to make its own splash by baying
Facwbook com. the [nternet’s second most popular social-setwerking site, Yahoo has repartedly offersd as
muach a $1 billion for Pala Alto-bacod Fasebook during menths of sporadia talls.

p up and do something.” said Roger Aguinabdo, an imvestment banker who also
iskses 2 dealmak 2 d the MiA Advisor. “They are becosning bess rebevant asd locking bess

Selling to Mountain Looghe will gn nd
T, s well a staggering windfall for & company that was mnning on credSt card debt fust 20

| Show more text |
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HP MyRoom

Built on HP Virtual Rooms Technology
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Your online meeting place
See the power of HP MyRoom by

Help & Support

On the go but

ing virtual face-to-f;
using your own virtual room. Deliver highly professional, hlgh quality and-o and

Create an account
Join a meeting
Mame *
Fioom Key *
Language *
Engish -
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he HF Terms of Use. The mesting
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Test Your Setup
Enter a room to make
sure you're ready to
join a meeting.

web

simply stay connected with famlly or friends. With the abllny to

yRoom Speech

events, hold ad-hoc meetings or go from text-chat to meeting, HP MyRoom

delivers the flexibility you need to manage your meetings in time and anytime.
Your contacts not available when you are? Use MyRoom to leave an audio and
video message they hear and see when they return.

HP MyRoom for meetings in 30 seconds or less
Wb conferencing in time and anytime

‘What our customers say

“Gaining control of the press with an experienced remote
control engineer and the operator standing by the
machine saves the customer a lot of downtime. '

Igal Gurevich
Software product manager, HP Indige Print Care

<3

Hear the conversation or
see the chat messages in
your chosen language
with HP MyReom
SpeechTrans translator.
Try it for FREE for 7
days.

See it in action

MyRoom Consulting
Contact a Consultant
today. Leverage HP's
expertise to create a
wmkey HP MyRoum
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[ Read more | implementation. Contact
a Consultant today.
==
Have a product key?
“Social Innovation Relay's partnership with HP is a Have you received a
success story. Using HP MyRoom made this the first mﬁ“g;m:‘n":
competition where we had cross-border e-mentoring start using it right away?
enabling us to get more students involved. Eroduc Ky -

Roxana Stefanescu
Sanior project manager, Junior Achievers - Young Entrepreneurs Add product

Read more
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Annual Meating of Shareholders
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