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The undersigned certify that the following listed persons have 

an interest in the outcome of this case. 

 

1. Mr. Jacques Levy, domiciled 9 rue de Belzunce F-75010 Paris, France, co-owner of 
the trademark EGG EVENTS; 

 

2. Mrs. Angélique Eriksen, domiciled 7 place des Etats Unis, F-75116 Paris, France, co-
owner of the trademark EGG EVENTS ; 
 
Appellants 
 

3. Mr. Michael Eisnach, Examining Attorney, Law Office 104,  

 

Appellee-Respondent 
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STATEMENT OF JURISDICTION 

 

a. Appeal object 

The present appeal is directed against the final decision of the honorable Examining Attorney, 
Mr. Michael Eisnach, Law Office 104, dated April 1st 2015 (mailing date), refusing the 
registration of the applied EGG EVENTS (serial number 79145328) because of a likelihood 
of confusion with the mark in U.S. No 4567343 EGG JAPAN. 

b. Appeal admissibility 

Pursuant to Article 15 U.S.C. § 1070, an appeal may be taken to the Trademark Trial and 
Appeal Board from any final decision of the examiner in charge of the registration of marks 
upon the payment of the prescribed fee. 

The applicant must file the notice of appeal and appeal fee within six months from the mailing 
date of final refusal 37 C.F.R. 2.142(a). 

The applicant must file an appeal brief within 60 days of the date of the appeal. 

In our case, the Appellants have sent their notice of appeal on August 20th 2015 and have duly 
paid the appeal fee. 

The deadline to send the appeal brief is September 30th 2015. 

The present appeal has thus been timely sent. 

The present appeal is thus receivable.  

 

STATEMENT OF THE ISSUE 

 

The issue on appeal is whether the mark “EGG EVENTS”, when used in connection with the 
identified goods, is likely to be confused with U.S. Registration No. 4567343, for EGG 
JAPAN, issued July 15th 2014, registered to Mitsubishi Estate Co., Ltd. of Japan under 
Section 2(d) of the trademark Act, Article 15 U.S.C. § 1052(d). 

The issue involved in our case, is whether there is likelihood of confusion pursuant to Article 
15 U.S:C. § 1052(d) between the Applicants and Appellants trademark EGG EVENTS (Serial 
No79145328) with the trademark EGG JAPAN (Registration No 4567343). 
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STATEMENT OF THE CASE 

 

a. Proceedings  

On April 22nd 2014, the USPTO registered the application of the trademark EGG 
EVENTS, which was filed on March 4th 2014 on the basis of Sect. 66(a) (Madrid 
Protocol). 
 
On July 28th 2014, the USPTO suspended the registration procedure. 
 
The suspension was motivated on the fact that there was a pending registration of a 
trademark called EGG JAPAN (serial number 86118300) which could create a likelihood 
of confusion with the Appellants’ trademark EGG EVENTS. 
 
The mark EGG JAPAN was registered on July 15th 2014 (US Registration number 
4567343). 
 
On January 23rd 2015, the Applicants-Appellants have responded to the suspension letter 
of the USPTO. They considered that the suspension could be lifted and that there was no 
likelihood of confusion between the marks EGG EVENTS and EGG JAPAN. 
 
On February 20th 2015, the examining attorney notified an office action in which the 
registration of EGG EVENTS in the United States was refused based on the fact that there 
was a likelihood of confusion with the newly registered trademark EGG JAPAN. 
 
On March 3rd 2015, the Applicants-Appellants contested the refusal to register the 
trademark EGG EVENTS and claimed that there was no likelihood of confusion. 
 
On April 1st 2015, the examining attorney notified a final refusal to register the trademark 
EGG EVENTS in the United States. 
 
On May 4th 2015, the Applicants-Appellants filed a request for reconsideration. 
 
On May 27th 2015, the examining attorney notified that the request for reconsideration was 
denied. 
 
On August 20th 2015, the Applicants-Appellants sent their notice of appeal for all classes 
(035, 039 and 043) and paid to appeal fees to the Trademark Trial and Appeal Board. 
 
Confirmation of receipt of the notice of appeal under number ESTTAA690630 was 
notified to the Applicants-Appellants by the Trademark Trial and Appeal Board on the 
same date. 
 

 

 



7 
 

 

b. Statements of Facts 
 

A. EGG EVENTS is specialized in events planning and organization as it is clearly 
depicted in EGG EVENTS web site (http://www.egg-events.com). 

The services provided in relation with the trademark EGG EVENTS are the following: 

1. Logistic management 

Destination and venue sourcing, third-party sourcing, negotiating and contracting, VIP, 
KOL and delegate management, website/online platform development, travel management 
and ticketing, ground transfers and staffing. 

2. Finance 

Budget controllership and compliance, Invoice reconciliation and Invoicing. 

3. Technical production 

Technical direction and technical sourcing 

4. Content planning and production  

Strategic planning/meeting architecture, event branding: concepts, slogan, visual identity, 
stage design: plans, roughs, mood boards, etc., event communication plans, speaker 
(keynote) sourcing, contracting and management, presentation/speaker management 
(coaching & editorial assistance), Audiovisual production, Info graphics, and animations, 
teambuilding, etc. 

Furthermore, EGG EVENTS is to be protected: 

- for organization of exhibitions for commercial or advertising purposes; public 
relations, (class 35); 

- for arranging of travel tours; transportation of persons logistics services, namely, 
transportation of persons by air, rail, road or ship, booking seats of travel (class 39); 
and 

- Booking of temporary accommodation (class 43). 

Based on the above, we can notice the services are highly specialized and qualified and to 
be provided to qualified customers such as businesses and professionals. 

B. EGG JAPAN (Entrepreneur Group for Growing JAPAN) is located in Marunouchi, 
Tokyo, one of the world's premier business districts where over 230,000 people work 
in about 4,000 offices. Consisting of Business Development Offices and a Business 
Club (Tokyo 21c Club), EGG JAPAN is a platform for the creation of new businesses. 

EGG JAPAN provides personalized business support to match the requirements and 
circumstances of their tenants, who include venture companies and individuals, and both 
overseas and Japanese enterprises. Through about 200 consultations a year, they provide 
the Business Development and incubation programs listed below to help companies with 
start-ups, creating new businesses or expanding into new areas. 
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(http://www.egg-japan.com/en/about/support/) 

EGG JAPAN is mainly active in: 

- Market development, advice and business matching services for developing business 
partners, clients, etc. 

- Financing and capitalization support; 
- Introduction to professionals for financial and tax advice and assistance with 

formalities such as setting up a company; 
- Support to help develop IP strategies for utilizing and protecting intellectual property 

Business market expansion; 
- Business incubation; 
- Advice on strategies for expanding into overseas markets; 
- PR and advertising support; 
- Advice on strategies for penetrating Japanese market; 
- Recruitment support; and 
- Contractual, labor, compliance and other legal advice. 

EGG JAPAN provides soft landing for companies wanting to start new businesses in Japan. 

(http://www.egg-japan.com/en/about/support/) 

Moreover, regarding services provided to overseas companies it is mentioned on the web site: 

“For overseas companies unfamiliar with Japanese legal and administrative procedures, or 
unable to negotiate them, we are able to introduce scriveners, notary publics, tax 
accountants, patent attorneys, management consultants and other legal specialists to match 
your requirements. We can also offer advice on preparing documentation for applying for 
subsidies or various administrative procedures.” 

(http://www.egg-japan.com/en/about/abroad/) 

It should be noted that Mitsubishi Estate Co., Ltd., owner of the mark EGG JAPAN provided 
this information with its registration application 86118300 on November 13th 2013 (doc. 
named specimen). 

EGG JAPAN requested protection for classes 35, 36, 41 and 43 such as: 

Business consulting and information services; Business advice and information relating to 
loans, finance and capital; Tax consultation; Consulting services in the field of managing 
intellectual properties; Business consultation services in the fields of business risk 
management and regulation compliance; Public relations; Advertising, marketing and 
promotion services; Business services, namely, matching potential private investors with 
entrepreneurs needing funding, and matching business partners for trade, export, sourcing and 
investment; Personnel placement and recruitment; Business networking; Organizing of 
business competitions; Rental of office machinery and equipment; Market research;  
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Employment agency services, namely placement of secretarial and clerical services, and 
receptionist services (class 35); 

Rental of office space; Incubation services, namely, rental of office space to freelancers, start-
ups, existing businesses and non-profits; Financial consulting; Credit inquiry and 
consultation; Evaluation of the credit worthiness of companies (class 36); 

Organization of seminars; Party planning; Party planning consultation; Entertainment services 
in the nature of organizing and conducting social entertainment events (class 41), and 

Rental of meeting rooms; Agency services for booking hotel accommodation (class 43). 

In our case, we can admit that “EGG EVENTS” and “EGG JAPAN” share the common word 
“EGG” that is the dominant part of the mark.  

Taken in their entireties we can notice that these two marks are composed of two additional 
words that are completely different in the aspects of sound, appearance and meaning. 

Indeed, the word «EVENTS» means in plural: 

1. A happening or occurrence, esp. when important;  

2. A particular contest or item in a program “the pole vault, high jump, and other 
events”; and  

3. Any organized activity, celebration, etc. for members of the general public or a 
particular group   “the social event of the year” 

(http://www.collinsdictionary.com/dictionary/american/event?showCookiePolicy=true) 

 The word « JAPAN » means: 

1. An archipelago and empire in E Asia, extending for 3200 km (2000 miles) between the 
Sea of Japan and the Pacific and consisting of the main islands of Hokkaido, Honshu, 
Shikoku, and Kyushu and over 3000 smaller islands: feudalism abolished in 1871, 
followed by industrialization and expansion of territories, esp during World Wars I 
and II, when most of SE Asia came under Japanese control; dogma of the emperor's 
divinity abolished in 1946 under a new democratic constitution; by the 1980s, rapid 
economic growth made Japan the most industrialized nation in the Far East. Official 
language: Japanese. Religion: Shintoist majority, large Buddhist minority. Currency: 
yen. Capital: Tokyo. Pop: 127 253 075 (2013 est). Area: 369 660 sq km (142 726 sq 
miles) Japanese names: Nippon, Nihon; 

2. A lacquer or varnish giving a hard, glossy finish; 

3. A liquid mixture used as a paint drier (also) japan drier; and 

4. Objects decorated and lacquered in the Japanese style. 

(http://www.collinsdictionary.com/dictionary/american/japan?showCookiePolicy=true) 
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c. List of evidence 
 
1. http://www.egg-events.com 
2. www.egg-japan.com/en/about/support/ 
3. (http://www.egg-japan.com/en/about/abroad/ 
4. (http://www.collinsdictionary.com/dictionary/american/event?showCookiePolicy=true 
5. http://www.collinsdictionary.com/dictionary/american/japan?showCookiePolicy=true 

 

SUMMARY OF THE ARGUMENT 

 

The Applicants-Appellants fully contest that there is a likelihood of confusion between EGG 
EVENTS and EGG JAPAN they consider that: 

1. The examining attorney erred in omitting to consider that the services related to EGG 
EVENTS and EGG JAPAN are provided to sophisticated consumers, who have a 
high degree of understanding and with a clear knowledge of the market, on this basis 
there cannot be any likelihood of confusion between both trademarks. 

 

ARGUMENT 

 

Appellants respectfully traverse the refusal to register the mark EGG EVENTS under Section 
2(d), Article 15 U.S.C. § 1052(d) of the trademark Act on the grounds of likelihood of 
confusion, and respectfully request reconsideration and allowance of the application in view 
of the following remarks. 

I. PRINCIPLES REGARDING THE ASSESSMENT OF LIKELIHOOD 
OF CONFUSION 

When assessing the likelihood of confusion between compound word marks, one must 
determine whether a portion of the word mark is dominant in terms of creating the 
commercial impression. The Court of Appeals for the Federal Circuit has noted that “in 
articulating reasons for reaching a conclusion on the issue of confusion, there is nothing 
improper in stating that, for rational reasons, more or less weight has been given to a 
particular feature of a mark, provided the ultimate conclusion rests on consideration of the 
marks in their entireties.” In re Nat’l Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 750-
51 (Fed. Cir. 1985).  
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Although there is no mechanical test to select a “dominant” element of a compound word 
mark, consumers would be more likely to perceive a fanciful or arbitrary term, rather than a 
descriptive or generic term, as the source-indicating feature of the mark. See, e.g., In re Dixie 
Rests., Inc., 105 F.3d 1405, 1407, 41 USPQ2d 1531, 1533-34 (Fed. Cir. 1997) (affirming 
TTAB’s finding that “DELTA,” not the disclaimed generic term “CAFÉ,” is the dominant 
portion of the mark THE DELTA CAFÉ); In re Binion, 93 USPQ2d 1531, 1534 (TTAB 
2009) (finding that “BINION’S,” not the disclaimed descriptive wording “ROADHOUSE,” is 
the dominant portion of the mark BINION’S ROADHOUSE). Accordingly, if two marks for 
related goods or services share identical or similar dominant features and the marks, when 
viewed in their entireties, create similar overall commercial impressions, then confusion is 
likely. See, e.g., In re Cynosure, Inc., 90 USPQ2d 1644 (TTAB 2009) (holding CYNERGY 
for medical lasers for, inter alia, treatment of the face and skin, and SYNERGIE PEEL for 
medical devices for microdermabrasion, likely to cause confusion, noting that “SYNERGIE” 
is the dominant portion of the cited mark and “PEEL” is insufficient to distinguish the marks); 
In re J.M. Originals Inc., 6 USPQ2d 1393 (TTAB 1987) (holding JM ORIGINALS (with 
“ORIGINALS” disclaimed) for various items of apparel, and JM COLLECTABLES for sport 
shirts, likely to cause confusion). (…) 

However, while the public may rely more on the non-descriptive portions of marks to 
distinguish them, “this does not mean that the public looks only at the differences [between 
the marks], or that descriptive words play no role in creating confusion.” Nat’l Data Corp., 
F.2d at 1060, 224 USPQ at 752. 

Moreover, because the similarity or dissimilarity of the marks is determined based on the 
marks in their entireties, the analysis cannot be predicated on dissecting the marks into their 
various components; that is, the decision must be based on the entire marks, not just part of 
the marks. In re National Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed. Cir. 1985). 

II. SOPHISTICATED PURCHASERS: 

There is no likelihood of confusion merely because of the common the word “EGG” 
in the marks EGG EVENTS and EGG JAPAN because only sophisticated 
purchasers exercising great care would purchase the relevant services associated 
with the marks 

Appellants respectfully submit that only sophisticated purchasers exercising great care would 
purchase the relevant services associated with the marks, and therefore, there would be no 
likelihood of confusion merely because of EGG EVENTS and EGG JAPAN share the 
common word “EGG”. 

The fact that purchasers are sophisticated or knowledgeable in a particular field does not 
necessarily mean that they are immune to source confusion. See In re Shell Oil Co., 992 F.2d 
1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993) (indicating that “even sophisticated 
purchasers can be confused by very similar marks”); Top Tobacco, LP v. N. Atl. Operating 
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Co., 101 USPQ2d 1163, 1170 (TTAB 2011); In re Total Quality Grp., Inc., 51 USPQ2d 1474, 
1477 (TTAB 1999); In re Decombe, 9 USPQ2d 1812, 1814-15 (TTAB 1988);  

In re Pellerin Milnor Corp., 221 USPQ 558, 560 (TTAB 1983). However, circumstances 
suggesting care in purchasing may tend to minimize the likelihood of confusion. See, e.g., In 
re N.A.D., Inc., 754 F.2d 996, 999-1000, 224 USPQ 969, 971 (Fed. Cir. 1985) (concluding 
that, because only sophisticated purchasers exercising great care would purchase the relevant 
goods, there would be no likelihood of confusion merely because of the similarity between the 
marks NARCO and NARKOMED); In re Homeland Vinyl Prods., Inc., 81 USPQ2d 1378, 
1380, 1383 (TTAB 2006). 

Generally, the more sophisticated and knowledgeable the purchasers, the less likely it is that 
those purchasers will be confused by similar marks. For example, purchasers of jet engines 
for airplanes will most likely be professional purchasing agents with an intimate knowledge of 
competing products. Simply put, their purchasing decision is not primarily based on a 
comparison of the marks, per se, but is based on a deep understanding of the products and 
their manufacturers. On the other end of the scale, the ordinary, unsophisticated supermarket 
shopper is likely to be highly influenced by the marks used on products. He or she has neither 
the time nor the inclination to research competing products.  

The possibility for confusion of an unsophisticated purchaser is more acute, and thus, a 
similar mark may create a likelihood of confusion in the mind of an unsophisticated consumer 
where, in the same case, none would exist in the mind of a sophisticated purchaser 

(David V. Radack in Likelihood of Confusion—The Basis for Trademark Infringement) 

The Appellants respectfully point out that the services in connect with EGG EVENTS are 
provided to sophisticated and knowledgeable customers. 

Indeed, we can clearly admit that the services related with EGG EVENTS as it defined on the 
web site http://www.egg-events.com/, i.e.: 

1. Destination and venue sourcing, third-party sourcing, negotiating and contracting, 
VIP, KOL and delegate management, website/online platform development, travel 
management and ticketing, ground transfers and staffing. 

2. Budget controllership and compliance, Invoice reconciliation and Invoicing. 
3. Technical direction and technical sourcing and  
4. Strategic planning/meeting architecture, event branding: concepts, slogan, visual 

identity, stage design: plans, roughs, mood boards, etc., event communication plans, 
speaker (keynote) sourcing, contracting and management, presentation/speaker 
management (coaching & editorial assistance), Audiovisual production, Info graphics, 
and animations, teambuilding, etc. 

are clearly highly specialized and technical services to be provided to business professionals. 

 



13 
 

It is fair to assume that business professionals would exercise an elevated degree of care in 
selecting either advertising services or marketing consultation, because both services are 
directly related to the success of the business.  

The selection of such services would be made at the managerial level, after consideration of 
the company’s needs, and possibly after a comparison of competing service providers. 
Moreover, such business services would be fairly expensive or, at least, not so inexpensive as 
to be selected on impulse. While there is an overlap of customers, they are sophisticated 
customers who would exercise care in selecting the services, under circumstances that would 
reduce the likelihood of confusion. 

Furthermore, the services connected to EGG JAPAN are provided to sophisticated and 
knowledgeable customers, i.e. businessmen / businesswomen that want to develop 
commercial activities and seek sophisticated technical advice. 

For the American market, the customers targeted by EGG JAPAN are American companies or 
businesses that wish to develop commercial or industrial activities in Japan.  

Said customers are without any doubt sophisticated customers with high qualifications such as 
businessmen or businesswomen, business managers or officers, or business attorneys.  

Such customers have a high degree of understanding and with a clear knowledge of the 
market. In contact with EGG JAPAN, they will clearly take good care and notice the meaning 
of the mark Entrepreneur Group for Growing JAPAN. 

Moreover, Appellants respectfully point out that we cannot consider EGG EVENTS to be 
identical or highly similar to EGG JAPAN. 

Indeed, the similarity of both marks are that they share the common word “EGG” and on the 
basis that if two marks for related goods or services share identical or similar dominant 
features and the marks, when viewed in their entireties, create similar overall commercial 
impressions, then confusion is likely. See, e.g., In re Cynosure, Inc., 90 USPQ2d 1644 (TTAB 
2009) (holding CYNERGY for medical lasers for, inter alia, treatment of the face and skin, 
and SYNERGIE PEEL for medical devices for microdermabrasion, likely to cause confusion, 
noting that “SYNERGIE” is the dominant portion of the cited mark and “PEEL” is 
insufficient to distinguish the marks); In re J.M. Originals Inc., 6 USPQ2d 1393 (TTAB 
1987). 

In our case the weak part of both marks “EVENTS” and “JAPAN” are completely different in 
terms of meaning and sound, on word is a description of an activity the other is a geographical 
word describing a country and in fact the location of the mark. 

Moreover, both marks do not share the same services and all the same classes. 
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They only have in common a few related services such as public relations; advertising, 
marketing and promotional services, organizing of business competitions and Agency services 
for booking hotel accommodation. 

Most of services between the two marks described in the classes for protection are different. 

Based on the above, we can indubitably admit that the marks EGG EVENTS and EGG 
JAPAN are neither identical nor highly similar. 

In this case, it is not possible for sophisticated and knowledgeable customers to confuse both 
marks. 

Accordingly, for the reasons set forth above, Appellants respectfully submit that only 
sophisticated purchasers exercising great care would purchase the relevant services associated 
with the marks, and therefore, there would be no likelihood of confusion merely because of 
the fact that both marks share the same word “EGG”. 

 

CONCLUSION 

 

Based on the evidence of record, Appellants respectfully submit that the mark EGG EVENTS 
as applied to the goods and services for which registration is being sought, when considered 
as a whole is not likely to cause confusion with the mark EGG JAPAN and design in U.S. 
Registration No. 4567343 under Section 2(d) of the Trademark Act, and hence, the mark is 
registrable on the Principal Register. Accordingly, Appellants respectfully request that the 
Board reverse the refusal to register the proposed mark on the Principal Register under 
Section 2(d) of the Trademark Act. 

Respectfully Submitted, 

 

 

Jacques LEVY      Angélique ERIKSEN 

/EriksenLevy/       /LevyEriksen/ 

       

Date : September 24, 2015     Date : September 24, 2015 
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1. http://www.egg-events.com 
2. www.egg-japan.com/en/about/support 
3. http://www.egg-japan.com/en/about/abroad/ 
4. (http://www.collinsdictionary.com/dictionary/american/event?showCookiePolicy=true 
5. http://www.collinsdictionary.com/dictionary/american/japan?showCookiePolicy=true 
6. Designation of Domestic Representative. 
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