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ARGUMENT(S)

In a Final Office Action with a mailing date of July 6, 2015, the Examining Attorney maintained the
refusal to register Applicant’s mark “CREAMIE,” U.S. Application No. 79/144,900, in Classes 18, 25
and 35, citing a likelihood of confusion with Registration No. 3,783,660 for “CR CREAMY RACH &
Design” in Class 25,  Registration No. 3,857,391 for “CRÈME…” in Class 18 and Registration No.
4,635,759 for “CRÈME BRANDS & Design” in Class 35 under Section 2(d) of the Trademark Act.  
For the reasons detailed herein, Applicant respectfully submits that there is no likelihood of confusion
between its mark and any of the cited marks and requests that the Application be passed to publication. 
Applicant is filing a Notice of Appeal with the Trademark Trial and Appeal Board concurrently with
this Request for Consideration.
 
1.     Reg. No. 3,783,660 – CR CREAMY RACH & Design
 
As set forth in Applicant’s prior responses, an analysis of the relevant du Pont factors finds that
consumer confusion between Applicant’s mark and the registered mark “CR CREAMY RACH &
Design” is unlikely because 1) when viewed in their entireties, the parties’ marks are dissimilar in
appearance, sound, connotation and commercial impression and 2) there are numerous similar marks
registered and in use on similar goods.  In re E.I. du Pont de Nemours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973).   In addition, as discussed herein, the trade channels for Applicant’s and
Registrant’s goods are dissimilar, further weighing in favor of finding that consumer confusion is
unlikely.  Id.  
 
Applicant’s and Registrant’s goods are not sold through similar trade channels or to similar
consumers such that the same individuals are likely to encounter the parties’ goods under



circumstances in which they would likely to be confused.  Applicant sells children’s clothing under the
“CREAMIE” mark.   As the brand’s Facebook page states, CREAMIE “is an international brand that
designs fashion with an edge for girls.”   See Exhibit A.   Registrant’s clothing, on the other hand, is
targeted to an older consumer.  See, e.g., Exhibit B.   In any event, Registrant does not appear to be
selling its goods via any channel to any consumer.  In fact, Registrant, Axcellent, Inc., a California
corporation, is currently suspended by the California Secretary of State.  See Exhibit C.  In addition, the
company’s social media pages have not been updated in over two years, its website
www.creamyrach.com is now defunct and available for purchase by third-parties, and its second
website www.creamyrach.com.tw no longer contains any content related to the “CR CREAMY
RACH” brand.  See Exhibit D.  Applicant respectfully submits that consideration of such evidence of
use of the parties’ marks, or lack thereof, is appropriate in this matter given the recent Supreme Court
decision in B&B Hardware, Inc. v. Hargis Industries, Inc., No. 13-352, 2015 WL 1291915 (March 24,
2015), which considered evidence of actual use and gave greater precedential weight to registration
decisions of the U.S. Patent and Trademark Office.
 
In addition, Applicant reiterates its argument that consumer confusion is unlikely between the parties’
marks because the marks look, sound and are spelled differently and convey different commercial
impressions.  The Examining Attorney continues to disregard the “CR” and “RACH” elements of
Registrant’s mark from the likelihood of confusion analysis, instead focusing only on the similarity
between the terms “CREAMY” and “CREAMIE.”   To support the conclusion that consumers will
confuse these terms, the Examining Attorney submits evidence of the terms “CREAMIE” and
“CREEMEE” being used interchangeably in connection with food items – specifically in connection
with ice cream and cakes.  This evidence of use of the terms “CREAMIE” and “CREEMEE” for food
products is irrelevant to how consumers will view the terms “CREAMIE” and “CREAMY” when
used in connection with clothing.
 
Finally, the only overlap between the two marks, the word “CREAM,” is weak as a source identifier in
Class 25.  As Applicant noted in previous responses, there are over 30 marks currently registered and
co-existing in Class 25 that include the term “CREAM.”   Applicant included Registration Certificates
for several of these marks with its June 8 Response.  Where, as here “ the matter common to the marks
is not likely to be perceived by purchasers as distinguishing source because it is merely descriptive or
diluted,” consumer confusion is unlikely.   TMEP § 1207.01(b)(iii).
 
In sum, there is no likelihood of confusion between Applicant’s mark and the registered mark “CR
CREAMY RACH & Design.”
 
2.     Reg. No. 3,857,391 - CRÈME…

 
As set forth in Applicant’s prior responses, an analysis of the relevant du Pont factors finds that
consumer confusion between Applicant’s mark and the registered mark “CRÈME…” is unlikely
because the parties’ marks are dissimilar in their entireties as to appearance, sound, connotation and
commercial impression.  In addition, as demonstrated herein, the trade channels for Applicant’s and
Registrant’s goods are dissimilar.   Id.  
 
The Examining Attorney reiterates the argument that Applicant’s mark “CREAMIE” is confusingly
similar to the prior registration for “CRÈME…” because crème is a “synonym for cream.”   First,
Applicant notes that the marks look and are pronounced differently.  “CRÈME” is a French word,
and thus the “È” in the mark is pronounced “ /É›/” rather than “/e/” as is the “E” in “CREAMIE.”  
See Exhibit E   In addition, Registrant’s specimen of use indicates that its domain name is
www.moicreme.com.  See Exhibit F.  “Moi” is a French term for “me.”   See Exhibit G.  The inclusion
of another French term in Registrant’s domain name further demonstrates that consumers will be likely
to use the French pronunciation of “CRÈME…,” “CREM,” rather than the English pronunciation,
“CREEM.”   This French pronunciation gives the marks very different commercial impressions, and as
Applicant previously noted, use of the term “CRÈME…” followed by an ellipses in connection with
Registrant’s high-end leather goods is most likely to call to mind the common French-language
expression “CRÈME DE LA CRÈME,” meaning the “cream of the crop” or the “best of the best.”      
 
Finally, the parties’ goods do not travel via the same channels of trade.   Registrant’s specimen
demonstrated that its goods were sold via its own website, www.moicreme.com.  See Exhibit F. 



However, Registrant no longer appears to be selling its goods.  The www.moicreme.com domain name
is no longer active and is available for purchase by third-parties, its Etsy shop has been deleted and
Registrant’s blog and social media pages have not been updated since 2009. See Exhibit H.  Thus,
Applicant’s and Registrant’s goods do not travel via similar trade channels.   Again, given the recent
Hargis decision, evidence of actual use and channels of trade should, when available, supersede mere
assumptions.
 
For all of the foregoing reasons, there is no likelihood of consumer confusion between Applicant’s
“CREAMIE” mark and the registered mark “CRÈME...”
 
3.     Reg. No. 4,635,759 - CRÉME BRANDS & Design

 
As set forth in Applicant’s prior responses, an analysis of the relevant du Pont factors finds that
consumer confusion between Applicant’s mark and the registered mark “CRÈME BRANDS &
Design” is unlikely because 1) the marks convey different commercial impressions, 2) the parties’
services are distinct 3) consumers are likely to be able to distinguish between the marks because there
are several similar marks already co-existing in Class 35 and 4) the consumers for Applicant’s and
registrant’s services are sophisticated and discriminating buyers.   In re E.I. du Pont de Nemours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973).  Applicant reiterates these arguments and responds to the
Examining Attorney’s new arguments below.
The marks “CRÈME BRANDS & Design” and “CREAMIE” look, sound and are spelled differently
and convey a different commercial impression. As set forth in section 2 above, the term “CRÈME” is a
French word that is pronounced differently than “CREAMIE” and conveys a different commercial
impression.
 
The Examining Attorney suggests that Applicant’s mark “CREAMIE” will be seen as a “diminutive”
product line branching off of the “CRÈME BRANDS & Design” brand.   The Examining Attorney
submits evidence that other brands sometimes have such extensions, giving as examples “CUBS” and
“CUBBIES;” “NINE WEST and “WESTIES;” “SAMSONITE and “SAMMIES;” and “STEVE
MADDEN” and “STEVIES BY STEVE MADDEN.”   In each of these examples, the “diminutive” is
clearly very similar to the main brand, with the suffix “IES” simply added to the end of the same
prefix used for the main brand.  Thus, it is likely that consumers will see the brands as related. 
Similarly, as the Examining Attorney points out, following this same pattern, Applicant itself has both
a “CREAM” and “CREAMIE” brand.   “CRÈME BRANDS & Design,” however, is not likely to be
seen as related to Applicant’s brands, because, as Applicant argued in its previous responses
“CRÈME” and “CREAM” look different, sound different and convey different commercial
impressions.  Because these terms are not likely to be confused, “CREAMIE” is also unlikely to be
seen as a diminutive brand of “CRÈME.”
 
In addition, consumers are capable of distinguishing between “CRÈME” and “CREAM” marks in
Class 35.  There are several other marks registered and co-existing in Class 35 that are more similar in
appearance, sound and commercial impression to “CRÈME BRANDS & Design” that also cover
services that more closely relate to those identified in the “CRÈME BRANDS & Design” registration.  
As examples, Applicant submitted registration certificates for three such marks in connection with its
June 8 response.
 
Finally, the Examining Attorney did not address Applicant’s argument that the consumer for both
Registrant’s “CRÈME BRANDS & Design” and Applicant’s “CREAMIE” Class 35 business
services are sophisticated purchasers.  A consumer is unlikely to impulsively purchase brand
development, advertising or business management services.  Rather, a professional buyer is likely to
make such purchase, on behalf of his or her company, only after considered research. Such professional
purchasers are “less likely to be confused by trademarks that are similar.”   See J. Thomas McCarthy,
McCarthy on Trademarks and Unfair Competition § 23:101 (4th Ed. 2014).
 
For all of the foregoing reasons, there is no likelihood of consumer confusion between Applicant’s
“CREAMIE” mark and the registered mark “CRÈME BRANDS & Design.”
4.     Conclusion

 



In accordance with the foregoing, Applicant respectfully requests that its application for “CREAMIE,”
Serial No. 79/144,900, be passed to publication.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 79144900 CREAMIE(Standard Characters, see http://tmng-
al.uspto.gov/resting2/api/img/79144900/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

In a Final Office Action with a mailing date of July 6, 2015, the Examining Attorney
maintained the refusal to register Applicant’s mark “CREAMIE,” U.S. Application No.
79/144,900, in Classes 18, 25 and 35, citing a likelihood of confusion with Registration No.
3,783,660 for “CR CREAMY RACH & Design” in Class 25,  Registration No. 3,857,391 for
“CRÈME…” in Class 18 and Registration No. 4,635,759 for “CRÈME BRANDS & Design” in Class 35



under Section 2(d) of the Trademark Act.  For the reasons detailed herein, Applicant respectfully submits
that there is no likelihood of confusion between its mark and any of the cited marks and requests that the
Application be passed to publication.  Applicant is filing a Notice of Appeal with the Trademark Trial and
Appeal Board concurrently with this Request for Consideration.
 
1.     Reg. No. 3,783,660 – CR CREAMY RACH & Design
 
As set forth in Applicant’s prior responses, an analysis of the relevant du Pont factors finds that
consumer confusion between Applicant’s mark and the registered mark “CR CREAMY RACH &
Design” is unlikely because 1) when viewed in their entireties, the parties’ marks are dissimilar in
appearance, sound, connotation and commercial impression and 2) there are numerous similar marks
registered and in use on similar goods.  In re E.I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).   In addition, as discussed herein, the trade channels for Applicant’s and Registrant’s
goods are dissimilar, further weighing in favor of finding that consumer confusion is unlikely.  Id.  
 
Applicant’s and Registrant’s goods are not sold through similar trade channels or to similar consumers
such that the same individuals are likely to encounter the parties’ goods under circumstances in which
they would likely to be confused.  Applicant sells children’s clothing under the “CREAMIE” mark.   As
the brand’s Facebook page states, CREAMIE “is an international brand that designs fashion with an
edge for girls.”   See Exhibit A.   Registrant’s clothing, on the other hand, is targeted to an older
consumer.  See, e.g., Exhibit B.   In any event, Registrant does not appear to be selling its goods via any
channel to any consumer.  In fact, Registrant, Axcellent, Inc., a California corporation, is currently
suspended by the California Secretary of State.  See Exhibit C.  In addition, the
company’s social media pages have not been updated in over two years, its website
www.creamyrach.com is now defunct and available for purchase by third-parties, and its second website
www.creamyrach.com.tw no longer contains any content related to the “CR CREAMY RACH”
brand.  See Exhibit D.  Applicant respectfully submits that consideration of such evidence of use of
the parties’ marks, or lack thereof, is appropriate in this matter given the recent Supreme Court
decision in B&B Hardware, Inc. v. Hargis Industries, Inc., No. 13-352, 2015 WL 1291915 (March 24,
2015), which considered evidence of actual use and gave greater precedential weight to registration
decisions of the U.S. Patent and Trademark Office.
 
In addition, Applicant reiterates its argument that consumer confusion is unlikely between the parties’
marks because the marks look, sound and are spelled differently and convey different commercial
impressions.  The Examining Attorney continues to disregard the “CR” and “RACH” elements of
Registrant’s mark from the likelihood of confusion analysis, instead focusing only on the similarity
between the terms “CREAMY” and “CREAMIE.”   To support the conclusion that consumers will
confuse these terms, the Examining Attorney submits evidence of the terms “CREAMIE” and
“CREEMEE” being used interchangeably in connection with food items – specifically in connection
with ice cream and cakes.  This evidence of use of the terms “CREAMIE” and “CREEMEE” for food
products is irrelevant to how consumers will view the terms “CREAMIE” and “CREAMY” when used
in connection with clothing.
 
Finally, the only overlap between the two marks, the word “CREAM,” is weak as a source identifier in
Class 25.  As Applicant noted in previous responses, there are over 30 marks currently
registered and co-existing in Class 25 that include the term “CREAM.”   Applicant included Registration
Certificates for several of these marks with its June 8 Response.  Where, as here “ the matter common to
the marks is not likely to be perceived by purchasers as distinguishing source because it is merely
descriptive or diluted,” consumer confusion is unlikely.   TMEP § 1207.01(b)(iii).
 
In sum, there is no likelihood of confusion between Applicant’s mark and the registered mark “CR
CREAMY RACH & Design.”
 
2.     Reg. No. 3,857,391 - CRÈME…

 
As set forth in Applicant’s prior responses, an analysis of the relevant du Pont factors finds that
consumer confusion between Applicant’s mark and the registered mark “CRÈME…” is unlikely because
the parties’ marks are dissimilar in their entireties as to appearance, sound, connotation and commercial
impression.  In addition, as demonstrated herein, the trade channels for Applicant’s and Registrant’s



goods are dissimilar.  Id.  
 
The Examining Attorney reiterates the argument that Applicant’s mark “CREAMIE” is confusingly
similar to the prior registration for “CRÈME…” because crème is a “synonym for cream.”   First,
Applicant notes that the marks look and are pronounced differently.  “CRÈME” is a French word,
and thus the “È” in the mark is pronounced “ /É›/” rather than “/e/” as is the “E” in “CREAMIE.”   See
Exhibit E   In addition, Registrant’s specimen of use indicates that its domain name
is www.moicreme.com.  See Exhibit F.  “Moi” is a French term for “me.”   See Exhibit G.  The
inclusion of another French term in Registrant’s domain name further demonstrates that consumers
will be likely to use the French pronunciation of “CRÈME…,” “CREM,” rather than the English
pronunciation, “CREEM.”   This French pronunciation gives the marks very different commercial
impressions, and as Applicant previously noted, use of the term “CRÈME…” followed by an ellipses in
connection with Registrant’s high-end leather goods is most likely to call to mind the common French-
language expression “CRÈME DE LA CRÈME,” meaning the “cream of the crop” or the “best of the
best.”      
 
Finally, the parties’ goods do not travel via the same channels of trade.  
Registrant’s specimen demonstrated that its goods were sold via its own website, www.moicreme.com. 
See Exhibit F.  However, Registrant no longer appears to be selling its goods.  The www.moicreme.com
domain name is no longer active and is available for purchase by third-parties, its Etsy shop has been
deleted and Registrant’s blog and social media pages have not been updated since 2009. See Exhibit H. 
Thus, Applicant’s and Registrant’s goods do not travel via similar trade channels.   Again, given the
recent Hargis decision, evidence of actual use and channels of trade should, when available, supersede
mere assumptions.
 
For all of the foregoing reasons, there is no likelihood of consumer confusion between Applicant’s
“CREAMIE” mark and the registered mark “CRÈME...”
 
3.     Reg. No. 4,635,759 - CRÉME BRANDS & Design

 
As set forth in Applicant’s prior responses, an analysis of the relevant du Pont factors finds that
consumer confusion between Applicant’s mark and the registered mark “CRÈME BRANDS & Design”
is unlikely because 1) the marks convey different commercial impressions, 2) the parties’ services are
distinct 3) consumers are likely to be able to distinguish between the marks because there are several
similar marks already co-existing in Class 35 and 4) the consumers for Applicant’s and registrant’s
services are sophisticated and discriminating buyers.  In re E.I. du Pont de Nemours & Co., 476
F.2d 1357, 177 USPQ 563 (CCPA 1973).  Applicant reiterates these arguments and responds to the
Examining Attorney’s new arguments below.
The marks “CRÈME BRANDS & Design” and “CREAMIE” look, sound and are spelled differently and
convey a different commercial impression. As set forth in section 2 above, the term “CRÈME” is a
French word that is pronounced differently than “CREAMIE” and conveys a different commercial
impression.
 
The Examining Attorney suggests that Applicant’s mark “CREAMIE” will be seen as a “diminutive”
product line branching off of the “CRÈME BRANDS & Design” brand.   The Examining Attorney
submits evidence that other brands sometimes have such extensions, giving as examples “CUBS” and
“CUBBIES;” “NINE WEST and “WESTIES;” “SAMSONITE and “SAMMIES;” and “STEVE
MADDEN” and “STEVIES BY STEVE MADDEN.”   In each of these examples, the “diminutive” is
clearly very similar to the main brand, with the suffix “IES” simply added to the end of the same prefix
used for the main brand.  Thus, it is likely that consumers will see the brands as related. 
Similarly, as the Examining Attorney points out, following this same pattern, Applicant itself
has both a “CREAM” and “CREAMIE” brand.   “CRÈME BRANDS & Design,” however, is
not likely to be seen as related to Applicant’s brands, because, as Applicant argued in its
previous responses “CRÈME” and “CREAM” look different, sound different and convey
different commercial impressions.  Because these terms are not likely to be confused, “CREAMIE” is
also unlikely to be seen as a diminutive brand of “CRÈME.”
 
In addition, consumers are capable of distinguishing between “CRÈME” and “CREAM” marks in



Class 35.  There are several other marks registered and co-existing in Class 35 that are more similar in
appearance, sound and commercial impression to “CRÈME BRANDS & Design” that also cover
services that more closely relate to those identified in the “CRÈME BRANDS & Design” registration.  
As examples, Applicant submitted registration certificates for three such marks in connection with its June
8 response.
 
Finally, the Examining Attorney did not address Applicant’s argument that the consumer for both
Registrant’s “CRÈME BRANDS & Design” and Applicant’s “CREAMIE” Class 35 business services
are sophisticated purchasers.  A consumer is unlikely to impulsively purchase brand development,
advertising or business management services.  Rather, a professional buyer is likely to make such
purchase, on behalf of his or her company, only after considered research. Such professional purchasers
are “less likely to be confused by trademarks that are similar.”   See J. Thomas McCarthy, McCarthy on
Trademarks and Unfair Competition § 23:101 (4th Ed. 2014).
 
For all of the foregoing reasons, there is no likelihood of consumer confusion between Applicant’s
“CREAMIE” mark and the registered mark “CRÈME BRANDS & Design.”
4.     Conclusion

 
In accordance with the foregoing, Applicant respectfully requests that its application for “CREAMIE,”
Serial No. 79/144,900, be passed to publication.
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Signatory's Position: Attorney for Applicant, Colorado bar member

Signatory's Phone Number: 303-863-9700
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highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the owner's/holder's attorney or an associate thereof;
and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the owner/holder
in this matter: (1) the owner/holder has filed or is concurrently filing a signed revocation of or substitute
power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the
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owner's/holder's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney
appointing him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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