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Request for Reconsideration after Final Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 79144859

LAW OFFICE ASSIGNED LAW OFFICE 116

MARK SECTION

MARK FILE NAME http://tmng-al.uspto.gov/resting2/api/img/79144859/large

LITERAL ELEMENT EXAKT

STANDARD CHARACTERS NO

USPTO-GENERATED IMAGE NO

ARGUMENT(S)

See attached response.

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE
evi_8302024-20160706171253809670_._EXAKT_-
_Response_to_Office_Action.pdf

       CONVERTED PDF FILE(S)
       (5 pages)

\\TICRS\EXPORT16\IMAGEOUT16\791\448\79144859\xml20\RFR0002.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\448\79144859\xml20\RFR0003.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\448\79144859\xml20\RFR0004.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\448\79144859\xml20\RFR0005.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\448\79144859\xml20\RFR0006.JPG

DESCRIPTION OF EVIDENCE FILE Response to Office Action

GOODS AND/OR SERVICES SECTION (007)(current)

INTERNATIONAL CLASS 007

DESCRIPTION

Machines and parts and fittings therefor, including automated machines and parts and fittings therefor, consumables and wearing parts for
machines, included in this class, equipment, other than hand-operated, namely, three roll mills, pathology saws, saws, power operated saws
and grinding machines for the treatment of histological tests, quality management and geology; Three roll mills and parts and fittings for
material development and production for food processing industry, printing industry, electronic parts industry, cosmetics industry, chemical
industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical industry; Cutting and grinding
machines for material research and development, quality assurance, production, histologic and implantation research and parts and fittings
therefor; ointment mills for the mixing and production of pharmaceutical ointments and parts and fittings therefor; tube fillers for manual
filling of ointment tubes; diamond band saws and grinders for histology, anatomy and pathology except hole saws; Consumables and wearing
parts for three roll mills for material development and production for food processing industry, printing industry, electronic parts industry,
cosmetics industry, chemical industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical industry;
consumables and wearing parts for cutting and grinding machines for cutting and grinding bone and tissue; consumables and wearing parts for
ointment mills for the mixing and production of pharmaceutical ointments; consumables and wearing parts for tube fillers for manual filling of
ointment tubes; consumables and wearing parts for diamond band saws and grinders for histology, anatomy and pathology
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GOODS AND/OR SERVICES SECTION (007)(proposed)

INTERNATIONAL CLASS 007

TRACKED TEXT DESCRIPTION

Machines and parts and fittings therefor, including automated machines and parts and fittings therefor, consumables and wearing parts for
machines, included in this class, equipment, other than hand-operated, namely, three roll mills, pathology saws, saws, power operated saws
and grinding machines for the treatment of histological tests, quality management and geology; Three roll mills and parts and fittings for
material development and production for food processing industry, printing industry, electronic parts industry, cosmetics industry, chemical
industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical industry; Cutting and grinding
machines for material research and development, quality assurance, production, histologic and implantation research and parts and fittings
therefor; ointment mills for the mixing and production of pharmaceutical ointments and parts and fittings therefor; diamond band saws and
grinders for histology, anatomy and pathology; tube fillers for manual filling of ointment tubes; Consumables and wearing parts for three roll
mills for material development and production for food processing industry, printing industry, electronic parts industry, cosmetics industry,
chemical industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical industry; diamond band
saws and grinders for histology, anatomy and pathology except hole saws; consumables and wearing parts for cutting and grinding machines
for material research and development, quality assurance, production, histologic and implantation research; consumables and wearing parts for
ointment mills for the mixing and production of pharmaceutical ointments; consumables and wearing parts for cutting and grinding machines
for cutting and grinding bone and tissue; consumables and wearing parts for diamond band saws and grinders for histology, anatomy and
pathology; consumables and wearing parts for tube fillers for manual filling of ointment tubes

FINAL DESCRIPTION

Three roll mills and parts and fittings for material development and production for food processing industry, printing industry, electronic parts
industry, cosmetics industry, chemical industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical
industry; Cutting and grinding machines for material research and development, quality assurance, production, histologic and implantation
research and parts and fittings therefor; ointment mills for the mixing and production of pharmaceutical ointments and parts and fittings
therefor; diamond band saws and grinders for histology, anatomy and pathology; Consumables and wearing parts for three roll mills for
material development and production for food processing industry, printing industry, electronic parts industry, cosmetics industry, chemical
industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical industry; consumables and wearing
parts for cutting and grinding machines for material research and development, quality assurance, production, histologic and implantation
research; consumables and wearing parts for ointment mills for the mixing and production of pharmaceutical ointments; consumables and
wearing parts for diamond band saws and grinders for histology, anatomy and pathology

GOODS AND/OR SERVICES SECTION (009)(current)

INTERNATIONAL CLASS 009

DESCRIPTION

Laboratory equipment and laboratory requisites and consumables therefor, for a wide variety of equipment, requisites and consumables
included in this class; computer software for the operating of, and for measurement in automated machines for a wide variety of items;
Apparatus and instruments for scientific research in laboratories and consumables therefor

GOODS AND/OR SERVICES SECTION (009)(proposed)

INTERNATIONAL CLASS 009

TRACKED TEXT DESCRIPTION

Laboratory equipment and laboratory requisites and consumables therefor, for a wide variety of equipment, requisites and consumables
included in this class; Apparatus and instruments for scientific research in laboratories and consumables therefor; computer software for the
operating of, and for measurement in automated machines for a wide variety of items

FINAL DESCRIPTION

Apparatus and instruments for scientific research in laboratories and consumables therefor

GOODS AND/OR SERVICES SECTION (037)(current)

INTERNATIONAL CLASS 037

DESCRIPTION

Services in the field of repair and installation for a wide variety of items; The construction, repair, installation and servicing of three roll mills
a for material development and production for food processing industry, printing industry, electronic parts industry, cosmetics industry,
chemical industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical industry; the construction,
repair, installation and servicing of cutting and grinding machines for cutting and grinding bone and tissue; the construction, repair, installation



and servicing of ointment mills for the mixing and production of pharmaceutical ointments; the construction, repair, installation and servicing
of diamond band saws and grinders for histology, anatomy and pathology; the construction, repair, installation and servicing of apparatus and
instruments for scientific research in laboratories

GOODS AND/OR SERVICES SECTION (037)(proposed)

INTERNATIONAL CLASS 037

TRACKED TEXT DESCRIPTION

Services in the field of repair and installation for a wide variety of items; The construction, repair, installation and servicing of three roll mills
a for material development and production for food processing industry, printing industry, electronic parts industry, cosmetics industry,
chemical industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical industry; the construction,
repair, installation and servicing of cutting and grinding machines for material research and development, quality assurance, production,
histologic and implantation research; the construction, repair, installation and servicing of cutting and grinding machines for cutting and
grinding bone and tissue; the construction, repair, installation and servicing of ointment mills for the mixing and production of pharmaceutical
ointments; the construction, repair, installation and servicing of diamond band saws and grinders for histology, anatomy and pathology; the
construction, repair, installation and servicing of apparatus and instruments for scientific research in laboratories

FINAL DESCRIPTION

The construction, repair, installation and servicing of three roll mills a for material development and production for food processing industry,
printing industry, electronic parts industry, cosmetics industry, chemical industry, photovoltaics industry, battery industry, capacitor industry,
dental industry and pharmaceutical industry; the construction, repair, installation and servicing of cutting and grinding machines for material
research and development, quality assurance, production, histologic and implantation research; the construction, repair, installation and
servicing of ointment mills for the mixing and production of pharmaceutical ointments; the construction, repair, installation and servicing of
diamond band saws and grinders for histology, anatomy and pathology; the construction, repair, installation and servicing of apparatus and
instruments for scientific research in laboratories

SIGNATURE SECTION

RESPONSE SIGNATURE /Howard J. Shire/

SIGNATORY'S NAME Howard J. Shire, Esq.

SIGNATORY'S POSITION Attorney of Record, New York Bar Member

SIGNATORY'S PHONE NUMBER 212.425.7200

DATE SIGNED 07/06/2016

AUTHORIZED SIGNATORY YES

CONCURRENT APPEAL NOTICE FILED YES

FILING INFORMATION SECTION

SUBMIT DATE Wed Jul 06 17:28:02 EDT 2016

TEAS STAMP

USPTO/RFR-X.XX.XXX.X-2016
0706172802906085-79144859
-55061cd82cb94a44e2798f78
037dbdfadda3ad1a4356e349c
24e02bc18996fbc-N/A-N/A-2
0160706171253809670

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1960 (Rev 10/2011)

OMB No. 0651-0050 (Exp 07/31/2017)

Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 79144859 EXAKT (Stylized and/or with Design, see http://tmng-al.uspto.gov/resting2/api/img/79144859/large) has been



amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

See attached response.

EVIDENCE
Evidence in the nature of Response to Office Action has been attached.
Original PDF file:
evi_8302024-20160706171253809670_._EXAKT_-_Response_to_Office_Action.pdf
Converted PDF file(s) ( 5 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5

CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 007 for Machines and parts and fittings therefor, including automated machines and parts and fittings therefor, consumables and
wearing parts for machines, included in this class, equipment, other than hand-operated, namely, three roll mills, pathology saws, saws, power
operated saws and grinding machines for the treatment of histological tests, quality management and geology; Three roll mills and parts and
fittings for material development and production for food processing industry, printing industry, electronic parts industry, cosmetics industry,
chemical industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical industry; Cutting and grinding
machines for material research and development, quality assurance, production, histologic and implantation research and parts and fittings
therefor; ointment mills for the mixing and production of pharmaceutical ointments and parts and fittings therefor; tube fillers for manual filling
of ointment tubes; diamond band saws and grinders for histology, anatomy and pathology except hole saws; Consumables and wearing parts for
three roll mills for material development and production for food processing industry, printing industry, electronic parts industry, cosmetics
industry, chemical industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical industry;
consumables and wearing parts for cutting and grinding machines for cutting and grinding bone and tissue; consumables and wearing parts for
ointment mills for the mixing and production of pharmaceutical ointments; consumables and wearing parts for tube fillers for manual filling of
ointment tubes; consumables and wearing parts for diamond band saws and grinders for histology, anatomy and pathology
Original Filing Basis:
Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description: Machines and parts and fittings therefor, including automated machines and parts and fittings therefor, consumables
and wearing parts for machines, included in this class, equipment, other than hand-operated, namely, three roll mills, pathology saws, saws,
power operated saws and grinding machines for the treatment of histological tests, quality management and geology; Three roll mills and parts
and fittings for material development and production for food processing industry, printing industry, electronic parts industry, cosmetics
industry, chemical industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical industry; Cutting and
grinding machines for material research and development, quality assurance, production, histologic and implantation research and parts and
fittings therefor; ointment mills for the mixing and production of pharmaceutical ointments and parts and fittings therefor; diamond band saws
and grinders for histology, anatomy and pathology; tube fillers for manual filling of ointment tubes; Consumables and wearing parts for three
roll mills for material development and production for food processing industry, printing industry, electronic parts industry, cosmetics industry,
chemical industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical industry; diamond band saws
and grinders for histology, anatomy and pathology except hole saws; consumables and wearing parts for cutting and grinding machines for
material research and development, quality assurance, production, histologic and implantation research; consumables and wearing parts for
ointment mills for the mixing and production of pharmaceutical ointments; consumables and wearing parts for cutting and grinding machines for
cutting and grinding bone and tissue; consumables and wearing parts for diamond band saws and grinders for histology, anatomy and pathology; 
consumables and wearing parts for tube fillers for manual filling of ointment tubes

Class 007 for Three roll mills and parts and fittings for material development and production for food processing industry, printing industry,
electronic parts industry, cosmetics industry, chemical industry, photovoltaics industry, battery industry, capacitor industry, dental industry and
pharmaceutical industry; Cutting and grinding machines for material research and development, quality assurance, production, histologic and
implantation research and parts and fittings therefor; ointment mills for the mixing and production of pharmaceutical ointments and parts and
fittings therefor; diamond band saws and grinders for histology, anatomy and pathology; Consumables and wearing parts for three roll mills for
material development and production for food processing industry, printing industry, electronic parts industry, cosmetics industry, chemical
industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical industry; consumables and wearing parts
for cutting and grinding machines for material research and development, quality assurance, production, histologic and implantation research;
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consumables and wearing parts for ointment mills for the mixing and production of pharmaceutical ointments; consumables and wearing parts for
diamond band saws and grinders for histology, anatomy and pathology

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the Trademark Act, 15 U.S.C. §1141f.

Applicant proposes to amend the following class of goods/services in the application:
Current: Class 009 for Laboratory equipment and laboratory requisites and consumables therefor, for a wide variety of equipment, requisites and
consumables included in this class; computer software for the operating of, and for measurement in automated machines for a wide variety of
items; Apparatus and instruments for scientific research in laboratories and consumables therefor
Original Filing Basis:
Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description: Laboratory equipment and laboratory requisites and consumables therefor, for a wide variety of equipment,
requisites and consumables included in this class; Apparatus and instruments for scientific research in laboratories and consumables therefor; 
computer software for the operating of, and for measurement in automated machines for a wide variety of items

Class 009 for Apparatus and instruments for scientific research in laboratories and consumables therefor

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the Trademark Act, 15 U.S.C. §1141f.

Applicant proposes to amend the following class of goods/services in the application:
Current: Class 037 for Services in the field of repair and installation for a wide variety of items; The construction, repair, installation and
servicing of three roll mills a for material development and production for food processing industry, printing industry, electronic parts industry,
cosmetics industry, chemical industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical industry;
the construction, repair, installation and servicing of cutting and grinding machines for cutting and grinding bone and tissue; the construction,
repair, installation and servicing of ointment mills for the mixing and production of pharmaceutical ointments; the construction, repair,
installation and servicing of diamond band saws and grinders for histology, anatomy and pathology; the construction, repair, installation and
servicing of apparatus and instruments for scientific research in laboratories
Original Filing Basis:
Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description: Services in the field of repair and installation for a wide variety of items; The construction, repair, installation and
servicing of three roll mills a for material development and production for food processing industry, printing industry, electronic parts industry,
cosmetics industry, chemical industry, photovoltaics industry, battery industry, capacitor industry, dental industry and pharmaceutical industry; 
the construction, repair, installation and servicing of cutting and grinding machines for material research and development, quality assurance,
production, histologic and implantation research; the construction, repair, installation and servicing of cutting and grinding machines for cutting
and grinding bone and tissue; the construction, repair, installation and servicing of ointment mills for the mixing and production of
pharmaceutical ointments; the construction, repair, installation and servicing of diamond band saws and grinders for histology, anatomy and
pathology; the construction, repair, installation and servicing of apparatus and instruments for scientific research in laboratories

Class 037 for The construction, repair, installation and servicing of three roll mills a for material development and production for food processing
industry, printing industry, electronic parts industry, cosmetics industry, chemical industry, photovoltaics industry, battery industry, capacitor
industry, dental industry and pharmaceutical industry; the construction, repair, installation and servicing of cutting and grinding machines for
material research and development, quality assurance, production, histologic and implantation research; the construction, repair, installation and
servicing of ointment mills for the mixing and production of pharmaceutical ointments; the construction, repair, installation and servicing of
diamond band saws and grinders for histology, anatomy and pathology; the construction, repair, installation and servicing of apparatus and
instruments for scientific research in laboratories

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the Trademark Act, 15 U.S.C. §1141f.

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /Howard J. Shire/     Date: 07/06/2016
Signatory's Name: Howard J. Shire, Esq.
Signatory's Position: Attorney of Record, New York Bar Member

Signatory's Phone Number: 212.425.7200

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which



includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the owner's/holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his/her company/firm previously represented the owner/holder in this matter: (1) the owner/holder has filed or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's/holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.

        
Serial Number: 79144859
Internet Transmission Date: Wed Jul 06 17:28:02 EDT 2016
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