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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In Re US Serial No. 79/144,500 &mrining AttorneyKathleen Lorenzo
Applicant: Nicholas Piggott

Filed: October 17, 2013
LawOffice: 103
Mark: RADIODNS HYBRID RADIO
(Stylized)

APPEAL BRIEF OF THE APPLICANT

[. INTRODUCTION

COMES NOW the Applicant Nicholas Piggotefeinafter “Applicant}, by counsel Brian
M. Davis of VLP Law Group LLP, and submits timstant Appeal Brief of the Applicant in
support of its appeal of the Office’s requiremfemta disclaimer of théeerm RADIODNS in the
present application.

Il. BACKGROUND

Applicant applied to register the tradark and service mark RADIODNS HYBRID
RADIO (Stylized) on the PrincipaRegister on October 17, 201Bhe current Identification of

Goods and Services in thp@ication is set out below:

Int. Class 9 - Apparatus for recording, transmitting praduction of sound, music, images, data and videos; computer
software for use in combining broadcast radio with therhete embedded software for use in combining broadcast radio

with the Internet for radios, and radio apparatus and instrsmegpplication software for mobile devices, tablet computers

and smartphones for use in combining broadcast radio withtémaét; radios; radio tuners;raadios; radios for vehicles;
portable radios; radios incorporating clocks; wireless broadband radios; digital radios; mobile devices incorporating radios,
namely, cell phones, MP3 players, MP4 players, tablet congpuligital audio players and digital video players; mobile
telephones incorporating radios; computers incorporatingsatiiblet computers incorporating radios; digital audio

players; digital audio players incorporating radios; NdR&ers incorporating radios; MP4 players; MP4 players

incorporating radios; television and radio decoders; soyprddacing and sound recording apparatus and instruments;
downloadable electronic media, namely, audio, data and video files provided from the Internet featuring computer software
for use in combining broadcast radio with the Internad, iaformation relating thereto; publications downloaded in

electronic form from the Internet in the nature of books, neteste magazines, periodicals and newspapers in the field of
radio and radio broadcasting; printed matter in electronic form recorded on computer media in the nature of books,
magazines, brochures, leaflets, printed guides, printed pealsdcatalogues, newsletters aiedvspapers in the field of

radio and radio broadcasting; downloadable on-line publications, namely, magazines, periodicals and newspapers in the
field of radio and radio broadcasting. downloadable electronic multimedia file containing text, audio and visual images in
the field of radio and radio broadcasting; printed matter in electronic form recorded on computer media in the nature of
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books, magazines, brochures, leaflets, printed guides, ppatestlicals, catalogues, newsletters and newspapers in the
field of radio and radio broadcasting; downloadable photographs and still photographs in electronic form recorded on
computer media in the field of radio and radio broadcasting

Int. Class 16 - Printed matter, namely, books, magazines, bes;heaflets, printed guides, printed periodicals, catalogues,
newsletters and newspapers in the field of radio and radambasting; books in the field of radio and radio broadcasting;
brochures in the field of radio and radio broadcasting; manuals in the field of radio and radio broadcasting; magazines in the
field of radio and radio broadcasting; newspapers in thedifelddio and radio broadcasting; periodical publications in the

field of radio and radio broadcasting; posters, photograptgrints; guidebooks in the field of radio and radio

broadcasting; handbooks in the field of radio and radio bessitig; calendars; folders; notebooks; diaries; address books;
stationery; printed instructional and teaching materials in the field of radio and radio broadcasting; greeting cards;
postcards; pens; pencils; erasers; penpamtil cases; decalcomanias and stickers

Int. Class 38 - Telecommunication, namely, radio broadcaatidgnternet broadcasting; broadcasting services, namely,
radio broadcasting and Internet broadcasting; radio broaggastinsmission of radio programmes by radio transmitter,
satellite and the Internet and providing information about telecommunication relating thereto; streaming of radio material
on the Internet; broadcasting of radio programmes; radio broadcasting; radio broadcasting of information and other
programs; radio transmission services, namely, transfer of data and information by radio; radio transmission services,
namely, communication of data by means of radio; Internet radio broadcasting services; information, advisory and
consultancy services in relation to the aforesaid services

Int. Class 41 - Entertainment, namely, provision of ongoidgrarograms in the field of music, musical recordings,
musical performances, musical groups and members theedelfrity interviews, spoken word, artistic performances,
concerts, appearances by a celebrity or celebrities, appeatgnpeofessional entertainers, gameshows, drama, comedy,
action, adventure, animation, documentaries, fashionthh&alauty, lifestyle, clothing and self-improvement; radio
entertainment services, namely, provision of ongoing radio programs in the field of music, musical recordings, musical
performances, musical groups and members thereof, celebrity interviews, spoken word, artistic performances, concerts,
appearances by a celebrity or celebrities, appearangesfiegsional entertainers, gameshows, drama, comedy, action,
adventure, animation, documentaries, fashion, health, beauty, lifestyle, clothing and self-improvement; entertainment by
means of radio, namely, provision of ongoing radio progrartise field of music, musical recordings, musical
performances, musical groups and membegeeof, celebrity interviews, spokerord, artistic performances, concerts,
appearances by a celebrity or celebrities, appearangesfiegsional entertainers, gameshows, drama, comedy, action,
adventure, animation, documentaries, fashion, health, beauty, lifestyle, clothing and self-improvement; entertainment
services provided by radio, namely, provision of ongoing radhgrams in the field of music, musical recordings, musical
performances, musical groups and membegeeof, celebrity interviews, spokerord, artistic performances, concerts,
appearances by a celebrity or celebrities, appearangesfiegsional entertainers, gameshows, drama, comedy, action,
adventure, animation, documentaries, fashion, health, beauty, lifestyle, clothing and self-improvement; production and
preparation in the nature of post-production, productioriloision and syndication of television and radio programmes
and of films, production and post-production of sound and vigeardings. production of radio broadcasts; publication of
books; publishing services, namely, publishing of books, magatiredures, leaflets, printed guides, printed periodicals,
catalogues, newsletters and newspapers in the fie&tf and radio broadcasting; arranging and conducting of
colloquiums, conferences, congresses, seminars and symposiums, and conducting training in the nature of workshops in the
field of radio and radio broadcasting; arranging and conuyicii lectures, live educational demonstrations, displays,
exhibitions, presentations and seminars for teaching and training purposes in the field of radio and radio broadcasting;
entertainment services, namely, live music concerts anthieagrical performances; organizing of events, namely, music
festivals and music concerts for entertainment purposes; dimgliestructional, teaching and coaching classes, courses,
seminars, presentations, and workshops in the field of radioaalio broadcasting; entertainment in the nature of factual
knowledge and talent competitions in the field of radio wieatey is by personal attendance, mail, email, telephone, text
message or via the Internet; online library services, namealyidimg electronic library services for the supply of electoni
information, including archive information, in the form of electronic texts and audio and video information and data;
providing on-line publications, non-downloadable, namely, baolksjazines, brochures, leaflets, printed guides, printed
periodicals, catalogues, newsletters and newspapers in theffieldio and radio broadcasting. entertainment services,
namely, providing digital sound and video recordings in the field of music, musical recordings, musical performances,
musical groups, motion picture films, celebrity interviewsisic performances, concerts, appearances by a celebrity or
celebrities, appearances byfassional entertainers, game shows, @,acomedy, action, adventure, animation,
documentaries, fashion, health, beauty, lifestyle, clothing and self-improvement, not downloadable, from the Internet;
entertainment services, namely, providing digital sound ana vietrdings in the field of music, musical recordings,
musical performances, musical groups, motion picture fitmkgbrity interviews, artic performances, concerts,
appearances by a celebrity or celebrities, appearancesfleggional entertainers, game shows, drama, comedy, action,
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adventure, animation, documentaries, fashion, health, hdifesyyle, clothing and self-improvement, not downloadable,
from MP3 and MP4 Internet websites; entertainment serviegsely, providing digital sound recordings in the field of

music, musical recordings, musical performances, musioapgr motion picture films, celebrity interviews, artistic
performances, concerts, appeaesiby a celebrity or celebrisieappearances by professioeatertainers, game shows,

drama, comedy, action, adventure, animation, documesitéaghion, health, beauty, lifestyle, clothing and self-
improvement, not downloadable, from the Internet; entertainment services, namely, providing digital sound recordings in
the field of music, musical recordings, musical performanoesjcal groups, motion picture films, celebrity interviews,
artistic performances, concerts, appearances by a celebrity or celebrities, appearances by professional entertainers, game
shows, drama, comedy, action, adventure, animation, documentaries, fashion, health, beauty, lifestyle, clothing and self-
improvement, not downloadable, from MP3 Internet websitetertainment services, namely, providing digital music and
sound recordings in the field of music, musical recordingssical performances, musical groups, motion picture films,
celebrity interviews, artistic performances, concerts, appeardyca celebrity or celebrities, appearances by professional
entertainers, game shows, drama, comedy, action, advearuration, documentaries, fashion, health, beauty, lifestyle,
clothing and self-improvement, not downloadable, from the Internet; entertainment services, namely, providing digital
music and sound recordings in the field of music, musem@irdings, musical performances, musical groups, motion

picture films, celebrity interviews, artistic performances, eotsc appearances by a celebrity or celebrities, appearances by
professional entertainers, game shows, drama, comedyn aativenture, animation, documentaries, fashion, health,

beauty, lifestyle, clothing and self-improvement, not downlbkjdrom MP3 Internet websites; entertainment services,
namely, providing digital video, image, film, radio and TV recordings and programmes in the field of music, musical
recordings, musical performances, musical groups, motioargifitms, celebrity interviews, artistic performances,

concerts, appearances by a celebrity or celebrities, appeatgnpeofessional entertainers, game shows, drama, comedy,
action, adventure, animation, documentaries, fashion, health, beauty, lifestyle, clothing and self-improvement, not
downloadable, from the Internet; entertainment services, namely, providing digital video, image, film radio and TV
recordings and programmes in the field of music, musézirdings, musical performances, musical groups, motion

picture films, celebrity interviews, artistic performances, eotsc appearances by a celebrity or celebrities, appearances by
professional entertainers, game shows, drama, comedyn,aativenture, animation, documentaries, fashion, health,

beauty, lifestyle, clothing and self-improvement, not downloadable, from MP4 Internet websites. provision of information
relating to music, musical recordings and musical entertainimémttnation, advisory and consultancy services in relation

to the aforesaid services

On April 7, 2014, the Office condted its initial reiew of the subjeicapplication and
issued an Office Action requesting amendmeantshe Identification of Goods and Services,
additional information relating to the goods and services to be offered under the mark, and a
disclaimer of the words in the mark. Irp@licant's Response dated October 7, 2014, Applicant
amended the Identification, provided the requested information and accepted the disclaimer of
the term HYBRID RADIO. Apficant argued in that Respanshowever, that the term
RADIODNS is not merely descriptive of the relevant goods and services and therefore should
not be disclaimed.

On November 17, 2014, the Office issuadsecond Office Action making final the
request for amendments to certain servicesamgplication and the disclaimer requirement for
RADIODNS. Applicant submitted a Request feconsideration on May 18, 2015 addressing

the issues in the final Office Action. Applicansalfiled a preliminary Notice of Appeal at that
3
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time. On June 11, 2015, the Office issued aalerfi the Request for Reconsideration. The
Trademark Trial and Appeal Board issued éiagoon June 24, 2015 indicating that the Appeal
had been resumed and that Applicant had 60 iteyhich to submit an appeal brief.

1. STANDARD OF REVIEW

Refusal under Section 2(e)(1) ahe Trademark Act of 1946

The Examining Attorney requested a disclafmof the term RADIODNS on the premise
that it is merely descriptive when used ssa@ciation with the goods and services listed in the
application. Words in a mark that "merely dése" the goods or semes on or in connection
with which the mark is used are not registeabh the Principal Regist@bsent a disclaimer.
TMEP 8§ 1209. As noted iin re Abcor Development Cor200 USPQ 215, 217 (C.C.P.A.
1978):

The major reasons for not protecting suchikeare: (1) to preant the owner of a

mark from inhibiting competition in theale of particular goods; and (2) to

maintain freedom of the public to use the language involved, thus avoiding the

possibility of harassing infringement suitg the registrant against others who use

the mark when advertising describing their own products.

This analysis requires consideration of tbatext in which the mark is used or intended
to be used in connection with those goods/sessiand the possible significance that the mark
would have to the average purchiasf the goods or servicés the marketplace. T.M.E.P. §
1209.01(b)citing In re Omaha Nat’l Corp.2 USPQ2d 1859 (Fed. Cir. 198W);re Abcor Dev.
Corp, 200 USPQ 215 (C.C.P.A. 1978ix re Venture Lending Assoc226 USPQ 285 (TTAB
1985).

To be characterized as “descriptive,” a mark or terms thereinimosdiately convey
knowledge of the ingredients, qualities araracteristics of the goods or servidesre Quik-

Print Copy Shops Inc§16 F.2d 523, 205 U.S.P.Q. 505, 507G®.A. 1980) (emphasis added).

If the “mental leap” from the maro the characteristic is not almost instantaneous, this strongly
4



suggests that a mark is sugmes rather than merely degative. Thomas McCarthyyicCarthy

on Trademarks and Unfair CompetitioB11:67(Ed. 2000). If a consumer has to exercise
“mature thought or follow a multi-stage reasoninggass” to determine ¢éhcharacteristics of a
product or service, then the masksuggestive, not descriptivie re Tennis in the Round, Inc
199 U.S.P.Q. 496, 498 (TTAB 1978)This association of apmlant’s mark with the phrase
‘theater-in-the-round’ createan incongruity...,” thus TENNISN THE ROUND is not merely
descriptive of tennis facilities.).

Moreover, the mark must give some reasoyabturate knowledge of the essence of the
good or service to be considered “merely deserg If the information conveyed by the mark
is indirect or vague, the mark is being used suggestive rather than a descriptive marBee.
McCarthy on Trademarks and Unfair Competitid1,1:19; The Money Store v. Harriscorp.
Finance, Inc 216 USPQ 11, 18 (7th Cir. 1982) (“THHONEY STORE’ conveys the idea of a
commercial establishment whose service ime® supplying money. The term does not,
however, necessarily convey ‘tlessence of the businesspmay lending.... Some imagination
and perception are therefore required to ideniig/precise nature ofdrservices . . . .").

In determining whether a particular mark is merely descriptive, the mark must be
considered in its entirety, with a view towdhdhat the purchasing public would think when
confronted with the mark as a wholdi’ re HutchinsonTechnology Inc852 F.2d 552, 552-54
(Fed. Cir. 1988). To the extent that themay be doubt as to whether a mark is merely
descriptive or suggestive of its goods, such doaé resolved in the applicant’'s favdn re
Gourmet Bakers Inc173 USPQ 565 (TTAB 1972).

V. ARGUMENT

Applicant respectfully submits that the teRADIODNS in the instant mark is, at most,

suggestive of the Applicant’'s goodad services and not merelysddptive as contended in the
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Office Actions.
A. The term RADIODNS does not immediately ad directly describe Applicant’s goods
and services.

First, Applicant notes that the first teimits mark is (and would be perceived as)
RADIODNS rather than RADIMNS as contended by the Examin The stylization of the
present mark would not change this peraaphby the public, who would just perceive the
magnifying glass portion of the design as fonggn on the DNS suffix in the mark. That
magnifying glass design would nog¢ viewed as separating théfsuinto its own word in the

mark, as that is not the manner in whichtren RADIODNS is used anywhere else.

The fact that the prefix RADIO and suffix DNS in Applicant’'s mark have definitions that
may in some way relate to the relevant goods anvices does not conclugly establish that the
composite term is incapable of functioning as a mémkee Chopper Industrie222 USPQ 259
(TTAB 1984). The determination of whether a gmsite mark has a descriptive significance turns
upon the question of whether the combinatioteoins evokes a new and unique commercial
impression. TMEP § 1209.@3ting In re Oppedahl & Larson LLP71 USPQ2d 1370 (Fed. Cir.
2004). Even a mark consisting solely of a corabon of merely descriptive components is
registrable if the combination of terms ce=af unitary mark with a unique, nondescriptive
meaning, or if the composite has a bizarrenoongruous meaning as@j@d to the goodsld.
citing In re Colonial Stores In¢157 USPQ 382 (C.C.P.A. 1966BUGAR & SPICE held not
merely descriptive of bakery productb);re Shutts217 USPQ 363 (TTAB 1983) (SNO-RAKE
held not merely descriptive of a snow removal hand tool). Also, when considering the
suggestiveness of a mark, the Examiner mustidenépplicant’s mark as a whole rather than

dividing it up into its component part&state of P.D. Beckwith v. Commissioner for Pate2@
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U.S. 538 (1920).

As noted in the materials located by the ExangrAttorney and included with the various
Office Actions, Applicant’s technoby provides a link between etirgy radio broadcasts and the
radio station’s internet site. Ehtechnology then allows usersdonnect to the station via the
Internet. The descriptive term for this typietechnology is HYBRICRADIO and Applicant has
disclaimed this term as requested by the ExamiAgplicant also notes that all of the references
to RADIODNS located by the Exnining Attorney refer to pplicant’s open source technology
and are therefore not evidence that the term isrigise or that others need to use the term to
describe their goods or services. Although being tisedind sole user of a term is not sufficient,
by itself, to justify registration, it is indicagvof Applicant’s positiothat RADIODNS is not
descriptive of anything in thminds of the relevant purchasdut is instead suggestive of

Applicant’s goods and services.

Applicant admits that the term “radio” clealigs an association witkpplicant’s goods and
services, but submits that its combination wiita term DNS makes the unitary term RADIODNS
distinctive. DNS or “domain name system” refeyghe current organizational system utilized in
connection with the Internet, whegn IP addresses are associatétt alphanumeric characters in

a certain order (such as, for examplgyw.uspto.govandwww.vlplawgroup.corn Read literally,

Applicant’s mark would be perceived by consusnas “radio domain name system,” which is
completely without meaning. Applicant is notaddishing or using such a system under its mark,
nor is there a “radio domain name system” intexise. It would therefore be impossible for the
composite term RADIODNS to describe Applicangoods or services. In this regard, Applicant
submits that its mark is similar to the OPEN®fark (with CL being a common abbreviation for

“‘computer language”) that was found otbe merely descriptive im re Apple, Inc. Serial Nos.

7
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77616247, 77844718, and 77844736 (August 28, 2012) [roegential]. In OPENCL, the
applicant sought to register its mark for “apgation programming interface computer software for
use in developing applications for execut@ncentral processing units (CPU) or graphic
processor units (GPU), sold as integral component of cqmater operating software”. As
OpenCL is the name of a computing language Bkaminer took the position that the term is
merely descriptive of applications programguinterface software that permits software
developers to use the language. The refusadgi$tration was revesd, however, as the TTAB
held that “some imagination” would be necesdarythe relevant consumers to translate OPENCL

to the descriptive terfopen computer language.”

Further, even if the termADIODNS is considered descriptive of the underlying technology,
the relevant analysis must focus on the goodssandces in Int. Classes 9, 16, 38 and 41 listed in
the application. For a disclaimer to be requirae term RADIODNS must be perceived instantly
as being “merely descriptive” with regard to$le specific goods and services. Apart from the
fact that Applicant’s products and services use the existing Internet system, there is no direct
connection between the goods and services listdteipresent application and the term DNS.
SeeEquine Technologies Ing. Equitechnology In®8 F.3d 542, 545 (1st Cir. 1995)(although the
EQUINE TECHNOLOGIES mark informs the publicatithe products relate horses, it requires
some imagination to connect tivark to the trademark ownepecific products (hoof pads for

horses)).

B. Itis not the consistent pratice of the United States Patat and Trademark Office to
refuse registration on the Principal Register to applications for marks that combine
DNS or RADIO with a descriptive term in a unitary word mark.

In support of the above position, Applicant notes that marks that combine DNS with
descriptive wording into a unitasyord mark have proceededr&gistration previously. In

particular, Applicant notes thelfowing marks are or were regesed on the Principal Register:

8
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1.
Trademark & Logo MEDIADNS

Reg. No. 3,515,089
Registration Date October 14, 2008

Goods/Services 42 - Computer services, mely, providing a technology
platform-based service in the nature of acting as an application
service provider in the field ehedia data to host computer
application software for the quisition, management, storage,
analysis, searching, transimation, syndication, and
distribution of media data

Owner Secure Path Technology, LLC

Note: Cancelled August 21, 2015 farlure to file Sec. 8 Aff.

2.
Trademark & Logo MEDIADNS

Reg. No. 3,565,554
Registration Date January 20, 2009

Goods/Services 9 - Computer software and hardware platform for the
acquisition, management, storage, analysis, searching,
transformation, syndicain, and distribution afnedia data

Owner Secure Path Technology, LLC

Note: Cancelled May 15, 2015 for failure to file Sec. 8 Aff.

3.
Trademark & Logo MUSICDNS

Reg. No. 3,309,375
Registration Date October 9, 2007

Goods/Services 41 - Providing an on-line searchable database featorusic
related data

Owner Gracenote, Inc.

Note: Cancelled May 19, 2014 for failure to file Sec. 8 Aff.

983851.1



4.
Trademark & Logo DNSCAST

Reg. No. 4,223,999
Registration Date October 16, 2012

Goods/Services 42 - Design and development of networks; Computer
consultation; Consultation servicesthe fields of selection,
implementation and use of computer hardware and software
systems for others; Hosting domain names for others by
providing domain name system routing and mapping between
network names and addresses on a global electronic
communications network; Domain name service, namely,
providing computer servers tarfction as domain name serviars
for others; Application service provider (ASP), namely, hosting
computer software applications of others; Planning,
development of electronic communications networks; technical
support services for electrancommunications networks,
namely, monitoring of network systems, servers and web &nd
database applications and notification of related events and
alerts

Owner William E. Woodcock
Although now inactive, Applicamotes that neither tidEDIADNS nor the MUSICDNS
registrations received a descriptiveness réfiisang their prosecutiodespite the fact that
“media” and “music” are both specifically refex@ed in their Identifiations of Goods and

Services and the products and servicesclrarly related tthe Internet.

Additionally, the following marks with the pigfRADIO were registered on the Principal
Register:

1.
Trademark & Logo RADIOLINK

Serial/Reg. No. 3,066,243
Registration Date March 7, 2006
Goods/Services 9 - Electrical and electronic devices in the field of building

automation systems, namely, building automation controllers,
keypads, remote controls, RS-232 stations, thermostat stations, relay
stations, input stations, output stations, dimmer stations, LCD control
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Owner

2.
Trademark & Logo

Reg. No.
Registration Date
Goods/Services

Owner

3.
Trademark & Logo

Reg. No.
Registration Date
Goods/Services

Owner

4.
Trademark & Logo

Reg. No.
Registration Date
Goods/Services

stations, relay modules, dimming modules, remote infra-red
receivers, wireless transceivers, and modems for operating builling
automation systems, environmental condition systems, water
systems, audio/video systems, and building amenities; Computer
programs for building automation systems

LEGRAND HOME SYSTEMS, INC.

RADIOPLAY

3,316,831
October 23, 2007

9 - Electrical, radio, and electromagnetic signal transmitting,
amplifying, receiving, and converting devices, namely, cables, wires,
connectors, and control devices for use with electrical, electroni:; and
computer devices

MONSTER, INC.

RADIOPLAN

3,635,996
June 9, 2009

9 - Computer software for the activation and operation of wireless
telecommunication services; computer hardware and software for
analyzing, optimizing, and monitoring the performance of compuiter,
telecommunications and data netks; computer hardware and
software for the processing, storing and communicating of data over
computer networks

ACTIX LIMITED

RADIOPRO

3,648,272
June 30, 2009

9 - Computer software and firmware for managing wireless
connections, audio performance and user interface in the field of
design and implementation of Internet radio devices; Universal
peripheral interface software relatedinternet radio user interfaces;
Electronic publications recorded on computer media, hamely,
instructional manuals in electronic format featuring information,
guidance and instructions in the field of design, manufacture an:l
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Owner

5.
Trademark & Logo

Reg. No.
Registration Date
Goods/Services

Owner

6.
Trademark & Logo

Reg. No.
Registration Date
Goods/Services

Owner

7.
Trademark & Logo

Reg. No.
Registration Date
Goods/Services

Owner

8.
Trademark & Logo

Reg. No.
Goods/Services

implementation of Internet radio devices
CAMBRIDGE SILICON RADIO LIMITED

RADIOVISION

3,780,831
April 27, 2010

9 - Computer software, namely, computer software for dental arnd
medical imaging

SMITH, ERIC H.

SMARTRADIO

3,395,650
March 11, 2008

9 - COMPUTER HARDWARE; INTEGRATED CIRCUITS; AND
SOFTWARE FOR CONTROLLING AND USING INTEGRATED
CIRCUITS

BROADCOM CORPORATION

RADIOLINX

3,193,185
January 2, 2007
9 - Telecommunication hardware, namely, serial and Ethernet

wireless radios, transmitters and receivers, computer software for use

in telecommunication network communications, and instructional
manuals, sold as a unit

PROSOFT TECHNOLOGY, INC.

BABYRADIO (and Design)

4,356,266
28 - Toys, games and playthings, namely, bath toys, toy cars, tay



action figures, toy telephones, puppets, collectable toy figures,
puzzles, electronic toy vehicles, toy building blocks, toy airplanes;
beach toys, namely, beach balls and sand toys; toy computers,
namely, battery-powered computer game with LCD screen which
features animation and sound effects; dominoes; musical toys for
children; educational toys for teaching play and social skills, colors,
math and reading; floats for reational use, namely, arm floats,
foam floats, rubber pool rings, smwming pool rings, inflatable
swimming pools; surfboards; tennis rackets; tennis balls; toy
balloons; rubber balls; playgroundlisababy multiple activity toys;
baby swings; balls for games; card games; children's activity tatiles
containing manipulative toys; children's educational toys for
developing fine motor, oral langge, numbers, counting, colors ard
alphabet; children's multiple activity toys; Christmas tree
decorations; dolls and doll accessories, namely, clothing for dolls,
doll rooms, doll beds, and doll hees; educational toys for teachirg
music principles to children; electronic games for the teaching o
children; toy construction sets

35 - On-line retail store services featuring downloadable pre-recorded
music, video, multimedia content, and downloadable computer
games

38 - Internet radio broadcasting services, radio broadcasting

41 - Education services in the natofeearly childhood instruction;
production and distribution of audamd video recordings and digital
photographic files; providing on line computer games via the intzrnet
and wireless communications; providing information relating to
sporting, cultural and live theatrical productions; recording studic
services; music publishing services; multimedia publishing of bcoks,
magazines, journals, software, games, music, and electronic
publications; production of radio programs; entertainment services,
namely, production and distribution of a game shows and
competitions

Owner BABY RADIO, S.L.

These registrations demonstrate that the R#fent and Trademark Office has previously
considered unitary marks that combine DNS A&DRO with a descriptive term to be distinctive
enough to allow registration on theifipal Register even if usdd association with goods or
services that relate to the Internet or to rddéspectively). Applicant submits that RADIODNS
is equally distinctive when considered as a wiaolé that therefore the request for a disclaimer of

RADIODNS should be withdrawn.

C. Doubts regarding the descriptiveness of # term RADIODNS should be resolved in
Applicant’s favor.

13
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Finally, any doubt concerning thesteiptiveness of a mark must be resolved in favor of
Applicant. See In Re Shuftg17 U.S.P.Q. 363, 365 (TTAB 1983Accordingly, Applicant
asserts that any doubt as to the suggestive nattine term RADIODNS in its mark should be
resolved in favor of registering timeark on the Principal Register. SaeRe Dana Innovations
Serial No. 78/576,297 (February 6, 2007) [pogcedential] (resolving doubt about

descriptiveness of the mark SHERIUSIC in favor of applicant).

CONCLUSION

WHEREFORE the Applicant Nicholas Piggdtl counsel, respectfully requests that the
required disclaimer of the term RADIODNBe withdrawn and the mark be allowed for

publication on the Principal Register.

Respectfully submitted this 23d&y of August, 2015.

[Brian M. Davis/

Brian M. Davis

VLP Law Group LLP

5960 Fairview Rd; Suite 400
Charlotte, NC 28210
bdavis@vlplawgroup.com
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