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Date Sean F. Mellino

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 79144067

Applicant : Vitakraft pet care GmbH & Co. KG

Mark: : RING GO

International Class(es) 3 18

Filed : December 18, 2013

Examining Attorney : MESSICK, TABITHA LEE (Law Office 104)
Attorney Docket No. 3 70149-001US-000

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

APPLICANT’S REQUEST TO SUSPEND APPEAL AND REMAND APPLICATION

FOR FURTHER EXAMINATION /37 CFR §2.142(d)

Applicant hereby requests that the Trademark Trial and Appeal Board suspend the
present appeal and remand the application to the Examining Attorney for further
examination and consideration for good cause shown. In accordance with 37 CFR
§2.142(d) and TBMP §1207.02, it is believed that suspension and remand are appropriate
in this instance in order to introduce additional evidence and appropriate consideration by
the Examiner thereof.

A request under 37 CFR § 2.142(d) to suspend and remand for additional

cvidence must be filed prior to the rendering of the Board’s final decision on the appeal
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(TBMP §1207.02). As a final decision has not yet been rendered, it is submitted that the
instant Motion should be considered timely.

The request must also include a showing of good cause therefor (which may take
the form of a satisfactory explanation as to why the evidence was not filed prior to
appeal), and be accompanied by the additional evidence sought to be introduced (TBMP
§1207.02). The length of the delay in making the request after the reason for the remand
becomes known, or the point in the appeal process at which the request for remand is
made, will be considered in the determination of whether good cause exists. It is noted
too that Examples of circumstances that have been found to constitute good cause for a
remand for additional evidence include the following:

(1) The evidence was not previously available (TBMP §1207.02).

As explained below, the additional evidence was only made available on
September 8, 2016 while the instant Motion is being filed very soon thereafter on
September 12, 2016. Therefore, it is respectfully submitted that the instant Motion
should be considered both timely and having good cause shown.

As identified in the Examiner’s Statement filed on September 1, 2016, registration
of the present application has been refused in view of a likelihood of confusion with the
trademark RINGO (Reg. No. 4,585,793) pertaining to, inter alia, “pet toys” in Class 28.
The identified Registrant of the ‘793 registration is Starkey, Richard AKA Ringo Starr.

Applicant now wishes to bring to the Examining Attorney’s attention previously
unavailable evidence that may help obviate the present rejection. In particular, Applicant
now wishes to bring to the Examining Attorney’s attention that a Section 7 Amendment

was filed on September 8, 2016 by the Registrant with respect to the ‘793 registration.
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Specifically, via the Section 7 Amendment, the goods “pet toys” have been deleted from
the 793 registration. Consequently, the identification of goods of the ‘793 registration

(as amended) now fails to recite any goods which pertain to pets or animals. A copy of

the Section 7 Amendment filed in the ‘793 registration is enclosed herewith (Exhibit A).
In turn, it is submitted that there is no likelihood of confusion between the
respective marks in view of the clear differences between the respective marks and goods
based on the new evidence not previously available. In turn, favorable reconsideration
and withdrawal of the likelihood of confusion rejection is respectfully requested by the
Examining Attorney. It is also believed that withdrawal of the likelihood of confusion

rejection should render the instant appeal moot in which case the present application
should be passed on for publication.
The Examining Attorney is invited to contact the undersigned directly if any

additional issues remain outstanding that may be addressed.

Respectfully submitted,
Date: gof (R{ «20[6 By: &F}%
! Sean F. Mellino

D. Peter Hochberg
Attorneys for Applicant

Walter | Haverfield LLP Direct Line: (216) 928-2925
The Tower at Erieview Direct Fax : (216) 916-2427
1301 East 9th Street, Ste 3500

Cleveland, Ohio 44114-1821

Email: smellino@walterhav.com
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Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PTO Form 1597 (Rev 11/2007)
OMB No. 0651-0055 (Exp 07/31/2018)

Section 7 Request Form

The table below presents the data as entered.

—=7 REGISTRATION NUMBER

4585793

LAW OFFICE ASSIGNED
SERIAL NUMBER
.MARK SE_CTIO-N -
MARK

.LITERAL ELEMENT_
STANDARD CHARACTERS

USPTO-GENERATED IMAGE
MARK STATEMENT

OWNER SECTION (current)

NAME

| INTERNAL ADDRESS

| STREET - :
| CITY

STATE

ZIP/POSTAL CODE

:;ZOUNTRY h
i.PHONE

| FAX

“EMAIL

: L_E_GAL ENTITY SECTION (current)
i TYPE

i COUNTRY OF CITIZENSHIP

EXPLANATION OF FILING

item "PET TOYS" from the identification of goods.

GOODS AND/OR SERVICES SECTION (current)

| INTERNATIONAL CLASS

LAW OFFICE 102
85982102

http://tmng-al.uspto.gov/resting2/api/img/85982102/large

RINGO
YES

YES

The mark consists of standard characters, without claim to any particular font style,
size or color.

! Starkey, Richard

i C/0 BRUCE V. GRAKAL, ESQ.

I 1880 CENTURY PARK EAST, SUITE 900
LOS ANGELES
Califomia

| 90067

! United States

| (310) 474-2800

| (310) 474-2807

sunny@jrsnd.com

individual

| United Kingdom

This request is for an amendment to the identification of goods for Reg. No. 4585793 for "RINGO". Registrant would like to only delete the

028



IDENTIFICATION

TOYS, NAMELY, TOY VEHICLES, PLUSH TOYS, STUFFED TOYS, TOY WATCHES,TOY MUSICAL INSTRUMENTS, TOY
BANKS, BATH TUB TOYS, PET TOYS, FLYING DISCS, SKATEBOARDS, BALLS, SPORTS BALLS, AND INFLATABLE BATH,
SWIMMING AND RIDE-ON TOYS; GAMES, NAMELY, JIGSAW PUZZLES, PLAYING CARDS, CARD GAMES AND BOARD
GAMES

FILING BASIS Section 1(a)
FIRST USE ANYWHERE DATE At least as early as 11/01/2012

FIRST USE IN COMMERCE DATE ' At least as early as 11/01/2012

GOODS AND/OR SERVICES SECTION (proposed)

INTERNATIONAL CLASS ) 028

IDENTIFICATION

TOYS, NAMELY, TOY VEHICLES, PLUSH TOYS, STUFFED TOYS, TOY WATCHES,TOY MUSICAL INSTRUMENTS, TOY
BANKS, BATH TUB TOYS, FLYING DISCS, SKATEBOARDS, BALLS, SPORTS BALLS, AND INFLATABLE BATH, SWIMMING
AND RIDE-ON TOYS; GAMES, NAMELY, JIGSAW PUZZLES, PLAYING CARDS, CARD GAMES AND BOARD GAMES

FILING BASIS

FIRST USE ANYWHERE DATE

FIRST USE IN COMMERCE DATE

Section 1(a)
| At least as early as 11/01/2012
At least as early as 11/01/2012

ATTORNEY SECTION
Sunny S. Nassim
JACOBSON, RUSSELL, SALTZ, NASSIM & DE LA TORRE LLP
1880 CENTURY PARK EAST, SUITE 900
ORIGINAL ADDRESS | LOS ANGELES
California
United States
90067
NEW ATTORNEY SECTION
NAME SUNNY S. NASSIM
INDIVIDUAL ATTORNEY

DOCKET/REFERENCE NUMBER

2302-001/US

STREET 1880 CENTURY PARK EAST, SUITE 900
CITY | LOS ANGELES

STATE | California

ZIP/POSTAL CODE

90067

COUNTRY ' United States
PHONE 310-446-9900

| FAX 310-446-9909
EMAIL sunny@jrsnd.com

CORRESPONDENCE SECTION

ORIGINAL ADDRESS

Sunny S. Nassim

JACOBSON, RUSSELL, SALTZ, NASSIM & DE LA TORRE LLP
1880 CENTURY PARK EAST, SUITE 900

LOS ANGELES

California

United States

90067



g NEW CORRESPONDENCE SECTION
NAME
DOCKET/REFERENCE NUMBER
STREET
CITY
STATE
ZIP/POSTAL CODE
COUNTRY
. PHONE
FAX
EMAIL
PAYMENT SECTION
TOTAL AMOUNT
TOTAL FEES DUE
SIGNATURE SECTION
DECLARATION SIGNATURE
SIGNATORY'S NAME
SIGNATORY'S POSITION
DATE SIGNED
REQUEST SIGNATURE
SIGNATORY'S NAME
| SIGNATORY'S POSITION
DATE SIGNED
AUTHORIZED SIGNATORY
CONCURRENT § 8, 8 &15, OR 8 &9 FILED
FILING INFORMATION SECTION

SUBMIT DATE

TEAS STAMP

| SUNNY S. NASSIM
2302-001/US
1880 CENTURY PARK EAST, SUITE 900
| LOS ANGELES
| California
190067
f United States
310-446-9900
3104469909

[ sunny@jrsnd.com;claudia@jrsnd.com

1100
| 100

I /ssn/
: Sunny S. Nassim
: Attorney of Record, CA Bar Member
| 09/08/2016
| /ssn/
Sunny S. Nassim
. Attorney of Record, CA Bar Member
| 09/08/2016
| YES
'NO

Thu Sep 08 18:28:13 EDT 2016

USPTO/S7TR-XXX. XXX XXX XX-
20160908182813075872-4585
793-5500f1€8115bc2f624a9f

| 212tf1b199f1d355e24a204fa

i 02f3f53b17f913ea2b-CC-564
6-20160908180302914262

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PTO Form 1597 (Rev 11/2007)
OMB No. 0651-0055 {Exp 07/31/2018)

To the Commissioner for Trademarks:

Section 7 Request Form



The registrant requests the following amendment(s) to registration no. 4585793 RINGO(Standard Characters, see http:/tmng-
al.uspto.gov/resting2/api/img/85982102/large) has been amended as follows:

EXPLANATION OF FILING

This request is for an amendment to the identification of goods for Reg. No. 4585793 for "RINGO". Registrant would like to only delete the item
"PET TOYS" from the identification of goods.

CLASSIFICATION AND LISTING OF GOODS/SERVICES

Registrant proposes to amend the following class of goods/services in the application:

Current: Class 028 for TOYS, NAMELY, TOY VEHICLES, PLUSH TOYS, STUFFED TOYS, TOY WATCHES, TOY MUSICAL
INSTRUMENTS, TOY BANKS, BATH TUB TOYS, PET TOYS, FLYING DISCS, SKATEBOARDS, BALLS, SPORTS BALLS, AND
INFLATABLE BATH, SWIMMING AND RIDE-ON TOYS; GAMES, NAMELY, JIGSAW PUZZLES, PLAYING CARDS, CARD GAMES
AND BOARD GAMES

Original Filing Basis:

Filing Basis: Section 1(a), Use in Commerce: The registrant is using the mark in commerce, or the registrant's related company or licensee is
using the mark in commerce, on or in connection with the identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark
was first used at least as carly as 11/01/2012 and first used in commerce at least as early as 11/01/2012, and is now in use in such commerce.

Proposed: Class 028 for TOYS, NAMELY, TOY VEHICLES, PLUSH TOYS, STUFFED TOYS, TOY WATCHES,TOY MUSICAL
INSTRUMENTS, TOY BANKS, BATH TUB TOYS, FLYING DISCS, SKATEBOARDS, BALLS, SPORTS BALLS, AND INFLATABLE
BATH, SWIMMING AND RIDE-ON TOYS; GAMES, NAMELY, JIGSAW PUZZLES, PLAYING CARDS, CARD GAMES AND BOARD
GAMES

Filing Basis: Section 1(a), Use in Commerce: The registrant is using the mark in commerce, or the registrant's related company or licensee is
using the mark in commerce, on or in connection with the identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark
was first used at least as early as 11/01/2012 and first used in commerce at least as early as 11/01/2012, and is now in use in such commerce.

ATTORNEY INFORMATION

Registrant proposes to amend the following:

Current: Sunny S. Nassim JACOBSON, RUSSELL, SALTZ, NASSIM & DE LA TORRE LLP 1880 CENTURY PARK EAST, SUITE 900
LOS ANGELES California United States 90067

Proposed: SUNNY S. NASSIM, having an address of 1880 CENTURY PARK EAST, SUITE 900 LOS ANGELES, California United States
90067, whose e-mail address is sunny@jrsnd.com, whose phone number is 310-446-9900 and whose fax number is 310-446-9909.

The attorney docket/reference number is 2302-001/US.

CORRESPONDENCE ADDRESS CHANGE

Registrant proposes to amend the following:

Current: Sunny S. Nassim JACOBSON, RUSSELL, SALTZ, NASSIM & DE LA TORRE LLP 1880 CENTURY PARK EAST, SUITE 900
LOS ANGELES California United States 90067

Proposed: SUNNY S. NASSIM, having an address of 1880 CENTURY PARK EAST, SUITE 900 LOS ANGELES, California United States
90067, whose e-mail address is sunny@jrsnd.com;claudia@jrsnd.com, whose phone number is 310-446-9900 and whose fax number is
310-446-9909.

The docket/reference number is 2302-001/US.

FEE(S)
Fee(s) in the amount of $100 is being submitted.

SIGNATURE(S)

Declaration Signature

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. § 1001,
and that such willful false statements and the like may jeopardize the validity of this submission, declares that all statements made of his/her own
knowledge are true and all statements made on information and belief are believed to be true.



Signature: /ssn/  Date: 09/08/2016

Signatory's Name: Sunny S. Nassim

Signatory's Position: Attorney of Record, CA Bar Member
Signatory's Phone: 310-446-9900

Request Signature

Signature: /ssn/  Date: 09/08/2016

Signatory's Name: Sunny S. Nassim

Signatory's Position: Attorney of Record, CA Bar Member

Signatory's Phone: 310-446-9900

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the owner's/holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his/her company/firm previously represented the registrant in this matter: (1) the owner/holder has filed or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's/holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

The registrant is NOT filing a Declaration of Use of Mark under Section 8; a Combined Declaration of Use of Mark under Sections 8 & 15; or a
Combined Declaration of Use of Mark/Application for Renewal of Registration of Mark under Sections 8 & 9 in conjunction with this Section 7
Request.

Mailing Address: SUNNY S. NASSIM
1880 CENTURY PARK EAST, SUITE 900
LOS ANGELES, California 90067

RAM Sale Number: 4585793
RAM Accounting Date: 09/09/2016

Serial Number: 85982102

Internet Transmission Date: Thu Sep 08 18:28:13 EDT 2016

TEAS Stamp: USPTO/S7TR-XXX. XXX . XXX.XX-201609081828130
75872-4585793-5500f1e8115bc2{624a91212ff
10199f1d355¢24a204f202£3f53b17{913ea2b-C
C-5646-20160908180302914262



