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          This Office Action raised two issues. First, additional clarifying amendments to the goods and
services was requested and second, the refusal to register was maintained and made final based on the
alleged descriptiveness of the mark. Applicant addresses each issue, in turn, below.
 

1.      Identification of Goods and Services
 

          In response to the request for additional amendments to the goods and services in the application,
Applicant has amended the identification directly in TEAS. Applicant submits that the amendments
clarify and limit the original identifications and are therefore acceptable. Accordingly, Applicant
believes this issue is now resolved.
 

2.      Allegedly Merely Descriptive
 

          This Office Action also maintained and made final the refusal to register based on the alleged
descriptiveness of the mark. For the reasons set forth below, and for the reasons set forth in Applicant’s
September 29, 2014 response, which Applicant incorporates as though fully set forth herein, Applicant
respectfully disagrees with this refusal and requests that the refusal be withdrawn.
 

A.    Applicable Law
 

          A mark or term is merely descriptive if it describes an ingredient, quality, characteristic, function,
feature, purpose or use of the relevant goods or services. See, e.g., In re Gyulay, 820 F.2d 1216, 3
U.S.P.Q.2d 1009 (Fed. Cir. 1987); In re Bright-Crest, Ltd., 204 U.S.P.Q. 591, 593 (T.T.A.B. 1979).
Additionally, a mark or term is merely descriptive if it “immediately convey[s] to one seeing or hearing
it the thought of the appellant’s services.” In re Abcor Dev. Corp., 588 F.2d 811, 814, 200 U.S.P.Q.
215, 218 (C.C.P.A. 1978). It is not necessary that a term describe all of the purposes, functions, or other
attributes of the goods or services to be merely descriptive; it is enough if the term describes one such
attribute. In re MbAssociates, 180 U.S.P.Q. 338, 339 (T.T.A.B. 1973). However, the attribute or
attributes must be described with “some particularity.” In re Entenmann’s, Inc., 15 U.S.P.Q.2d 1750
(T.T.A.B. 1990).
 



          The Examining Attorney bears the burden of demonstrating the descriptiveness of the mark for
which registration is sought. In re Gyulay, supra; In re Computer Systems Center, 5 U.S.P.Q. 2d 1378,
1380 (T.T.A.B. 1987). “When there are “doubts about the ‘merely descriptive’ character of the
mark…it is clear that such doubts are to be resolved in favor of applicants.” In re Conductive Sys. Inc.,
220 U.S.P.Q. 84, 86 (T.T.A.B. 1983) (quoting In re Pennwalt Corp., 173 U.S.P.Q. 317 (T.T.A.B.
1972)).
 

B.     Prima Facie case that the mark is merely descriptive not established
          The Examining Attorney maintains the descriptiveness refusal on the allegation that BOSS in
Applicant’s mark stands for “ Business Operations Support Systems.” The Examining Attorney asserts
that “BOSS” appears to be a term of art in the computer and IT industries as an acronym for “ Business
Operations Support Systems.”   However, the evidence submitted does not support this assertion.
 
          In fact, some of the Examining Attorney’s evidence supports Applicant’s position. Several
articles solely reference OSS or operations support systems, while other evidence contains references to
“OSS” and the complementary “business support system” which together may be abbreviated as
“BOSS.” For example, a Wikipedia entry for “Business support system (BSS)” specifically mentions
that when a BSS is used “[t]ogether with Operations Support Systems (OSS)…[t]he two systems
together are often abbreviated…B/OSS” The Wikipedia entry for Operations support system was
submitted separately and also explains that when an OSS is used[t]ogether with business support
systems (BSS)…[they] are often abbreviated …B/OSS.” (See combined Exhibit A). Another webpage
cited by the Examining Attorney is taken from PCCW Solutions’ website and also makes clear that the
set of solutions PCCW is offering as Business/Operations Support Systems (B/OSS)  combines two
distinguishable systems. “…PCCW Solutions can help them achieve high levels of performance by
building operations support systems (OSS) and business support systems (BSS)…[w]e partner with
world-class B/OSS solutions vendors…” (See Exhibit B). Yet another piece of evidence relied upon by
the Examining Attorney, an article on T-Systems.com, references the separate “operation support
system (OSS)” and “business support system (BSS),” and mentions that they can be used together, but
does not combine them into the acronym BOSS. (See Exhibit C). This evidence, provided by the
Examining Attorney, actually supports Applicant’s argument and   shows that not all “operating support
systems” are “business operating support systems.” Only when an operating support systems is used
with a business support systems does the combination create a business operation support system which
may be referred to as a “BOSS,” Applicant respectfully submits “BOSS” as used in its mark does not
have that meaning.
 
          Simply because BOSS may be an acronym for “business operations support systems” in some
cases, does not mean that the term is always understood to be an acronym for “business operations
support systems.” Without evidence showing that Applicant’s use of BOSS is used as such an
acronym, the Examining Attorney must rely on inference and conjecture. The argument appears to be
that because Applicant provides telecommunications services via an OSS platform, Applicant must also
be providing the complementary business support systems and that therefore BOSS is descriptive of
Applicant’s goods and services. This mental leap is not supported by the evidence of record in this
matter and Applicant respectfully asserts that BOSS in its mark does not stand for “business operations
support systems,” and that consumers do not understand the term to have that meaning. However, in
this Response, Applicant will do more than merely provide arguments in support of its position,
specifically, Applicant submits objective evidence in the form  of a declaration of Joachim Kniesel (see
Exhibit D) [1], the managing partner of Applicant. This declaration sets forth, under penalty of perjury,
that Applicant’s use of “BOSS” is not as an acronym for “Business Operations Support Systems” and
that consumers of Applicant’s goods and services do not interpret the mark to have that underlying



meaning.  The Kniesel Declaration provides objective evidence in support of Applicant’s position that
Applicant’s use of “BOSS” is not as an acronym for “Business Operations Support Systems.”
Sufficient evidence has not been put forth to support the assertion that BOSS in Applicant’s  mark has
the asserted underlying meaning. The only evidence presented of Applicant’s use of “BOSS” is a
brochure setting out the features of the goods and services offered under the BOSS FILE TRANSFER
MANAGER mark. However, a review of this document shows that nothing in this evidence supports the
assertion that “BOSS” as used in Applicant’s mark stands for “business operations support systems.”
In fact, there is no evidence of record in this case supporting the assertion that “BOSS” as used in
Applicant’s mark has the meaning asserted by the Examining Attorney.
 
          The Examining Attorney makes reference to an article, included in a previous Office Action,
which explains that OSS stands for “operations support systems,” and that one usage of such OSS is by
telecommunication providers. As detailed above, that article references a complementary system,
“business support systems” that, when used together with the OSS, is abbreviated as BOSS. Further
evidence showing that BOSS may be used an acronym for “business operations support systems” by
telecommunication companies is also submitted as evidence in this Office Action. However, none of the
proffered evidence supports the assertion that Applicant’s use of BOSS stands for “business operations
support systems.”
 
          Applicant disputes that the Examining Attorney’s evidence shows that “BOSS” as used in
Applicant’s mark has the asserted underlying meaning.
 
          In fact, a careful review of the evidence cited to support the alleged descriptiveness actually
supports Applicant’s assertion  that in the field of computer and IT industries, BOSS is not universally
recognized as “Business Operations Support Systems.”   For example, the third party BOSS
registrations initially cited in support of the likelihood of confusion refusal in the first Office Action
issued in this case (which Applicant has since overcome) are registered in connection with software
services in Classes 9 and/or 42. (See Exhibit E). The existence of these registrations for software
products along with the absence of any disclaimer of BOSS demonstrate that not all “BOSS” marks
used on software goods and services are descriptive and/or necessarily have the underlying meaning of
“business operations software systems.” The Trademark Office would not have registered these other
BOSS marks for goods and services in the computer and IT industries if the term “BOSS” in these
fields is universally understood to be an acronym for “Business Operations Software Systems” and is
therefore descriptive. Instead, these several BOSS-formative marks are registered in Classes 9 and 42.
Consistent with the Trademark Office’s precedent, the BOSS element in Applicant’s mark should not
necessarily be deemed descriptive.
 
          In the first Office Action issued for this application, the Examining Attorney requested additional
information about the goods and services. Specifically, the Examining Attorney asked whether the
goods and/or services are used for, or in connection with, business operation support systems or
operation support systems. Applicant submitted that its goods and services are used for operations
support systems. By using the conjunction “or,” the Examining Attorney admitted that “business
operations support systems” and “operations support systems” can be mutually exclusive. The
Examining Attorney could have used “and” or “and/or,” but chose not to. Instead, “or” was used
which indicated that not all operations support systems are business operations support systems. This
supports Applicant’s position that while its goods and services are operations support systems they are
not business operations support systems and therefore “BOSS” in its mark is not descriptive.
 
          Based on the above, Applicant respectfully submits that a prima facie showing has not been made



that the “BOSS” element in Applicant’s mark is descriptive. In view of this, the entire mark is not
merely descriptive and Applicant therefore requests that this refusal be withdrawn.
 
          In the event the Examining Attorney maintains the objections to the identification or the
descriptiveness refusal, Applicant has filed simultaneously herewith a Notice of Appeal.  It is the
Applicant’s understanding that the Examining Attorney will have the opportunity to review the
Applicant’s Request for Reconsideration prior to the institution of the Appeal.
 

CONCLUSION
          In light of the above, Applicant believes that it has responded to all issues raised in the Office
Action and respectfully requests that the application be passed to publication. However, should any
questions arise with respect to the application or the issues addressed herein, please contact the
undersigned.

[1] The Kniesel Declaration was submitted in a copending application for the mark BOSS PLATFORM, Ser. No. 79/129,816
where the issue of the understanding and meaning of BOSS was similarly presented so the Kniesel Declaration is probative of
this issue in both the present application and the BOSS PLATFORM application.
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DESCRIPTION OF
EVIDENCE FILE exhibits in support of Applicant's response.

GOODS AND/OR SERVICES SECTION (009)(current)

INTERNATIONAL
CLASS 009

DESCRIPTION

Scientific, photographic, cinematographic, optical, measuring, signaling and checking apparatus and
instruments; apparatus and instruments for the remote control of industrial processes; electrical
monitoring devices, namely, probes, analyzing devices, measurement equipment for quality assurance
and quality control for transporting broadcast, satellite and telecommunications signals for electronic
devices in the field of television and cable, satellite and terrestrial broadcasting and for broadcast
networks; electrical alarm devices, namely devices to notify of computer operating conditions for
devices in broadcasting companies and radio stations and head-ends; apparatus for recording,
transmission or reproduction of sound and images; apparatus for data processing and computers,
namely, interface devices for computers, and electronic logs, featuring status messages, commands and
return message, failure and error messages recorded on computer media; data carriers with computer
programs; computer programs and software included in this class for device controls systems, element
managers and network management systems and operation support systems; all of the foregoing for use
in the fields of television and cable, satellite and terrestrial broadcasting, and multimedia and
telecommunications networks

GOODS AND/OR SERVICES SECTION (009)(proposed)

INTERNATIONAL
CLASS 009

TRACKED TEXT DESCRIPTION

Scientific, photographic, cinematographic, optical, measuring, signaling and checking apparatus and
instruments; Electronic apparatus for the remote control of industrial processes; apparatus and
instruments for the remote control of industrial processes; electrical monitoring devices, namely, probes,
analyzing devices, measurement equipment for quality assurance and quality control for transporting
broadcast, satellite and telecommunications signals for electronic devices in the field of television and
cable, satellite and terrestrial broadcasting and for broadcast networks; electrical alarm devices, namely
devices to notify of computer operating conditions for devices in broadcasting companies and radio
stations and head-ends; apparatus for recording, transmission or reproduction of sound and images;
apparatus for data processing equipment and computers, namely, interface devices in the nature of
electronic display interfaces for computers and electronic logs, featuring status messages, commands
and return message, failure and error messages recorded on computer media; apparatus for data
processing and computers, namely, interface devices for computers, and electronic logs, featuring status
messages, commands and return message, failure and error messages recorded on computer media;
computer programs and software included in this class for device controls systems, element managers
and network management systems and operation support systems for use in database management, use
management, use as a spreadsheet, word processing; data carriers with computer programs; all of the
foregoing for use in the fields of television and cable, satellite and terrestrial broadcasting, and
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multimedia and telecommunications networks.; computer programs and software included in this class
for device controls systems, element managers and network management systems and operation support
systems; all of the foregoing for use in the fields of television and cable, satellite and terrestrial
broadcasting, and multimedia and telecommunications networks

FINAL DESCRIPTION

Electronic apparatus for the remote control of industrial processes; electrical monitoring devices,
namely, probes, analyzing devices, measurement equipment for quality assurance and quality control for
transporting broadcast, satellite and telecommunications signals for electronic devices in the field of
television and cable, satellite and terrestrial broadcasting and for broadcast networks; electrical alarm
devices, namely devices to notify of computer operating conditions for devices in broadcasting
companies and radio stations and head-ends; apparatus for recording, transmission or reproduction of
sound and images; apparatus for data processing equipment and computers, namely, interface devices in
the nature of electronic display interfaces for computers and electronic logs, featuring status messages,
commands and return message, failure and error messages recorded on computer media; computer
programs and software included in this class for device controls systems, element managers and
network management systems and operation support systems for use in database management, use
management, use as a spreadsheet, word processing; all of the foregoing for use in the fields of
television and cable, satellite and terrestrial broadcasting, and multimedia and telecommunications
networks.

GOODS AND/OR SERVICES SECTION (038)(current)

INTERNATIONAL
CLASS 038

DESCRIPTION

Telecommunications services, namely, services delivery in the nature of end-to-end management of
networks, user management, services orchestration, scheduling, provisioning, fault management,
inventory, activation, discovery, performance manager and reporting via Internet platforms and portals;
transmission of data packages via networks, namely, transmission of media data via wide area networks;
providing access to a global computer network; electronic transmission of messages and images

GOODS AND/OR SERVICES SECTION (038)(proposed)

INTERNATIONAL
CLASS 038

TRACKED TEXT DESCRIPTION

Telecommunications services, namely, services delivery in the nature of end-to-end management of
networks, user management, services orchestration, scheduling, provisioning, fault management,
inventory, activation, discovery, performance manager and reporting via Internet platforms and portals;
Telecommunications services, namely, services delivery in the nature of services orchestration, namely,
providing electronic telecommunications connections, electronic transmission of messages and data,
provisioning and reporting, namely, electronic bulletin board services via Internet platforms and portals;
transmission of data packages via networks, namely, transmission of media data via wide area networks;
providing OSS platforms for dynamic management of telecommunication and broadcasting networks;
providing access to a global computer network; electronic transmission of messages and images;
transmission of advertising programs via digital communications networks; electronic transmission of
messages and images.

FINAL DESCRIPTION



Telecommunications services, namely, services delivery in the nature of services orchestration, namely,
providing electronic telecommunications connections, electronic transmission of messages and data,
provisioning and reporting, namely, electronic bulletin board services via Internet platforms and portals;
providing OSS platforms for dynamic management of telecommunication and broadcasting networks;
providing access to a global computer network; transmission of advertising programs via digital
communications networks; electronic transmission of messages and images.

GOODS AND/OR SERVICES SECTION (042)(current)

INTERNATIONAL
CLASS 042

DESCRIPTION

Scientific and technological services, namely, providing design services for television and cable,
satellite and terrestrial broadcasting, multimedia and telecommunications networks and research relating
thereto; scientific and technological services, namely, technical support services in the nature of
inventory, configuration management, activation, event managing, SLA Service Level Agreement,
reporting, fault management and scheduling for television and cable, satellite and terrestrial
broadcasting, multimedia and telecommunication networks and research relating thereto; industrial
analysis and research services in the field of television and cable, satellite and terrestrial broadcasting,
multimedia and telecommunication networks; design and development of computer software, design of
computer programs, implementation of computer programs in networks; configuration, technical
controlling, in the nature of analysis, interpretation and tracking of information, technical configuration
and technical monitoring of video, audio and data connections across transmission networks of all types

GOODS AND/OR SERVICES SECTION (042)(proposed)

INTERNATIONAL
CLASS 042

TRACKED TEXT DESCRIPTION

Scientific and technological services, namely, providing design services for television and cable,
satellite and terrestrial broadcasting, multimedia and telecommunications networks and research relating
thereto; scientific and technological services, namely, technical support services in the nature of
inventory, configuration management, activation, event managing, SLA Service Level Agreement,
reporting, fault management and scheduling for television and cable, satellite and terrestrial
broadcasting, multimedia and telecommunication networks and research relating thereto; scientific and
technological services, namely, technical support services in the nature of configuration management of
hardware and software for others, reporting on the performance, availability and errors of
telecommunications systems of others, fault management, namely, tracing and identifying faults,
carrying out sequences of diagnostic tests, correcting faults, reporting error conditions and localizing
and tracing faults by examining and manipulating database information for television and cable, satellite
and terrestrial broadcasting, multimedia and telecommunication networks and research relating thereto;
industrial analysis and research services in the field of television and cable, satellite and terrestrial
broadcasting, multimedia and telecommunication networks; industrial analysis, namely, analysis of
television and cable, satellite and terrestrial broadcasting, multimedia and telecommunication networks,
and research services in the field of television and cable, satellite and terrestrial broadcasting,
multimedia and telecommunication networks; design and development of computer software, design of
computer programs, implementation of computer programs in networks; configuration, technical
controlling, in the nature of analysis, interpretation and tracking of information, technical configuration



and technical monitoring of video, audio and data connections across transmission networks of all types;
configuration and technical controlling services, in the nature of analysis, interpretation and tracking of
performance information, technical configuration and technical monitoring of video, audio and data
connections across transmission networks of all types.

FINAL DESCRIPTION

Scientific and technological services, namely, providing design services for television and cable,
satellite and terrestrial broadcasting, multimedia and telecommunications networks and research relating
thereto; scientific and technological services, namely, technical support services in the nature of
configuration management of hardware and software for others, reporting on the performance,
availability and errors of telecommunications systems of others, fault management, namely, tracing and
identifying faults, carrying out sequences of diagnostic tests, correcting faults, reporting error conditions
and localizing and tracing faults by examining and manipulating database information for television and
cable, satellite and terrestrial broadcasting, multimedia and telecommunication networks and research
relating thereto; industrial analysis, namely, analysis of television and cable, satellite and terrestrial
broadcasting, multimedia and telecommunication networks, and research services in the field of
television and cable, satellite and terrestrial broadcasting, multimedia and telecommunication networks;
design and development of computer software, design of computer programs, implementation of
computer programs in networks; configuration and technical controlling services, in the nature of
analysis, interpretation and tracking of performance information, technical configuration and technical
monitoring of video, audio and data connections across transmission networks of all types.
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PTO Form 1960 (Rev 9/2007)

OMB No. 0651-0050 (Exp. 07/31/2017)

Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 79143266 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

          This Office Action raised two issues. First, additional clarifying amendments to the goods and
services was requested and second, the refusal to register was maintained and made final based on the
alleged descriptiveness of the mark. Applicant addresses each issue, in turn, below.
 

1.      Identification of Goods and Services
 

          In response to the request for additional amendments to the goods and services in the application,
Applicant has amended the identification directly in TEAS. Applicant submits that the amendments clarify
and limit the original identifications and are therefore acceptable. Accordingly, Applicant believes this
issue is now resolved.
 

2.      Allegedly Merely Descriptive
 

          This Office Action also maintained and made final the refusal to register based on the alleged
descriptiveness of the mark. For the reasons set forth below, and for the reasons set forth in Applicant’s
September 29, 2014 response, which Applicant incorporates as though fully set forth herein, Applicant
respectfully disagrees with this refusal and requests that the refusal be withdrawn.
 

A.    Applicable Law
 

          A mark or term is merely descriptive if it describes an ingredient, quality, characteristic, function,
feature, purpose or use of the relevant goods or services. See, e.g., In re Gyulay, 820 F.2d 1216, 3
U.S.P.Q.2d 1009 (Fed. Cir. 1987); In re Bright-Crest, Ltd., 204 U.S.P.Q. 591, 593 (T.T.A.B. 1979).
Additionally, a mark or term is merely descriptive if it “immediately convey[s] to one seeing or hearing it
the thought of the appellant’s services.” In re Abcor Dev. Corp., 588 F.2d 811, 814, 200 U.S.P.Q. 215,
218 (C.C.P.A. 1978). It is not necessary that a term describe all of the purposes, functions, or other
attributes of the goods or services to be merely descriptive; it is enough if the term describes one such
attribute. In re MbAssociates, 180 U.S.P.Q. 338, 339 (T.T.A.B. 1973). However, the attribute or attributes
must be described with “some particularity.” In re Entenmann’s, Inc., 15 U.S.P.Q.2d 1750 (T.T.A.B.
1990).
 
          The Examining Attorney bears the burden of demonstrating the descriptiveness of the mark for
which registration is sought. In re Gyulay, supra; In re Computer Systems Center, 5 U.S.P.Q. 2d 1378,
1380 (T.T.A.B. 1987). “When there are “doubts about the ‘merely descriptive’ character of the mark…it
is clear that such doubts are to be resolved in favor of applicants.” In re Conductive Sys. Inc., 220



U.S.P.Q. 84, 86 (T.T.A.B. 1983) (quoting In re Pennwalt Corp., 173 U.S.P.Q. 317 (T.T.A.B. 1972)).
 

B.     Prima Facie case that the mark is merely descriptive not established
          The Examining Attorney maintains the descriptiveness refusal on the allegation that BOSS in
Applicant’s mark stands for “ Business Operations Support Systems.” The Examining Attorney asserts
that “BOSS” appears to be a term of art in the computer and IT industries as an acronym for “ Business
Operations Support Systems.”   However, the evidence submitted does not support this assertion.
 
          In fact, some of the Examining Attorney’s evidence supports Applicant’s position. Several articles
solely reference OSS or operations support systems, while other evidence contains references to “OSS”
and the complementary “business support system” which together may be abbreviated as “BOSS.” For
example, a Wikipedia entry for “Business support system (BSS)” specifically mentions that when a BSS
is used “[t]ogether with Operations Support Systems (OSS)…[t]he two systems together are often
abbreviated…B/OSS” The Wikipedia entry for Operations support system was submitted separately and
also explains that when an OSS is used[t]ogether with business support systems (BSS)…[they] are often
abbreviated …B/OSS.” (See combined Exhibit A). Another webpage cited by the Examining Attorney is
taken from PCCW Solutions’ website and also makes clear that the set of solutions PCCW is offering as
Business/Operations Support Systems (B/OSS)  combines two distinguishable systems. “…PCCW
Solutions can help them achieve high levels of performance by building operations support systems (OSS)
and business support systems (BSS)…[w]e partner with world-class B/OSS solutions vendors…” (See
Exhibit B). Yet another piece of evidence relied upon by the Examining Attorney, an article on T-
Systems.com, references the separate “operation support system (OSS)” and “business support system
(BSS),” and mentions that they can be used together, but does not combine them into the acronym BOSS.
(See Exhibit C). This evidence, provided by the Examining Attorney, actually supports Applicant’s
argument and  shows that not all “operating support systems” are “business operating support systems.”
Only when an operating support systems is used with a business support systems does the combination
create a business operation support system which may be referred to as a “BOSS,” Applicant respectfully
submits “BOSS” as used in its mark does not have that meaning.
 
          Simply because BOSS may be an acronym for “business operations support systems” in some
cases, does not mean that the term is always understood to be an acronym for “business operations
support systems.” Without evidence showing that Applicant’s use of BOSS is used as such an acronym,
the Examining Attorney must rely on inference and conjecture. The argument appears to be that because
Applicant provides telecommunications services via an OSS platform, Applicant must also be providing
the complementary business support systems and that therefore BOSS is descriptive of Applicant’s goods
and services. This mental leap is not supported by the evidence of record in this matter and Applicant
respectfully asserts that BOSS in its mark does not stand for “business operations support systems,” and
that consumers do not understand the term to have that meaning. However, in this Response, Applicant
will do more than merely provide arguments in support of its position, specifically, Applicant submits
objective evidence in the form  of a declaration of Joachim Kniesel (see Exhibit D) [1], the managing
partner of Applicant. This declaration sets forth, under penalty of perjury, that Applicant’s use of
“BOSS” is not as an acronym for “Business Operations Support Systems” and that consumers of
Applicant’s goods and services do not interpret the mark to have that underlying meaning.   The Kniesel
Declaration provides objective evidence in support of Applicant’s position that Applicant’s use of
“BOSS” is not as an acronym for “Business Operations Support Systems.” Sufficient evidence has not
been put forth to support the assertion that BOSS in Applicant’s  mark has the asserted underlying
meaning. The only evidence presented of Applicant’s use of “BOSS” is a brochure setting out the
features of the goods and services offered under the BOSS FILE TRANSFER MANAGER mark.
However, a review of this document shows that nothing in this evidence supports the assertion that



“BOSS” as used in Applicant’s mark stands for “business operations support systems.” In fact, there is
no evidence of record in this case supporting the assertion that “BOSS” as used in Applicant’s mark has
the meaning asserted by the Examining Attorney.
 
          The Examining Attorney makes reference to an article, included in a previous Office Action, which
explains that OSS stands for “operations support systems,” and that one usage of such OSS is by
telecommunication providers. As detailed above, that article references a complementary system,
“business support systems” that, when used together with the OSS, is abbreviated as BOSS. Further
evidence showing that BOSS may be used an acronym for “business operations support systems” by
telecommunication companies is also submitted as evidence in this Office Action. However, none of the
proffered evidence supports the assertion that Applicant’s use of BOSS stands for “business operations
support systems.”
 
          Applicant disputes that the Examining Attorney’s evidence shows that “BOSS” as used in
Applicant’s mark has the asserted underlying meaning.
 
          In fact, a careful review of the evidence cited to support the alleged descriptiveness actually
supports Applicant’s assertion  that in the field of computer and IT industries, BOSS is not universally
recognized as “Business Operations Support Systems.”   For example, the third party BOSS registrations
initially cited in support of the likelihood of confusion refusal in the first Office Action issued in this case
(which Applicant has since overcome) are registered in connection with software services in Classes 9
and/or 42. (See Exhibit E). The existence of these registrations for software products along with the
absence of any disclaimer of BOSS demonstrate that not all “BOSS” marks used on software goods and
services are descriptive and/or necessarily have the underlying meaning of “business operations software
systems.” The Trademark Office would not have registered these other BOSS marks for goods and
services in the computer and IT industries if the term “BOSS” in these fields is universally understood to
be an acronym for “Business Operations Software Systems” and is therefore descriptive. Instead, these
several BOSS-formative marks are registered in Classes 9 and 42. Consistent with the Trademark
Office’s precedent, the BOSS element in Applicant’s mark should not necessarily be deemed descriptive.
 
          In the first Office Action issued for this application, the Examining Attorney requested additional
information about the goods and services. Specifically, the Examining Attorney asked whether the goods
and/or services are used for, or in connection with, business operation support systems or operation
support systems. Applicant submitted that its goods and services are used for operations support systems.
By using the conjunction “or,” the Examining Attorney admitted that “business operations support
systems” and “operations support systems” can be mutually exclusive. The Examining Attorney could
have used “and” or “and/or,” but chose not to. Instead, “or” was used which indicated that not all
operations support systems are business operations support systems. This supports Applicant’s position
that while its goods and services are operations support systems they are not business operations support
systems and therefore “BOSS” in its mark is not descriptive.
 
          Based on the above, Applicant respectfully submits that a prima facie showing has not been made
that the “BOSS” element in Applicant’s mark is descriptive. In view of this, the entire mark is not merely
descriptive and Applicant therefore requests that this refusal be withdrawn.
 
          In the event the Examining Attorney maintains the objections to the identification or the
descriptiveness refusal, Applicant has filed simultaneously herewith a Notice of Appeal.  It is the
Applicant’s understanding that the Examining Attorney will have the opportunity to review the
Applicant’s Request for Reconsideration prior to the institution of the Appeal.



 
CONCLUSION

          In light of the above, Applicant believes that it has responded to all issues raised in the Office
Action and respectfully requests that the application be passed to publication. However, should any
questions arise with respect to the application or the issues addressed herein, please contact the
undersigned.

[1] The Kniesel Declaration was submitted in a copending application for the mark BOSS PLATFORM, Ser. No. 79/129,816
where the issue of the understanding and meaning of BOSS was similarly presented so the Kniesel Declaration is probative of this
issue in both the present application and the BOSS PLATFORM application.

EVIDENCE
Evidence in the nature of exhibits in support of Applicant's response. has been attached.
Original PDF file:
evi_20487401-20150421172206505989_._Exhibits__BOSS_.pdf
Converted PDF file(s)  ( 17 pages)
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Evidence-6
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CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 009 for Scientific, photographic, cinematographic, optical, measuring, signaling and
checking apparatus and instruments; apparatus and instruments for the remote control of industrial
processes; electrical monitoring devices, namely, probes, analyzing devices, measurement equipment for
quality assurance and quality control for transporting broadcast, satellite and telecommunications signals
for electronic devices in the field of television and cable, satellite and terrestrial broadcasting and for
broadcast networks; electrical alarm devices, namely devices to notify of computer operating conditions
for devices in broadcasting companies and radio stations and head-ends; apparatus for recording,
transmission or reproduction of sound and images; apparatus for data processing and computers, namely,
interface devices for computers, and electronic logs, featuring status messages, commands and return
message, failure and error messages recorded on computer media; data carriers with computer programs;
computer programs and software included in this class for device controls systems, element managers and
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network management systems and operation support systems; all of the foregoing for use in the fields of
television and cable, satellite and terrestrial broadcasting, and multimedia and telecommunications
networks
Original Filing Basis:
Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description: Scientific, photographic, cinematographic, optical, measuring, signaling and
checking apparatus and instruments; Electronic apparatus for the remote control of industrial processes;
apparatus and instruments for the remote control of industrial processes; electrical monitoring devices,
namely, probes, analyzing devices, measurement equipment for quality assurance and quality control for
transporting broadcast, satellite and telecommunications signals for electronic devices in the field of
television and cable, satellite and terrestrial broadcasting and for broadcast networks; electrical alarm
devices, namely devices to notify of computer operating conditions for devices in broadcasting companies
and radio stations and head-ends; apparatus for recording, transmission or reproduction of sound and
images; apparatus for data processing equipment and computers, namely, interface devices in the nature of
electronic display interfaces for computers and electronic logs, featuring status messages, commands and
return message, failure and error messages recorded on computer media; apparatus for data processing and
computers, namely, interface devices for computers, and electronic logs, featuring status messages,
commands and return message, failure and error messages recorded on computer media; computer
programs and software included in this class for device controls systems, element managers and network
management systems and operation support systems for use in database management, use management,
use as a spreadsheet, word processing; data carriers with computer programs; all of the foregoing for use
in the fields of television and cable, satellite and terrestrial broadcasting, and multimedia and
telecommunications networks.; computer programs and software included in this class for device controls
systems, element managers and network management systems and operation support systems; all of the
foregoing for use in the fields of television and cable, satellite and terrestrial broadcasting, and multimedia
and telecommunications networks

Class 009 for Electronic apparatus for the remote control of industrial processes; electrical monitoring
devices, namely, probes, analyzing devices, measurement equipment for quality assurance and quality
control for transporting broadcast, satellite and telecommunications signals for electronic devices in the
field of television and cable, satellite and terrestrial broadcasting and for broadcast networks; electrical
alarm devices, namely devices to notify of computer operating conditions for devices in broadcasting
companies and radio stations and head-ends; apparatus for recording, transmission or reproduction of
sound and images; apparatus for data processing equipment and computers, namely, interface devices in
the nature of electronic display interfaces for computers and electronic logs, featuring status messages,
commands and return message, failure and error messages recorded on computer media; computer
programs and software included in this class for device controls systems, element managers and network
management systems and operation support systems for use in database management, use management,
use as a spreadsheet, word processing; all of the foregoing for use in the fields of television and cable,
satellite and terrestrial broadcasting, and multimedia and telecommunications networks.

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Applicant proposes to amend the following class of goods/services in the application:
Current: Class 038 for Telecommunications services, namely, services delivery in the nature of end-to-



end management of networks, user management, services orchestration, scheduling, provisioning, fault
management, inventory, activation, discovery, performance manager and reporting via Internet platforms
and portals; transmission of data packages via networks, namely, transmission of media data via wide area
networks; providing access to a global computer network; electronic transmission of messages and images
Original Filing Basis:
Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description: Telecommunications services, namely, services delivery in the nature of end-
to-end management of networks, user management, services orchestration, scheduling, provisioning, fault
management, inventory, activation, discovery, performance manager and reporting via Internet platforms
and portals; Telecommunications services, namely, services delivery in the nature of services
orchestration, namely, providing electronic telecommunications connections, electronic transmission of
messages and data, provisioning and reporting, namely, electronic bulletin board services via Internet
platforms and portals; transmission of data packages via networks, namely, transmission of media data via
wide area networks; providing OSS platforms for dynamic management of telecommunication and
broadcasting networks; providing access to a global computer network; electronic transmission of
messages and images; transmission of advertising programs via digital communications networks;
electronic transmission of messages and images.

Class 038 for Telecommunications services, namely, services delivery in the nature of services
orchestration, namely, providing electronic telecommunications connections, electronic transmission of
messages and data, provisioning and reporting, namely, electronic bulletin board services via Internet
platforms and portals; providing OSS platforms for dynamic management of telecommunication and
broadcasting networks; providing access to a global computer network; transmission of advertising
programs via digital communications networks; electronic transmission of messages and images.

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Applicant proposes to amend the following class of goods/services in the application:
Current: Class 042 for Scientific and technological services, namely, providing design services for
television and cable, satellite and terrestrial broadcasting, multimedia and telecommunications networks
and research relating thereto; scientific and technological services, namely, technical support services in
the nature of inventory, configuration management, activation, event managing, SLA Service Level
Agreement, reporting, fault management and scheduling for television and cable, satellite and terrestrial
broadcasting, multimedia and telecommunication networks and research relating thereto; industrial
analysis and research services in the field of television and cable, satellite and terrestrial broadcasting,
multimedia and telecommunication networks; design and development of computer software, design of
computer programs, implementation of computer programs in networks; configuration, technical
controlling, in the nature of analysis, interpretation and tracking of information, technical configuration
and technical monitoring of video, audio and data connections across transmission networks of all types
Original Filing Basis:
Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description: Scientific and technological services, namely, providing design services for



television and cable, satellite and terrestrial broadcasting, multimedia and telecommunications networks
and research relating thereto; scientific and technological services, namely, technical support services in
the nature of inventory, configuration management, activation, event managing, SLA Service Level
Agreement, reporting, fault management and scheduling for television and cable, satellite and terrestrial
broadcasting, multimedia and telecommunication networks and research relating thereto; scientific and
technological services, namely, technical support services in the nature of configuration management of
hardware and software for others, reporting on the performance, availability and errors of
telecommunications systems of others, fault management, namely, tracing and identifying faults, carrying
out sequences of diagnostic tests, correcting faults, reporting error conditions and localizing and tracing
faults by examining and manipulating database information for television and cable, satellite and
terrestrial broadcasting, multimedia and telecommunication networks and research relating thereto;
industrial analysis and research services in the field of television and cable, satellite and terrestrial
broadcasting, multimedia and telecommunication networks; industrial analysis, namely, analysis of
television and cable, satellite and terrestrial broadcasting, multimedia and telecommunication networks,
and research services in the field of television and cable, satellite and terrestrial broadcasting, multimedia
and telecommunication networks; design and development of computer software, design of computer
programs, implementation of computer programs in networks; configuration, technical controlling, in the
nature of analysis, interpretation and tracking of information, technical configuration and technical
monitoring of video, audio and data connections across transmission networks of all types; configuration
and technical controlling services, in the nature of analysis, interpretation and tracking of performance
information, technical configuration and technical monitoring of video, audio and data connections across
transmission networks of all types.

Class 042 for Scientific and technological services, namely, providing design services for television and
cable, satellite and terrestrial broadcasting, multimedia and telecommunications networks and research
relating thereto; scientific and technological services, namely, technical support services in the nature of
configuration management of hardware and software for others, reporting on the performance, availability
and errors of telecommunications systems of others, fault management, namely, tracing and identifying
faults, carrying out sequences of diagnostic tests, correcting faults, reporting error conditions and
localizing and tracing faults by examining and manipulating database information for television and cable,
satellite and terrestrial broadcasting, multimedia and telecommunication networks and research relating
thereto; industrial analysis, namely, analysis of television and cable, satellite and terrestrial broadcasting,
multimedia and telecommunication networks, and research services in the field of television and cable,
satellite and terrestrial broadcasting, multimedia and telecommunication networks; design and
development of computer software, design of computer programs, implementation of computer programs
in networks; configuration and technical controlling services, in the nature of analysis, interpretation and
tracking of performance information, technical configuration and technical monitoring of video, audio and
data connections across transmission networks of all types.

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /Dayna M Frenkel/     Date: 04/21/2015
Signatory's Name: Dayna M Frenkel
Signatory's Position: Attorney of Record, Wisconsin Bar Member

Signatory's Phone Number: 414-297-5745



The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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