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In the United States Patent and Trademark Office
Before the Trademark Trial and Appeal Board

In re Application of :

The Size Sintered Ceramics S.L. Law Office 103

Serial No. 79142068 Trademark Attorney:
Filed: September 30, 2013 Jun, Won Kyung Wendy

For: NEOLITH LIVIN' TOP

BRIEF FOR APPELLANT

Introduction:

Applicant hereby appeals from the Examiner’s refusal to register the above-
identified mark dated February 27, 2015, and respectfully requests the Trademark Trial

and Appeal Board to reverse the Examiner’s decision.

Applicant’s Trademark

Applicant hereby amends the list of the goods sought to be covered by the present
application. Applicant seeks registration on the Principal Register of its mark NEOLITH

LIVIN' TOP for:

Non-metallic building materials for construction purposes, namely, wall boards, cladding,
large format flooring materials and cladding fagade panels, decking, boards and plates of
porcelain prepared with natural and ecological raw materials for coating fagades,
buildings, roofs, walls and tloors; prefabricated boards of ceramic and porcelain for
coating and building construction; nonmetal paving blocks of ceramic, and porcelain;
nonmetal plates of ceramic and porcelain for building construction; paving blocks not of
metal; exterior and outdoor blinds not of metal or textile; coatings for stairs not of metaj,
namely, fireproof cement coatings; facing tiles not of metal for use in building; panels,
slabs, plates, not of metal, for coating walls, tloors and roofs; glass panels for building



construction, namely, for windows and doors; non-metal moldings and decorative trim
for use in building construction; non-metallic transportable buildings in class 19

and
Worktops, worktops of ceramic and porcelain, kitchen furniture, bathroom, office and

outdoor furniture, mirrors being looking glasses, furniture frames, picture frames in class
20

Prior Registration Cited By the Examiner
NEOLITHIC DESIGN, registration no. 4188814, dated August 14, 2012, for
“retail and wholesale store services featuring new and reclaimed stone and architectural
elements, doorway and fireplace surrounds, fountains, basins, claddings and tile", in class

35

The Rejection

The Examiner refused registration of Appellant’s mark contending that the mark
as applied to the goods so resembles Reg. No. 4188814, as to be likely to cause
confusion, or to cause mistake, or to deceive because both marks have the same overall
impression and because Appellant’s goods are related to the services covered by the cited

registration.

Argument
Applicant requests this Board to reverse the Examiner’s section 2(d) refusal

entered in connection with the application in question.



Applicant respectfully submits that its mark NEQLITH LIVIN' TOP can coexist
with the cited registration of the mark NEQLITHIC DESIGN without creating a
likelihood of confusion scenario. The basis for this position are: a) that the marks viewed
in their entirety, without separating its components, are entirely distinguishable from each
other; b) that the meaning of the two marks are entirely different; and c) that the goods
and services covered by the applicant and by the registrant, respectively, are different in

nature, purpose, use and market and are unrelated and non-competing.

As pertains to the aspect of whether the marks are similar or not, the examining
attorney supports the refusal based on the fact that the terms NEOLITH and NEOLITHIC
are the dominant terms of both marks and that they derive from the same root word. The
term NEQLITHIC refers to a cultural period that was characterized by the use of stone
tools, The word NEOLITH refers to stone implements. Applicant respectfully submits
that the marks in question may have the same root but they are different terms. One refers
to a historic period while the other refers to stone implements. And this is recognized in
the refusal. Furthermore, focusing the analysis on these two terms is an incorrect
approach when determining existence of likehhood of confusion. Regardless of the
entered disclaimers, both marks must be compared in their entirety. The consumer sees
each mark as a whole. The consumer does not know if a term has been disclaimed or not.
The consumers sees the entire composites and distinguishes them by their entire literal
elements; NEOLITH LIVIN'TOP on one hand and NEOLITHIC DESIGN on the other.

1tis that overall impression that governs when determining similarity between two marks,



While it is not denied that NEOLITH and NEOLITHIC share certain degree of
similarity, this is not of inuch relevance. The comparison that matters is between
NEOLITH LIVIN'TOP on one hand and NEOLITHIC DESIGN on the other, and clearly,
these composites are entirely distinguishable from each other and create entirely different
cominercial impressions. Again comparing, NEOLITH with NEOLITHIC is not the
correct approach. The comparison that has to carried out is between NEOLITH
LIVIN'TOP on one hand and NEOLITHIC DESIGN on the other, and clearly. these
composites are entirely distinguishable from cach other and create entirely different

commercial impressions.

As far as the goods and services, the cited registration covers “retail and
wholesale store services featuring new and reclaimed stone and architectural elements,
doorway and fireplace surrounds, fountains, basins, claddings and tile". The registrant

states the following on its website:

"Neolithic Design 1s a cache of contemporarily cut and reclaimed stone carved works of
ancient civilizations that flourished along the Mediterranean. With these rare pieces we
are able to architecturally accent your life with a touch of the past or making it modern
and classic. Our unique look provides a definitive and sophisticated appeal that can be

appreciated in any setting We ﬁrmly believe our picces will be met with admiring eyes,
the Greek Parthenon, ora colossal stone entryway that demands the attention of anyone
who passes through it. Neolithic Design offers the possibility to literally follow in the

footsteps of those who have lived before us in your very own home.
Neolithic Design is comprised of a variety of works ranging from z:a¢ inyan: to
delicate and decorative floor iiles, All of our pieces can be mixed and matched to adhere
to the desired interior or exterior demgn. The constant change of contemporary decor for

housing can be a never-ending process, but with our products a constant timeless style



will always be a standard kept. The nature of our product allows for the blending of
decorative trends to ultimately meet your needs.
We take great pride in each and every one of our pieces and we believe you will feel the
same once they are in your home."

Registrant sells pieces made of' ancient looking stone, be it stone mantles. stone
fountains, stone entryways, stone fountains, stone sinks or stone tiles. These pieces have
an ancient look. In other words, registrant decorative pieces are made with ancient stone
in order from them to have an ancient. "Neolithic" look. Simply stated, registrant sells
pieces with a Neolithic design. This is the reason, applicant must insist that the
registrant’s mark is very weak, even descriptive. As such, the scope of protection afforded
to its mark is and must be very limited and it cannot be presumed to have attained

secondary meaning because five years of uninterrupted use have not yet passed.

Applicant's products are not finished pieces. Applicant's trademark distinguishes a
raw material, an alloy compact surface sold in boards or plates, manufactured with a
special technolopy that may be used on floors, counter tops, walls. It is resistant to every
climate and extreme weather conditions, is frost resistant and has a low thermal
expansion index, It is light weight, hence reducing structural loads. Applicant's product
is not a finished product or decorative piece. The applied for mark distinguishes a raw
material, not a finished product as is the case with the goods that are the object of the

NEOLITHIC DESIGN retail and wholesale store services.



Furthermore, applicant's good is not a natural product extracted from stones or
from the soil. It is the end result of a very sophisticated proprietary manufacturing
process, result of extensive research by applicant in the forefront of compact surfaces.
Natural raw materials, carefully selected are transformed by a sintering process (more
than 1200 resulting in a product of very high physical-mechanical, customizable

features for multipie applications; kitchen countertops, tiles. flooring, walls, etc.

Clearly, applicant’s goods have no relation whatsoever with the registrant's retail
and wholesale store services featuring various ancient rock pieces. The characteristics,
uses and purpose of the concerned goods and services are entirely different. Furthermore,
these are not goods purchased by impulse. These are goods whose purchase is very
sporadic and requires high expenditures, factoi' which does away even further with the

possibility that {ikelihood of confusion scenario will arise.

Conclusion

Thie marks NEQLITHIC DESIGN and NEQLITH LIVIN'TOP ecan coexist in the
market without leading consumers into believing that the goods and services they identify
come from the same source. Their commercial impression is entirely different. The cited
registration is a.'textbook case of a descriptive mark and it cannot be presumed o have
attained secondary meaning because five years of uninterrupted use have not yet passed.

The marks cover unrelated and entirely distinguishable services and simply wili not



coincide in the market. Furthermore, these are costly goods and services that are not
purchased frequently or by impulse. These are purchases typically carsied after a long
process of research and shopping around on the part of the consumer, fact which reduces

even more, any possibility of likelihood of confusion.
For the reasons set forth hereinabove, Appellant submits that there is no
likelihood of confusion, mistake or deception between Appellant’s mark and the prior

cited registration. Accordingly, Appellant’s mark is entitled to registration.

This Board is therefore, respectfully requested to reverse the Examiner’s decision

refusing registration of Appellant’s mark.

Respectfully submitted,

o

Arturo Pérez-Guerrero
Attorney for Applicant

Date: May 26, 2015

Arturo Pérez-Guerrero

PMB 315, Suite 67

35 Juan Carlos de Borbdn

Guaynabo, PUERTO RICO 00969-5375
Phone: 787 722-3446

Fax: 787 725-3144

Email: arturo@perezguerrero.com
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About Us | Neolithic Design

http:/Awww. nedlithicdesign. com/abolt-us/

22



52612015 Stone Fountains | Neolithic Design

‘ Search Products

L Products EIEETEL & b Fratg s

Stone Limestone Limestone Limestone
Fountain - Fountain FT 2 - Fountain FT Fountain FT ~
| o 133 134 |

Limestone  Limestone Limestone Limestone o
Fountain FT Fountain FT Fountain FT Fountain FT
142 144 147 148

© Limestone  Limestone  Limestone Limestone
* ‘Fountain FT ~ Fountain FI-" Fountain FT - - Fountains FT |
149 158 S o1y6. T Ta78

hitpmwww. nedlithicdesign.com/product- category/stone-fountains/ 12



5/26/2015 Stone Fountains | Neofithic Design

Limestone Limestone Limestone
Fountain FT Fountain FT Fountain FT
181 197 146

Limestone
Fountain FT

15

Copyright @ 201q Neolithic Desigr

hitpiwwew, neclithicdesign.com/product- category/stone-fountains/

S

212



5f26/2015 Stone Sinks | Nedlithic Design

Search Products

Products Py

Showing 116 of 36 results

Stone Sinks  StoneSink  StoneSink Stone Sinks
Iplayed C - Inlayed D . Inlayedl - Sinks -

Stone Sink  Stone Sinks -~ Stone Sinks
Engraved‘fuly_- Marsi “_81{5

| RECLAIMED
§ ANTEDILUVIAN
"STONE

Stone Sinks Stone Sinks Stone Sinks Stone Sinks
SKu SK 19 SK 21 SK z2

hit:/iww. niedlithicdesign. com/product-category/stone-sinks/ 112




5/26/2015

Stone Sinks | Neclithic Design
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Neolith | About NEOLITH

A REVOLUTIONARY MATERIAL

The NEOLITH sintered compact surface slab is
a trendsetling r:*&ateria% that is redeflining the
future of interior design, With an exiensive
range of colours and finishes, NEOUTH
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Counterton and panel Gad
available in the same colour
continuity and a holistic look
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APPLICATIONS
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