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U.S. APPLICATION SERIAL NO.  79133385
 
MARK: SPANAIL
 

 
        

*79133385*
CORRESPONDENT ADDRESS:
       MARSHA G GENTNER
       DYKEMA GOSSETT PLLC
       1300 I STREET NW
       WASHINGTON, DC 20005
       

 
CLICK HERE TO RESPOND TO THIS
LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE

 
APPLICANT: NonStress, Inc.
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :
  
       066361-0093
CORRESPONDENT E-MAIL ADDRESS: 
       ipmail@dykema.com

 

 
 

OFFICE ACTION
 
 
ISSUE/MAILING DATE: 4/29/2015
 
 
THIS IS A FINAL ACTION.
 
INTERNATIONAL REGISTRATION NO. 1168730
 
 
 
On 9/30/14, the Trademark Trial and Appeal Board (Board) suspended applicant’s appeal and remanded
the application to the trademark examining attorney to review applicant’s request for reconsideration of
the final Office action. Applicant presented a new issue in the request. Accordingly, the trademark
examining attorney issued a new nonfinal Office action on 10/21/14, addressing the new issue and
maintaining all the issues in the final Office action. On 4/7/15, applicant filed a response addressing the
new issue and the issues in the final Office action.
 
The trademark examining attorney has carefully reviewed applicant’s most recent response.   In the
response, applicant supplements the Section 2(f) evidence by providing five customer declarations. Proof
of distinctiveness requires more than the existence of a relatively small number of people who associate a
mark with the applicant. See In re The Paint Prods. Co., 8 USPQ2d 1863, 1866 (TTAB 1988) (ten
customer affidavits not persuasive on the issue of how the average customer perceives the mark); Mag
Instrument Inc. v. Brinkmann Corp., 96 USPQ2d 1701, 1723 (TTAB 2010) (finding sixteen declarations
of little persuasive value).
 
The burden of proving that a mark has acquired distinctiveness is on the applicant.  Yamaha Int’l Corp. v.
Yoshino Gakki Co., 840 F.2d 1572, 6 USPQ2d 1001, 1004 (Fed. Cir. 1988); In re Meyer & Wenthe, Inc.,
267 F.2d 945, 122 USPQ 372 (C.C.P.A. 1959); TMEP §1212.01.  An applicant must establish that the

http://www.uspto.gov/trademarks/teas/response_forms.jsp
http://tsdr.uspto.gov/#caseNumber=79133385&caseType=SERIAL_NO&searchType=documentSearch


purchasing public has come to view the proposed mark as an indicator of origin. The ultimate test in
determining acquisition of distinctiveness under Trademark Act Section 2(f) is not applicant’s efforts, but
applicant’s success in educating the public to associate the claimed mark with a single source.   TMEP
§1212.06(b); see In re Packaging Specialists, 221 USPQ at 920; In re Redken Labs., Inc., 170 USPQ 526
(TTAB 1971).
 
The amount and character of evidence required to establish acquired distinctiveness depends on the facts
of each case and particularly on the nature of the mark sought to be registered.  Bd. of Trs. v. Pitts, Jr., 107
USPQ2d 2001, 2016 (TTAB 2013) (citing Roux Labs., Inc. v. Clairol Inc., 427 F.2d 823, 829, 166 USPQ
34, 39 (C.C.P.A. 1970)); In re Chevron Intellectual Prop. Grp. LLC, 96 USPQ2d 2026, 2030 (TTAB
2010); see TMEP §1212.05(a). More evidence is required where a mark is so highly descriptive that
purchasers seeing the matter in relation to the named goods and/or services would be less likely to believe
that it indicates source in any one party.  See, e.g., In re Bongrain Int’l (Am.) Corp. , 894 F.2d 1316, 1317
n.4, 13 USPQ2d 1727, 1728 n.4 (Fed. Cir. 1990) (quoting Yamaha Int’l Corp. v. Hoshino Gakki Co., 840
F.2d 1572, 1581, 6 USPQ2d 1001, 1008 (Fed. Cir. 1988)); Alcatraz Media, Inc. v. Chesapeake Marine
Tours Inc., 107 USPQ2d 1750, 1767 (TTAB 2013).
 
The evidence of record shows SPANAIL is highly descriptive and the applicant’s 2(f) evidence is
insufficient to establish acquired distinctiveness. The applicant’s 2(f) claim is based on a single location
open for two years, PR generated articles referencing the recent opening, and five customer declarations.
Such a low threshold for 2(f) evidence would effectively render Section 2(e)(1) meaningless.
 
The applied-for mark is extremely weak and the applicant’s evidence does not show that the purchasing
public has come to view SPANAIL as an indicator of origin. Therefore, applicant’s response does not
resolve the Section 2(e)(1) refusal in final status and all issues raised in the final Office action that issued
on 4/8/14 remain outstanding.
 
Because applicant’s response does not resolve all outstanding refusals and/or requirements nor otherwise
put the application in condition for publication or registration, the trademark examining attorney is
holding all issues final, including the new issue raised in applicant’s request for reconsideration.   See 37
C.F.R. §§2.63(b), 2.142(d); TMEP §715.04(b). 
 
The following issues are in final status: 
 
            - Section 2(e)(1) descriptiveness refusal
            - Insufficient evidence for Section 2(f) claim of acquired distinctiveness
 
The Board has been notified to resume the appeal.  See TMEP §715.04(b).
 
 

/Samuel R. Paquin/
Trademark Examining Attorney
Law Office 101
(571) 272-2514
samuel.paquin@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned

http://www.uspto.gov/trademarks/teas/response_forms.jsp
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trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 

http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
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To: NonStress, Inc. (ipmail@dykema.com)

Subject: U.S. TRADEMARK APPLICATION NO. 79133385 - SPANAIL - 066361-
0093

Sent: 4/29/2015 6:50:00 PM

Sent As: ECOM101@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 4/29/2015 FOR U.S. APPLICATION SERIAL NO. 79133385
 

Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period.  Your response deadline will be calculated
from 4/29/2015 (or sooner if specified in the Office action).  For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions.  Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the

mailto:ipmail@dykema.com
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http://tsdr.uspto.gov/
http://www.uspto.gov/trademarks/process/status/responsetime.jsp
http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TSDR@uspto.gov


ABANDONMENT of your application.  For more information regarding abandonment, see
http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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