
From:  Moreno, Paul 

 

Sent:  11/27/2015 12:24:21 PM 

 

To:  TTAB EFiling 

 

CC:   

 

Subject:  U.S. TRADEMARK APPLICATION NO. 79133036 - NAIL HQ - 14-021 - EXAMINER BRIEF 

 

 

 

************************************************* 

Attachment Information: 

Count:  1 

Files:  79133036.doc 

  



UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
 

U.S. APPLICATION SERIAL NO. 79133036 

 

MARK: NAIL HQ  

 

          

*79133036*  

CORRESPONDENT ADDRESS: 
       JON K PERALA  

       Perala Law Office  

       Suite 3800 

       55 E. Monroe Street  

       Chicago IL 60603  

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

TTAB INFORMATION: 

http://www.uspto.gov/trademarks/process/appeal/index.js
p    

APPLICANT: Bespoke Europe Limited  

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       14-021          

CORRESPONDENT E-MAIL ADDRESS:   

       jkperala@peralaw.com 

 

 

EXAMINING ATTORNEY’S APPEAL BRIEF 

 

INTERNATIONAL REGISTRATION NO. 1167742 

 

 



Bespoke Europe Limited (“the Applicant”) has appealed the Trademark Examining Attorney’s 

(“the Examiner”) Final Refusal to register the mark NAIL HQ on the basis that it is likely to cause 

confusion with U.S. Registration No. 4431047 for the mark NAIL HQ within the meaning of Section 2(d) 

of the Trademark Act of 1946 (as amended), 15 U.S.C. §1052(d). 

 

STATEMENT OF FACTS 

On April 18, 2013, the Applicant filed a trademark application seeking registration on the 

Principal Register of the mark NAIL HQ for “Cosmetics preparations and personal care preparations, 

namely, non-medicated skin lotions and creams; non-medicated skincare preparations; false eyelashes; 

body glue for hair piece bonding; non-medicated toiletries; essential oils; soaps; skin care products, 

namely, non-medicated skin serum; perfumery; nail varnish removers; hand and nail cream; substances 

for treating nails, namely, nail creams; cosmetic cotton wool; make-up; lotions; beauty creams; beauty 

masks; facial masks; aloe vera gel for cosmetic purposes; exfoliant creams and scrubs; artificial nails; 

artificial nails for cosmetic purposes; false nails; glue for strengthening nails; lotions for strengthening 

nails; nail art stickers; nail base coat; nail buffing preparations; nail care preparations; nail cream; nail 

enamel; nail enamel removers; nail enamels; nail gel; nail glitter; nail hardeners; nail hardeners 

[cosmetics]; nail polish; nail polish base coat; nail polish remover; cosmetic nail tips; preparations for 

reinforcing the nails; abrasive boards for use on fingernails; fingernail decals; nail overlay material; 

fingernail sculpturing overlays” in International Class 003, “Manicure and pedicure instruments, namely 

nail flies, tweezers, scissors, clippers, razors, knives, rasps, files, pincers, tweezers, nippers, scrapers, 

cuticle pushers, polishing, abrading, cutting and buffing apparatus and instruments; nail buffers; nail 

files; fingernail polishers” in International Class 008, and “Provision of beauty, perfumery, make-up and 

skin treatment services; beauty salons, hairdressing salons; beauticians' services; beauty consultation 



services regarding the selection and use of personal care products, cosmetics, make-up, toiletries, 

manicure and pedicure products; manicure services; pedicure services; nail treatment services; hygienic 

and beauty services for human beings” in International Class 044. 

In the Office Action mailed August 18, 2013, the Examiner issued the following: (1) a citation to a 

Prior Pending Application Serial No. 85716728; (2) a Disclaimer Requirement; (3) an Identification of 

Goods and Services Requirement; (4) a Significance Inquiry; and (5) a Legal Nature / Entity Clarification 

Requirement.   

On February 17, 2014, the Applicant submitted responses to the following: (1) the Disclaimer 

Requirement; (2) the Identification of Goods and Services Requirement; (3) the Significance Inquiry; and 

(4) the Legal Nature / Entity Clarification Requirement.  The citation to Prior Pending Application Serial 

No. 85716728 remained outstanding. 

On March 24, 2014, the Examiner issued a Section 2(d) - Likelihood of Confusion Refusal based 

on U.S. Registration No. 4431047, the now registered cited prior pending Application Serial No. 

85716728.  

On September 24, 2014, the Applicant submitted arguments in response to the Section 2(d) - 

Likelihood of Confusion Refusal of record. 

On October 29, 2014 the Examiner issued a Final Office Action making final the Section 2(d) 

refusal or record.  

On April 29, 2015, the applicant submitted a Request for Reconsideration after Final Action 

arguing against the examining attorney's Final Refusal to register applicant's mark under Trademark Act 

Section 2(d) and filed a timely notice of appeal with the Trademark Trial and Appeal Board.   



On July 06, 2015 the Examiner denied applicant’s Request for Reconsideration after Final Action 

and included additional evidence supporting the relatedness of the goods and services at issue in the 

Section 2(d) refusal or record.   

On September 18, 2015, the Applicant submitted the appeal brief in response to the examining 

attorney's Final Refusal to register applicant's mark under Trademark Act Section 2(d).   

On October 09, 2015, the appeal was forwarded to the examining attorney for brief. 

 

ISSUE 

The sole issue for consideration on appeal is whether the applied-for mark so resembles the mark in U.S. 

Registration No. 4431047 as to be likely to cause confusion or mistake, or to deceive within the meaning 

of Section 2(d) of the Trademark Act.1   

 

ARGUMENT 

  

APPLICANT’S MARK IS LIKELY TO CREATE CONSUMER CONFUSION AS TO SOURCE WHEN COMPARED 
TO THE REGISTERED MARK BECAUSE THE MARKS ARE IDENTICAL; THE GOODS AND SERVICES ARE 
RELATED; AND THE CONDITIONS SURROUNDING THE MARKETING OF THE GOODS AND SERVICES ARE 
SUCH THAT THEY WOULD BE ENCOUNTERED BY THE SAME PURCHASERS UNDER CIRCUMSTANCES 
THAT WOULD GIVE RISE TO THE MISTAKEN BELIEF THAT THE GOODS AND SERVICES COME FROM A 
COMMON SOURCE. 

 

                                                            
1 Applicant has conceded that there is a likelihood of confusion between the applied-for mark and the cited mark for 
international class 044.  (Applicant's brief at 3.) 



The Court in In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973), 

listed the principal factors to be considered in determining whether there is a likelihood of confusion 

under Section 2(d).  Any one of the factors listed may be dominant in any given case, depending upon 

the evidence of record. In re Dixie Restaurants, Inc., 105 F.3d 1405, 41 USPQ2d 1531, 1533 (Fed. Cir. 

1997).  In this case, the following factors are the most relevant: similarity of the marks, similarity of the 

goods and/or services, and similarity of trade channels of the goods and/or services. See In re Opus One, 

Inc., 60 USPQ2d 1812 (TTAB 2001); In re Dakin’s Miniatures Inc., 59 USPQ2d 1593 (TTAB 1999); In re 

Azteca Restaurant Enterprises, Inc., 50 USPQ2d 1209 (TTAB 1999); In re L.C. Licensing Inc., 49 USPQ2d 

1379 (TTAB 1998); TMEP §§1207.01 et seq. 

Taking into account the relevant Du Pont factors, a likelihood of confusion determination in this 

case involves a two-part analysis. First, the marks are compared for similarities in appearance, sound, 

connotation and commercial impression.  In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 

563 (C.C.P.A. 1973).  Second, the goods and services are compared to determine whether they are 

similar or related or whether the activities surrounding their marketing are such that confusion as to 

origin is likely.  In re National Novice Hockey League, Inc., 222 USPQ 638 (TTAB 1984); In re August Storck 

KG, 218 USPQ 823 (TTAB 1983); In re Int’l Tel. and Tel. Corp., 197 USPQ 910 (TTAB 1978); Guardian 

Prods. Co., v. Scott Paper Co., 200 USPQ 738 (TTAB 1978); TMEP §§1207.01 et seq. 

COMPARISON OF THE MARKS 

THE APPLIED-FOR MARK IS CONFUSINGLY SIMILAR TO THE REGISTERED MARK BECAUSE THE MARKS 
ARE IDENTICAL. 

 

The marks are compared in their entireties under a Section 2(d) analysis. Nevertheless, one 

feature of a mark may be recognized as more significant in creating a commercial impression. Greater 



weight is given to that dominant feature in determining whether there is a likelihood of confusion. In re 

National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985); Tektronix, Inc. v. Daktronics, Inc., 534 

F.2d 915, 189 USPQ 693 (C.C.P.A. 1976). In re J.M. Originals Inc., 6 USPQ2d 1393 (TTAB 1987); TMEP 

§1207.01(b)(viii). 

Furthermore, marks may be confusingly similar in appearance where there are similar terms or 

phrases or similar parts of terms or phrases appearing in both applicant’s and registrant’s mark. See 

Crocker Nat’l Bank v. Canadian Imperial Bank of Commerce, 228 USPQ 689 (TTAB 1986), aff’d sub nom. 

Canadian Imperial Bank of Commerce v. Wells Fargo Bank, Nat’l Ass’n, 811 F.2d 1490, 1 USPQ2d 1813 

(Fed. Cir. 1987) (COMMCASH and COMMUNICASH). 

The marks are similar in appearance, sound, connotation and commercial impression because 

they are identical. 

Applicant’s mark is  

NAIL HQ 

in STANDARD CHARACTER MARK form. 

Registrant’s mark is  

NAIL HQ 

in STANDARD CHARACTER MARK form. 



Thus, because the marks are identical, they are confusingly similar and part one of the two-part 

test is satisfied.2   

COMPARISON OF THE GOODS AND SERVICES 

APPLICANT’S IDENTIFIED GOODS AND SERVICES ARE RELATED TO REGISTRANT’S IDENTIFIED SERVICES. 

The goods and services of the parties need not be identical or directly competitive to find a 

likelihood of confusion.  Instead, they need only be related in some manner, or the conditions 

surrounding their marketing are such that they would be encountered by the same purchasers under 

circumstances that would give rise to the mistaken belief that the goods or services come from a 

common source.  On-line Careline Inc. v. America Online Inc., 229 F.3d 1080, 56 USPQ2d 1471 (Fed. Cir. 

2000); In re Martin’s Famous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984); In re 

Melville Corp., 18 USPQ2d 1386, 1388 (TTAB 1991); In re Corning Glass Works, 229 USPQ 65 (TTAB 

1985); In re Rexel Inc., 223 USPQ 830 (TTAB 1984); Guardian Prods. Co., Inc. v. Scott Paper Co., 200 USPQ 

738 (TTAB 1978); In re Int’l Tel. & Tel. Corp., 197 USPQ 910 (TTAB 1978); TMEP §1207.01(a)(i). 

Furthermore, if the goods or services of the respective parties are “similar in kind and/or closely 

related,” the degree of similarity between the marks required to support a finding of likelihood of 

confusion is not as great as would be required with diverse services. In re J.M. Originals Inc., 6 USPQ2d 

1393, 1394 (TTAB 1987); see Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 1242, 73 USPQ2d 1350, 

1354 (Fed. Cir. 2004); TMEP §1207.01(b). 

The goods and services are related. 

 

Applicant seeks registration for the goods and services: 

                                                            
2 Applicant concedes that the marks are identical. (Applicant's brief at 03.) 



 

IC 003. US 001 004 006 050 051 052. G & S: Cosmetics preparations and personal care 
preparations, namely, non-medicated skin lotions and creams; non-medicated skincare 
preparations; false eyelashes; body glue for hair piece bonding; non-medicated toiletries; 
essential oils; soaps; skin care products, namely, non-medicated skin serum; perfumery; nail 
varnish removers; hand and nail cream; substances for treating nails, namely, nail creams; 
cosmetic cotton wool; make-up; lotions for skin; beauty creams; beauty masks; facial masks; 
aloe vera gel for cosmetic purposes; exfoliant creams and body scrubs; artificial nails; artificial 
nails for cosmetic purposes; false nails; glue for strengthening nails; lotions for strengthening 
nails; nail art stickers; nail polish base coat; nail buffing preparations; nail care preparations; nail 
cream; nail enamel; nail enamel removers; nail enamels; nail gel; nail glitter; nail hardeners; nail 
hardeners cosmetics; nail polish; nail polish base coat; nail polish remover; cosmetic nail tips; 
preparations for reinforcing the nails; abrasive boards for use on fingernails, namely, emery 
boards; fingernail decals - [As amended 02/17/14] 

IC 008. US 023 028 044. G & S: Manicure and pedicure instruments, namely, nail flies, tweezers, 
scissors, clippers, razors, knives, rasps, files, pincers, tweezers, nippers, scrapers, cuticle pushers, 
polishing, abrading, cutting and buffing apparatus and instruments; nail buffers; nail files; 
fingernail polishers  

IC 044. US 100 101. G & S: Provision of beauty, perfumery, make-up and skin treatment services, 
namely, make-up application and cosmetic body care; beauticians' services; beauty consultation 
services regarding the selection and use of personal care products, cosmetics, make-up, 
toiletries, manicure and pedicure products; manicure services; pedicure services; nail treatment 
services; hygienic and beauty services for human beings - [As amended 09/24/14] 

 

Registrant maintains registration for the services: 

 

IC 035. US 100 101 102. G & S: Retail store services, namely, pharmacy, retail drug store and 
general merchandise store services. FIRST USE: 20121105. FIRST USE IN COMMERCE: 20121105 

 

Here, Applicant’s goods and services and Registrant’s services are related because retail store 

service providers commonly provide cosmetic and manicure goods and beauty services under the same 



marks and commonly feature cosmetic and manicure goods and beauty services within their retail 

stores.    

First, please see record copies of printouts from the USPTO X-Search database, which show 

third-party registrations of marks used in connection with the same or similar goods and/or services as 

those of applicant and registrant in this case. These printouts have probative value to the extent that 

they serve to suggest that the goods and/or services listed therein, namely “cosmetic goods/manicure 

and pedicure goods/beauty services” and “retail store services”, are of a kind that may emanate from a 

single source. In re Infinity Broad. Corp., 60 USPQ2d 1214, 1217-18 (TTAB 2001); In re Albert Trostel & 

Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); In re Mucky Duck Mustard Co., 6 USPQ2d 1467, 1470 

n.6 (TTAB 1988); TMEP §1207.01(d)(iii).  The record third party registration evidence is as follows: 

• Providers of both “cosmetic goods” and “retail store services” – 
o U.S. Registration Nos.  2364828, 2269066, 3386161, 3808578, 3312212, 4265714, 

4301290,  4474947, 4106927, and others; 
• Providers of both "manicure and pedicure goods" and "retail store services" -   

o U.S. Registration Nos.  2269066, 2627894, 3604430, 4474947 and others; 
• Providers of both "beauty services" and "retail store services" -   

o U.S. Registration Nos.  2364828, 3246266, 4040836, 4121460, 417435, 4265453, 
4157461, 4130040, 4345505, 425363, 4435075, 4497571, and others. 

 

Second, the use of similar marks on or in connection with both products and retail-store services 

has been held likely to cause confusion where the evidence showed that the retail-store services 

featured the same type of products.  See In re House Beer, LLC, 114 USPQ2d 1073, 1078 (TTAB 2015) 

(holding the use of identical marks for beer and for retail store services featuring beer likely to cause 

confusion); In re Thomas, 79 USPQ2d 1021, 1023 (TTAB 2006) (holding the use of similar marks for 

jewelry and for retail-jewelry and mineral-store services likely to cause confusion); In re Peebles, Inc., 23 

USPQ2d 1795, 1796 (TTAB 1992) (holding the use of nearly identical marks for coats and for retail 



outlets featuring camping and mountain climbing equipment, including coats, likely to cause confusion, 

noting that “there is no question that store services and the goods which may be sold in that store are 

related goods and services for the purpose of determining likelihood of confusion”); TMEP 

§1207.01(a)(ii).  Please see record excerpted web sites evidencing that retail store services as identified 

in the Cited Mark commonly feature the same type of products and services as the Applicant’s goods 

and services.  The record web sites evidence is as follows:  

• Retail store services featuring cosmetic goods 
o http://www.tricoci.com/products/ 

 (Attached to final office action pg. 50) 
o http://www.reddoorspas.com/ 

 (Attached to final office action pg. 58) 
o http://frizzlessalon.com/ 

 (Attached to final office action pg. 64) 
o http://www.bazzaksalon.com/  

 (Attached to final office action pg. 79) 
• Retail store services featuring manicure/pedicure goods 

o http://www.target.com/s?searchTerm=manicure+and+pedicure&category=0%7CAll
%7Cmatchallpartial%7Call+categories&lnk=snav_ta_manicure+and+pedicure_s 
 (Attached to final office action pg. 36) 
 (Attached to Denial Of Request For Reconsideration pg.65, 78) 

o http://www1.macys.com/shop/search?keyword=manicure 
 (Attached to final office action pg. 44) 

o http://www.reddoorspas.com/  
 (Attached to final office action pg. 61) 

o http://frizzlessalon.com/ 
 (Attached to final office action pg. 73) 

• Retail store services featuring beauty services 
o http://www.target.com/c/beauty-concierge-ways-to-shop/-/N-

55md5#?lnk=ct_menu_08_3&intc=1865095|null  
 (Attached to final office action pg. 34) 

o http://www.tricoci.com/products/ 
 (Attached to final office action pg. 52) 

o http://www.reddoorspas.com/ 
 (Attached to final office action pg. 56) 

o http://frizzlessalon.com/  
 (Attached to final office action pg. 71) 

o http://www.bazzaksalon.com/ 
 (Attached to final office action pg. 75) 



Please note that a determination of whether there is a likelihood of confusion is made solely on 

the basis of the goods and services identified in the application and registration, without limitations or 

restrictions that are not reflected therein. In re Dakin’s Miniatures Inc., 59 USPQ2d 1593, 1595 (TTAB 

1999).  If the cited registration describes the services broadly and there are no limitations as to their 

nature, type, channels of trade or classes of purchasers, then it is presumed that the registration 

encompasses all services of the type described, that they move in all normal channels of trade, and that 

they are available to all potential customers. In re Linkvest S.A., 24 USPQ2d 1716 (TTAB 1992); In re 

Elbaum, 211 USPQ 639 (TTAB 1981); TMEP §1207.01(a)(iii). 

Therefore, because the goods and services are commonly provided under the same marks and 

are marketed in similar channels of trade to the same intended consumer, the goods and services are 

sufficiently related such that they would be encountered by the same purchasers under circumstances 

that would give rise to the mistaken belief that the goods and services come from a common source.   

The goods and services of the parties need not be identical or directly competitive to find a likelihood 
of confusion. 

 

Applicant argues that: 

 

". . . Applicant contends that the Examining Attorney has erred in concluding that the goods in 
Applicant's application are related to the retail services in Registration No. 4431047…"   
(Applicant's brief at 3.) 

and 

“Registrant has sought to protect its mark for retail services only.  If the Board affirms the 
Examining Attorney’s refusal, it will unjustly expand the Registrant’s protections under the NAIL 
HQ mark to goods, and virtually any class of goods that can be sold in a pharmacy, retail drug, or 
general merchandise store.”  (Applicant's brief at 4.) 



 

As such, applicant further argues that applicant’s goods are sufficiently different from 

registrant’s services such that a likelihood of confusion with the cited registration will not exist.  The 

examining attorney respectfully disagrees. As noted above, the goods and services of the parties need 

not be identical or directly competitive to find a likelihood of confusion.  Instead, they need only be 

related in some manner, or the conditions surrounding their marketing are such that they would be 

encountered by the same purchasers under circumstances that would give rise to the mistaken belief 

that the goods come from a common source.  Here, the goods and services identified in the application 

and registration are related because the goods and services commonly emanate from a single source 

and are marketed in similar channels of trade to the same intended consumer. 

Therefore, when considering the identical marks, the goods and services are related such that 

confusion as to the source of the goods and services is likely. 

A likelihood of confusion is made solely on the basis of the goods and services identified in the 

application and registration, without limitations or restrictions that are not reflected therein. 

Applicant argues that: 

“First, nothing in the recitation of goods in these third-party registrations indicated that the 

goods are sold through the retail services offered under the same mark.”  (Applicant’s brief at 

3.) 

As such, applicant further argues that applicant's goods are unrelated to the registrant's services 

such that a likelihood of confusion with the cited registration will not exist. The examining attorney 

respectfully disagrees.  A determination of whether there is a likelihood of confusion is made solely on 



the basis of the goods and services identified in the application and registration, without limitations or 

restrictions that are not reflected therein. In re Dakin's Miniatures, Inc., 59 USPQ2d 1593, 1595 (TTAB 

1999); TMEP §1207.01(a)(iii).  If the cited registration describes the services broadly and there are no 

limitations as to their nature, type, channels of trade or classes of purchasers, then it is presumed that 

the registration encompasses all services of the type described, that they move in all normal channels of 

trade, and that they are available to all potential customers. In re Linkvest S.A., 24 USPQ2d 1716, 1716 

(TTAB 1992); In re Elbaum, 211 USPQ 639, 640 (TTAB 1981); TMEP §1207.01(a)(iii).  Here, the application 

and registration contain no restriction or limitation as to the identified goods and services, the trade 

channels, or intended consumers.  Therefore it is presumed that the application and registration 

encompasses all goods and services of the type described, that they move in all normal channels of 

trade, and that they are available to all potential customers.  Record third party registrations show that 

the goods and services above can and do originate from common sources.  Furthermore, record internet 

evidence shows that the goods and services listed herein commonly travel in the same channels of trade 

and are marketed to the same intended consumer.  Therefore, when considering the identical marks, 

the goods and services are related such that confusion as to the source of the goods and services is 

likely. 

Thus, for all the reasons specified herein, the goods and services are related and part two of the 

two part test is satisfied. 

CONCLUSION 

The examining attorney must resolve any doubt as to the issue of likelihood of confusion in 

favor of the Registrant and against the Applicant who has a legal duty to select a mark that is totally 

dissimilar to trademarks already being used. Burroughs Wellcome Co. v. Warner-Lambert Co., 203 USPQ 

191 (TTAB 1979).  The applied-for mark is confusingly similar to the registered marks because the marks 



are identical, thus creating identical commercial impressions.  Because the marks are confusingly similar 

and because the goods and services are related, Applicant’s mark is refused on grounds of likelihood of 

confusion.  For the foregoing reasons, the examining attorney respectfully requests that the refusal of 

registration under Section 2(d) of the Trademark Act of 1946 (as amended), 15 U.S.C. §1052(d), be 

affirmed. 

 

  Respectfully submitted, 

 
/Paul Moreno/ 

United States Patent and Trademark Office 

Attorney 

Law Office 103 

571-272-2651 

paul.moreno@uspto.gov  
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