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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  79131389
 
MARK: IDEPLATE
 

 
        

*79131389*
CORRESPONDENT ADDRESS:
       LAURENCE P COLTON
       SMITH TEMPEL BLAHA LLC
       TWO RAVINIA DRIVE SUITE 700
       ATLANTA, GA 30346
       

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp
 
VIEW YOUR APPLICATION FILE
 

APPLICANT: Tönnjes ISI Patent Holding GmbH
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :  
       60725.004US
CORRESPONDENT E-MAIL ADDRESS: 
       lcolton@srtslaw.com

 

 
 

OFFICE ACTION
 
 
ISSUE/MAILING DATE: 7/21/2016
 
 
THIS IS A FINAL ACTION.
 
INTERNATIONAL REGISTRATION NO. 1163525
 
 
INTRODUCTION TO SUBSEQUENT FINAL OFFICE ACTION
 
This Subsequent Final Refusal is issued in relation to the grant of a Motion to Remand for the introduction of new evidence, granted on June 30,
2016.
 
In her Final Office Action, the examining attorney raised the following refusal(s), requirement(s) and/or advisories:  Final Section 2(d) Refusal
and a Final Section 2(e)(1) Refusal. After further consideration, the Section 2(d) refusal is herein withdrawn. See TMEP §§713.02, 714.04. 
However, the Final Section 2(e)(1) Refusal is maintained and continued, with introduction of the evidence that was included in the Motion to
Remand, as follows.
 
 
SUBSEQUENT FINAL: SECTION 2(e)(1) REFUSAL - MERELY DESCRIPTIVE
 
Registration is refused because the applied-for mark merely describes a feature and characteristic of applicant’s goods. Trademark Act Section
2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §§1209.01(b), 1209.03 et seq.
 
Introduction to Section 2(e)(1) Refusal
 
A mark is merely descriptive if it describes or immediately conveys knowledge of an ingredient, quality, characteristic, function, feature,
purpose, or use of an applicant’s goods and/or services.   TMEP §1209.01(b); see, e.g., In re TriVita, Inc., 783 F.3d 872, 874, 114 USPQ2d 1574,
1575 (Fed. Cir. 2015) (quoting In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004)); In re
Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005) (citing Estate of P.D. Beckwith, Inc. v. Comm’r of Patents ,
252 U.S. 538, 543 (1920)).   “A mark may be merely descriptive even if it does not describe the ‘full scope and extent’ of the applicant’s
goods or services.”   In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004) (citing In re Dial-A-Mattress
Operating Corp., 240 F.3d 1341, 1346, 57 USPQ2d 1807, 1812 (Fed. Cir. 2001)); TMEP §1209.01(b).  Rather, it is enough if a mark describes
only one significant function, attribute, or property.  In re The Chamber of Commerce of the U.S., 675 F.3d 1297, 1300, 102 USPQ2d 1217, 1219
(Fed. Cir. 2012); TMEP §1209.01(b); see In re Oppedahl & Larson LLP, 373 F.3d at 1173, 71 USPQ2d at 1371.
 
Determining the descriptiveness of a mark is done in relation to an applicant’s goods and/or services, the context in which the mark is being
used, and the possible significance the mark would have to the average purchaser because of the manner of its use or intended use.  See In re The
Chamber of Commerce of the U.S., 675 F.3d 1297, 1300, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012) (citing In re Bayer Aktiengesellschaft, 488
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F.3d 960, 963-64, 82 USPQ2d 1828, 1831 (Fed. Cir. 2007)); TMEP §1209.01(b).  Descriptiveness of a mark is not considered in the abstract.  In
re Bayer Aktiengesellschaft, 488 F.3d at 963-64, 82 USPQ2d at 1831.
 
Applicant’s Mark is Merely Descriptive in Relation to its Goods
 
Applicant’s mark is, “IDEPLATE”   for “Alloys of common metals; non-luminous and non-mechanical metal signs; metal license plates for
vehicles; identity plates of common metal; identification tags of metal;” “Radio frequency identification (RFID) tags; radio frequency
identification (RFID) readers; encoded tags of plastic or metal for use in the field of passive labeling, tracing and tracking of vehicles; vehicle
tracking devices comprised of radio frequency identification (RFID) tags and hologram apparatus, all for use in connection with vehicle tracking
and vehicle monitoring;” and “Plaques made of plastic; identity plates containing numbers, not of metal; numbered identity plates made of
flexible plastic for motor vehicles.”
 
Applicant’s mark is comprised of multiple terms represented as a single word. Thus, the mark is considered a compound word mark. See, TMEP
1213.05(a).  When the individual components of a compound mark retain their descriptive meaning in relation to the goods and/or services, the
combination results in a composite mark that is itself descriptive and not registrable.  In re Phoseon Tech., Inc., 103 USPQ2d 1822, 1823 (TTAB
2012); TMEP §1209.03(d); see, e.g., In re Cannon Safe, Inc., 116 USPQ2d 1348, 1351 (TTAB 2015) (holding SMART SERIES merely
descriptive of metal gun safes, because “each component term retains its merely descriptive significance in relation to the goods, resulting in a
mark that is also merely descriptive”); In re King Koil Licensing Co., 79 USPQ2d 1048, 1052 (TTAB 2006) (holding THE BREATHABLE
MATTRESS merely descriptive of beds, mattresses, box springs, and pillows where the evidence showed that the term “BREATHABLE”
retained its ordinary dictionary meaning when combined with the term “MATTRESS” and the resulting combination was used in the relevant
industry in a descriptive sense); In re Associated Theatre Clubs Co., 9 USPQ2d 1660, 1663 (TTAB 1988) (holding GROUP SALES BOX
OFFICE merely descriptive of theater ticket sales services, because such wording “is nothing more than a combination of the two common
descriptive terms most applicable to applicant’s services which in combination achieve no different status but remain a common descriptive
compound expression”).   Only where the combination of descriptive terms creates a unitary mark with a unique, incongruous, or otherwise
nondescriptive meaning in relation to the goods and/or services is the combined mark registrable.  See In re Colonial Stores, Inc., 394 F.2d 549,
551, 157 USPQ 382, 384 (C.C.P.A. 1968); In re Positec Grp. Ltd., 108 USPQ2d 1161, 1162-63 (TTAB 2013).  Please note that the fact that an
applicant may be the first or only user of a merely descriptive compound term does not render it incongruous or distinctive; as in this case, the
evidence provided below demonstrates that the applied-for mark is merely descriptive.  See In re Phoseon Tech., Inc., 103 USPQ2d 1822, 1826
(TTAB 2012); In re Sun Microsystems, Inc., 59 USPQ2d 1084, 1087 (TTAB 2001); TMEP §1209.03(c).
 
In this case, both the individual components and the composite result are descriptive of applicant’s goods and do not create a unique,
incongruous, or nondescriptive meaning in relation to them.  The individual terms which comprise applicant’s composite mark are defined in
the following manner.   The term “ID” is defined as “a form of identification.” See American Heritage Dictionary of the English Language, 
https://www.ahdictionary.com/word/search.html and http://www.abbreviations.com/ID,  http://www.yourdictionary.com/id, all attached in Final
Office action.  Applicant’s identification of goods indicates that applicant’s goods include license plates. The inherent function of a license
plate is to identify the vehicle to which it is attached. Thus, by their very nature, applicant’s goods are identification goods.   Additionally,
applicant’s identification of goods indicates that the goods include “identity plates,”   “identification tags,” “numbered identity plates” and a
variety of radio frequency identification goods, including tags and readers. Given that the inherent function of license plates is identification, and
that applicant’s identification of goods states that applicant goods are identification goods, “ID” is highly descriptive of a feature, function and
characteristic of applicant’s goods.
 
The second element in applicant’s mark, “EPLATE”, is the term used to describe a license plate with electronic radio frequency identification
technology: “What is an E-Plate? By now, most of us have come to understand that the ‘E’ in ‘E-Plate’ is synonymous with electronic. We see
its use everyday terms like e-mail, e-waste, e-commerce and so on [t]he E-Plate is simply an ‘electronic’ license plate.” See, page 4 “White
Paper on the E-PLATE,” Motion to Remand.   As this evidence demonstrates, the term “e” is commonly used as an abbreviated prefix for the
term “electronic,” and it has become commonly recognized as a designation for goods that are electronic in nature or are sold or provided
electronically. E-plates are considered electronic because the plates contain a radio frequency identification (RFID) element which passively
reflects or sends data to an RFID reader. See “White Paper on the E-PLATE” page 4, Motion to Remand.   As applicant’s goods are plates that
contain this passive RFID technology, they are electronic. See, “Electronic Vehicle Identification” Utsch Tönnjes, Motion to Remand.   
Additionally, the term “plate” is commonly used to refer to license plates: “the company announced …that it will supply the winning city with
the plates as part of its support….” “NXP’s Plans to Make License Plates and Cities Smarter with RFID Technology, Automotive IT News,
Motion to Remand; “The plates are the same shape and size as conventional plates, and are permanently fitted to the vehicle in the same way.  
But each e-plate contains an embedded tag with a unique, encrypted identification number that is transmitted by the tag for detection by RFID
readers.”   See, Secure ID News, initial Office action. Additionally, applicant’s identification states that it provides “plates.”   Please note that
when a mark consists of the “e” prefix coupled with a descriptive word or term for electronic goods and/or services, then the entire mark is
considered merely descriptive under Trademark Act Section 2(e)(1).  See In re SPX Corp., 63 USPQ2d 1592 (TTAB 2002) (holding E-
AUTODIAGNOSTICS merely descriptive of an electronic engine analysis system comprised of a hand-held computer and related computer
software); In re Styleclick.com Inc., 57 USPQ2d 1445 (TTAB 2000) (holding E FASHION merely descriptive of software for consumer use in
shopping via a global computer network and of electronic retailing services); TMEP §1209.03(d).  As applicant’s goods are electronic plates, the
element “EPLATE” is highly descriptive of a feature and characteristic of applicant’s goods.
 
Additionally, the term “e-plate” is commonly used to refer to RFID-enabled license plates: “Neology developed the E-PLATE: an RFID-
enabled license plate designed to use the license plate as part of the resonator and configured to transmit signals generated by an embedded
RFID-chip.” See, Neology Application The E-Plate, Motion to Remand; “An e-plate is the same shape and size as a conventional license plate
and is mounted to a vehicle in the same way. However, each e-plate contains an embedded tag…” Automotive Fleet Magazine, Final Office
action; “The plates are the same shape and size as conventional plates, and are permanently fitted to the vehicle in the same way.   But each e-
Plate contains an embedded tag with a unique, encrypted identification number that is transmitted by the tag for detection by RFID readers.” See,
Secure ID News, initial Office action. Moreover, the identification function of e-plates is also recognized by other e-plate providers. See “E-
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PLATE ‘THE PRODUCT SOLUTION’   “automatic identification is key” E-PLATE ELECTRONIC LICENSE PLATE, Motion to Remand.
 
Applicant’s goods include plastic and metal license plates with electronic radio frequency technology and related goods: “A passive UHF (Ultra
High Frequency) RFID chip, which is incorporated into the license plate during manufacture, forms the basis of the IDePLATE.”, and “With
IDePLATE, and RFID chip is incorporated into the aluminum license plate already during the production process.” See, Tönnjes E.A.S.T
Kirpestein and Utsch Tönnjes “Electronic Vehicle Identification” both Motion to Remand; see also, “our comprehensive portfolio ranges from
reto-reflective embossed license plates made from aluminum, to number plates manufactured using the French “semi-sheer” process to
reflective number plates made from acrylic / PET material.”, Tönnjes Export, Motion to Remand.   Thus, applicant’s goods are considered
“electronic plates” or “e-plates.”
 
Applicant’s website contains documents indicating that applicant’s e-plates are used for identifying vehicles. Specifically, “Electronic Vehicle
Identification” indicates that a feature and function of the goods is to provide “secure and unique identification of vehicles,” to function as part
of an “identification system,” and “an outstanding and convenient and reliable vehicle identification solution is offered by IDePLATE…”
Motion to Remand; see also, applicant’s goods have an “RFID tag integrated in the license plate” and are used for “[v]ehicle track[ing] and
traceability.” See, IDePLATE & IDeSTIX …for trend-setting vehicle identification via radio communication” Motion to Remand.
 
As this evidence demonstrates, applicant’s mark immediately and directly conveys some information about the goods, namely that they are e-
plates used for identification purposes.  See Stoncor Grp., Inc. v. Specialty Coatings, Inc., 759 F.3d 1327, 1332, 111 USPQ2d 1649, 1652 (Fed.
Cir. 2014) (citing DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251-52, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012));
TMEP §1209.01(a).  Determining the descriptiveness of a mark is done in relation to an applicant’s goods, the context in which the mark is
being used, and the possible significance the mark would have to the average purchaser because of the manner of its use or intended use.  See In
re The Chamber of Commerce of the U.S., 675 F.3d 1297, 1300, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012) (citing In re Bayer Aktiengesellschaft,
488 F.3d 960, 963-64, 82 USPQ2d 1828, 1831 (Fed. Cir. 2007)); TMEP §1209.01(b).   “Whether consumers could guess what the product [or
service] is from consideration of the mark alone is not the test.”   In re Am. Greetings Corp., 226 USPQ 365, 366 (TTAB 1985).  The question is
not whether someone presented only with the mark could guess what the goods and/or services are, but “whether someone who knows what the
goods and[/or] services are will understand the mark to convey information about them.”   DuoProSS Meditech Corp. v. Inviro Med. Devices,
Ltd., 695 F.3d 1247, 1254, 103 USPQ2d 1753, 1757 (Fed. Cir. 2012) (quoting In re Tower Tech, Inc., 64 USPQ2d 1314, 1316-17 (TTAB 2002));
In re Franklin Cnty. Historical Soc’y , 104 USPQ2d 1085, 1087 (TTAB 2012). 
 
In this case, consumers who know what applicant’s goods are will understand that the goods are e-plates used for identification, as e-plates are
increasingly being used in the United States. For example, Neology states that its e-plate was tested by the Washington State Department of
Transportation (WSDOT) “at the I-405 express lanes facility in the Seattle area. Testing was conducted in live traffic under a variety of
situations, including both low and high speed driving and differing environmental conditions including nighttime operations.” See, “Neology E-
Plate Successfully Tested in Live Tolling Lanes” Motion to Remand. E-Plates, provided by another entity, were showcased at the FTF
Technology Forum in Austin, Texas. This company announced that its e-plates will be provided to the city which wins the U.S. Department of
Transportation’s $40 million Smart City Challenge (which was won by Columbus, Ohio.). See, “NXP’s Plans to Make License Plates and
Cities Smarter with RFID technology” with “E-PLATE” graphic, Motion to Remand.   Automotive Fleet Magazine states in article entitled “The
Emergence of e-Plates to Track Fleet Assets” indicates that these are being contemplated in Oregon and Texas. NXP indicates that the future
function of e-plates encompasses such law enforcement, department of transportation and e-commerce applications, wherein the one will
“[s]imply mount…the ePlate onto your existing vehicle and you are ready to go.”  See, NXP “Turn your care into an authentic credential….”
Motion to Remand. 
 
Therefore, in light of the foregoing, the individual components of this applied-for composite mark retain their individual descriptive meanings in
relation to the goods, and the combination of the descriptive elements does not creates a unitary mark with a unique, incongruous, or otherwise
nondescriptive meaning in relation to the goods. Therefore, the mark in its entirety is merely descriptive of a feature, function and characteristic
of the applied-for goods.  Consequently, the registration is denied for the applied-for mark. This final refusal is maintained and continued.
 
Proceedings with respect to the appeal shall be resumed.
 
 
 
 

/N. Gretchen Ulrich/
Trademark Examining Attorney
Law Office 113
U.S. Patent & Trademark Office
phone: (571) 272-1951
gretchen.ulrich@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. 
For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an

http://www.uspto.gov/trademarks/teas/response_forms.jsp
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applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the
response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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To: Tönnjes ISI Patent Holding GmbH (lcolton@srtslaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 79131389 - IDEPLATE - 60725.004US

Sent: 7/21/2016 6:29:07 PM

Sent As: ECOM113@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 7/21/2016 FOR U.S. APPLICATION SERIAL NO. 79131389
 

Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period.  Your response deadline will be calculated from 7/21/2016 (or sooner if specified in the Office action).  For information
regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp. 
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions.  Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System
(TEAS) response form located at http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney.  For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application.  For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations.  These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document.  Many solicitations require that you pay
“fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation.  All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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