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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re EuropAische Patentorganisation

Application Serial No.: 79128458 REQUEST TO SUSPEND APPEAL
Filed: 7/24/2012 AND REMAND APPLICATION FOR
For the mark: PATSTAT FURTHER EXAMINATION

Law Office: 113
Examining Attorney: N. Gretchen Ulrich

Pursuant to TBMP §§ 1209.04 and 1207.02, Applicant EuropAische Patentorganisation
(“Applicant™) respectfully requests remand of this application to the Examining Attorney for
consideration of a consent agreement, and suspension of this appeal during such consideration.

The application has been refused under Trademark Act Section 2(d), 15 U.S.C. §1052(d)
on the basis of a likelihood of confusion with the mark in U.S. Registration No. 4240553. This is
the only outstanding objection raised by the Examining Attorney. Applicant submits herewith a
consent agreement with the University of Houston, the owner of Registration No. 4240553.

Given that the consent agreement may be highly persuasive of registrability, and that the
request is timely, Applicant believes there is good cause for remand. TBMP § 1207.02

Applicant therefore respectfully requests that the Board remand the application for
further examination, and suspend action on the appeal pending the Board’s action on this request.

Respectfully submitted,
OPPENHEIMER WOLFF & DONNELLY LLP
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Dated: February 18, 2016 £ bl
Barbara J. Grahn
222 South Ninth Street, Suite 2000
Minneapolis MN 55402
612-607-7325
Attorneys for Applicant
EuropAische Patentorganisation
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CONSENT TO REGIS TIO

The University of Houston (the “University™), is the owner of U.S. Trademark Registration No.
4,240,553, filed on October 1, 2011, which asserts a date of first use of June 15, 2000, for the
mark PATSTATS.ORG (“UH Mark™), for:

Providing on-line information in the field of patent law litigation statistics in Class 45.

Europliische Patentorganisation (the “EPO") has filed U.S. Trademark Application Serial No.
79/128,458 on July 24, 2012, for the mark PATSTAT (“EPO Mark”) for:

Downloadable electronic data files and databases containing information about patents and
utility madels, namely, publications, registration status, information, ftexts, drawings and
pictures; data files and databases recorded on data carriers containing information about
patents and utility models, namely, publications, registration status, information, texts, drawings
and pictures; none of the foregoing including information in the fleld of patent law litigation
statistics in Class 9;

Services consisting of the compilation and systemization of data pertaining to patent data in
computer databases, particularly publications, registration status, information, texts, drawings
and pictures concerning patents and utility models in computer databases; providing an online
searchable database pertaining to patent data, particularly publications, registration siatus,
information, texts, drawings and pictures concerning patents and utility models; none of the
Joregoing including information in the field of patent law litigation statistics in Class 35;

Transfer of data by telecommunications, in particular transfer of data containing publications,
texts, information, registration status, drawings and pictures concerning patent and utility
models, excluding information in the fleld of patent law litigation statistics in Class 38; and

Development and rental of computer software; providing search engines for data bases
pertaining lo patent data, particularly publications, registration status, information, lexls,
drawings and pictures concerning patents and utility models, excluding information in the field
of patent law litigation statistics; Providing internet search engines in Class 42.

The University therefore has priority to the mark in the United States. Nonetheless, due to the
EPO’s agreement to limit use of the EPO Mark in the United States to avoid use in the field of
patent Jaw litigation statistics, the parties should be able to avoid confusion in the marketplace.
[n keeping therewith, U.S. Trademark Application Scrial No. 79/128,458 specifically excludes
use of the EPO Mark with goods and services in the field of patent law litigation statistics, which
is the University’s core business under the UH Mark. The parties assert that they are not aware
of any actual confusion in the marketplace from use of their respective marks. Further, in the
event that any confusion does arise as a result of the parties’ concurrent use of their marks, the
partics will cooperate to minimize or climinate such confusion.

The University hereby consents to use and registration by the EPO of the mark PATSTAT for
the goods and services identificd in U. S. Application Serial No. 79/128,458. Correspondingly,
the EPO agrees not to contest the University's trademark rights to or registration of
PATSTATS.ORG in the United States.
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The EPO may submit a copy of this Consent to the U.S. Patent and Trademark Office in
connection with its trademark application identified above,

In the event the UH Mark is abandoned (as defined in 15 U. S. C. § 1127, as the same may be
amended), all restrictions on and obligations of the EPO hercunder shall terminate.

UNIVERSITY OF HOUST
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