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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 79127092

MARK: LILY'S KITCHEN

CORRESPONDENT ADDRESS:
ELIZABETH M O'DONOGHUE

STRADLEY RONON STEVENS & YOUNG LLP
30 VALLEY STREAM PARKWAY

MALVERN, PA 19355

APPLICANT: Lily's Kitchen Limited

CORRESPONDENT’S REFERENCE/DOCKET NO:

187284-5001
CORRESPONDENT E-MAIL ADDRESS:

ipdocketing@stradley.com

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/trademarks/index.jsp

VIEW YOUR APPLICATION FILE

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 9/27/2015

INTERNATIONAL REGISTRATION NO. 1152487

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),



715.04(a). The following requirement(s) and/or refusal(s) made final in the Office action dated 2/4/15
are maintained and continue to be final: Section 2(d) refusal. See TMEP §§715.03(a)(ii)(B), 715.04(a).

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay
or extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).

It is maintained that the word “LILY” is the dominant portion of the mark. Although marks are
compared in their entireties, one feature of a mark may be more significant or dominant in creating a
commercial impression. See In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir.
2012); In re Nat’l Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 751 (Fed. Cir. 1985); TMEP
§1207.01(b)(viii), (c)(ii). In this case, given the highly diluted nature of the language “KITCHEN” and
“BUFFET” in the field of pet food, it is likely that consumers will view LILY’S KITCHEN and LILY’S
GOURMET BUFFET as similar product lines from the same source. Additional evidence showing
widespread use of both terms has been attached to this Office action.

When comparing marks, the test is not whether the marks can be distinguished in a side-by-side
comparison, but rather whether the marks are sufficiently similar in terms of their overall commercial
impression that confusion as to the source of the goods and/or services offered under the respective
marks is likely to result. Midwestern Pet Foods, Inc. v. Societe des Produits Nestle S.A., 685 F.3d 1046,
1053, 103 USPQ2d 1435, 1440 (Fed. Cir. 2012); In re Davia, 110 USPQ2d 1810, 1813 (TTAB 2014); TMEP
§1207.01(b).



Applicant has submitted printouts of third-party registrations for marks containing the wording “LILY” to
support the argument that this wording is weak, diluted, or so widely used that it should not be afforded
a broad scope of protection. The weakness or dilution of a particular mark is generally determined in
the context of the number and nature of similar marks in use in the marketplace in connection with
similar goods and/or services. See Nat’l Cable Television Ass’n, Inc. v. Am. Cinema Editors, Inc., 937 F.2d
1572, 1579-80, 19 USPQ2d 1424, 1430 (Fed. Cir. 1991); In re E. I. du Pont de Nemours & Co., 476 F.2d
1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973). The goods and/or services listed in the third-party
registrations submitted by applicant are different from those at issue and thus do not show that the
relevant wording is commonly used in connection with the goods at issue.

If applicant submits a consent agreement indicating the registrant’s consent to the use and registration
of the mark, this refusal will be reconsidered. However, consent agreements are but one factor to be
taken into account with all of the other relevant circumstances bearing on a likelihood of confusion
determination. Inre N.A.D. Inc., 754 F.2d 996, 999, 224 USPQ 969, 971 (Fed. Cir. 1985); Inre E. I. du
Pont, 476 F.2d at 1361, 177 USPQ at 567; TMEP §1207.01(d)(viii).

Factors to be considered in weighing a consent agreement include the following:

(1) Whether the consent shows an agreement between both parties;

(2) Whether the agreement includes a clear indication that the goods and/or services travel in
separate trade channels;

(3) Whether the parties agree to restrict their fields of use;

(4) Whether the parties will make efforts to prevent confusion, and cooperate and take steps to
avoid any confusion that may arise in the future; and

(5) Whether the marks have been used for a period of time without evidence of actual
confusion.



See In re Four Seasons Hotels Ltd., 987 F.2d 1565, 1569, 26 USPQ2d 1071, 1073 (Fed. Cir. 1993); Inre
Mastic, 829 F.2d at 1117-18, 4 USPQ2d at 1295-96; cf. Bongrain Int’l (Am.) Corp. v. Delice de Fr., Inc., 811
F.2d 1479, 1485, 1 USPQ2d 1775, 1779 (Fed. Cir. 1987).

/Michelle E. Dubois/
Trademark Attorney
Law Office 107
(571) 272-5887

michelle.dubois@uspto.gov
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