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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 79124238 

 

MARK: VULCANIC 

 

          

*79124238*  

CORRESPONDENT ADDRESS: 
       ANDY I COREA 

       ST ONGE STEWARD JOHNSTON & REENS LLC 

       986 BEDFORD STREET 

       STAMFORD, CT 06905-5619 

        

  
 

 

GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: VULCANIC 

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       06286-T0001A       

CORRESPONDENT E-MAIL ADDRESS:   

       tm-pto@ssjr.com 

 

 

REQUEST FOR RECONSIDERATION ACCEPTED IN PART AND  

DENIED IN PART 

 

ISSUE/MAILING DATE: 12/10/2014 



INTERNATIONAL REGISTRATION NO. 1066675 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration filed 
on November 8, 2014.   Applicant’s proposed changes to the identification of goods for Classes 9 and 11 
are accepted.   The request is denied as to the Section 2(d) refusal for the reasons stated below.  See 37 
C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a).  The requirement(s) and/or refusal(s) made 
final in the Office action dated October 18, 2013 are maintained and continue to be final.  See TMEP 
§§715.03(a)(2)(B), (a)(2)(E), 715.04(a). 

 

The refusal under Section 2(d) refusal as to Classes 9 and 11 is maintained because applicant’s mark 
VULCANIC (& DESIGN) is confusingly similar to the registered marks VULCAN CAL-STAT (US Reg. No. 
1281328) and VULCAN (US Reg. No. 1609678).  Specifically, the dominant element of applicant’s mark, 
i.e., the literal term VULCANIC is confusingly similar to the term VULCAN in the ‘678 registration and the 
dominant term VULCAN in the ‘328 registration.   

 

In addition, as previously noted goods similar to those of the applicant and registrant often originate 
from a common source or are sold in the same.  The attachments from the following third-party 
websites are further evidence that applicant’s Class 9 and 11 goods are related to the registrant’s goods. 

 

http://www.johnsoncontrols.com/   (Class 9: thermostats; electric batteries; energy performance 
monitor) (Class 11: HVAC parts; diffusers; refrigerating machines and installations; heat exchangers; 
climate control/ventilation control systems)  
 
http://www.tempco.com/ (Class 9: thermostats; power limiter/regulator; junction boxes; temperature 
indicator) (Class 11: enclosed heaters; finned tubular heaters; heating elements; heating tape; infrared 
heaters) 
 
http://www.emersonclimate.com/ (Class 9: thermostats; electric voltage regulator; power usage monitor; 
energy meters) (Class 11: HVAC unit and parts; drying apparatus for refrigeration; humidifiers) 
 
http://www.robertshaw.com/  (Class 9:  thermostats; resistors; temperature regulators; temperature 
probe) 
 

http://www.chromalox.com/ (Class 9: thermostat; junction box; remote control) (Class 11: air diffuser; 
finned tube; steam generating installation; infrared heating; heating element cartridges) 

 

http://www.grainger.com/ (Class 11: air diffusers; finned tube; ventilation  hoods; ACs; immersion 
heaters) 



 

http://tekmarcontrols.com/ (Class 9: thermostat; boiler controls) 

 

http://www.westinghouse.com/  (Class 9 & 11: thermostats; air conditioners; heating and cooling 
installations) 

 

http://www.lennox.com/ (Class 9 & 11: thermostats; air conditioners; air conditioning apparatus & 
installations) 

 

http://www.catadyne.com/ (Class 9 & 11: thermostats; industrial heating and cooling installations) 

 

http://www.trane.com/ (Class 9 & 11: thermostats; heating and cooling installations) 

 

 

Moreover, different goods in the electrical, electronic, and/or electromechanical fields have been found 
to be related where the evidence shows that the goods would be marketed through the same channels 
of trade and/or sold to the same classes of purchasers. See, e.g., Alliance Mfg. Co. v. ABH Diversified 
Prods., Inc., 226 USPQ 348 (TTAB 1985) (finding cycling-type furnace controllers and various home 
products, including garage door openers and remote controls for operating lights and appliances, to be 
related, where both parties’ goods were electrically powered/electronically operated, had similar energy 
conserving characteristics, and were sold for residential use); In re Globe-Union Inc., 189 USPQ 158, 159 
(TTAB 1975) (finding resistor-capacitor components and ceramic condensers to be related, where such 
goods “would be sold in the same trade channels to the same classes of purchasers such as original 
equipment manufacture[r]s for incorporation in the same piece of electronic equipment or apparatus”); 
In re Dynaco, Inc., 189 USPQ 104, 105 (TTAB 1975) (finding two-channel stereophonic amplifiers, 
loudspeakers, and non-electronic devices for connecting amplifiers and speakers, on the one hand, and 
switching transistors, on the other, to be related because the goods would be “invariably sold to the 
same class of purchasers in such circumstances and conditions that if persons were to encounter them 
under the same or similar marks, they might well be induced to believe that they originate from a 
common source”); Nat’l Steel Constr. Co. v. Matsushita Elec. Indus. Co., 158 USPQ 464 (TTAB 1968) 
(finding electric washing machines and electric water heaters to be related, where such goods were sold 
through the same channels of trade to the same class of purchaser, where the purchase of one of the 
party’s goods could lead to the purchase of the other party’s goods, and where the evidence of record 
indicated that a single manufacturer might produce both electric washing machines and electric water 



heaters); see also Ultra Elec., Inc. v. Workman Elec. Prods., Inc., 192 USPQ 497 (TTAB 1976); In re Int’l 
Components Corp., 191 USPQ 653 (TTAB 1976). 

 

 

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  Accordingly, the request is denied. 

 

The filing of a request for reconsideration does not extend the time for filing a proper response to a final 
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date 
the final Office action was issued/mailed.  See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).   

 

If time remains in the six-month response period to the final Office action, applicant has the 
remainder of the response period to comply with and/or overcome any outstanding final 
requirement(s) and/or refusal(s) and/or to file an appeal with the Board.  TMEP 
§715.03(a)(2)(B), (c).  However, if applicant has already filed a timely notice of appeal with the 
Board, the Board will be notified to resume the appeal.  See TMEP §715.04(a). 
 

/deborah e. lobo/ 

Trademark Examining Attorney 

Law Office 109 

Email: deborah.lobo@uspto.gov 

Phone: 571-272-3263 

 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


