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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

  

Applicant:          Wild Candy Pty Ltd                                              BEFORE THE 

  

Trademark: SNEEZING BABY PANDA  TRADEMARK TRIAL  

  

Serial No.: 79123938   AND  

  

Attorney: William J. Seiter, Esq.   APPEAL BOARD 



  

Address: Seiter Legal Studio  ON APPEAL 

 2500 Broadway, Bldg F, Suite F-125 

 Santa Monica, CA 90404 

 

EXAMINING ATTORNEY'S APPEAL BRIEF 

Applicant has appealed the examining attorney’s final refusal to register the trademark 

SNEEZING BABY PANDA for use with “digital media, namely, pre-recorded CDs, DVDs, 

video cassettes, digital video discs, digital versatile discs and high definition digital discs 

featuring audio and visual content in the nature of exposed cinematograph films, theatrical 

performances and music” and “electronic games, namely, electronic game software, electronic 

game programs and downloadable electronic games via the Internet and wireless devices” in 

International Class 9, “paper, cardboard, and goods made from these materials, not included in 

other classes, namely, printed posters”, “photographs”, “stationery”, “printed instructional and 

teaching material except apparatus in the field of animals, nature and the environment”, “books, 

namely, children’s books, comic books, coloring books, series of fiction books, series of non-

fiction books in the field of animals, nature and the environment and educational books and 

coffee table books featuring animals, nature and the environment”, “brochures about animals, 

nature and the environment”, “publications, namely, magazines, hand-outs and workbooks in the 

field of animals, nature and the environment”, “printed event programs and souvenir programs 

concerning animals, nature and the environment” and “face and facial tissues of paper” in 

International Class 16, “mugs”, “beverage glassware”, “porcelain and earthenware not included 

in other classes, namely, sculptures, statues and works of art”, “containers for household and 

kitchen use” and “hair combs” in International Class 21, “clothing, namely, t-shirts, sweat shirts 

and jackets”, “footwear” and “headgear, namely, hats and caps” in International Class 25, 

“games and playthings, namely, plush dolls, stuffed toy animals and board games”, “toys, 

namely, electronic learning toys, infant toys and hand-held units for playing electronic games for 

use with external display screen or monitor” and “gymnastic and sporting articles not included in 



other classes, namely, gymnastic apparatus, balls for sports and protective supports for shoulders 

and elbows” in International Class 28, “promotion of theatrical performances, concerts, 

cinematograph films and musical works for others” in International Class 35 and  “production of 

cinematograph films, television programs and documentary films”, “entertainment, namely, live 

music concerts and orchestra performances”, “electronic publication services, namely, digital 

video, audio, and multimedia publishing services regarding cinematograph films, theatrical 

performances and music”, “electronic publication of text and graphic works of others on CD, 

DVD and on-line featuring animals, nature and the environment” and “entertainment services, 

namely, theatrical and musical floor shows provided at performance venues” in International 

Class 41. 

The examining attorney refused registration on the grounds that the mark SNEEZING BABY 

PANDA  is merely descriptive of the identified goods and services under Section 2(e)(1) of the 

Trademark Act, 15 U.S.C. Section 1052(e).   In addition, the examining attorney refused 

registration on the grounds that Applicant failed to comply with the outstanding requirements to 

submit information about the identified goods and services and disclose the meaning of the 

applied-for mark under 37 C.F.R. §2.61(b). 

FACTS 

On September 13, 2012, Applicant applied to register the mark SNEEZING BABY PANDA for 

various goods and services in International Classes 3, 5, 9, 16, 21, 25, 28, 30, 35 and 41.1   

In the Office Action dated January 30, 2013, the examining attorney refused registration under 

Trademark Act Section 2(e)(1) based on the descriptive nature of the applied-for mark in relation 

to the identified goods and services in International Classes 9, 16, 25, 35 and 41 and required 

Applicant to provide information about the identified goods and services and disclose the 

meaning of the mark pursuant to 37 C.F.R. §2.61(b).  The examining attorney made the refusal 

to register final in the Office Action dated May 31, 2013.2  

                                                            
1 Applicant subsequently amended the description of goods and services in its response filed May 1, 2013, which 
was accepted by the examining attorney in the Office Action mailed May 31, 2013. 
2 Based on new information in Applicant’s Request for Reconsideration filed October 11, 2013, the examining 
attorney also refused registration under Trademark Act Section 2(e)(1) in relation to the goods in International 



Applicant filed an appeal on October 12, 20133, and the case was forwarded to the examining attorney 

on November 5, 2014, for submission of his brief.  

ARGUMENT 

I.  THE PROPOSED MARK MERELY DESCRIBES APPLICANT'S GOODS AND SERVICES 

A mark is merely descriptive under Trademark Act Section 2(e)(1), 15 U.S.C. 1052(e)(1), if it describes an 

ingredient, quality, characteristic, function, feature, purpose or use of the relevant goods and services.  

In re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987). 

The examining attorney must consider whether a mark is merely descriptive in relation to the identified 

goods and services, not in the abstract.  In re Omaha National Corp., 819 F.2d 1117, 2 USPQ2d 1859 

(Fed. Cir. 1987).  Applicant’s mark SNEEZING BABY PANDA merely describes pre-recorded CDs and DVDs 

and other media, printed matter, beverage ware, sculptures, statues and works of art, household and 

kitchen containers, clothing, games and playthings, promotional services, entertainment services and 

publishing services featuring images and/or information about an extremely young black-and-white 

mammal caught in the act of making a sudden violent spasmodic audible expiration of breath through 

the nose and mouth and games, playthings and toys taking the form/shape of the same. 

As noted by the dictionary definitions attached to the examining attorney’s Office Action dated January 

30, 2013, the words “Sneezing”, “Baby” and “Panda” mean “to make a sudden violent spasmodic 

audible expiration of breath through the nose and mouth especially as a reflex act”, “an extremely 

young animal” and “a large black-and-white mammal (Ailuropoda melanoleuca) of chiefly central China 

that feeds primarily on bamboo shoots and is now usually classified with the bears (family Ursidae) —

called also giant panda”.  Applicant does not dispute these meanings. 

Moreover, as noted by Applicant’s response filed October 11, 2013, “[t]he [parties] agree that SNEEZING 

BABY PANDA refers to one unique baby panda at one point in time, the panda cub who let loose with his 

famous sneeze memorialized in [Applicant’s] Film Footage.”  [Emphasis added].  This notion is 

                                                                                                                                                                                                
Classes 21 and 28 in the Office Action mailed November 14, 2013.  The examining attorney made the refusal to 
register final and maintained the requirements under 37 C.F.R. §2.61(b) to provide information about the goods and 
services and disclose the nature of the mark in the Office Action issued May 21, 2014. 
3 Applicant’s appeal was amended to include International Classes 21 and 28 as noted by the letter from the 
Trademark Trial and Appeal Board mailed on October 28, 2014. 



corroborated by the evidence of record littered with references to a “sneezing baby panda”, including 

Applicant’s promotional materials submitted with the response filed April 15, 2014.   

Applicant’s primary argument against the stated refusal is based on the theory that “the subject matter 

content of some of [its] goods or services may or may not include pandas” and “the goods or services 

may or may not involve pandas” as set forth on pages fifteen and seventeen in its brief and reiterated in 

the responses filed October 11, 2013 and April 15, 2014. 

However, “[a] mark may be merely descriptive even if it does not describe the ‘full scope and extent’ of 

the applicant’s goods or services.”  In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 

1371 (Fed. Cir. 2004) (citing In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 1346, 57 USPQ2d 

1807, 1812 (Fed. Cir. 2001)); TMEP §1209.01(b).  It is enough if the term describes only one significant 

function, attribute or property.  In re Oppedahl, 373 F.3d at 1173, 71 USPQ2d at 1371; TMEP 

§1209.01(b).   

Furthermore, contrary to Applicant’s comment on page fourteen in its brief that “[t]he bulk of [its] 

goods and services . . . have nothing to do with pandas”, a mark does not need to be merely descriptive 

of all the goods or services specified in an application.  In re The Chamber of Commerce of the U.S., 675 

F.3d 1297, 1300, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012); In re Franklin Cnty. Historical Soc'y, 104 

USPQ2d 1085, 1089 (TTAB 2012). “A descriptiveness refusal is proper ‘if the mark is descriptive of any of 

the [goods or] services for which registration is sought.’” In re The Chamber of Commerce of the U.S., 

675 F.3d at 1300, 102 USPQ2d at 1219 (quoting In re Stereotaxis Inc., 429 F.3d 1039, 1040, 77 USPQ2d 

1087, 1089 (Fed. Cir. 2005)). 

In this case, the mark SNEEZING BABY PANDA describes at last one aspect of Applicant’s goods and 

services; namely, entertainment films and programs about a sneezing baby panda, promotional 

activities related thereto and collateral merchandise in the form of pre-recorded CDs and DVDs and 

other media, printed products including books and posters, beverage ware, sculptures, statues and 

other household items, clothing, toys, games and playthings featuring images and/or information about 

a sneezing baby panda. 

What’s more, the description of goods and services is broad enough to incorporate various products and 

services relating to a baby sneezing panda.  In this regard, Applicant indicated on page fifteen in its brief 

that “the goods and services of Applicant may be anchored in the movie as well as the film footage” and 



that some of the goods and services derive from the film footage. This explanation has been well-

documented throughout the prosecution of the present application beginning with the response filed 

May 1, 2013 whereby Applicant stated the following: 

“Several years ago Applicant was filming in the Wolong Panda Breeding Centre in China’s 

Sichuan province. A female panda was munching a piece of bamboo bread, oblivious of the fact 

her six week old son was hungry too. Clearly frustrated as well as starving, the tiny panda cub 

suddenly let loose with his now infamous sneeze. The moment was recorded on film (the “Film 

Footage”) and “Sneezing Baby Panda” was born.”  

[Emphasis added].  One example of goods deriving from such film footage is a “t-shirt featuring a freeze 

frame from the original video clip” of “[t]hat sneezing moment which sent mother panda into orbit!” 

shown on the Internet printout from Applicant’s website attached to the initial refusal.  Material 

obtained from applicant’s website is acceptable as competent evidence. In re N.V. Organon, 79 USPQ2d 

1639, 1642-43 (TTAB 2006); In re Promo Ink, 78 USPQ2d 1301, 1302-03 (TTAB 2006); TBMP §1208.03; 

TMEP §710.01(b). 

Use of images from films, movies, television shows and characters and/or scenes contained therein is 

commonplace in the entertainment industry.  As noted by the Office Action mailed May 21, 2014 and 

evidence attached thereto, entertainment companies/movie studios such as 20th Century Fox®, 

Disney®, DreamWorks®, Nickelodeon®, Paramount Pictures®, Universal Studios® and Warner Bros® 

commonly promote movies and movie characters by placing images and/or film scenes on collateral 

products like game software, printed products including books and posters, beverage glasses, 

sculptures, statues and other household items, clothing, toys, games and playthings.   

Therefore, inasmuch as Applicant concedes on page eighteen in its brief that “the term ‘SNEEZING BABY 

PANDA’ may be regarded as descriptive of the film footage or movie”, all merchandise emanating 

therefrom featuring images and/or information about a sneezing baby panda is descriptive. 

Regarding the subject matter of the identified films, television programs and related entertainment 

products and services, a mark that describes the subject matter of a television program or similar 

entertainment program is merely descriptive of the program. In re Conus Commc’ns Co., 23 USPQ2d 

1717 (TTAB 1992) (holding ALL NEWS CHANNEL generic for a television channel broadcasting all news); 



In re Weather Channel, Inc., 229 USPQ 854 (TTAB 1986) (holding WEATHER CHANNEL merely descriptive 

of television program); TMEP §1209.01(b). 

Similarly, with regard to identified publications, a term that describes the subject matter of a publication 

is merely descriptive under Trademark Act Section 2(e)(1). H. Marvin Ginn Corp. v. Int’l Ass’n of Fire 

Chiefs, Inc., 782 F.2d 987, 228 USPQ 528 (Fed.Cir. 1986); In re Taylor & Francis [Publishers] Inc., 55 

USPQ2d 1213 (TTAB 2000) (holding PSYCHOLOGY PRESS merely descriptive of books in the field of 

psychology); In re Waverly Inc., 27 USPQ2d 1620 (TTAB 1993) (holding MEDICINE merely descriptive of a 

journal). 

In this regard, Applicant posits on pages fifteen and seventeen in its brief that the stated refusal is 

unwarranted because the identified goods and services “may also have to do with other species of 

animals, nature and the environment” and “will feature animals generally, nature and the 

environment.”  [Emphasis added].  Initially, the examining attorney notes that these comments imply 

that some of Applicant’s goods and services will feature information and/or images about pandas and a 

sneezing baby panda.   

In response to Applicant’s contention that the goods and services may feature information about 

“nature”, the Board is urged to take judicial notice of the attached definition of the word “Nature” 

as meaning “the physical world and everything in it (such as plants, animals, mountains, oceans, 

stars, etc.) that is not made by people” and/or “the way that a person or animal behaves: the 

character or personality of a person or animal”, labeled as Exhibit A.4 [Emphasis added].  Merriam-

Webster Online, search of “nature,” http://www.merriam-webster.com/dictionary/nature (Dec. 31, 

2014).  A printout of similar definitions from The New Oxford American Dictionary, Second Edition (2005) 

is also attached for the Board’s review labeled as Exhibit B.  TBMP Section 704.12.  Therefore, 

inasmuch as the word “Nature” incorporates the physical world and everything in it such as a 

sneezing baby panda and behaviors, characteristics and personalities relating thereto, the refusal 

must be maintained.  

                                                            
4 The Board may take judicial notice of dictionary definitions.  Univ. of Notre Dame du Lac v. J. C. Gourmet Food 
Imps. Co., Inc., 213 UQPQ 594 (TTAB 1982), aff’d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983). 



Applicant further contends on pages nineteen and twenty in its brief that the stated refusal should be 

withdrawn because the wording SNEEZING BABY PANDA “is an incongruous expression” and “creates 

ambiguity.”   

However, if the individual components of a mark retain their descriptive meaning in relation to the 

goods and services, the combination results in a composite mark that is itself descriptive and not 

registrable. In re Phoseon Tech., Inc., 103 USPQ2d 1822, 1823 (TTAB 2012); In re Associated Theatre 

Clubs Co., 9 USPQ2d 1660, 1663 (TTAB 1988) (holding GROUP SALES BOX OFFICE merely descriptive of 

theater ticket sales services, because such wording “is nothing more than a combination of the two 

common descriptive terms most applicable to applicant’s services which in combination achieve no 

different status but remain a common descriptive compound expression”); TMEP §1209.03(d). 

Only where the combination of descriptive terms creates a unitary mark with a unique, incongruous, or 

otherwise nondescriptive meaning in relation to the goods and services is the combined mark 

registrable. In re Positec Grp. Ltd., 108 USPQ2d 1161, 1162-63 (TTAB 2013). 

In this case, both the individual components and the composite result are descriptive of Applicant’s 

goods and services and do not create a unique, incongruous, or nondescriptive meaning in relation to 

the goods and/or services.  

Applicant also argues on pages nineteen and twenty in its brief that the proposed mark is not merely 

descriptive because “[t]he mark does not convey any immediate and unambiguous meaning.”  

Therefore, according to applicant, consumers “would have to engage in a multi-stage reasoning process 

. . . to understand how it related to [its] goods.” 

However, as previously noted, the determination of whether a mark is merely descriptive is made in 

relation to Applicant’s goods and services, not in the abstract. DuoProSS Meditech Corp. v. Inviro Med. 

Devices, Ltd., 695 F.3d 1247, 1254, 103 USPQ2d 1753, 1757 (Fed. Cir. 2012). 

“Whether consumers could guess what the product [or service] is from consideration of the mark 

alone is not the test.” In re Am. Greetings Corp., 226 USPQ 365, 366 (TTAB 1985).  [Emphasis added].   

Rather, the question is “whether someone who knows what the goods and[/or] services are will 

understand the mark to convey information about them.” DuoProSS Meditech Corp. v. Inviro Med. 



Devices, Ltd., 695 F.3d at 1254, 103 USPQ2d at 1757 (quoting In re Tower Tech, Inc., 64 USPQ2d 1314, 

1316-17 (TTAB 2002)); In re Franklin Cnty. Historical Soc’y, 104 USPQ2d at 1087. 

Therefore, inasmuch as consumers may not perceive the nature of the applied-for mark when 

blindfolded, they will undoubtedly recognize the descriptive nature of the proposed mark when they 

encounter the wording SNEEZING BABY PANDA with pre-recorded CDs and DVDs and other media, 

printed matter, beverage ware, sculptures, statues and works of art, household and kitchen containers, 

clothing, games and playthings, promotional services, entertainment services and publishing services 

featuring images and/or information about a sneezing baby panda and games, playthings and toys 

taking the form/shape of the same.   

Finally, Applicant argues on page twenty in its brief that any doubt regarding the mark’s descriptiveness 

should be resolved on applicant’s behalf. In re Merrill Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 

1571 4 USPQ2d 1141, 1144 (Fed. Cir. 1987); In re Grand Forest Holdings, Inc., 78 USPQ2d 1152, 1156 

(TTAB 2006). However, in the present case, the evidence of record leaves no doubt that the mark is 

merely descriptive. 

II. APPLICANT’S REPONSES TO REQUIREMENT FOR INFORMATION ABOUT GOODS AND SERVICES 

UNDER 37 C.F.R. §2.61(b) ARE DEFICIENT  

As noted in the initial refusal and maintained throughout the prosecution history of the application, 

applicant was required to submit additional information about the goods and services to permit proper 

examination of the application.  37 C.F.R. §2.61(b); In re Planalytics, Inc., 70 USPQ2d 1453, 1457-58 

(TTAB 2004); TMEP §814.  

Specifically, Applicant was required to submit fact sheets, instruction manuals, brochures and samples 

of advertisements or promotional materials for the identified goods and services and a photograph of 

the identified goods. 

Applicant was also advised of the following:  If such materials are unavailable, it should submit similar 

documentation for goods and services of the same type, explaining how its own product or services will 

differ.  Factual information about the goods must make clear how they operate, salient features, and 

prospective customers and channels of trade. For the services, the factual information must make clear 



what the services are and how they are rendered, salient features, and prospective customers and 

channels of trade. Conclusory statements will not satisfy this requirement for information. 

Finally, Applicant was apprised that failure to respond to a request for information is an additional 

ground for refusing registration. In re Cheezwhse.com, Inc., 85 USPQ2d 1917, 1919 (TTAB 2008); In re DTI 

P’ship LLP, 67 USPQ2d 1699, 1701-02 (TTAB 2003). 

As noted on pages four through six in Applicant’s brief, Applicant initially responded to the examining 

attorney’s request by (1) providing background information regarding film footage of a sneezing baby 

panda, (2) discussing its use of the mark on t-shirts and intention of using the mark on various 

merchandise and (3) arguing that the applied-for mark “is capable of distinguishing [its] goods and 

services from the goods and services of competitors.”   

Applicant further noted on pages six through eight in its brief subsequent efforts made to comply with 

the examining attorney’s request by (1) arguing that the request “merely parrots boilerplate office 

action verbiage appropriate to a use-based application under Section 1(a), but inappropriate to 

examination of an application based on bona fide intent to use in U.S. commerce, e.g., under Sections 

1(b) or 66(a)”, (2) submitting third-party webpages “corroborating and attesting to the fame of [its] film 

footage” and (3) explaining its licensing and marketing efforts regarding a film and television series and 

collateral merchandise. 

As noted by the examining attorney during the prosecution of the present application, applicant’s 

responses have not satisfied the outstanding requirement.  In particular, Applicant’s sole use of the 

mark on t-shirts was already known and made of record by attachments to the initial refusal.  Moreover, 

Applicant’s blanket assertion regarding its general plans to use the mark on a range of products did not 

satisfy the requirement for factual information about the goods and services. 

In addition, Applicant’s remark that the examining attorney’s request “merely parrots boilerplate office 

action verbiage appropriate to a use-based application under Section 1(a), but inappropriate [in the 

present case]” was unhelpful and not a good faith attempt to advance prosecution.  In this regard, 

Applicant correctly acknowledges on page nine in its brief that “the application under examination is . . . 

founded on [its] bona fide intent to use the mark in U.S. commerce”. 



As noted by the examining attorney’s Office Action issued November 14, 2013, Applicant overlooked the 

following language specifically designated for this application based on Applicant’s bona fide intention 

to use the mark in commerce:  

“If these materials are unavailable, applicant should submit similar documentation for goods 

and services of the same type, explaining how its own product or services will differ. If the goods 

and services feature new technology and no information regarding competing goods and 

services is available, applicant must provide a detailed factual description of the goods and 

services.” 

[Emphasis added].  Insofar as Applicant never produced fact sheets, instruction manuals, brochures and 

samples of advertisements or promotional materials for the goods and services, a photograph of the 

goods or similar documentation for goods and services of the same type, explaining how its own product 

or services will differ, the outstanding requirement remains unsatisfied.  [Emphasis added]. 

What’s more, most of the third-party webpages “corroborating and attesting to the fame of [its] film 

footage” do not contain any new information regarding the nature of the goods and services. For 

example, the printouts on pages two through twelve attached to Applicant’s response filed October 11, 

2013 merely show one reference to a video clip about a “sneezing panda” while pages twenty-four 

through twenty-nine show one comment regarding the popularity of the same “sneezing baby panda” 

video clip. 

In addition, the printouts on pages thirteen through twenty-three are highly similar to the Internet 

printouts from Applicant’s website attached to the initial refusal showing a video clip of a sneezing baby 

panda and do not shed any new light on the nature of the goods and services.   

Based on the foregoing remarks, Applicant failed to comply with the requirement to produce 

information about the identified goods and services under 37 C.F.R. §2.61(b). 

III. APPLICANT’S REPONSES TO REQUIREMENT TO DISCLOSE MEANING OF MARK UNDER 37 C.F.R. 

§2.61(b) ARE INSUFFICIENT  

The initial refusal and subsequent Actions clearly set forth Applicant’s requirement to respond to certain 

questions.  In particular, Applicant was required to answer the following questions: 



1. Do any of the goods feature images and/or information of a sneezing baby panda?  

2. Do any of the goods feature images and/or information of a panda?  

3. Do any of the goods take the form/shape of a sneezing baby panda?  

4. Do any of the goods take the form/shape of a panda?  

5. Are any of the identified goods intended for use with a panda?  

Similar to the requirement for product and service information, Applicant was advised that failure to 

respond to this request for information can be grounds for refusing registration. In re DTI P’ship LLP, 67 

USPQ2d at 1701; TMEP §814. 

Applicant’s responses of May 1, 2013 and October 11, 2013 merely indicated that the identified goods 

“do not necessarily have to do with pandas” and “[t]he goods may or may not do so.”   

Therefore, inasmuch as Applicant’s elusive responses were not made in good faith to advance 

prosecution and did not directly answer the “yes/no” questions raised by the examining attorney that 

were reasonably necessary for proper examination of the application, registration should be refused 

because Applicant failed to comply with the requirement to disclose the meaning of the mark under 37 

C.F.R. §2.61(b). 

CONCLUSION 

For the reasons set forth above, the refusal to register under Section 2(e)(1) of the Trademark Act 

should be affirmed.   

In addition, the refusal to register under 37 C.F.R. §2.61(b) for failing to submit information 

about the identified goods and services and disclose the meaning of the applied-for mark should 

be affirmed. 
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