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IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

In re , SerialNo. 85/485,097
Filed by Booking.comB.V. on Dec. 1, 2011
ExaminingAttorney: Caitlin Watts-Fitzgerald,Law Office 111

In re: BOOKING.COM, SerialNo. 79/114,998
Filed by Booking.comB.V. on June5, 2012
ExaminingAttorney: SharonA. Meier, LawOffice 112

In re: BOOIUNG.COMStylized letters,SerialNo. 79/122,365
Filed by Booking.comB.V. on November7, 2012
ExaminingAttorney: NelsonB. SnyderIII, Law Office 107

In re: BOOKING.COM DesignandStylizedletters,SerialNo. 79/122,366
Filed by Booking.comB.V. on November7, 2012
ExaminingAttorney: NelsonB. SnyderIII, Law Office 107

APPLICANT’S REPLY BRIEF

Applicant, Booking.comB.V. respectfullysubmitsthe following reply brief in supportof

its appealof the refusal to register the trademarks BOOKING.COM,Serial No. 79/114,998;

BOOKING.COM with Globe and SuitcaseDesign, Serial No. 85/485,097;BOOKTNG.COM in

Stylized Letters, Serial No. 79/122,365, and BOOKTNG.COM in Stylized Letters, Serial

No. 79/122,366(collectively, the “BOOKING.COM Marks”). The deadlineto file this Reply

Brief is Sunday, April 12, 2015. Applicant is thus timely filing it on Monday,April 13, 2015.

I. INTRODUCTION

The Examiner acknowledgesthat “[e]ach caseis decidedon its own facts, andeachmark

stands on its own merits.” AMFInc. v. Am Leisure Prods,Inc., 474 F.2d 1403, 1406, 177

U.S.P.Q. 268, 269 (C.C.P.A. 1973). Yet, the Examinerdeclinesto addressmost of the facts

presented,including the recognition BOOKTNG.COM has achievedas the consumer-ranked
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most trustedaccommodationsservicein the country, as determinedby the independent research

service,JD Power. TheExaminerlikewise cherry-picksselectivefacts in failing to addressthe

bulk of Applicant’s evidenceof secondary meaning. The Examiner further declines to

acknowledge, much less distinguish, century-old controlling law, including Estate of

PD. Beckwith v. Comm‘r of Patents,252 U.S. 538 (1920), which confirmed the bedrocklegal

principle that a mark must be assessedin its entirety, not in pieces. This principle has been

affirmed innumerabletimessince,including in casesassessinggenericness(as at leastone of the

Examiners acknowledged).In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 57

U.S.P.Q.2d. 1807 (Fed. Cir. 2001). And rather than apply the primary significance test

establishedin Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 118 (1938), and reaffirmed

repeatedlysince,the Examinerconflatesthe legal definitions of descriptivenessand genericness,

attemptingonly to demonstratethat the word “booking” (alone) has a descriptiveor suggestive

meaning,without ever showingthe mark BOOKII’JG.COM is usedby consumersto identify an

entire classof services. Nor hasthe Examinerevenproperly definedthe supposedclassor genus

of goods or services,which she now attemptsby inexplicably excluding the majority of the

servicesactuallyspecified.

The proposalto strip BOOKING.COM of its statusas a trademarkand the identifier of

the consumer-rankedmost trusted accommodationsservice in the country is, moreover,

impossibleto reconcile with the very purposeof trademarklaw of protecting the right of the

consumerto placehis or her trust in indicationsof sourceof origin. The Examinerhasnot even

tried, and she does not dispute that stripping the most trusted brand in the field of trademark

protectionis a betrayalof that trust.
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Theseare not modestomissionsor oversights. Every one of them requiresrejectingthe

Examiner’sconclusionsthat entail fundamentallyredefiningthe legal conceptof “genericness”

so as to deny Applicant all trademarkrights without any proper evidencethat the ‘primary

significance”of the nameBOOKING.COM is as a genericterm for an entire classof services.

For all the reasonsoutlined below, the Examinerhasnot mether heavyburdento showby clear

evidencethat BOOKING.COM is genericor lacking secondary meaningpointing exclusivelyto

Applicant, andthe refusalsto registershouldbe reversed.

II. DEFINING THE GENUSAND RELEVANT CONSUMERS

Applicant and the Examineragreethat the determinationof whethera mark is generic

requires a two-step inquiry: (I) defining the genus of goods and/or services at issue; and

(2) determiningwhetherthe relevantpublic understandsthe designationprimarily to refer to that

genus of goods and/or services. In re ]800Mattress.comIP, LLC, 586 F.3d 1359, 1363, 92

U.S.P.Q.2d1682, 1684 (Fed. Cir. 2009).

The Examiner objects to the Applicant’s definition of the genus as “travel agency

services” on the puzzling grounds that“Applicant’s suggestedgenus is inaccuratesince it

encompassesservicesoutside the scopeof the InternationalClass043 servicesset forth in this

application.” (Examiner’sBrief, unnumberedp. 5). The Examinerhas apparentlyoverlooked

that “travel agency services” are the precise category of services claimed in Class39 in

applicationsSerial Nos. 79/114,998and 85/485,097. Moreover, the additional serviceslisted in

Class43 in the various applications,(e.g., hotel reservationservices,holiday accommodation

reservationservicesand resort reservationservices,providing information about hotels, hotel

accommodationsand resortsaccommodations,information, adviceand consultancyrelating to

makinghotel reservationsand others),are all the typesof servicesthat are typically providedby
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travel agencies. Therefore,“travel agencyservices” is an accuratedescriptionof the genusof

Applicant’s services. The Examinerhasnot attemptedto explainwhy it is not.

Instead,the Examinerconcludes,without analysis,that the genusof servicesis “hotel

reservationservices,”basedsimply on her observationthat severalof the servicesrecited in the

applicationsappearduplicative. This conclusiongoesagainstthe Examiner’sown reasoningthat

the genusof servicesshouldencompassthe full rangeof Applicant’s services. Whereas“travel

agencyservices”are broad enoughto coverboth the Class39 and Class43 servicesoffered by

Applicant, the much narrower and more specific alleged genus “hotel reservationservices”

covers noneof the servicesin Class39, and few of the servicesin Class43, namely:

Arranging of tours and arrangingof tours online;reservationand sale of travel
tickets and online reservationand sale of travel tickets; information, advice and
consultancyregardingthe arrangingof toursandthe reservationand saleof travel
tickets; provision of information relating to travel and travel destinations;travel
and tour agency services, namely, travel and tour ticket reservationservices;
travel agency services; tourist agency services; providing online travel and
tourism services, namely, providing online travel and tour ticket reservation
services, online travel agency services, online tourist agency services and
providing online informationrelatingto travel and travel destinations;.

providing information about hotels, hotel accommodations and resorts
accommodations.whether or not based on the valuation of customers;
information,adviceand consultancyrelatingto the aforesaidservices

The conclusionthat the genusof servicesis merely “hotel reservationservices”is plainly

incorrect. Applicant again submits thatthe genus of servicesat issue (covering servicesin

Classes39 and 43) is “travel agency services.” Travel agency servicesare not limited to

reservinghotel rooms. To the extent any such servicesfall outside Class43 (as the Examiner
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notes), the remedy is not the Procrusteanone of destroyingApplicant’s trademark,but rather,

simply to acknowledgethe actual scopeof the servicesclaimed.’

The Examiner identifies the relevant consumersas “all customaryconsumersof the

services,including thosewho would needinformation on hotels and other formsof temporary

lodging, or who would needto book or make reservationsfor the same.” Notwithstandingthe

Examiner’s circular definition that the relevant consumersof the services are “customary

consumersof the services,” Applicant submits that the relevant consumersare ordinary

consumerswho wish to obtain moreinformation about various traveloptions and purchaseor

reservetravel relatedservices. The relevantconsumersfor the business-orientedservices,such

as providing consulting services in the field of making hotel reservationsand temporary

accommodations reservations,are accommodationsprovidersseekingto advertiseand list their

accommodationsfor rental. The Examiner’sbrief utterly fails to showthat thoseconsumersuse

the term BOOKFNG.COMgenerically(or evendescriptivelyto refer to the full rangeof services

provided). On this groundalonethe refusalsto registershouldbe reversed.

III. CONTROLLING LAW

A. ExaminerIgnoresSupremeCourtPrecedent.

In its oppositionbrief, the PTO hasnot addressedthe seminalSupremeCourt precedent,

Estateof PD. Beckwith,, 252 U.S. 538, or explainedwhy it has chosento ignore one of the

bedrock first principles of trademarklaw confirmed there by the SupremeCourt, namely that

“[t]he commercial impressionof a trade-markis derivedfrom it as a whole, not from its elements

separatedand consideredin detail, For this reasonit shouldbe consideredin its entirety. . .“ Id.

Unlike the casescited by the Examiner,In re GreenliantSys. Ltd., 97 U.S.P.Q.2d1078, 1082 (TTAB 2010), In re
Win B. ColemanCo., 93 U.S.P.Q.2d2019 (TTAB 2010), and In re CyberFinancial.NetInc., 65 U.S.P.Q.2d1789
(TTAB 2002), BOOKING.COM is not a correctname foreitherthe genusof the services(travel agencyservices)or
the subjectmatterof the genus(travel and accommodations).
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at 545-46. Ratherthan even mention Estateof P.D. Beckwith or addressthe first principle of

trademarklaw that the commercialimpressionof a trademarkis derived from it as a whole, not

its componentpieces, the Examiner states incorrectly — and without any citation — that a

genericness analysissomehow does not require viewing the mark as a composite whole.

(Examiner’sBrief, unnumberedpage8). The Examineris simply wrong. TheFederal Circuit

hasconfirmedto the contrary: genericness,like all trademarkanalysis,beginsand endswith the

entire mark (even if the individual elementscan be consideredas part of the analysis). In re

Dial-A-Mattress Operating Corp., 240 F.3d 1341, 57 U.S.P.Q.2d1807. In re Oppedahi&

LarsenLLP, 373 F.3d 1171, 71 U.S.P.Q.2d1370, 1374 (Fed Cir. 2004), likewise held that in

assessingdescriptiveness,the beginningandendingpoint is to view the mark in its entirety. The

Examiner’sfundamentalerror requiresreversingthe refusalto register.

Nor has the PlO mentioneda secondseminalcase,Kellogg Co. v. NationalBiscuit Co.,

305 U.S. 111, 118 (1938), much lessexplainedwhy it likewise haschosento ignore the guiding

and controlling principle the SupremeCourt establishedthat to demonstratewhethera claimed

mark is generic, the relevant inquiry is whether the ‘primary significanceof the term in the

minds of the consumingpublic is not the productbut the producer” (emphasisadded). Instead,

as explainedbelow, the Examinerrestscontentto find a descriptiveor suggestivemeaningfor

the word “booking” aloneas appliedto a subsetof Applicant’s services,without everaddressing

whetherrelevantconsumersuse thenameBOOKING.COM to identify an entire classof services

(evenas limited improperlyto hotel reservationservices).

If there is a basis for distinguishing these casesor departing from settled law, the

Examinerhas failed to eventry to explain that basisand, therefore,has not sustainedher heavy

burdenof proving genericness.

6
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B. In re Hotels.comis Inapplicable.

The Examinermakesa point of statingthat genericnessis highly fact-specificandthat the

primary significanceamongconsumersof one alleged “.com” trademarkdoes not necessarily

apply to other “.com” trademarks. (Examiner’sBrief, unnumberedpage15). Yet, the Examiner

relies primarily on In re Hotels.corn,573 F.3d 1300, 91 USPQ2d1532 (Fed. Cir. 2009), without

any effort to explainwhy the facts and issuesthereare controlling hereor how that one decision

freesher from applyingsettledlaw (law thatwasneverevenquestionedin In re Hotels.corn).

There is no indication that the applicant in In re Hotels.cornraised the specific legal

issues raisedhere. Here, Applicant has specifically arguedthat Estateof PD. Beckwith and a

century of subsequentcases, which require that a mark be consideredin its entirety, is

controlling law. There is no indication thatthe TTAB or the Federal Circuit court gave any

considerationto EstateofP.D. Beclcwith in the In re Hotels.corndecisions,as this seminalcaseis

not mentionedin those decisions(or by the Examinerhere). Not only did In re Hotels.com

nowheresuggestthat it meantto departfrom Estateof P.D. Beckwith (which of courseit could

not possibly overrule),it also did not purport to reexamineIn re Dial-A-Mattressor countless

otherprecedents,holding that a mark mustbe analyzedin its entiretyto assessgenericness.

In re Hotels.corn distinguishedIn re Dial-A-Mattresson the basisthat, unlike a telephone

number which is a ten-digit number that can only be used by one entity at a time, multiple

domainnamescan potentially containthe sameroot terms. However,Applicant has invoked In

re Dial-A-Mattress for the proposition that a mark must be consideredin its entirety. Even

though the Federal Circuit there acknowledgedthat ‘(888)” was devoid of source-identifying

significance and that “MATRESS” was a generic term for “mattresses,” it held that the

compositemark “1-888-MATRESS,” when consideredin its entirety, was not generic. In re

7
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Dial-A-Mattress, 57 U.S.P.Q.2dat 1811. The Examiner here has failed to explain why the

FederalCircuit’s analysisin Dial-A-i1vlattressis not equallyapplicablehere.

These controlling cases are fundamentally at odds with the Examiner’s analytical

approachof refusingevento considerBOOKLNG.COM in its entirety. Only by en bane decision

could the Federal Circuit overturn its prior precedents,Fed. Cir. R. 35(a)(1), and it cannot

overturn the SupremeCourt. In re Hotels.corn,which did not purport to establishany broad

principlesapplicableto other .com marks,is, on its face,thus limited to its facts.

Regardingthe facts of the respectivecases,the principal issuesin In re Hotels.corn were

the inadequaciesof a surveyconductedby the Applicant andthe unpersuasivenessof 64 identical

cookie-cutterdeclarations.2Here,by contrast,the PTO neverpurportedto criticize the reliability

or correctnessof the JD Powersurvey findingBOOKLNG.COM to be the most trustedbrand in

the field. Certainly therewas no evidencethat “Hotels.com” hadbecomethe most trustedbrand

in the field. Moreover, the specificationin In re Hotels.coin was for hotel reservationsonly,3

Further,unlike this case,whereeventhe dictionary definitionsfor the word “booking” show its

primary significance to be theatrical arrangements,the word “hotel” has one and only one

meaning.4(Nor are there any known exactsynonymsfor “hotel,” whereasthe English language

2 Ironically, the Examinerchidesthe Applicant in this casefor not submittingsimilar declarations(Examiner’sBrief unnumbered
page20), notwithstandingthat the In re Hotels.comdeclarationswere affordedvirtually no probativevalue by the TTAB.

The specificationof servicesfor Serial No. 78/277681was: “providing information for othersabout temporarylodging; travel
agency’ services,namely’, making reservationsand bookings for temporary lodging for others by’ meansof telephoneand the
global computernetwork.” in Class43.

‘ According to the evidence providedby the Examiners,the primary’ descriptive meaningof “booking” is for theaterbookings,
not travel. See Dictionary.com noun I. a contract, engagement.or scheduledperformanceof a professionalentertainer.
2. reservation 3. the act of a person who books. http://dictionarv.reflaence.com/browse/hookine’?st; See also
MerriamWebster.com. I. an arrangementfor a personor group (such as a singeror band) to perform at a particularplace: 2. an
arrangementto have something(such as a room) held for your use at a later time: 3. soccer: the actof officially’ recordingthe
nameof a player who has broken the rules in a game. http://www.mcrriam-wc’bstcr.com/dictionary/booking;Collins American
Dictionary’, noun: an engagement, as for a lecture or concert.
booking?showCookiePolicy’true;The Online Slang Dictionary, adjective, “cool. From predictive software used in cell phone
text messaging. “Book” and “cool” share the same key sequence”; verb, “to leave quickly.”
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is rich with actual generic terms competitorscan use for Applicant’s services,such as “travel

agency,” “travel site,” “accommodations site” etc.). That the general public uses

BOOKING.COM to mean one thing (Applicant and its services)and uses“booking” to mean

other things (such as theatricalengagementsor the act of making a reservation)— often within

the same article or advertisement— is prima fade evidence that the consuming public

distinguishesbetweenthe two termsand that the relevantconsumersperceiveApplicant’s mark

as a source-identifier.

Utterly at odds with the Examiner’sexclusiverelianceon a holding that the third-party

mark, HOTELS.COMwas not registrable,the Examinerurgesthe Board to rejectevidenceas to

how regularly the PTO registersother .com marks incorporatingwholly descriptiveterms (see

Appeal Brief, p. 24 n. 6) because“[e]ach caseis decidedon its own facts, and eachmark stands

on its own merits.” AMF Inc., 474 F.2d at 1406, 177 U.S.P.Q.at 269. The point is, such .com

marksplainly can and regularlydo function as trademarks;that one suchmark (HOTELS.COM)

wasrejectedimplies little aboutthe specificfacts hereor the meritsof this case.

If the Examiner wishes to take the position that consumerscannot tell the difference

betweenthe term “BOOKING” alone and “BOOKING.COM” or in fact do not distinguish

betweenthe two, it would be the Examiner’sburdento prove that position by “clear evidence”

(seeinfra SectionIV). Whetherthat standardwas met in In re Hotels.corn doesnot meanit has

been met here. Just as anyone can tell the difference betweenthe river “Amazon” and the

retailer “Amazon.com” or betweenthe genericterm for metal fasteners(or suppliesin general)

and the retailer “Staples.com,”it is scarcelyconceivablethat consumerssimply cannottell the

http:!!onlineslanadictionarv.com/mcaning-deiinition-of/bookine;Urban Dictionary, verb, “running really fast”
http://www.urbandictionarv.com/detine.php?term=hooking.Hence, by law, the primary meaning even of “booking” alone
(which is not Applicant’s trademark)is not for travel services.

9
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differencebetweenthe fundamentallyambiguousword “booking” (having multiple meanings)

andthe mosttrustedtravel agencyBOOKTNG.COM. Yet the Examinerhasnot evenendeavored

to satisfy herburden of identifying the relevant class of customers,much less identifying the

genusof servicesor any actualuseof the term in a genericsenseby relevantconsumers.Nor has

she attemptedto show how consumerscould have come to recognizeBOOKING.COM as the

most trusted accommodationsservice if they were unable even to distinguish it from other

accommodationsservices.

IV. DESCRIPTIVENESSNOT SUFFICIENTTO PROVEGENERICNESS

Proceedingfrom the false premise that the genus of services is “hotel reservations

services,”the Examinercircularly concludesthat “booking” of hotel roomsmerely describesthe

services. (Examiner’sBrief, unnumberedp. 5).

More important, the Examinerhas again misstatedthe test of genericnessby conflating

mere descriptivenesswith genericness. While it is true that the descriptivenessof a mark is

assessed simplyin view of the goods specified,5the genericnessof a term requires a deeper

analysis. It requiresproof that membersof the relevantpublic primarily use theactual term

soughtto be protectedto refer to the genusof goodsor servicesin question. H Marvin Gino

Corp. v. Int’l Ass’n ofFire Chiefs, Inc.. 782 F.2d 987, 228 U.S.P.Q.2d528, 530 (Fed. Cir. 1986).

Underthis test, the recordevidencewould haveto demonstratethat the relevantpublicprimarily

usesBOOKING.COM (the term sought to be protected)to refer to travel agencyservicesin

In all of the casescited by the Examiner,DuoProSSMeditech Corp. v. Inviro Med. Devices, Ltd.. 103 U.S.P.Q.2d1753 (Fed.
Cir. 2012). In re The Cha,nberof Commerceof the U.S., 102 U.S.P.Q.2d 1217 (Fed. Cir. 2012). In re Polo Int’l Inc..
51 U.S.P.Q.2d1061 (TTAB 1999), lore Digital ResearchInc.. 4 U.S.P.Q.2d1242 (TTAB 1987), and lore A,nerican Greetings
Corporation.226 U.S.P.Q.365 (TTAB 1985), the only issuebefore the respective tribunalswas the descriptivenessof the mark.
The Examinerhascited no casedispensingwith the primary significancetest in assessing genericness.
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general (the genusof servicesin question)as distinct from Applicant’s travel agencyservices.

This is plainly not the case.

In the leadingcaseH Marvin Ginn, the FederalCircuit reversedthe TTAB for similarly

conflatingdescriptivenessand genericnessand failing to considerthe primary significanceof the

term itself among consumersin determining whether the term is generic. H Marvin Ginn

Corp. V. Jnt’lAss’n ofFire Chiefs, Inc., 782 F.2d 987, 228 U.S.P.Q.2d528 (Fed. Cir. 1986). The

FederalCircuit summarizedthe TTAB’s erroneousreasoningas follows:

[The Board reasoned]that “Fire Chief’ designatesa very particularand definable
targetaudienceto which Ginn’s and other’s [sic] publicationswere directed.The
board reasonedthat “the fact that a ‘fire chief,’ by definition, is a personin the
fire service, rather than a magazine . . . is not conclusive of that term’s non
genericness.”Moreover, said the board, “that a term does not designate a
particular class of magazine,is not crucial to a genericnessholding, if the term
designatesa definable target audienceto which the publication is directed.”
225 U.S.P.Q. at 946. The board then found, inter alia. that Ginn’s “magazine
FIRE CHIEF is and hasalways beenedited,circulated,andpromotedwith a view
primarily to fulfill the needsand professionalinterestsof fire chiefs.” Basedon
thesefindings and the statementsof law noted above,the board concludedthat
“the term ‘Fire Chief would be perceivedby the relevantpublic as a genericor
common descriptive term for a magazineof the type in respectof which the
registrationsoughtto be cancelledis used.

Id. The FederalCircuit reversedthe TTAB, finding this reasoningto be clearerror basedon its

own two step genericnessanalysis. In the first step, the FederalCircuit defined the genusof

goodsas “magazinesdirectedto the field of firefighting.” In the secondstep,the FederalCircuit

concludedtherewas no recordevidencethat suggeststhe relevantportion of the public refersto

a class of firefighting publicationsas “Fire Chief,” nor is “Fire Chief’ the nameof the fire

fighting industry. Thus, while the FederalCircuit agreedthat “Fire Chief’ wasdescriptiveof the

target audienceof the magazines,it was not generic for the class of goods. There was no

evidencethat the primary signIcanceof “Fire Chief’ was “magazinesdirectedto the field of

firefighting.”

11
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This critical secondstep of the two-stepanalysisis entirely missingfrom the Examiner’s

analysis here. There is no evidence that, to the relevant class of consumers,the primary

significanceof”BOOKING.COM” is “travel agencyservices”in general. Merely to argue thata

term describesone feature of the goods or services misses the heart of the meaning of

genericness:is the primary signflcanceof the term to relevant consumersto identify the entire

classof goodsor services?6The Examinercites no pertinentauthority to supportreplacingthe

primary significancetestwith a meredescriptivenesstestand,hence,could not be more incorrect

in assertingthat the existenceof other meaningsof the word “booking” (such as criminal

bookingsor its actual primary meaningin U.S. dictionary, theatricalbookings”) are irrelevant.

Such other meaningsmight matter less if only descriptivenesswere at issue, but are highly

relevantto genericness.The existenceof alternatemeaningsof the wording at issueprecisely

calls into question what is the “primary” significance of the term “booking” (not even

BOOKING.COM) to consumers.See, e.g., CalistaEnters.v. TenzaTradingLtd., 43 F. Supp.3d

1099, 2014 U.S.Dist. Lexis 109509at *43 (D. Ore. 2014) (competing dictionary definitionsof

the individual termsraiseda genuineissueof material fact as to the primary significanceof the

compositemark). Indeed, it is fundamentallyinconsistentfor the Examinerboth to assertthat

the Board shouldgive weight to dictionary definitions of the word “booking” while at the same

time telling the Board to shield its eyesfrom someof thosedefinitions (includingthe primary

definition) that underminethe Examiner’sargument.

6 As Applicant previously argued, the Examiners’ argumentsall seem to confuse mere descriptivenesswith
genericness.On appeal,the Examinercontinuesto conflate the two by relying on In re Oppedahl& LarsenLLP,
373 F.3d 1171, 71 U.S.P.Q.2d 1370 (Fed Cir. 2004), which held only that the claimed mark “Patent.com” was
descriptive(not generic),and in so doing reaffirmedthe signal importanceof PD. Beckwith and Dial-A-Mattressin
requiringthat marksbe construedin their entireties,not broken into constituentelements.

12
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Likewise, the clarifying languagethat appearsin virtually all of the third-party use of

“bookings,” including the USPTO ID Manual and in dictionary definitions, is evidencethat the

relevant public does not use or understand the designation sought to be registered —

BOOKING.COM (not “hotelbooking.corn”or “travelbooking.com”)— to refer to a generalclass

of goodsor services. The word “booking” simply is not usedon its own in this manner. This

contrastssharplywith HOTELS.COMwhere the root term “hotels” is the commoncommercial

namefor a type of temporaryaccommodation(for which there is no exactsynonym)without the

needfor any clarification or qualifying languageexplainingthe meaningof “hotels.”

Laying aside that applicant’s mark is BOOKING.COM, not “booking,” there is no

evidencethat the primary significanceof this term amongconsumersis to namethe entire class

of applicant’sservices,evenif the nameis suggestiveof or descriptiveof thoseservices. Indeed,

it is undisputedthat none of Applicant’s competitors(such as Expedia, Orbitz or Travelocity)

refer to themselvesas “BOOKING.COM’s.” The Examinerincludesexamplesof a few domain

namesin which the term “booking” appearsaspart of the URL to supportthe propositionthat

competitorsneedto use BOOKLNG.COM to describecompetingservices. (Examiner’sBrief,

unnumberedpage13). Preliminarily, the TrademarkTrial andAppealBoardhasrepeatedlyheld

that use of wording in a domain name, without more, “merely indicates the location on the

Internetwhere [a] Web site appears.It doesnot separatelyidentify [any] servicesas such.” In re

Wilihiam H Eilberg, 49 U.S.P.Q.2d1955 (TTAB 1998); In re Vicki Roberts, 87 U.S.P.Q.2d

1474 (TTAB 2008). Therefore, examples of bare domain names — where the mark

BOOK[NG.COM is not separatelyused on the website itself to describe the competitor’s

services— are not persuasiveevidencethat there is a competitorneedto use Applicant’s mark.

Moreover,of the eight domainnamescited in the Examiner’sbrief, only four evenuse theletter
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string “booking.com” in the URL. (Examiner’s Brief, unnumberedpage 13). Becauseeach is

modified by other specific terms (e.g., “securehotelbooking.com”),they confirm that

“booking.com” aloneis ambiguousandhasno clearmeaning(much lessthe primary meaningof

designatingan entire class of services). All are irrelevant to prove genericness(except to

disprove that the name “BOOKLNG.COM” alone is generic!). The other four

(bookingbuddy.com, fastbooking-hotels.com,Marriott.com, hotelbookingsolutions.com)are

likewise wholly irrelevant.

The mostthat the Examiner’sevidenceshowsis that the word “booking” is descriptiveor

suggestiveof some of applicant’s services;not that any consumersuse the word “booking,”

much less applicant’s actual mark, BOOKTNG.COM, as a generic term for travel agency

services. Thereis no evidence,for instance,that a single consumerof suchserviceshaseversaid

(or would ever say)somethinglike “I calledmy ‘booking’ to plan a trip” or “I went online to my

‘BOOKING.COM’ to reserve a hotel room.” If the Examiner wishes to argue that

“BOOK[NG.COM” is descriptive or suggestiveof travel agency services, that at least is

intellectually coherentand could be arguedin a mannerconsistentwith the TTAB policy and

Federal Circuit holding in In re Oppedahi& LarsenLLF, supra, of treating .com trademarks

combiningdescriptivetermswith the TLD designatorasdescriptive(not generic). But thatalone

does not signify that the primary significanceof the name BOOKING.COM is to denote an

entire class of travel agency services.Indeed, there is no need for subtle legal argumentsto

addressthe actual test of genericness,which is the primary significanceof the term to ordinary

consumers.The test is basedon simple semanticsand grammar,and if you cannotusethe word

as a genericterm in a sentence,it clearly is not generic.
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Tn this instance,it also requiresbetrayingthe trust of the millions of consumerswho have

made BOOKING.COM the most trusted accommodationsservice in this country. Why the

Examinerbelievessuchan exerciseis properexerciseof the PTO or can be reconciledwith the

broaderpurposeof the LanharnAct of preventingconsumerconfusionis not clear— becausethe

Examinerhasnot attemptedto say.

V. EVIDENCE OF GENERICNESSNOT ‘CLEAR AND CONVINCING’

The Examiner has a heavy burden to show by “clear evidence7” that the primary

significanceof the mark in issue,BOOKLNG.COM, is generic. As a matterof fact, the primary

significance of the name BOOKING.COM plainly is to designate only Applicant’s

accommodationsand travel agency services,which is why it is the consumer-rankedmost

trustedaccommodationswebsitein the United States(Ser. No. ‘366, Resp.datedMay 15, 2014,

pp. 84-94). Yet the PTO disregardsthis central fact, as well as every other fact that is

inconsistentwith what appearsto be a preconceivedconclusion. Indeed,the Examinerdoesnot

dispute that consumers in fact rely on BOOKTNG.COM as identifying the most trusted

accommodationssite, but nonethelessurgesthis Board to betray the trust of such consumers,

hencedefeatingthe very purposeof the LanhamAct, which is to protectconsumersagainstthe

confusinganddeceptiveuseof recognizedtrademarks.

The Examiner does expresslyacknowledgethe fundamentalrule that “[e]ach case is

decidedon its own facts, and eachmark standson its own merits,” AMF Inc., 474 F.2d at 1406,

177 U.S.P.Q.at 269, yet conspicuouslyfails to addressthe facts here. The key facts are these:

Thereareno third party usesof BOOKLNG.COM that referto anythingotherthanApplicant and

In re Merrill, Lunch. Pierce, Fenner& Smith, Inc.. 828 F.2d 1576, 1571 (Fed. Cir. 1987); TrademarkManual of Examining
Procedure1209.01(c)(i)(gth Ed.. revisedApril 2013).
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its services. The relevant public routinely distinguishes between BOOKING.COM and

“booking” in the Examiners’ own evidence,using BOOKING.COM as a source-identifierto

refer to Applicant and “booking” as a descriptiveterm. There is no evidencein the record that

competitors need to use BOOKING.COM to accurately name their services and, indeed,

Applicant’s competitors,such as Travelocity, Orbitz, Hotwire, TravelZoo and other travel and

accommodationssites all manageto convey the nature and contentof their serviceswithout

using BOOKNG.COM. There are myriad other commoncommercialnamesfor Applicant’s

services, including travel agency services, accommodationssites, travel sites, online travel

company (whichare actually usedin the industry), such that competitors will be able to

accurately describeall featuresof their services evenif Applicant is permittedto protect the

rights it has developedover many yearsin the specific markBOOKJNG.COM. Applicant has

beenrecognizedby consumersandby the industryas the mosttrustedprovider.

As notedat the outset,theseare not modestomissionsor oversights. Everyone of them

requires rejecting the Examiner’s conclusionsthat entail fundamentally redefining the legal

conceptof “genericness”so as to strip Applicant of all trademarkrights without evena whisper

of evidencethat its trademark,BOOKTNG.COM has ever beenused by anyoneas a generic

term, much less that the “primary significance” of the term is as a generic indication for

something(still undefinedin view of the Examiner’sinexplicablechoiceof genus),and without

any suggestionhow, grammatically,it is evenpossibleto usethe trademarkgenerically.

Ignoring the fact that customersplainly do recognizeBOOKTNG.COM as a trademark,

and indeed havemadeit the most trustedaccommodationsservicein the country, the Examiner

offers only her bald conclusionthat “each of the terms BOOKING and .COM has a clear and

readily understood meaning.”(Examiner’sBrief at unnumberedp. 9), citing In re Gould Paper
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Corp., 834 F.2d 1017, 5 U.S.P.Q.2d1110, 1111 (Fed. Cir. 1987). The Examinerignores that

Dial-A-Mattressimposeda significantly higher and more specific burdenon the Examinerthan

that appliedfourteenyearsearlier in In re Gould:

We concludethat the board applied the wrong test in holding that the Director
meetshis burdenof proving an alphanumerictelephonenumbergeneric merely
by showingthat it is composedof a non-source-indicatingareacodeanda generic
term. “The commercial impressionof a trade-markis derivedfrom it as a whole,
not from its elementsseparatedand consideredin detail. Forthis reason,it should
be consideredin its entirety. . . .“ Estate of P.D. Beckwith, Inc. v. Comm‘r of
Patents,252 U.S. 538, 545-46 (1920). The Director mustproduceevidenceof the
meaningthe relevant purchasingpublic accordsthe proposedmnemonicmark “as
a whole.” In re The Am. Fertility Soc‘y, 188 F.3d at 1348,51 U.S.P.Q.2dat 1836;
seealso H Marvin Ginn Corp., 782 F.2d at 990-91, 228 U.S.P.Q.at 530. In re
Gould does not apply here because “1-888-M-A-T-R-E-S-S”— a mnemonic
formed by the union of a series of numbers and a word — bears closer
conceptualresemblanceto a phrasethan a compoundword. SeeIn re The
Am. Fertility Soc’y, 188 F.3d at 1348-49, 51 U.S.P.Q.2dat 1837 (explicitly
limiting the holding of In re Gould to “compound termsformed by the union
of words”). It is devoid of source indicating significance,but “(888)” is not a
word and is not itself a genericterm for selling by telephone.

In re Dial-A-Mci/tress OperatingCorp., 240 F.3d 1341, 57 U.S.P.Q.2d1807 (Fed. Cir. 2001)

(emphasisadded).As a matterof law, In re Goulddoesnot apply here. Consistentwith Dial-A

Ma/tress,and indeed,consistentwith Oppedahi& Larsen,“.com” is not a word in the English

languageand is not itself a genericterm for travel agencyservicesor any of the other services

offered by Applicant. Rather,“.com” is a combinationof a punctuationmark and three letters.

It is a now-familiar referenceto one top level domain,but it is first and foremostan addressing

tool in the DNS computerlanguage,not a word in the English language. Precisely because(as

recognizedin Oppedahl& Larsen),the TLD designation“.com” is not a word but hasa specific

technical meaningand function as a referentto a single unique address,unlike the compound

word SCREENWIPE in In re Gouldthat canbe usedin a grammatically coherent fashionto refer

generically to any number of wipes for computer screens, it is impossible to use

BOOKING.COM in a grammaticallycoherentway to refer genericallyto anything.
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VI. EXAMINER IGNORESACQUIRED DISTINCTIVENESSEVIDENCE

The Examiner gives virtually no considerationto Applicant’s substantialevidenceof

acquireddistinctiveness.

The Examiner discountsthe JD Power and Associatessurvey evidence recognizing

BOOKLNG.COM as first in consumersatisfactionby asserting— without any citation to legal

authority — that “consumerrankedsurveysmerely expressa purchasingindividual’s satisfaction

with the quality of the services— it doesnot in any way speakto a consumer’scomprehensionof

BOOKING.COM asbeingviewedas a trademark.” (Examiner’sBrief, unnumberedpage19). It

makes no sense,however, to assumeconsumerscould rank BOOKING.COM as performing

better than other comparableservice providers, such as Hotwire and Priceline (the providers

rankedsecondand third, respectively),if the consumersdid not recognizeBOOKING.COM as

identifying a single sourceof services. The Examinercertainlyhasnot attemptedto explainher

position. Moreover, the Examiner’s conclusion controvertssettled case law and legislative

history. “Trademarksprovide a short-handmeansof enablingthe buyerto distinguishthe goods

of one producerfrom the goodsof others.” Al CanfieldCo. v. Honickman,808 F.2d 291, 300

(3d Cir. 1986). “[T]he primary significanceof the mark to consumersis to identify a productor

service which emanatesfrom a particular source,known or unknown, for it still provides the

assuranceto the public that the product is of uniform quality and performance.” S. Rep.

No. 98-627, 98th Cong., 2d Sess.,5 (1984), reprinted in [1984] U.S. Code Cong. & Ad. News,

5718, 5722 SenateReport (internal citations and quotationsomitted); accordIn re DC Comics,

689 F.2d 1042, 1054, 215 U.S.P.Q.(BNA) 394 (C.C.P.A. 1982) (Nies, J., concurring). Thus,by

recognizingthat servicesprovidedunderBOOKING.COM are of a high quality, consumersare

therebyalso recognizingthat the mark BOOKING.COM identifies a single sourceof services.

As explainedin the record, the JD Power and Associatesaward is basedon a survey of over
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2,000 consumerswho madean online purchasefrom an independenttravel websitewithin the

past 12 months. (‘366, Resp.to Office Action datedMay 15, 2014 at 55). Thus, the consumer

opinion measuredby this survey is that of the “relevant public” for this genericnessand

secondarymeaningdetermination. The only actual evidenceregardingthe mark confirms that

the relevantpublic clearly views BOOKTNG.COM as a source-identifier.

The Examineralso asserts,againwithout any citation to legal authority, that Applicant’s

very high revenuesdemonstratethe successof Applicant’s website,but do not demonstratethat

the relevant consumershave to come to view BOOKING.COM as Applicant’s mark. This

distinction defies logic. Applicant’s servicesare offered throughApplicant’s websitewhich is

branded with Applicant’s applied-formark. The Examiner has failed to explain how it is

possiblethat over 10 million unique U.S. customersseek out Applicant’s servicesthrough its

branded website on a monthly basis and conduct billions of dollars’ worth of transactions

through that website if those consumersfail to recognizeBOOKFNG.COM as identifying a

single source. Moreover, the record is repletewith screenshotsfrom Applicant’s website that

show BOOKING.COM used in a trademarkmanneron the website. (See, e.g., Office Action

datedNov. 16, 2013 at 105-110).

The Examiner has not even addressedthe plethora of other evidence of acquired

distinctivenesssubmittedby Applicant including that:

a) the total transactionvalue of mobile accommodationreservationsmadethrough
the BOOKTNG.COM websitemore thandoubledfrom over $3 billion in 2012 to
over $8 billion in 2013,demonstratingsignificantandgrowing consumertrust and
recognitionin Applicant’s brandandservice;

b) over 625,000 room nights are reservedthrough Applicant’s BOOKLNG.COM
serviceeveryday;

c) Applicant’s broadcastand digital advertising has reachedmany millions of
American consumers, including over 20 million (20,000,000) American
consumersthroughcommercialsbroadcastin movie theatersprior to featurefilms
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and over 19 million (19,000,000) American consumers through Internet
commercials streamed on websites such as Hulu.com, Tremor.com, and
YouTube.com;

d) Applicant’s BOOKING.COMbrandedwebsite receives,on average,10.3 million
uniquevisitors from the United Statesper month, demonstratingbroadconsumer
recognitionof Applicant’s mark as a source-identifier;

e) Over 2 million Americans have affirmatively sought to join Applicant’s
BOOKING.COM mailing list, demonstrating significantconsumerloyalty;

f) Over 2.7 million membersof the relevantpublic have“liked” Applicant’s brand
andnearly 58,000membersof the relevantpublic are “talking about” Applicant’s
brandon Facebook.com,higherthanother accommodationsand travel companies
suchas TRAVELOCITY, HOTELS.COM, TRAVELZOO,and ORBITZ;

g) Over 53,200membersof the relevantpublic are “following” Applicant’s brandon
the micro-bloggingwebsiteTwitter, more than othertravel and accommodations
sites likeHOTELS.COM,TRIVAGO, andHOTWIRE;

h) Customersfrequentlyuse@bookingcomto engageApplicant in dialoguethrough
Twitter, demonstrating recognitionof BOOKING.COM as a unique source
identifier;

i) A searchfor Applicant’s mark BOOKING.COM on the Google News service
generatedover two thousand(2,000)unsolicitednewsarticles;

j) There are tens of thousands of unsolicited consumer reviews of the
BOOKING.COM service on third party review websites, demonstrating
significant consumerrecognition of BOOKING.COM as pointing to a single
sourceof services;

k) Applicant has received industry awards from Hospitality Sales& Marketing
AssociationInternationalandMobile TravelandTourism;

1) Applicant owns a Principal registrationfor BOOKING.YEAH, a Supplemental
registrationfor BOOKINGS.COM, and a Principal registrationfor B-dot logo,
andusesthesemarkstogetherso as to build a unified “BOOKfNG (dot)” brand.

m) Applicant hasbeenusingthe mark BOOKING.COM since June2006, a periodof
nearlynine years.

The socialmedia and mailing list figures demonstratethat millions of membersof the

relevantpublic recognizeBOOKFNG.COMas a trademarkandare sufficiently engagedwith that

brand to request advertisementsfrom Applicant through these channels. This is concrete
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evidence that Applicant’s efforts to develop distinctivenesshave succeeded,and customers

recognizeBOOKTNG.COM as a source identifier. The sheervolumeof unsolicitednewsarticles

and unsolicited consumer reviews discussing Applicant’s BOOKING.COM service also

demonstratesan enormouspublic recognitionof Applicant’s mark as a sourceidentifier.

VII. REQUESTFORORAL HEARING

A separaterequestfor oral hearingis being filed concurrentlywith this ReplyBrief.

VIII. CONCLUSION

“The trademarklaws exist not to ‘protect’ trademarks,but. . . to protect the consuming

public from confusion,concomitantlyprotectingthe trademarkowner’s right to a non-confused

public.” JamesBurroughs,Ltd. v. Sign of/he Beefeater,Inc., 540 F.2d 266, 276, 192 U.S.P.Q.

555, 563 (7th Cir. 1976) (Markey, J. sitting by designation). The Examinerdoesnot disputethat

refusing to protect the mark identifying the most trusted travel accommodationsservice in the

United Statesdefeatsthe very purposesof the LanhamAct as it encouragesthird partiesto trade

on Applicant’s singular reputation and will lead to consumerconfusion. The protection of

consumersas well as Applicant’s enormousinvestment in its uniquely respectedmark thus

counselsin favor of passingthe BOOKTNG.COM Marks to registration.

JudgePosner notedin Ty, Inc. v. Softbelly ‘s Inc., 353 F.3d 528 (7th Cir. 2003), that “[tb

determinethat a trademarkis genericand thus pitch it into the public domainis a fateful step.”

Id. at 531. As a matterof law and fact, BOOKJNG.COMfunctionsas a trademarkidentifying

Applicant as the sourceof the travel agencyservicesoffered under the mark and must not be

pitchedinto the public domain.

For the foregoing reasons,the refusals to register on the basis of § 2(e)(1) of the

TrademarkAct, 15 U.S.C. § 1052(e)(1),for the reasonthat BOOKING.COM is allegedlygeneric
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or descriptive,and that Applicant has failed to prove acquireddistinctivenessunderSection2(f)

shouldbe reversedin eachof the subjectapplications.

Dated: April 13, 2015
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