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In the Examining Attorney's Appeal Brief, the Examiner made at least four errors which

justify a reversal of the refusal to register.

The first error relates to the Examiner's response to applicant's argument (pages 8 and 9

of applicant's brief) that the sound/phonetic equivalents factors, upon which the Examiner places

primary reliance, is greatly diminished because the type of goods in question are not likely to be

purchased by vocal selection. The Examiner argues that applicant's reliance on La Maur, Inc. v.

Revlon, Inc., 245 F.Supp. 839, 146 U.S.P.Q. 654 (D. Minn. 1965) is misplaced. The Examiner

argues that La Maur does not support applicant's proposition that "phonetic similarity is not so

important where the goods are sold by self-service rather than by verbal request to a sales clerk".

Contrary to the Examiner's argument, the decision in La Maur supports applicant's argument:

"Any similarity in pronunciation, that is, that the marks are sound-alikes, is, however, minimized

when, as here, the product is often purchased in self-service cosmetics department and not by

request to a salesclerk". La Maur at note[2]. See attached copy of La Maur case. The only

argument that the Examiner makes in response to applicant's argument is that "sound alone may

be sufficient to support a finding that the marks are confusingly similar" (Examiner's Brief at p.

8), which is not responsive to applicant's argument. The Examiner should not have given

significant weight to the sound factor. To the contrary, the sound factor balances in applicant's

favor.

The Examiner's second error is on page 7 of the Examiner's Brief. In responding to the

applicant's arguments that the marks convey different connotations because of the number "2" in

applicant's mark and the word "TOO" in the registered mark, the Examiner admits that

applicant's argument is "persuasive", but then the Examiner summarily dismisses applicant's

argument as insufficient without giving this factor any further weight.

The Examiner's third error (Examiner's Brief, p. 10) was in not giving any weight to

applicant's Internet and third party evidence of other "TOO GOOD" marks. The Examiner

mistakenly thought that the goods in the cited evidence were not closely enough related to the

goods at issue. The goods in the third party evidence include goods in the cited registration, e.g.,

sauces, mustard, spices, and pizza. Most notably, the goods in the third party evidence include

chocolates and candy which are right on point with the goods in applicant's application and the

cited registration. This evidence tends to show that consumers are not likely to associate goods

identified by the term "TOO GOOD" as emanating from a single source. It was an error for the

Examiner not to give this evidence some weight.

Finally, the Examiner erred by dismissing each factor separately as not being persuasive.

The Examiner failed to consider the combined weight of the numerous factors tending to show

that confusion or mistake is not likely. The Examiner should have balanced the factors. The

weight of the combined factors relied on by applicant outweigh the factors relied on by the

Examiner, and a proper balancing test tips the scale in favor of finding no likelihood of

confusion.
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