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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

    U.S. APPLICATION SERIAL NO. 79115255 

 

    MARK: SEASTAR 

 

 

          

*79115255*  

    CORRESPONDENT ADDRESS: 
          JENNIFER M HETU 

          HONIGMAN MILLER SCHWARTZ AND COHEN LLP 

          39400 WOODWARD AVE SUITE 101 

          BLOOMFIELD HILLS, MI 48304-5151 

           

  
 

 

GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

 

 

    APPLICANT: Fugro N.V. 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO:    

          218537-33515       

    CORRESPONDENT E-MAIL ADDRESS:   

          tmdocketing@honigman.com 

 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 12/13/2013 

INTERNATIONAL REGISTRATION NO. 1122349 



 
Applicant’s amended identification of goods is acceptable and made part of the record. 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B), 
(a)(2)(E), 715.04(a).  The requirement made final in the Office action dated May 5, 2013 is maintained 
and continue to be final.  See TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a). 

 

In the present case, applicant’s request has not resolved all the outstanding issues, nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issues in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  Accordingly, the request is denied. 

 

In particular, applicant argues that registrant is currently only selling consumer GPS systems. However, a 
trademark registration on the Principal Register is prima facie evidence of the validity of the registration 
and the registrant’s exclusive right to use the mark in commerce in connection with the specified goods.  
See 15 U.S.C. §1057(b); TMEP §1207.01(d)(iv). Thus, evidence and arguments that constitute a collateral 
attack on a cited registration, such as information or statements regarding a registrant’s nonuse of its 
mark, are not relevant during ex parte prosecution.  See In re Dixie Rests., 105 F.3d 1405, 1408, 41 
USPQ2d 1531, 1534-35 (Fed. Cir. 1997); In re Peebles Inc., 23 USPQ2d 1795, 1797 n.5 (TTAB 1992); TMEP 
§1207.01(d)(iv).  Such evidence and arguments may, however, be pertinent to a formal proceeding 
before the Trademark Trial and Appeal Board to cancel the cited registration.  

 

In this case, registrant’s goods are written so broadly that they include all GPS devices. Applicant’s 
attempt to limit both its goods and the registered goods beyond the plain meaning of their respective 
identifications is not appropriate. The presumption under Trademark Act Section 7(b), 15 U.S.C. 
§1057(b), is that the registrant is the owner of its mark and that its use of its mark extends to all goods 
identified in the registration.  The presumption also implies that the registrant operates in all normal 
channels of trade and reaches all classes of purchasers of the identified goods.  In re Melville Corp., 18 
USPQ2d 1386, 1389 (TTAB 1991); McDonald’s Corp. v. McKinley, 13 USPQ2d 1895, 1899 (TTAB 1989); 
RE/MAX of Am., Inc. v. Realty Mart, Inc., 207 USPQ 960, 964-65 (TTAB 1980); see TMEP §1207.01(a)(iii). 

 

For the sake of argument, however, the same providers of typical consumer GPS devices also provide 
nautical GPS equipment. See attached evidence from Garmin, Lowrance, and Magellan. Although 
applicant argues it only provides very specialized GPS equipment for narrow professional use, these 
details are not reflected in its identification of goods, which describes all nautical GPS devices. 



Furthermore, as indicated above, even if applicant were to limit its goods further, the registered goods 
would include any conceivable limitation.  

 

Applicant also argues that the examining attorney did not take into account the sophistication of the 
consumer. However, as explained above, the registered goods encompass the applicant’s goods; in 
cases where the goods could be identical, no level of sophistication could help a consumer distinguish 
them. 

 

Applicant then argues that the examining attorney “violated a basic trademark examination principle” 
by improperly dissecting the mark. Marks must be compared in their entireties and should not be 
dissected; however, a trademark examining attorney may weigh the individual components of a mark to 
determine its overall commercial impression.  In re Chatam Int’l Inc., 380 F.3d 1340, 1342, 71 USPQ2d 
1944, 1946-47 (Fed. Cir. 2004); In re Nat’l Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 751 (Fed. Cir. 
1985) (“[I]n articulating reasons for reaching a conclusion on the issue of confusion, there is nothing 
improper in stating that, for rational reasons, more or less weight has been given to a particular feature 
of a mark . . . .”); In re Kysela Pere et Fils, Ltd., 98 USPQ2d 1261, 1267 (TTAB 2011). Furthermore, the 
marks are essentially phonetic equivalents and thus sound similar.  Similarity in sound alone may be 
sufficient to support a finding that the marks are confusingly similar.  In re White Swan Ltd., 8 USPQ2d 
1534, 1535 (TTAB 1988); see In re 1st USA Realty Prof’ls, Inc., 84 USPQ2d 1581, 1586 (TTAB 2007); TMEP 
§1207.01(b)(iv). 

 

Finally, applicant argues that no actual confusion exists. The test under Trademark Act Section 2(d) is 
whether there is a likelihood of confusion.  It is not necessary to show actual confusion to establish a 
likelihood of confusion.  Herbko Int’l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1165, 64 USPQ2d 1375, 
1380 (Fed. Cir. 2002) (citing Giant Food, Inc. v. Nation’s Foodservice, Inc., 710 F.2d 1565, 1571, 218 USPQ 
390, 396 (Fed. Cir. 1983)); TMEP §1207.01(d)(ii).  The Trademark Trial and Appeal Board stated as 
follows: 

 

[A]pplicant’s assertion that it is unaware of any actual confusion occurring as a result of the 
contemporaneous use of the marks of applicant and registrant is of little probative value in an 
ex parte proceeding such as this where we have no evidence pertaining to the nature and extent 
of the use by applicant and registrant (and thus cannot ascertain whether there has been ample 
opportunity for confusion to arise, if it were going to); and the registrant has no chance to be 
heard from (at least in the absence of a consent agreement, which applicant has not submitted 
in this case). 

 



In re Kangaroos U.S.A., 223 USPQ 1025, 1026-27 (TTAB 1984). 

 

The filing of a request for reconsideration does not extend the time for filing a proper response to a final 
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date 
the final Office action was issued/mailed.  See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).   

 

If time remains in the six-month response period to the final Office action, applicant has the 
remainder of the response period to comply with and/or overcome any outstanding final 
requirement and/or to file an appeal with the Board.  TMEP §715.03(a)(2)(B), (c).  However, if 
applicant has already filed a timely notice of appeal with the Board, the Board will be notified to 
resume the appeal.  See TMEP §715.04(a). 
 

Contacting the Examining Attorney 

If applicant has any questions concerning the above action, it is encouraged to contact the examining 
attorney at the number listed below. 

 

 

 

/DETJr/ 

David E. Tooley, Jr. 

Trademark Examining Attorney 

Law Office 112 

571-272-8206  

david.tooley@uspto.gov 

 

 

  



 

  



 

  



 


