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In an office action dated July 1, 2013, the examining attorney issued a final refusal to register
Applicant’s mark iCT for medical imaging apparatus on Section 2(e)(1) grounds and made a final
requirement that Applicant provide certain information concerning the goods identified in the subject
application.
 
With respect to the final requirement for certain information concerning the goods identified in the
subject application, medical imaging apparatus, submitted herewith are five pieces of promotional
literature for the identified goods. (See Attachment A, Declaration of Mark E. Olszewski, PhD, ¶. 3,
Exhibits 1 through 5.)  Applicant submits that these five pieces of promotional literature provide all of
the information requested by the examining attorney with the possible exception of information
concerning the channels of trade for Applicant’s goods.  However, information concerning Applicant’s
channels of trade for the goods identified in the subject application is provided in the body of the
Olszewski Declaration. (Id., ¶ 5.)  Accordingly, Applicant believes that it has fully complied with the
examining attorney’s final requirement that Applicant provide certain information concerning the goods
in question.
 
With respect to the final refusal under Section 2(e)(1), Applicant respectfully submits that the mark iCT
is suggestive rather than merely descriptive of medical imaging apparatus, that in the alternative the
mark has become distinctive of Applicant’s goods in commerce, and that the mark is thus registrable on
the Principal Register either as an inherently distinctive mark or as a pursuant to Section 2(f) as a mark
that has acquired distinctiveness.  Some of the facts in support of Applicant’s position are set forth the
Olszewski Declaration.  Other facts or matters to be considered in support of Applicant’s position are
set forth below and/or attached hereto as further exhibits.
 

The Term iCT Is Not “Merely Descriptive” Of Applicant’s Goods
 

As the examining attorney correctly notes, an abbreviation, initialism or acronym term is merely
descriptive of goods or services within the meaning of Section 2(e)(1) when it is “generally
understood” as “substantially synonymous” with the descriptive words it represents.   Thus, a Section
2(e)(1) refusal cannot be made simply because the applied-for mark iCT can be construed as an
abbreviation, initialism or acronym for specific wording (“intra-operative computed tomography” or



“intra-operative CT”) that is merely descriptive of the identified goods or services.   It is also necessary
that a relevant consumer when viewing Applicant’s mark must recognize the term iCT as the equivalent
of the phrase “intra-operative computed tomography” before a Section 2(e)(1) refusal can be properly
made. TMEP Section 1209.03(h).  If the term in question is not directly and immediately understood by
relevant purchasers as “substantially synonymous” with the merely descriptive wording it represents, a
Section 2(e)(1) refusal is not warranted. E.g., Barnoness Small Estates, Inc. v. Am. Wine Trade, Inc.,
104 USPQ2d 1224, 1230-31 (TTAB 2012) (dismissing petition to cancel based on, among other things,
a claim that the acronym in question was merely descriptive).
 
Despite the evidence relied on by the examining attorney, and in light of the evidence submitted
herewith and discussed below, Applicant respectfully submits that its mark iCT is not “generally
understood” by the relevant purchasers as “substantially synonymous” with the phrases “intra-
operative computed tomography” or “intra-operative CT.”   Instead, the even the evidence relied on by
the examining attorney demonstrates that the mark iCT is no more than suggestive of with respect to
medical imaging apparatus and thus is inherently distinctive.  As a result, the Section 2(e)(1) refusal
should be withdrawn.
 
Applicant notes that review of a number of publicly available resources (including at least one resource,
Wikipedia, on which the examining attorney himself has relied) regarding the meaning of abbreviations,
initialisms and acronyms does not support a finding that the term iCT is substantially synonymous with
the phrase “intra-operative computer tomography.”   For example, Wiktionary does not identify the
initials iCT or ICT as referring to “intra-operative computed tomography” or “intra-operative CT” (see
Attachment B).  Similarly, the terms iCT or ICT are not identified as referring to intra-operative
computed tomography” or “intra-operative CT” in either Wikipedia (see Attachment C),
AcronymFinder.com (see Attachment D) or AcronymAttic.com. (see Attachment E).  This is the case
even though these resources do reflect a consensus concerning the meaning of a number of other
abbreviations, initialisms or acronyms for other, closely related medical devices. (See Attachment F
relating to “CT” for “computed tomography” and Attachment G relating to “MRI” for “magnetic
resonance imaging”.)
 
Applicant notes further that the promotional materials for the goods identified in the subject application
do not draw any association, direct or indirect, between its mark iCT and the phrase “intra-operative
computed tomography” or “intra-operative CT.”  (See Attachment A, Olszewski Dec.,  Exhibits 1
through 5.)  In fact, the phrases “intra-operative computed tomography” or “intra-operative CT” do not
appear in these promotional materials.  (Id.)  Nor does either appear in any of Applicant’s
advertisements for the goods identified in the subject application.  (Id., Composite Exhibit 6.)  Instead,
Applicant’s promotional materials and advertisements use the term iCT solely as a mark to identify and
distinguish particular goods of Applicant for other goods of Applicant and the goods of others. (Id.) 
Thus, Applicant is not doing anything that would lead potential purchasers or anyone else in the medical
imaging marketplace to draw an association between the term iCT and the phrase “intra-operative
computed tomography” or the phrase “intra-operative CT.”  
 
Applicant acknowledges that the examining attorney was able locate a relatively small number
references in the medical literature that use the term iCT or ICT to mean “intra-operative computed
tomography” or “intra-operative CT.”   However, Applicant respectfully submits that the small number
of references cited by the examining attorney do not support his finding that there is “widespread” use
of the term iCT or ICT in that fashion.  Applicant also respectfully submits that the cited medical
literature references are not sufficient to establish that the term iCT is directly and immediately
recognized by potential purchasers as “substantially synonymous” with the phrase “intra-operative



computed tomography” or “intra-operative CT” for at least two reasons.  
 
First, Applicant notes that each piece of medical literature relied on by the examining attorney includes
a specific definition of the term “iCT” as meaning “intra-operative computed tomography” or “intra-
operative CT.”   Spelling out a specific definition of the term iCT would not be necessary if the term
were in fact generally or readily understood by relevant portions of the public as being equivalent or
substantially synonymous to the phrase “intra-operative computed tomography” or “intra-operative
CT.”   The references cited by the examining attorney corroborate this on their face inasmuch as none of
the cited references also spell out specific definitions for terms such as CT or MRI, which also appear in
the references relied on by the examining attorney.  Thus, in light of the recent holding in Barnoness
Small Estates, Inc., the medical literature evidence relied on by the examining attorney fails to establish
that the term ICT is “instantly” or “directly” understood by relevant purchasers to refer to “intra-
operative computed tomography” or “intra-operative CT.”  In Barnoness Small Estates, Inc., the Board
held that references that “spell out” the connection between an acronym and a merely descriptive
phrase are actually evidence of suggestiveness, not mere descriptiveness.  104 USPQ2d at 1230-31
(dismissing petition to cancel registration of acronym based on mere descriptiveness grounds). 
Applicant accordingly relies on them as such in support of a finding that its mark is suggestive rather
than merely descriptive.
 
Second, while the term CT is admittedly recognized by the medical imaging marketplace as meaning
“computed tomography,” the examining attorney has not submitted any evidence that the use of a lower
case “i” is a recognized abbreviation in the medical imaging marketplace for the term “intra-
operative.”   Again, the recent holding in Barnoness Small Estates, Inc., controls the outcome here.  In
Barnoness Small Estates, Inc., the Board held there must be evidence that each component element of
an acronym is a recognized abbreviation for a merely descriptive term. 104 USPQ2d at 1230-31.
 
Accordingly, the evidence in the record is such that while some potential purchasers may be able to
derive a connection between the term iCT and “intra-operative computed tomography” or “intra-
operative CT,” doing so requires some thought and is not an immediate and direct association.  
Applicant respectfully submits that its mark iCT is not merely descriptive and instead is suggestive, and
as such, is registrable on the Principal Register as an inherently distinctive mark. 

 
The Term iCT Has Acquired Distinctiveness

 
In the alternative, Applicant respectfully suggests that even if the term iCT is construed as merely
descriptive, it has by virtue of Applicant’s use as a source identifier acquired secondary meaning and is
thus registrable on the Principal Register under Section 2(f).  A variety of indicia can support a finding
of acquired distinctiveness under Section 2(f) and a number of them apply to Applicant’s mark iCT.
 
For example, TMEP Section 1212.05 provides that at least five years of substantially exclusive and
continuous use can be prima facie evidence of acquired distinctiveness.  Accordingly, Applicant claims
acquired distinctiveness under Section 1212.05 inasmuch as it has been using the term iCT as a mark for
medical imaging apparatus continuously since 2007, or approximately six years prior to Applicant’s
making of a claim of acquired distinctiveness. (See Attachment A, Olszewski Dec.,.¶ 2, 7 and 14.) 
Applicant’s use of that term as a mark has also been substantially exclusive within the meaning of
TMEP Section 1212.05(b).  Applicant admittedly has been made aware by the examining attorney of a
potentially inconsequential or infringing use (see the references cited by the examining attorney to use
of the term iCT by Brainlab) and that situation is being evaluated with respect to what if any action
Applicant should take. (Id. ¶ 13. ) Applicant believes that its use of the term iCT is prior to Brainlab’s
and respectfully submits that Brainlab’s junior use should not undermine Applicant’s Section 2(f)



claim for the reasons set forth in TMEP Section 1212.05(b).
 
Applicant also relies on actual evidence of acquired distinctiveness, particularly its success in educating
the public to recognize that the mark iCT is a source identifier for Applicant’s medical imaging
apparatus.  TMEP Section 1212.06(b) provides that ‘the ultimate test in determining whether a
designation has acquired distinctiveness is applicant’s success . . . in educating the public to associate
the proposed mark with a single source.”   In measuring Applicant’s success in educating the public to
construe the term iCT as a source indicator, it is important to note that Applicant has from the start
consistently used its mark iCT in a particular format that includes a representation of the initial letter
“i” in a lower case format. (Id., ¶ 12.)  The use of the small “i” is part of a larger branding strategy for
Applicant’s iCT brand products, and extends to other trade designations used to denote features of or
accessories for iCT medical imaging apparatus, such as “iDose,” “iPatient” and “iMRC.” (Id., ¶ 12
and Exhibits 1 through 5.)  It is also important to note that Applicant promotes all of its iCT brand
products as being part of the “ Philips iCT Family” of products. (Id., ¶ 3 and Exhibits 3 and 4.) 
 
In light of that, Applicant submits herewith evidence of how the term iCT is actually recognized and
used by end-users and others in the medical imaging apparatus market, not as a descriptor, but as a
source identifier for Applicant’s goods in the exact format used by Applicant.   This evidence includes: 
(a) a press release announcing that two of Applicant’s iCT brand products had won a prestigious
industry award (id. ¶ 6 and Exhibit 7); (b) product evaluation reports from industry rating organizations
that identify Applicant’s products and distinguish them from others by using iCT as a mark (id. ¶ 8 - 10
and Exhibits 8, 9, 11, 12 and 13); comments from end-users of iCT brand products in which the
products are specifically identified by reference to Applicant’s mark (id. ¶ 8, 9 and Exhibits 8, 9, 11,
and 12).  There are no direct or even indirect connections or associations drawn in any of this evidence
between the term iCT and the phrase “intra-operative computer tomography” or “intra-operative CT.”  
Instead, the term iCT is consistently used as a source indicator for Applicant’s products.   Applicant
respectfully submits that this is the most reliable and most persuasive evidence that the term iCT is not
generally or readily understood merely as an initialism or acronym for “intra-operative computer
tomography” or “intra-operative CT” and instead has acquired the secondary meaning that allows it to
function and be registered as a mark for Applicant’s medical imaging apparatus.
 
At least part of Applicant’s success in educating the public to associate the term iCT as a source
indicator can be attributed to the success of the iCT brand products in the marketplace, another
traditional indicator of secondary meaning.  In the first year after introduction, approximately 30 units
were sold and since then sales have gone up significantly, with total sales to date in excess of 550 units. (
Id. ¶ 7.)  While in absolute terms that may not seem like a large number, the products in question are
expensive, with an average price between $750,000 and $2,500,000.  Thus, Applicant’s product sales to
date account for more than $800,000,00 in sales. (Id. ¶ 7.) Moreover, the volume of units sold is
meaningfully large in light of the fact that Applicant promotes and sells its products to a relatively small
market comprised of medium to large hospitals and academic medical centers. (Id. ¶ 5.)  As for
advertising expenditures, the sophistication, complexity and cost of the products are such that they are
not of the type that are heavily advertised in mass media -- instead the products are marketed and sold in
the traditional channels in which comparably complex and expensive medical devices are sold. (Id.) 
 
Some of Applicant’s success in the marketplace can be attributed to the fact that the first two iCT brand
products won the prestigious Frost & Sullivan 2009 North American Product Innovation of the Year
Award.  As noted above, the announcement of that award featured use of the term iCT has a mark to
distinguish Applicant’s goods from the goods of others.   Unsolicited media attention that calls out a
product by its mark is also a traditional indicator of secondary meaning.



 
Finally, the fact that a potential infringer (Brainlab) has mimicked the exact format of Applicant’s mark
(iCT), is also supportive of Applicant’s claim of acquired distinctiveness as copying is frequently relied
on by the courts in making determinations that the copied mark has secondary meaning.
 

Conclusion
 

Applicant respectfully submits that the Section 2(e)(1) refusal be withdrawn inasmuch as the evidence
in the record supports a finding that the mark iCT is suggestive rather than merely descriptive. 
Alternatively, the refusal should be withdrawn because the mark iCT has acquired secondary meaning.
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ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

In an office action dated July 1, 2013, the examining attorney issued a final refusal to register Applicant’s
mark iCT for medical imaging apparatus on Section 2(e)(1) grounds and made a final requirement that
Applicant provide certain information concerning the goods identified in the subject application.
 
With respect to the final requirement for certain information concerning the goods identified in the subject
application, medical imaging apparatus, submitted herewith are five pieces of promotional literature for
the identified goods. (See Attachment A, Declaration of Mark E. Olszewski, PhD, ¶. 3, Exhibits 1 through
5.)  Applicant submits that these five pieces of promotional literature provide all of the information
requested by the examining attorney with the possible exception of information concerning the channels of
trade for Applicant’s goods.  However, information concerning Applicant’s channels of trade for the
goods identified in the subject application is provided in the body of the Olszewski Declaration. (Id., ¶ 5.) 
Accordingly, Applicant believes that it has fully complied with the examining attorney’s final
requirement that Applicant provide certain information concerning the goods in question.
 
With respect to the final refusal under Section 2(e)(1), Applicant respectfully submits that the mark iCT is
suggestive rather than merely descriptive of medical imaging apparatus, that in the alternative the mark
has become distinctive of Applicant’s goods in commerce, and that the mark is thus registrable on the
Principal Register either as an inherently distinctive mark or as a pursuant to Section 2(f) as a mark that
has acquired distinctiveness.  Some of the facts in support of Applicant’s position are set forth the
Olszewski Declaration.  Other facts or matters to be considered in support of Applicant’s position are set
forth below and/or attached hereto as further exhibits.
 

The Term iCT Is Not “Merely Descriptive” Of Applicant’s Goods
 

As the examining attorney correctly notes, an abbreviation, initialism or acronym term is merely
descriptive of goods or services within the meaning of Section 2(e)(1) when it is “generally understood”
as “substantially synonymous” with the descriptive words it represents.   Thus, a Section 2(e)(1) refusal
cannot be made simply because the applied-for mark iCT can be construed as an abbreviation, initialism
or acronym for specific wording (“intra-operative computed tomography” or “intra-operative CT”) that
is merely descriptive of the identified goods or services.  It is also necessary that a relevant consumer
when viewing Applicant’s mark must recognize the term iCT as the equivalent of the phrase “intra-
operative computed tomography” before a Section 2(e)(1) refusal can be properly made. TMEP Section
1209.03(h).  If the term in question is not directly and immediately understood by relevant purchasers as
“substantially synonymous” with the merely descriptive wording it represents, a Section 2(e)(1) refusal is
not warranted. E.g., Barnoness Small Estates, Inc. v. Am. Wine Trade, Inc., 104 USPQ2d 1224, 1230-31
(TTAB 2012) (dismissing petition to cancel based on, among other things, a claim that the acronym in
question was merely descriptive).
 
Despite the evidence relied on by the examining attorney, and in light of the evidence submitted herewith
and discussed below, Applicant respectfully submits that its mark iCT is not “generally understood” by
the relevant purchasers as “substantially synonymous” with the phrases “intra-operative computed
tomography” or “intra-operative CT.”   Instead, the even the evidence relied on by the examining attorney
demonstrates that the mark iCT is no more than suggestive of with respect to medical imaging apparatus
and thus is inherently distinctive.  As a result, the Section 2(e)(1) refusal should be withdrawn.
 
Applicant notes that review of a number of publicly available resources (including at least one resource,



Wikipedia, on which the examining attorney himself has relied) regarding the meaning of abbreviations,
initialisms and acronyms does not support a finding that the term iCT is substantially synonymous with
the phrase “intra-operative computer tomography.”   For example, Wiktionary does not identify the initials
iCT or ICT as referring to “intra-operative computed tomography” or “intra-operative CT” (see
Attachment B).  Similarly, the terms iCT or ICT are not identified as referring to intra-operative computed
tomography” or “intra-operative CT” in either Wikipedia (see Attachment C), AcronymFinder.com (see
Attachment D) or AcronymAttic.com. (see Attachment E).  This is the case even though these resources do
reflect a consensus concerning the meaning of a number of other abbreviations, initialisms or acronyms
for other, closely related medical devices. (See Attachment F relating to “CT” for “computed
tomography” and Attachment G relating to “MRI” for “magnetic resonance imaging”.)
 
Applicant notes further that the promotional materials for the goods identified in the subject application do
not draw any association, direct or indirect, between its mark iCT and the phrase “intra-operative
computed tomography” or “intra-operative CT.”  (See Attachment A, Olszewski Dec.,  Exhibits 1 through
5.)  In fact, the phrases “intra-operative computed tomography” or “intra-operative CT” do not appear in
these promotional materials.  (Id.)  Nor does either appear in any of Applicant’s advertisements for the
goods identified in the subject application.  (Id., Composite Exhibit 6.)  Instead, Applicant’s promotional
materials and advertisements use the term iCT solely as a mark to identify and distinguish particular goods
of Applicant for other goods of Applicant and the goods of others. (Id.)  Thus, Applicant is not doing
anything that would lead potential purchasers or anyone else in the medical imaging marketplace to draw
an association between the term iCT and the phrase “intra-operative computed tomography” or the phrase
“intra-operative CT.”  
 
Applicant acknowledges that the examining attorney was able locate a relatively small number references
in the medical literature that use the term iCT or ICT to mean “intra-operative computed tomography” or
“intra-operative CT.”   However, Applicant respectfully submits that the small number of references cited
by the examining attorney do not support his finding that there is “widespread” use of the term iCT or
ICT in that fashion.  Applicant also respectfully submits that the cited medical literature references are not
sufficient to establish that the term iCT is directly and immediately recognized by potential purchasers as
“substantially synonymous” with the phrase “intra-operative computed tomography” or “intra-operative
CT” for at least two reasons.  
 
First, Applicant notes that each piece of medical literature relied on by the examining attorney includes a
specific definition of the term “iCT” as meaning “intra-operative computed tomography” or “intra-
operative CT.”   Spelling out a specific definition of the term iCT would not be necessary if the term were
in fact generally or readily understood by relevant portions of the public as being equivalent or
substantially synonymous to the phrase “intra-operative computed tomography” or “intra-operative CT.”
  The references cited by the examining attorney corroborate this on their face inasmuch as none of the
cited references also spell out specific definitions for terms such as CT or MRI, which also appear in the
references relied on by the examining attorney.  Thus, in light of the recent holding in Barnoness Small
Estates, Inc., the medical literature evidence relied on by the examining attorney fails to establish that the
term ICT is “instantly” or “directly” understood by relevant purchasers to refer to “intra-operative
computed tomography” or “intra-operative CT.”  In Barnoness Small Estates, Inc., the Board held that
references that “spell out” the connection between an acronym and a merely descriptive phrase are
actually evidence of suggestiveness, not mere descriptiveness.  104 USPQ2d at 1230-31 (dismissing
petition to cancel registration of acronym based on mere descriptiveness grounds).  Applicant accordingly
relies on them as such in support of a finding that its mark is suggestive rather than merely descriptive.
 
Second, while the term CT is admittedly recognized by the medical imaging marketplace as meaning



“computed tomography,” the examining attorney has not submitted any evidence that the use of a lower
case “i” is a recognized abbreviation in the medical imaging marketplace for the term “intra-operative.”  
Again, the recent holding in Barnoness Small Estates, Inc., controls the outcome here.  In Barnoness
Small Estates, Inc., the Board held there must be evidence that each component element of an acronym is
a recognized abbreviation for a merely descriptive term. 104 USPQ2d at 1230-31.
 
Accordingly, the evidence in the record is such that while some potential purchasers may be able to derive
a connection between the term iCT and “intra-operative computed tomography” or “intra-operative CT,”
doing so requires some thought and is not an immediate and direct association.  Applicant respectfully
submits that its mark iCT is not merely descriptive and instead is suggestive, and as such, is registrable on
the Principal Register as an inherently distinctive mark. 

 
The Term iCT Has Acquired Distinctiveness

 
In the alternative, Applicant respectfully suggests that even if the term iCT is construed as merely
descriptive, it has by virtue of Applicant’s use as a source identifier acquired secondary meaning and is
thus registrable on the Principal Register under Section 2(f).  A variety of indicia can support a finding of
acquired distinctiveness under Section 2(f) and a number of them apply to Applicant’s mark iCT.
 
For example, TMEP Section 1212.05 provides that at least five years of substantially exclusive and
continuous use can be prima facie evidence of acquired distinctiveness.  Accordingly, Applicant claims
acquired distinctiveness under Section 1212.05 inasmuch as it has been using the term iCT as a mark for
medical imaging apparatus continuously since 2007, or approximately six years prior to Applicant’s
making of a claim of acquired distinctiveness. (See Attachment A, Olszewski Dec.,.¶ 2, 7 and 14.) 
Applicant’s use of that term as a mark has also been substantially exclusive within the meaning of TMEP
Section 1212.05(b).  Applicant admittedly has been made aware by the examining attorney of a potentially
inconsequential or infringing use (see the references cited by the examining attorney to use of the term
iCT by Brainlab) and that situation is being evaluated with respect to what if any action Applicant should
take. (Id. ¶ 13. ) Applicant believes that its use of the term iCT is prior to Brainlab’s and respectfully
submits that Brainlab’s junior use should not undermine Applicant’s Section 2(f) claim for the reasons
set forth in TMEP Section 1212.05(b).
 
Applicant also relies on actual evidence of acquired distinctiveness, particularly its success in educating
the public to recognize that the mark iCT is a source identifier for Applicant’s medical imaging apparatus.
  TMEP Section 1212.06(b) provides that ‘the ultimate test in determining whether a designation has
acquired distinctiveness is applicant’s success . . . in educating the public to associate the proposed mark
with a single source.”   In measuring Applicant’s success in educating the public to construe the term iCT
as a source indicator, it is important to note that Applicant has from the start consistently used its mark
iCT in a particular format that includes a representation of the initial letter “i” in a lower case format. (Id.,
¶ 12.)  The use of the small “i” is part of a larger branding strategy for Applicant’s iCT brand products,
and extends to other trade designations used to denote features of or accessories for iCT medical imaging
apparatus, such as “iDose,” “iPatient” and “iMRC.” (Id., ¶ 12 and Exhibits 1 through 5.)  It is also
important to note that Applicant promotes all of its iCT brand products as being part of the “ Philips iCT
Family” of products. (Id., ¶ 3 and Exhibits 3 and 4.) 
 
In light of that, Applicant submits herewith evidence of how the term iCT is actually recognized and used
by end-users and others in the medical imaging apparatus market, not as a descriptor, but as a source
identifier for Applicant’s goods in the exact format used by Applicant.   This evidence includes:  (a) a
press release announcing that two of Applicant’s iCT brand products had won a prestigious industry
award (id. ¶ 6 and Exhibit 7); (b) product evaluation reports from industry rating organizations that



identify Applicant’s products and distinguish them from others by using iCT as a mark (id. ¶ 8 - 10 and
Exhibits 8, 9, 11, 12 and 13); comments from end-users of iCT brand products in which the products are
specifically identified by reference to Applicant’s mark (id. ¶ 8, 9 and Exhibits 8, 9, 11, and 12).  There
are no direct or even indirect connections or associations drawn in any of this evidence between the term
iCT and the phrase “intra-operative computer tomography” or “intra-operative CT.”   Instead, the term
iCT is consistently used as a source indicator for Applicant’s products.   Applicant respectfully submits
that this is the most reliable and most persuasive evidence that the term iCT is not generally or readily
understood merely as an initialism or acronym for “intra-operative computer tomography” or “intra-
operative CT” and instead has acquired the secondary meaning that allows it to function and be registered
as a mark for Applicant’s medical imaging apparatus.
 
At least part of Applicant’s success in educating the public to associate the term iCT as a source indicator
can be attributed to the success of the iCT brand products in the marketplace, another traditional indicator
of secondary meaning.  In the first year after introduction, approximately 30 units were sold and since then
sales have gone up significantly, with total sales to date in excess of 550 units. (Id. ¶ 7.)  While in absolute
terms that may not seem like a large number, the products in question are expensive, with an average price
between $750,000 and $2,500,000.  Thus, Applicant’s product sales to date account for more than
$800,000,00 in sales. (Id. ¶ 7.) Moreover, the volume of units sold is meaningfully large in light of the fact
that Applicant promotes and sells its products to a relatively small market comprised of medium to large
hospitals and academic medical centers. (Id. ¶ 5.)  As for advertising expenditures, the sophistication,
complexity and cost of the products are such that they are not of the type that are heavily advertised in
mass media -- instead the products are marketed and sold in the traditional channels in which comparably
complex and expensive medical devices are sold. (Id.) 
 
Some of Applicant’s success in the marketplace can be attributed to the fact that the first two iCT brand
products won the prestigious Frost & Sullivan 2009 North American Product Innovation of the Year
Award.  As noted above, the announcement of that award featured use of the term iCT has a mark to
distinguish Applicant’s goods from the goods of others.   Unsolicited media attention that calls out a
product by its mark is also a traditional indicator of secondary meaning.
 
Finally, the fact that a potential infringer (Brainlab) has mimicked the exact format of Applicant’s mark
(iCT), is also supportive of Applicant’s claim of acquired distinctiveness as copying is frequently relied
on by the courts in making determinations that the copied mark has secondary meaning.
 

Conclusion
 

Applicant respectfully submits that the Section 2(e)(1) refusal be withdrawn inasmuch as the evidence in
the record supports a finding that the mark iCT is suggestive rather than merely descriptive.  Alternatively,
the refusal should be withdrawn because the mark iCT has acquired secondary meaning.

EVIDENCE
Evidence in the nature of Attachment A is a Declaration in support of Request for Reconsideration, with
15 exhibits; Attachments B through G are copies of materials from online sources that are offered in
support of the Request for Reconsideration. has been attached.
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