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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of:

Ribological GmbH

Serial No.: 79/107,898 Law Office 115

Filing Date:  October 10, 2011 Trademark Attorney: Leigh A. Lowry
Class: -

Trademark: IVAC

REQUEST FOR SUSPENSION OF APPEAL

Applicant, Ribological GmbH, pursuant to TBMP §1213, requests that further action on
this appeal be suspended pending the determination of whether the cited registrations are
renewed. In support of this Request, Applicant states as follows:

1. On April 30, 2013, Applicant filed with the Trademark Trial and Appeal Board
("the Board") a Notice of Appeal. On that same date, Applicant filed with the Trademark Office
a Request for Reconsideration.

2. By Order dated, April 30, 2013, the Board instituted the appeal, but suspended
action on the appeal and remanded the application to the Examining Attorney for action on the
Request for Reconsideration.

3. On May 7, 2013, the Examining Attorney issued a Request for Reconsideration
Denied. In that decision, the Examiner Attorney maintained the Section 2(d) refusal for Class 5
based on Registration No. 2,834,931 and No. 2,884,993.

4. In view of the refusal, Applicant has contacted the owner of the cited registrations,
and has requested that the registrant consent to registration of the IVAC mark. The registrant has

indicated that Applicant's request for consent to registration of the [IVAC mark is being
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considered, but that no decision has yet been made.

5. The cited registrations also are each due for renewal under Section 9 of the
Trademark Act. Registration No. 2,834,931 for the IVAX PHARMACEUTICALS trademark
issued April 20, 2004, and the registration is due for renewal by April 20, 2014. Registration
No. 2,884,993, for the IVAX trademark issued September 14, 2004, and the registration is due
for renewal by September 14, 2014.

6. The Trademark Office records do not reflect that applications to renew the cited
registrations have been filed. Attached are printouts from the TDSR database reflecting the
current status of each of the cited registrations.

7. There is good cause for the requested suspension. If the registrations are
cancelled for failure to renew the registrations, the registrations will no longer be cited as a bar to
registration, and the Section 2(d) refusal will be withdrawn. In addition, the requested

suspension is timely because the 9" anniversary for each of the cited registrations has passed.
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WHEREFORE, for the foregoing reasons, Applicant requests that the Request for
Suspension be granted, and that the further action on the appeal be suspended pending the
determination of whether the cited registrations will be cancelled.

Respectfully submitted,

RIBOLOGICAL GMBH

Diate: Ootober 18, 2013 v e/ W\ “H 7 N %z/) W v4

Kathryn E. Galrlpay

OLSON & CEPURITIS, LTD.
20 North Wacker Drive

36th Floor

Chicago, Illinois 60606

(312) 580-1180

Attorneys for Applicant
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IVAX PHARMACEUTICALS

IVAX PHARMACEUTICALS

76258697 Application Filing Date: May 17, 2001
2834931 Registration Date: Apr. 20, 2004
Principal

Trademark

A Sections 8 and 15 combined declaration has been accepted and acknowledged.
Aug. 28, 2010

Feb. 19, 2002 Notice of Allowance Date: Jun. 04, 2002

Mark Information

Mark Literal Elements:
Standard Character Claim:
Mark Drawing Type:

Disclaimer:

IVAX PHARMACEUTICALS

No

1-TYPESET WORD(S) /LETTER(S) INUMBER(S)
"PHARMACEUTICALS"

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of
o Asterisks *..* identify additional (new) wording in the goods/services.

For:

International Class(es):

FULL LINE OF HUMAN AND VETERINARY PHARMACEUTICAL PREPARATIONS; DIETARY SUPPLEMENTS; HERBAL,
NUTRITIONAL, AND VITAMIN SUPPLEMENTS; PHARMACEUTICAL PREPARATIONS FOR TREATING CANCER; ANTIBIOTICS

005 - Primary Class U.S Class(es): 006, 018, 044, 046, 051, 052

Class Status: ACTIVE
Basis: 1(a)
First Use: Jan. 2001 Use in Commerce: Jan. 2001
Basis Information (Case Level)
Filed Use: No Currently Use: Yes Amended Use: No
Filed ITU: Yes Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No
Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name:

Owner Address:

Legal Entity Type:

lvax Corporation

4400 Biscayne Boulevard
Miami, FLORIDA 33137
UNITED STATES

CORPORATION State or Country Where FLORIDA

Organized:

Attorney/Correspondence Information

Correspondent
Name/Address:

Phone:

Attorney of Record - None
Correspondent

Herschel Perel

Teva Pharmaceuticals USA

425 Privet Road

Trademarks Department
Horsham, PENNSYLVANIA 19044
UNITED STATES

2162936406 Fax: 2152936499



Correspondent e-mail: herschel.perel@tevausa.com

Domestic Representative Herschel Perel

Domestic Representative herschel.perel@tevausa.com

Authorized:

Domestic Representative

Fax: 2152936499

e-mail Authorized:

Correspondent e-mail Yes

Phone: 2152936406

Domestic Representative Yes

Prosecution History

Date

Sep. 14, 2010
Sep. 14, 2010
Aug. 28, 2010
Aug. 27, 2010
Aug. 06, 2010
Apr. 20, 2004
Feb. 08, 2004
Jan. 27, 2004
Jan. 23, 2004
Jan. 19, 2004
Dec. 08, 2003
Dec. 08, 2003
Jun. 16, 2003
Jun. 04, 2003
Jun. 04, 2003
Jun. 04, 2003
Jun. 03, 2003
Jan. 31, 2003
Dec. 04, 2002
Dec. 04, 2002
Jun. 04, 2002
Feb. 19, 2002
Jan. 30, 2002
Aug. 09, 2001
Jul. 19, 2001

Jul. 18, 2001

Description

ATTORNEY REVOKED AND/OR APPOINTED

TEAS REVOKE/APPOINT ATTORNEY RECEIVED
REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.
CASE ASSIGNED TO POST REGISTRATION PARALEGAL
TEAS SECTION 8 & 15 RECEIVED
REGISTERED-PRINCIPAL REGISTER

ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED
ASSIGNED TO EXAMINER

CASE FILE IN TICRS

STATEMENT OF USE PROCESSING COMPLETE
USE AMENDMENT FILED

PAPER RECEIVED

EXTENSION 3 GRANTED

EXTENSION 3 FILED

EXTENSION 2 GRANTED

EXTENSION 2 FILED

TEAS EXTENSION RECEIVED
EXTENSION 1 GRANTED

EXTENSION 1 FILED

TEAS EXTENSION RECEIVED

NOA MAILED - SOU REQUIRED FROM APPLICANT
PUBLISHED FOR OPPOSITION
NOTICE OF PUBLICATION

APPROVED FOR PUB - PRINCIPAL REGISTER
EXAMINER'S AMENDMENT MAILED
ASSIGNED TO EXAMINER

Proceeding
Number

68335

68335

72503

78198

Maintenance Filings or Post Registration Information

Affidavit of Continued Section 8 - Accepted

Affidavit of Section 15 - Accepted

Incontestability:

TM Staff and Location Information

Current Location: TMEG LAW OFFICE 105

TM Staff Information - None
File Location

Date in Location: Aug. 28, 2010

Proceedings

Summary

Number of Proceedings: 1




Type of Proceeding: Opposition

Proceeding Number: 91182521
Status: Terminated

Interlocutory Attorney: CHERYL A BUTLER

Filing Date: Feb 19, 2008
Status Date: Apr 22, 2008

Defendant

Name: Wyeth

Correspondent Address: SUDIPTA RAO
WYETH

TRADEMARK LAW DEPARTMENT , FIVE GIRALDA FARMS

MADISON NJ , 07940
UNITED STATES

Correspondent e-mail: raos@wyeth.com

Associated marks

Mark
CALICIVAX Registered
Plaintiff(s)
Name: Ivax Corporation
Correspondent Address: Lisa A. Pieroni
Kirschstein, Ottinger, Israel & Schiffmiller
489 Fifth Avenue
New York NY , 10017
UNITED STATES
Correspondent e-mail: lap@kirschsteinlaw.com
Associated marks
Mark Application Status
IVAX Registered
IVAX Section 8 - Accepted
IVAX Section 8 and 15 - Accepted and
Acknowledged
T — Section 8 and 15 - Accepted and
Acknowledged
Prosecution History
El:tr:l);)er History Text Date
1 FILED AND FEE Feb 19, 2008
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 20, 2008
3 PENDING, INSTITUTED Feb 20, 2008
4 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Feb 21, 2008
5 SUSPENDED Feb 21, 2008
6 WITHDRAWAL OF OPPOSITION Apr 22,2008
7 BD'S DECISION: DISMISSED W/O PREJUDICE Apr 22,2008
8

TERMINATED

Application Status

Apr 22, 2008

Serial Number

Registration
Number

78886911 3566003

Serial Registration
Number Number
76237917 3220362
76977567 2986008
76976239 2884993
76258697 2834931
Due Date
Mar 31, 2008
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IVAX

76976239
2884993
Principal

Trademark

A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Nov. 08, 2010
Feb. 04, 2003

Application Filing Date: Apr. 03, 2001
Registration Date: Sep. 14, 2004

Notice of Allowance Date: Apr. 29, 2003

IVAX

Mark Information

Mark Literal Elements:
Standard Character Claim:

Mark Drawing Type:

VAX
No

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership of US
Registrations:

Child Of:

76237917

76237917

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;

e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of
o Asterisks *..* identify additional (new) wording in the goods/services.

For:

International Class(es):

Full line of human pharmaceutical preparations, dietary supplements, herbal, nutritional, and vitamin supplements; preparations for
treating cancer; antibiotics; biochemical diagnostic reagents for medical use

005 - Primary Class

U.S Class(es): 006, 018, 044, 046, 051, 052

Class Status: ACTIVE
Basis: 1(a)
First Use: Jan. 2002 Use in Commerce: Jan. 2002
Basis Information (Case Level)
Filed Use: No Currently Use: Yes Amended Use: No
Filed ITU: Yes Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No
Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name:

Owner Address:

Legal Entity Type:

IVAX LLC

3040 UNIVERSAL BLVD.
WESTON, FLORIDA 33331
UNITED STATES

LIMITED LIABILITY COMPANY

State or Country Where FLORIDA

Organized:

Attorney/Correspondence Information

Attorney Name:

DAVID B. KIRSCHSTEIN

Attorney of Record



Correspondent

Correspondent DAVID B. KIRSCHSTEIN
Name/Address: Kirschstein, Israel, Schiffmiller & Pieroni, P.C.

425 Fifth Avenue

5th Floor

New York, NEW YORK 10016-2223

UNITED STATES

Phone: 212-697-3750 Fax: 212-949-1690
Correspondent e-mail: |lap@kirschsteinlaw.com Correspondent e-mail Yes
Authorized:
Domestic Representative - Not Found
Prosecution History
Date Description 'I:Lt:::e’zfing

Feb. 07, 2011 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP
Jan. 24, 2011 TEAS CHANGE OF CORRESPONDENCE RECEIVED
Nov. 26, 2010 UNDELIVERABLE MAIL - NO ACTION TAKEN 99888
Nov. 08, 2010 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 70131
Nov. 08, 2010 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 70131
Oct. 28, 2010 TEAS SECTION 8 & 15 RECEIVED
Sep. 14, 2004 REGISTERED-PRINCIPAL REGISTER
Jun. 24, 2004 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED
Feb. 26, 2004 CORRESPONDENCE RECEIVED IN LAW OFFICE 65864
Feb. 13, 2004 NON-FINAL ACTION MAILED
Dec. 30, 2003 STATEMENT OF USE PROCESSING COMPLETE
Oct. 29, 2003 USE AMENDMENT FILED
Jan. 03, 2004 DIVISIONAL PROCESSING COMPLETE
Oct. 31, 2003 DIVISIONAL REQUEST RECEIVED
Oct. 31, 2003 PAPER RECEIVED
Apr. 29, 2003 NOA MAILED - SOU REQUIRED FROM APPLICANT
Feb. 04, 2003 PUBLISHED FOR OPPOSITION
Jan. 15, 2003 NOTICE OF PUBLICATION
Nov. 25, 2002 APPROVED FOR PUB - PRINCIPAL REGISTER
Nov. 25, 2002 ASSIGNED TO EXAMINER 72503
Nov. 25, 2002 ASSIGNED TO EXAMINER 78198
Nov. 01, 2002 CORRESPONDENCE RECEIVED IN LAW OFFICE
Nov. 01, 2002 PAPER RECEIVED
Oct. 15, 2002 ASSIGNED TO EXAMINER 72503
Mar. 04, 2002 CORRESPONDENCE RECEIVED IN LAW OFFICE
Apr. 30, 2002 FINAL REFUSAL MAILED
Mar. 04, 2002 PAPER RECEIVED
Jan. 22, 2002 CORRESPONDENCE RECEIVED IN LAW OFFICE
Jul. 19, 2001 NON-FINAL ACTION MAILED
Jul. 18, 2001 ASSIGNED TO EXAMINER 78198

Maintenance Filings or Post Registration Information

Affidavit of Continued Section 8 - Accepted

Use:

Affidavit of Section 15 - Accepted
Incontestability:

TM Staff and Location Information

TM Staff Information - None



Current Location:

File Location

TMEG LAW OFFICE 105 Date in Location: Nov. 08, 2010

Assignment Abstract Of Title Information

Summary

Total Assignments:

1 Registrant: |vax Corporation

Assignment 1 of 1

Conveyance:
Reel/Frame:
Date Recorded:

Supporting Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent Name:

Correspondent Address:

CHANGE OF NAME
4464/0886

Feb. 01, 2011
assignment-tm-4464-0886.pdf

Pages: 9

Assignor
Execution Date: Oct. 29, 2009

State or Country Where FLORIDA
Organized:

IVAX CORPORATION
CORPORATION

Assignee
IVAX LLC

LIMITED LIABILITY COMPANY State or Country Where FLORIDA

Organized:

3040 UNIVERSAL BLVD.
WESTON, FLORIDA 33331

Correspondent
LISA A. PIERONI C/O KIRSCHSTEIN, ET AL.

425 FIFTH AVENUE
5TH FLOOR
NEW YORK, NY 10708

Domestic Representative - Not Found

Proceedings

Summary

Number of Proceedings:

Type of Proceeding: Opposition

Proceeding Number:
Status:

Interlocutory Attorney:

Name:

Correspondent Address:

Correspondent e-mail:

Associated marks
Mark

CALICIVAX

Name:

Correspondent Address:

Correspondent e-mail:

Associated marks

Mark

IVAX
IVAX

Filing Date: Feb 19, 2008
Status Date: Apr 22, 2008

91182521
Terminated
CHERYL A BUTLER
Defendant
Wyeth

SUDIPTA RAO

WYETH

TRADEMARK LAW DEPARTMENT , FIVE GIRALDA FARMS
MADISON NJ , 07940

UNITED STATES

raos@wyeth.com

Serial Number

78886911

Application Status

Registered
Plaintiff(s)
Ilvax Corporation

Lisa A. Pieroni

Kirschstein, Ottinger, Israel & Schiffmiller
489 Fifth Avenue

New York NY , 10017

UNITED STATES

lap@kirschsteinlaw.com

Registration
Number

3566003

Application Status flz:‘i:lle . ﬁﬁﬁ:i:?ﬁon
Registered 76237917 3220362
Section 8 - Accepted 76977567 2986008



Section 8 and 15 - Accepted and 76976239 2884993

e Acknowledged
[VAY PHARMAGEUTIGALS Section 8 and 15 - Accepted and 76058697 2834931
Acknowledged
Prosecution History
El:tnl;yber History Text Date Due Date
1 FILED AND FEE Feb 19, 2008
/) NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 20, 2008 Mar 31, 2008
3 PENDING, INSTITUTED Feb 20, 2008
4 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Feb 21, 2008
5 SUSPENDED Feb 21, 2008
6 WITHDRAWAL OF OPPOSITION Apr 22, 2008
7 BD'S DECISION: DISMISSED W/O PREJUDICE Apr 22, 2008
8 TERMINATED Apr 22, 2008



