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    MARK: VAP  
 

 
          

*79088541*  
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          CROMWELL & MORING LLP  
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REQUEST FOR RECONSIDERATION DENIED 
 
ISSUE/MAILING DATE:  
INTERNATIONAL REGISTRATION NO. 1054481 
 
The trademark examining attorney has carefully reviewed applicant’s request for 
reconsideration and is denying the request for the reasons stated below.  See 37 C.F.R. 
§2.64(b); TMEP §§715.03(a), 715.04(a).  PLEASE NOTE:  The applicant has provided 
an acceptable Identification of Goods in International Classes 007, 010, 028, and 042, 
according, this requirement has been satisfied.  Additionally, U.S. Registration Number 
2955513 has been cancelled and is no longer a bar to registration.   
 
The Section 2(d) Refusal regarding U.S. Registration Number 2245552 and Identification 
of Goods requirement as to International Classes 012 and 017 made final in the Office 
action dated July 11, 2011 are maintained and continue to be final.  See TMEP 
§§715.03(a), 715.04(a). 
 
In the present case, applicant’s request has not resolved all the outstanding issue(s), nor 
does it raise a new issue or provide any new or compelling evidence with regard to the 
outstanding issue(s) in the final Office action.  In addition, applicant’s analysis and 
arguments are not persuasive nor do they shed new light on the issues.  Accordingly, the 
request is denied. 
 
Section 2(d) Refusal to Register: 



Specifically, as to the Section 2(d) Refusal, the applicant has amended the goods to, 
“Surgical apparatus and instruments, excluding apparatus for medical ventilation, 
artificial respiration, and resuscitation; medical apparatus and instruments for use in 
surgery, excluding apparatus for medical ventilation, artificial respiration, and 
resuscitation.”  This limitation, however, does not overcome the Section 2(d) refusal to 
register as the goods remain related.  Please see the additional evidence from 
www.hamilton-medical.com, www.otwo.com, www.newtech-medical.com, 
www.oricaremed.com, www.draeger.us, www3.gehealthcare.com, and 
www.medical.siemens.com attached to further illustrate the relatedness of the goods.  For 
example, the evidence from www.oricaremed.com shows that they offer medical 
ventilators, surgical apparatus and instruments and medical apparatus and instruments for 
use in surgery including operating room tables, operating room lamps, and anesthesia 
machines.  Accordingly, because the marks are similar and the goods are closely related, 
confusion as to source is likely and registration is refused under Section 2(d). 
 
Additionally, the trademark examining attorney has attached evidence from the USPTO’s 
X-Search database consisting of a number of third-party marks registered for use in 
connection with the same or similar goods and/or services as those of both applicant and 
registrant in this case.  This evidence shows that the goods and/or services listed therein, 
namely, surgical apparatus and instruments and medical apparatus and instruments for 
use in surgery excluding apparatus for medical ventilation, artificial respiration, and 
resuscitation, such as surgical lamps, surgical mirrors, surgical scissors, surgical staplers, 
surgical tables, and ventilators and respirators are of a kind that may emanate from a 
single source under a single mark.  See In re Davey Prods. Pty Ltd., 92 USPQ2d 1198, 
1203 (TTAB 2009); In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 
1993); In re Mucky Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6 (TTAB 1988); TMEP 
§1207.01(d)(iii). 
 
Applicant argues, “As clearly evidenced by the eleven registrations cited in the previous 
Office Action, an extensive number of registrations containing the letters “VAP” exist 
and the scope of protection afforded each of those individual registrations, is inherently 
narrowed.  See Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 
1772, 396 F.3d 1369, 1373, 73 U.S.P.Q.2d 1689, 1693 (Fed. Cir. 2005) (Holding that if 
evidence establishes that the consuming public is exposed to third-party use of similar 
marks with similar goods, this evidence “is relevant to show that a mark is relatively 
weak and entitled to only a narrow scope of protection.”).”  This argument, however, is 
not persuasive.  Specifically, the wording VAP is not diluted for International Class 010 
surgical goods.  Because the applicant’s mark VAP plus design and the registrant’s mark 
VAPS are highly similar and the goods are closely related, confusion as to source is 
likely and registration is refused under Section 2(d).  
 
The applicant further argues, “The goods of the cited registration (“medical and 
veterinary apparatus, namely, apparatus for medical ventilation, artificial respiration, and 
resuscitation”) are identified narrowly and are contained within a specific medical field.  
Any possible likelihood of confusion of those goods with those of the instant application 
is eliminated by the amendment herein and the sophisticated nature of the purchasers of 



medical items.”  This argument, however, is not persuasive.  The fact that purchasers are 
sophisticated or knowledgeable in a particular field does not necessarily mean that they 
are sophisticated or knowledgeable in the field of trademarks or immune from source 
confusion.  TMEP §1207.01(d)(vii); see In re Cynosure, Inc., 90 USPQ2d 1644 (TTAB 
2009); In re Decombe, 9 USPQ2d 1812 (TTAB 1988); In re Pellerin Milnor Corp., 221 
USPQ 558 (TTAB 1983).  Further, the attached evidence shows that the applicant’s 
goods are closely related to the registrant’s goods.  Because the applicant’s mark is 
similar to the registrant’s mark and the goods are closely related, confusion as to source is 
likely and registration is refused under Section 2(d).  PLEASE NOTE:  If applicant 
deletes, “Surgical apparatus and instruments, excluding apparatus for medical ventilation, 
artificial respiration, and resuscitation; medical apparatus and instruments for use in 
surgery, excluding apparatus for medical ventilation, artificial respiration, and 
resuscitation” from the identification, this refusal will be withdrawn. 
 
Identification of Goods in International Classes 012 and 017 
As to the Identification of Goods requirement, in applicant’s request for reconsideration, 
the applicant attempted to amend International Class 012 to, “Parts of plastic fiber and 
resin materials for vehicles, in particular parts of plastic fiber and resin materials for 
aeronautical vehicles, lorries, passenger vehicles and racing cars, namely, structural parts; 
support structures for automobiles, airplanes and helicopters, namely, structural parts for 
automobiles, airplanes and helicopters; accessories of plastic fiber and resin materials for 
vehicles, namely, spoilers, roof racks, engine hoods; bicycle frames and components; 
motor bike frames and components” and International Class 017 to, “Goods and semi-
finished goods of plastic fiber and resin materials, in particular containers or housing 
parts of plastic fiber and resin materials included in this class, namely, industrial 
packaging containers of plastic fiber and resin materials, containers for solid and liquid 
materials of plastic fiber and resin materials; goods and semi-finished goods of plastic 
fiber and resin materials, in particular containers or housing parts of plastic fiber and 
resin materials included in this class, namely, inflexible tubes”. 
 
As to International Class 012: 
The following proposed wording for goods and/or services in International Class 012 is 
not acceptable because it is beyond the scope of the goods and/or services in the 
application as filed:  “bicycle frames and components; motor bike frames and 
components.”  See 37 C.F.R. §2.71(a); TMEP §1904.02(c)(iv).  Specifically, this wording 
is beyond the scope of the identification because in the original identification, the goods 
in Class 012 were limited to “parts of fibre-composite materials (plastic fibers and resin) 
and “accessories of fibre-composite materials (plastic fibres and resin).  However, the 
proposed wording does not limit these goods to fibre-composite materials (fibres and 
resin).  Accordingly, the wording exceeds the scope of the original identification.   
 
Identifications may be amended only to clarify or limit the goods and/or services; adding 
to or broadening the scope of the goods and/or services is not permitted.  37 C.F.R. 
§2.71(a); see TMEP §§1402.06 et seq.  In addition, in an application filed under 
Trademark Act Section 66(a), an applicant may not change the classification of goods 
and/or services from that assigned by the International Bureau in the corresponding 



international registration.  37 C.F.R. §2.85(d); TMEP §§1402.01(c), 1904.02(b).  The 
scope of the identification for purposes of permissible amendments is limited by the 
assigned international class.  37 C.F.R. §2.85(f); TMEP §§1402.07(a), 1904.02(c).  
Further, in a multiple-class Section 66(a) application, an applicant may not transfer goods 
and/or services from one existing international class to another.  37 C.F.R. §2.85(d); see 
TMEP §§1402.07(a), 1904.02(c).   
 
Applicant must amend this wording to substitute goods and/or services in International 
Class 012 that are within the scope of the goods and/or services in the application as 
filed.  See TMEP §§1402.07(a), 1904.02(c)(iv).  In the alternative, applicant may delete 
the unacceptable wording from the identification.  However, once an application has been 
expressly amended to delete goods and/or services, those items may not be later re-
inserted.  TMEP §§1402.07(e), 1904.02(c)(iv). 
 
Further, please note that the wording “components” is indefinite and applicant must 
specifically identify the International Class 012 components by common commercial or 
generic name.  In the identification of goods, applicant must use the common commercial 
or generic names for the goods, be as complete and specific as possible, and avoid the use 
of indefinite words and phrases.  If applicant uses indefinite words such as “accessories,” 
“apparatus,” “components,” “devices,” “equipment,” “materials,” “parts,” “systems” or 
“products,” such words must be followed by “namely,” followed by a list of the specific 
goods identified by their common commercial or generic names.  See TMEP §§1402.01, 
1402.03(a). 
 
As to International Class 017: 
The wording “Goods and semi-finished goods of plastic fiber and resin materials, in 
particular containers or housing parts of plastic fiber and resin materials included in this 
class, namely, industrial packaging containers of plastic fiber and resin materials, 
containers for solid and liquid materials of plastic fiber and resin materials” in the 
amended identification of goods and/or services is indefinite.  Specifically, the wording 
“containers for solid and liquid materials of plastic fiber and resin materials” is indefinite 
because the applicant has not clearly identified the type of container for the record.  See 
37 C.F.R. §2.32(a)(6); TMEP §§1402.01, 1402.03.  Further, this amendment is 
unacceptable because it does not set forth goods and/or services in the international class 
assigned by the International Bureau (IB).  See 37 C.F.R. §2.71(a); TMEP 
§1904.02(c)(iv). 
 
In an application filed under Trademark Act Section 66(a), an applicant may not change 
the classification of goods and/or services from that assigned by the IB in the 
corresponding international registration.  37 C.F.R. §2.85(d); TMEP §§1401.03(d), 
1904.02(b).  The scope of the identification for purposes of permissible amendments is 
limited by the assigned international class.  37 C.F.R. §2.85(f); TMEP §§1402.07(a), 
1904.02(c).  If an applicant amends the identification to a class other than that assigned 
by the IB, the amendment will not be accepted because it will exceed the scope and those 
goods and/or services will no longer have a basis for jurisdiction under U.S. law.  TMEP 
§1402.01(c).  Further, in a multiple-class Section 66(a) application, an applicant may not 



transfer goods and/or services from one existing international class to another.  37 C.F.R. 
§2.85(d); see TMEP §§1402.07(a), 1904.02(c). 
 
Therefore, applicant must amend this wording to identify goods and/or services in 
International Class 017 that are within the scope of the goods and/or services in the 
application as filed.  See TMEP §§1402.07(a), 1904.02(c)(iv).  In the alternative, 
applicant may delete the unacceptable wording from the identification.  However, once 
an application has been expressly amended to delete goods and/or services, those items 
may not be later re-inserted.  TMEP §§1402.07(e), 1904.02(c)(iv).  Specifically, please 
note that industrial packaging containers of plastic are properly classified in International 
Class 020.  For proper classification in International Class 017, these goods must be made 
of rubber.  Further, applicant must clarify that the “containers for solid and liquid 
materials” are for industrial packaging use for proper classification in International Class 
017. 
 
Applicant may adopt the following identification in International Classes 012 and 017, if 
accurate:     
 
International Class 012: 
Parts of plastic fiber and resin materials for vehicles, in particular parts of plastic fiber 
and resin materials for aeronautical vehicles, lorries, passenger vehicles and racing cars, 
namely, structural parts; support structures for automobiles, airplanes and helicopters, 
namely, structural parts for automobiles, airplanes and helicopters; accessories of plastic 
fiber and resin materials for vehicles, namely, spoilers, roof racks, engine hoods; 
Accessories of plastic fiber and resin materials for vehicles, namely, bicycle frames 
and components in the nature of bicycle kickstands; Accessories of plastic fiber and 
resin materials for vehicles, namely, motor bike frames and components in the nature 
of handlebars. 
 
International Class 017: 
Goods and semi-finished goods of plastic fiber and resin materials, in particular 
containers or housing parts of plastic fiber and resin materials included in this class, 
namely, industrial packaging containers of rubber, industrial packaging containers for 
solid and liquid materials of rubber; goods and semi-finished goods of plastic fiber and 
resin materials, in particular containers or housing parts of plastic fiber and resin 
materials included in this class, namely, inflexible tubes. 
 
Identifications of goods and/or services can be amended only to clarify or limit the goods 
and/or services; adding to or broadening the scope of the goods and/or services is not 
permitted.  37 C.F.R. §2.71(a); see TMEP §§1402.06 et seq., 1402.07.  Therefore, 
applicant may not amend the identification to include goods and/or services that are not 
within the scope of the goods and/or services set forth in the present identification. 
 
For assistance with identifying and classifying goods and/or services in trademark 
applications, please see the online searchable Manual of Acceptable Identifications of 
Goods and Services at http://tess2.uspto.gov/netahtml/tidm.html.  See TMEP §1402.04. 



 
The filing of a request for reconsideration does not extend the time for filing a proper 
response to a final Office action or an appeal with the Trademark Trial and Appeal Board 
(Board), which runs from the date the final Office action was issued/mailed.  See 37 
C.F.R. §2.64(b); TMEP §§715.03, 715.03(a), (c).   
 
If time remains in the six-month response period to the final Office action, applicant has 
the remainder of the response period to comply with and/or overcome any outstanding 
final requirement(s) and/or refusal(s) and/or to file an appeal with the Board.  TMEP 
§715.03(a), (c).  However, if applicant has already filed a timely notice of appeal with the 
Board, the Board will be notified to resume the appeal when the time for responding to 
the final Office action has expired.  See TMEP §715.04(a). 
 

/Colleen Dombrow/ 
Trademark Attorney 
Law Office 101 
Direct Dial: (571) 272-8262 
Facsimile: (571) 273-9101 
colleen.dombrow@uspto.gov 

 
 



 



 



 



 



 



 


