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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 79078661

CORRESPONDENT ADDRESS:
STEWART J BELLUS GENERAL TRADEMARK INFORMATION:
COLLARD & ROE PC http://www.uspto.gov/trademarks/index.jsp

1077 NORTHERN BLVD

ROSLYN, NY 11576

APPLICANT: KAESER KOMPRESSOREN SE

CORRESPONDENT’S REFERENCE/DOCKET NO:
N/A

CORRESPONDENT E-MAIL ADDRESS:

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE:

INTERNATIONAL REGISTRATION NO. 0908647

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The following refusal made final in the Office action dated 1/9/2015 is maintained and



continue to be final: a Section 2(d) likelihood of confusion refusal. See TMEP §§715.03(a)(ii)(B),
715.04(a).

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay
or extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).

Section 2(d) Refusal is Maintained

Applicant does not dispute the first prong of the likelihood of confusion test. The marks are highly
similar in sound, appearance, meaning and commercial impression. The top level domain name (TLD)
.com is a generic top level domain name denoting an entity on the internet. gTLDs generally indicate the
type of entity using a given domain name, and therefore serve no source-indicating function. Thus, the
addition of .COM to the term OMEGA does not distinguish the registration from the application.
Accordingly, OMEGA and OMEGA.COM are virtually identical and are confusingly similar. Where the
marks of the respective parties are identical or virtually identical, the relationship between the relevant
goods and/or services need not be as close to support a finding of likelihood of confusion. See In re Shell
Oil Co., 992 F.2d 1204, 1207, 26 USPQ2d 1687, 1689 (Fed. Cir. 1993); In re House Beer, LLC, 114 USPQ2d
1073, 1077 (TTAB 2015); In re Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202 (TTAB 2009); TMEP
§1207.01(a).

Regarding the second prong of the likelihood of confusion test, the examining attorney maintains that
the parties’ goods, although not identical, are considered related for likelihood of confusion purposes.



In this case, the parties’ goods are identified broadly as “air blowers” and “rotary lobe blowers” without
specification as to application or industry. In essence, air blowers are mechanical devices that produce a
current of air. All blowers are defined as a rotary, positive displacement type of machine used to move
gas and air with various applications. (See attached definition from <gardnerdenver.com>). There are
several different types of air blowers, and the registration is not limited to a particular one.

As shown in the attachments, it is common in the industry for different types of blowers to be
manufactured by the same entity. For example, Gardner Denver manufactures regenerative,
reciprocating, rotary lobe and centrifugal blowers. (See attachment from <Gardnerdenver.com>).
Republic Manufacturing is another entity that manufactures rotary lobe blowers and centrifugal air and
gas handling blowers. (See attachment from <Republic-mfg.com>). Tuthill is yet another entity that
manufactures a wide variety of blowers with a wide variety of applications. (See attachment from
<Tuthillvacuumblower.com>). In fact, it seems that a rotary lobe blower is a type of air blower that has
a particular design that originated with the Roots brothers who discovered the principle of the positive
displacement blower and revised the technology by using lobes to reduce noise and vibration. (See
attachment from <EfficiencyBlowers.com>).

There is nothing on the record and no new evidence provided by applicant to sufficiently distinguish
applicant’s rotary lobe blowers from registrant’s air blowers. Nothing on the record limits registrant’s
products to any one particular type of air blower, so the registration is drafted broadly. It actually
appears that not only are the products commercially related, but also there is an overlap in
manufacturers. The identifications in the registration and in the application are also broad so that it is
impossible to conclude that the channels of trade for the parties’ goods really differ. The attachments
from the manufacturers’ websites discussed above support the conclusion that the parties’ goods do
travel through the same channels of trade. (See attachments).

Applicant’s statements merely conclude that because applicant’s products do not provide heat through
blown or forced air, and because its blowers are highly specialized, they should not be considered
related for likelihood of confusion purposes. However, the goods of the parties need not be identical or
even competitive to find a likelihood of confusion. See On-line Careline Inc. v. Am. Online Inc., 229 F.3d
1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54
USPQ2d 1894, 1898 (Fed. Cir. 2000) (“[E]ven if the goods in question are different from, and thus not
related to, one another in kind, the same goods can be related in the mind of the consuming public as to
the origin of the goods.”); TMEP §1207.01(a)(i).



The respective goods and/or services need only be “related in some manner and/or if the circumstances
surrounding their marketing [be] such that they could give rise to the mistaken belief that [the goods
and/or services] emanate from the same source.” Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d
1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d
1715, 1724 (TTAB 2007)); TMEP §1207.01(a)(i).

The attached evidence shows that air blowers are a broad category of industrial products so that
registrant’s goods could encompass any number of products. The attached evidence also shows that
the circumstances surrounding the marketing of the parties’ goods are such that consumers are likely to
be confused into believing that OMEGA rotary lobe blowers and OMEGA.COM air blowers come from
the same source.

Applicant goes on to say that its goods are more in line with superchargers so that they are
distinguishable from registrant’s goods. As applicant states, the terms supercharger and blower can be
used interchangeably. And, while superchargers and blowers, such as the Roots blower, both compress
air, they may not operate with the same technology or necessarily have the same applications. Yet,
these differences are not sufficient to overcome a likelihood of confusion because the likelihood of
confusion test does not require that the parties’ goods be identical. Applicant references 18 cases in
which the TTAB found that albeit similarities in the goods, the similarities were not enough to find a
likelihood of confusion. However, prior decisions and actions of other trademark examining attorneys in
registering other marks have little evidentiary value and are not binding upon the USPTO or the
Trademark Trial and Appeal Board. TMEP §1207.01(d)(vi); see In re Midwest Gaming & Entm’t LLC, 106
USPQ2d 1163, 1165 n.3 (TTAB 2013) (citing In re Nett Designs, Inc., 236 F.3d 1339, 1342, 57 USPQ2d
1564, 1566 (Fed. Cir. 2001)). Each case is decided on its own facts, and each mark stands on its own
merits. See AMF Inc. v. Am. Leisure Prods., Inc., 474 F.2d 1403, 1406, 177 USPQ 268, 269 (C.C.P.A. 1973);
In re Binion, 93 USPQ2d 1531, 1536 (TTAB 2009). The facts in this case show that applicant’s goods,
namely rotary lobe blowers, are a type of air blower, so that the parties’ goods are commercially related
and may be manufactured by the same entity.

Assuming applicant’s goods are in nature of rotary lobe blowers being superchargers, the fact remains
that, in the industry, superchargers are really nothing more than air blowers, as stated in the
attachments from <HowStuffWorks.com> and <Jegs.com>. It is just that superchargers have a particular
application. It follows that rotary lobe blowers, and superchargers are a type of air blower then. So,
while the goods in the application and registration are not identical, there is evidence that they are
commercially related because applicant’s goods are a type of air blower. Absent restrictions in an
application and/or registration, the identified goods and/or services are “presumed to travel in the same
channels of trade to the same class of purchasers.” In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d
1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1268, 62



USPQ2d 1001, 1005 (Fed. Cir. 2002)). Additionally, unrestricted and broad identifications are presumed
to encompass all goods and/or services of the type described. See In re Jump Designs, LLC, 80 USPQ2d
1370, 1374 (TTAB 2006) (citing In re Elbaum, 211 USPQ 639, 640 (TTAB 1981)); In re Linkvest S.A., 24
USPQ2d 1716, 1716 (TTAB 1992).

In this case, the identifications set forth in the application and registration have no restrictions as to
nature, type, channels of trade, or classes of purchasers. Therefore, it is presumed that these goods
travel in all normal channels of trade, and are available to the same class of purchasers. Further, the
registration uses broad wording to describe the goods as “air blowers,” and this wording is presumed to
encompass all goods of the type described, including those in applicant’s more narrow identification.

Finally, applicant submits that the term OMEGA is diluted so that it is weak and deserving of little
protection. In support of this argument, applicant refers to UPSTO database results for various
registrations and applications incorporating the term OMEGA for Class 7 goods. None of these co-
existing registrations are for “rotary lobe blowers” or “air blowers.” Also, it is hard to determine whether
any of the registrations are for products in the same industry or for the same application as applicant
and registrant’s products, since applicant and registrant’s products are identified broadly without
specification of industry or field.

Applicant has submitted printouts of third-party registrations for marks containing the wording OMEGA
to support the argument that this wording is weak, diluted, or so widely used that it should not be
afforded a broad scope of protection. The weakness or dilution of a particular mark is generally
determined in the context of the number and nature of similar marks in use in the marketplace in
connection with similar goods and/or services. See Nat’l Cable Television Ass’n, Inc. v. Am. Cinema
Editors, Inc., 937 F.2d 1572, 1579-80, 19 USPQ2d 1424, 1430 (Fed. Cir. 1991); In re E. I. du Pont de
Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973).

Evidence of weakness or dilution consisting solely of third-party registrations, such as those submitted
by applicant in this case, is generally entitled to little weight in determining the strength of a mark,
because such registrations do not establish that the registered marks identified therein are in actual use
in the marketplace or that consumers are accustomed to seeing them. See AMF Inc. v. Am. Leisure
Prods., Inc., 474 F.2d 1403, 1406, 177 USPQ 268, 269 (C.C.P.A. 1973); In re Davey Prods. Pty Ltd., 92
USPQ2d 1198, 1204 (TTAB 2009); In re Thor Tech, Inc., 90 USPQ2d 1634, 1639 (TTAB 2009); Richardson-
Vicks Inc. v. Franklin Mint Corp., 216 USPQ 989, 992 (TTAB 1982). Furthermore, the goods listed in the
third-party registrations submitted by applicant are different from those at issue and thus do not show
that the relevant wording is commonly used in connection with the goods at issue.



The examining attorney maintains that upon encountering OMEGA and OMEGA.COM in commerce for
related goods, consumers are likely to be confused and mistakenly believe that the respective goods
come from a common source, or that there is some sort of affiliation, association or sponsorship
between the parties.

The overriding concern is not only to prevent buyer confusion as to the source of the goods, but to
protect the registrant from adverse commercial impact due to use of a similar mark by a newcomer. See
In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993). Therefore, any doubt
regarding a likelihood of confusion determination is resolved in favor of the registrant. TMEP
§1207.01(d)(i); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62 USPQ2d 1001,
1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 464-65, 6 USPQ2d 1025, 1026 (Fed.
Cir. 1988).

Accordingly, given the marks are virtually identical and given the close relationship of the goods, there is
a likelihood of confusion as to the source of the goods. Having conformed to both steps in the Section
2(d) analysis, the examining attorney herein makes the refusal to register because Applicant’s mark so
resembles the mark in U.S. Registration No. 2412722, as to be likely to cause confusion when used on or
in connection with the goods identified in the application.

/Giselle Agosto-Hincapie/
Attorney Advisor
Trademarks - Law Office 102
Tel: (571) 272-5868

Informal inquiries only: giselle.agosto@uspto.gov
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