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ARGUMENT(S)

    The examiner has refused registration of the OMEGA mark (Application Serial No. 79/078,661) on
the basis that it is confusingly similar several to the OMEGA.COM U.S. Trademark Registration No.
2,412,722.  Reconsideration is respectfully requested.

    Applicant makes the following arguments:

A.  Goods Travel in Different Channels of Trade

    Applicant's goods are in different channels of trade than the products and services of the Registrant. 
Stated simply, Applicant’s goods are rotary lobe blowers which are suitable for a variety of applications
such as pneumatic conveying, waste water treatment, air knives, vacuum, and soil remediation.  In
contrast, the products and services of the Registrant are used in to measure, control, and/or regulate a
variety of components (including temperature, humidity, pressure, etc.).  These goods and services are
offered to consumers who are entirely different than the consumers who would purchase Applicant’s
products and services.  This difference in consumers alone is enough to distinguish the goods of the
parties.  Moreover, Applicant's goods and services are not related to the products and services of the
registrants.

    The examiner has indicated that the products are related because the Registrant’s goods consist of
“air blowers” in Class 7, as well as “blowers, namely, floor and ceiling heater units with blowers” in
Class 11.  It is respectfully submitted that Applicant provides rotary lobe blowers.  Rotary lobe blowers,



or roots type superchargers, are positive displacement lobe pumps which operate by pumping a fluid
with a pair of meshing lobes (see Attachment A - Wikipedia Article Roots Type Superchargers).  The
term “blower” is often interchangeable with the term “supercharger” and specifically rotary lobe
blowers are used in high vacuum applications.  These items are not just machines that blow air, but are
highly specialized and specific and are not sold to the same consumers or are found in the same
channels of trade as a typical “air blower.”  Furthermore, the Applicant’s products do not provide heat
through blown or forced air.

    In addition, in order to show that the products of the Applicant and Registrant are the same, the
examiner has provided a print-out from Equipnet.com which allegedly shows a rotary lobe blower
offered by the Registrant.  It is respectfully submitted that the product found on the Equipnet.com
website actually shows a rotary lobe blower offered by the Applicant.  Specifically, the picture shows a
blower of the compact series (type DB 130 C) on which the Applicant’s house marks have been
eliminated  (see Attachment B - KAESER Rotary Blowers.pdf, Attachment C - KAESER COMPACT
SERIES.pdf, Attachment D - Screenshot of DB130C.pdf, Attachment E - Print-outs from Equipnet.pdf,
and Attachment F - Larger Pictures from Equipnet.pdf).  Furthermore, a search of the term “blowers”
on the Registrant’s website reveals eight items which are completely unrelated to the Applicant’s
products (see Attachment G - Print-out Search Results.pdf).  The only products found on the
Registrant’s website that are even remotely similar are “pumps,” however, the detailed information
regarding these items also shows that the products are unrelated (see Attachment H - Print-out
Pumps.pdf).

    Merely being classified in the same international class of goods and/or having something superficial
to do with the same subject matter are not sufficient bases for an Examiner to refuse registration. 
Examples abound in many areas:

    1) In the case In re American Olean Tile Co., Inc., 1 USPQ2d 1823 (TTAB 1986), the Trademark
Trial and Appeal Board found that there was no likelihood of confusion between ceramic tile and wood
doors for exterior and interior use.  Despite the fact that both these materials could be used during
construction of a building, they were products that were so dissimilar that they were not considered
commercially related.

    2) In the case In re W.W. Henry Co., 82 USPQ2d 1213 (TTAB 2007), the Trademark Trial and
Appeal Board held that Applicant’s PATCH & GO mark used in connection with a cement-based
product used in repairing or smoothing wall and floor surfaces is not likely to cause confusion with the
Registrant’s PATCH ‘N GO mark used in connection with chemical filler preparations used in
cosmetic repair of polyolefin surfaces.  Even though the marks are virtually identical, Applicant’s
product is of a type offered to do-it-yourselfers and contractors through home improvement hardware
stores, and the Registrant’s products are purchased by plastics manufacturers.

    3)  There is no per se rule that all computer-related items are related.  In Reynolds & Reynolds v. I.E.
Systems, Inc., 5 USPQ2d 1749 (TTAB 1987), the Board found no likelihood of confusion between
"ACCULINK" and a family of "ACCU" marks because computer software used to make
microcomputers "dumb terminals" were unrelated to application software for tax programs.  The Board
stated:

        In view of the fact that computers are useful and/or are used in almost every facet of the world of
business, commerce, medicine, law, etc., it is obvious that distinctions must be made.

    In the case In re Quadrum Corp., 228 USPQ 863 (TTAB 1985), the Board held that there was no



likelihood of confusion between "MICROFASER" for peripheral computer hardware and "FASER" for
applications software in the field of energy conservation and management.

    4) No likelihood of confusion was found between the M2 mark for use on CD-ROMS for healthcare
and the M2 COMMUNICATIONS mark for use on CD-ROMS for film and music.  M2 Software Inc. v.
M2 Communications, Inc., 78 USPQ2d 1944 (CAFC 2006).

    Similarly, in In re Box Solutions Corp., 79 USPQ2d 1953 (TTAB 2006), the Board reversed the
examiner’s likelihood of confusion refusal on the basis that the phrase BOX SOLUTIONS used with
computer communications servers was not likely to cause confusion with registrant’s BOX + Design
mark for use with computers and computer peripherals.    

    5) No likelihood of confusion was found between the ASTRA mark for use on pharmaceutical
preparations and syringes and the ASTRA mark for use on blood analysis machines.   Astra
Pharmaceutical Products, Inc. v. Beckman Instruments, Inc., 220 USPQ 786 (1st Cir. 1983). 
Specifically, the Court noted that “[t]he ‘hospital community’ is not a homogeneous whole, but is
composed of separate departments with diverse purchasing requirements, which, in effect, constitute
different markets for the parties’ respective products.”  Astra Pharmaceutical Products, Inc., 220 USPQ
at 791.  This decision was later cited in Hewlett-Packard Co. v. Human Performance Measurement Inc.
in which the Board determined that “the fact that both parties sell their goods to hospitals, and thus
share a common channel of trade, does not necessarily mandate a finding that the products are related
and that confusion is likely.”  Hewlett-Packard Co. v. Human Performance Measurement Inc., 23
USPQ2d 1390, 1395 (TTAB 1991)(holding that there was no likelihood of confusion between HPM +
Design for medical instruments for clinical measurement of human performance functions and HP +
Design for use on a wide variety of medical and computer equipment).

    6)  No likelihood of confusion was found between the marks PURITAN for laundry and dry cleaning
services and PURITAN for commercial dry cleaning machine filters.  In re Shipp, 4 USPQ2d 1174
(TTAB 1987).  The following reasons were given by the TTAB:

        1.    The services were offered to the general public, while the goods were used by owners or
operators of the business establishments.

        2.    The goods were not ordinarily sold to the general public.

        3.    It was unlikely that customers of the cleaning business would come in contact with the goods
used by those businesses.

        4.    The only class of purchaser who would encounter both the services and the goods were dry
cleaning professionals who were aware of practices in the trade.

    7)  No likelihood of confusion was found between the marks DIAMOND ESSENCE for jewelry and
ESSENCE for a magazine advertising jewelry.  Essence Communications, Inc. v. Singh Industries, Inc.,
10 USPQ2d 1036 (S.D.N.Y. 1988).  

    8)  In Glen Raven Cotton Mills, Inc. v. Jayvee Brand, Inc., 165 USPQ 791 (TTAB 1970), a
distinction was drawn between products that seemed at first glance to be commercially related.  The
mark CANDEE CANE was used in connection with infant's garments.  The mark CANDY CANE was
used for a variety of fabrics sold in the piece for fabrication into upholstery fabrics, awnings, draperies,



wearing apparel and various accessories.  Although cases have held that fabrics and clothing items are
related, in this case, the TTAB found no likelihood of confusion because the fabrics were not the type
used in the manufacture of infant's garments.

    9)   No likelihood of confusion was found between the marks ONE FAB FIT for use on women’s
undergarments and ONE TRUE FIT for use on clothing including jeans, pants, shirts and skirts.   H.D.
Lee Co. v. Maidenform Inc., 87 USPQ2d 1715 (TTAB 2008).  The Board determined that the fact that
the parties’ products are sold in different sections of department stores underscores their differences,
even though the goods were sold in the same channels of trade and to the same consumers.

    10) There is no per se rule that all food-related products are related.  See Steve's Ice Cream v. Steve's
Famous Hot Dogs, 3 USPQ2d 1477 (TTAB 1987) (ice cream not related to restaurants featuring hot
dogs); Jacobs v. International Multifoods, Corp., 212 USPQ 641, 642 (CCPA 1982) (restaurant services
unrelated to tea); The Nestle Company, Inc., v. Nash-Finch Co., 4 USPQ2d 1085 (TTAB 1987)
(delicatessen not related to chocolate milk powders); Hi-Country Foods Corp. v. Hi Country Beef Jerky,
4 USPQ 1169 (TTAB 1987) (fruit juices not related to beef snack food).

    The essence of all these cases is that merely having something to do with food does not establish that
products or services are commercially related.  The Examiner must provide more proof.

    11)   In the case In re White Rock Distilleries Inc., 92 UPSQ2d 1282 (TTAB 2009), the Board held
that there was no likelihood of confusion between VOLTA for use on vodka infused with caffeine and
TERZA VOLTA + Design for use on wine.   Even though the goods in question travel in the same
channels of trade to the same class of purchasers, the Board determined that the marks were dissimilar
and vodka and wine are not related goods.   The Board specifically noted that “there is no per se rule
that holds that all alcoholic beverages are related.” Id. at 1285.

    12)  See Andy Warhol v. Time, 9 USPQ2d 1455 (S.D.N.Y. 1988) (no likelihood of confusion
between two magazines with the title INTERVIEW);  American Cyanamid Corp. v. Connaught
Laboratories, Inc., 800 F.2d 306, 231 USPQ2d 128 (2nd Cir. 1986), (no likelihood of confusion between
HIBBVAX and HIBIMUNE);  Lang v. Retirement Living Publishing Co., 21 USPQ2d 1041 (2d Cir.
1991) (no likelihood of confusion between NEW CHOICES FOR THE BEST YEARS and NEW
CHOICES PRESS, both used for magazines, because the intended markets of each magazine was
different).

    13)   No likelihood of confusion was found between the MORGAN CREEK mark used on motion
pictures, videos, and audio products, and the MORGAN CREEK OUTFITTERS mark used on
clothing.  Morgan Creek Productions Inc. v. Foria International Inc., 91 USPQ2d 1134 (TTAB 2009). 
The Board determined that the goods cannot be considered related simply because establishments
offering Applicant’s clothing and those offering Opposer’s products can be located in the same
shopping mall.   The Board noted that “It has been long held that the mere fact that two different items
can be found in a supermarket, department store, drugstore or mass merchandiser store is not a sufficient
bases for a finding that the goods are related.”  Morgan Creek Products, 91 USPQ2d at 1042.

    14)    In the case In re Giovanni Food Co., 97 USPQ2d 1990 (TTAB 2011), the Board determined
that there was no likelihood of confusion between JUMPIN’ JACKS on barbeque sauce and JUMPIN
JACK’S for catering services.   The Board noted “the relatedness of food services and food items in not
to be assumed and that evidence sufficient to meet the ‘something more’ standard is necessary.”  Id. at
1992.   In this case, the Board held that the mere fact that some restaurants that specialize in barbeque
also provide catering services and sell barbeque sauce is not sufficient to establish a relationship



between catering services in general and barbeque sauce.
    
    The situation here presents goods that are even more disparate.  Applicant's goods and the
Registrant’s goods and services would not be encountered by the same people in any level of
production or marketing.  Accordingly, the goods of the Applicant should not be considered
commercially related with the goods and services of the Registrant and there would be no likelihood of
confusion.

    In addition, even if the Registrant’s goods were arguably components of Applicant’s goods and
services, or vice versa, this does not mean that there is a likelihood of confusion.  Examples abound in
many areas:

    1)   In the case In re Albert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993), the Trademark Trial
and Appeal Board determined that there was no likelihood of confusion between PHOENIX for leather
sold in bulk, and the identical mark PHOENIX registered for use on all-purpose sports bags, luggage,
attache cases, briefcases, and handbags.   The application covered raw materials while the registration
covered finished leather products, and even the registrant admitted that there was no likelihood of
confusion.

    2)    In The Ritz Hotel Limited v. Ritz Closet Seat Corp., 17 USPQ2d 1466 (TTAB 1990), the
Trademark Trial and Appeal Board determined that the RIT-Z (Stylized) mark used on toilet seats was
not confusingly similar to the well known RITZ marks owned by the Ritz Hotel chain.   The Board
stated:

            True, no hotel room could exist without such an item [a toilet seat].  But, a toilet seat is a fixture
of the hotel just as the closets, bathtubs and chandeliers are.  Guests would not expect to be able to
purchase a toilet seat to take home with them as a momento or souvenir of their visit to a fashionable
hotel as they might purchase a robe or a towel bearing the hotel’s name and emblem.   For these
reasons, we do not believe that anyone would expect toilet seats to be within the natural expansion of
opposer’s business.

    3)    In Electronic Design & Sales Inc. v. Electronic Data Systems Corp., 21 USPQ2d 1388 (CAFC
1992), the Court of Appeals for the Federal Circuit overruled the Trademark Trial and Appeal Board
and held that there was no likelihood of confusion between the E.D.S. mark used on power supplies and
battery chargers, and the EDS mark used on computer services.  The Court held that the Board failed to
assess properly the differences in purchasers, channels of trade, and what each company sold, and
overlooked the sophistication of the purchasers. 

    4)    In the case In re Coors Brewing Co., 68 USPQ2d 1059 (CAFC 2003), the Court of Appeals for
the Federal Circuit held that beer and restaurant services are not sufficiently related that the use of
similar BLUE MOON marks for each would suggest to consumers that the goods and services share a
common source.  While it is a fact that restaurants sell food and beverages, this is not alone sufficient to
show that beverages and restaurant services are related for purposes of likelihood of confusion analysis. 
In addition, the fact that some restaurants brew or serve their own private label beer does not support the
conclusion that consumers are likely to assume common source for beer and restaurant services with
similar marks.

    5)    Applicant also respectfully reiterates that in the case In re Shipp, 4 USPQ2d 1174 (TTAB 1987),
no likelihood of confusion was found between the marks PURITAN for laundry and dry cleaning



services and PURITAN for commercial dry cleaning machine filters.  The TTAB determined that the
services were offered to the general public, while the goods were used by owners or operators of the
business establishments; the goods were not ordinarily sold to the general public; it was unlikely that
customers of the cleaning business would come in contact with the goods used by those businesses; and
the only class of purchaser who would encounter both the services and the goods were dry cleaning
professionals who were aware of practices in the trade.
       
    On the basis of these cases, even if the Registrant’s goods and services were components of
Applicant’s goods, or vice versa, this does not mean that there is a likelihood of confusion between the
goods of the parties.  The goods of the parties are different, are sold in different channels of trade, and
are purchased by different consumers.  Thus, there is no likelihood of confusion.

B.  The Term “OMEGA” is Diluted

    Applicant’s mark is OMEGA and the cited mark is for OMEGA.COM.  The use of the term
“OMEGA” is incredibly weak.  There are a large number of applications and registration filed at the
Trademark Office that use the term “OMEGA.”  A quick search of the U.S. Patent and Trademark
Office Online Database reveals nearly 2,300 “hits” for marks that use the term “OMEGA.”  When
narrowed down to registrations only, there are still over 1,200 registrations containing the term
“OMEGA,” and over 50 of which have goods found in Class 7 (see Attachment I - TESS Search
Results.pdf and Attachment J - Registered OMEGA Marks.pdf).  As part of the decision-making
process, an examiner must consider the strength of the mark cited as a bar to registration.  Marks that
are commonly used are diluted and weak.  Their scope of protection is extremely narrow.  As stated by
Trademark Trial and Appeal Board member Saul Lefkowitz in Baf Industries, v. Pro-Specialties, Inc.,
206 USPQ 166, 175 (TTAB 1980), third party registrations containing similar marks,

    . . .  are relevant to show that a particular mark has been adopted and registered by so many different
products embraced by said field that a registration of the mark in that trade is entitled to a narrow or
restricted scope of protection.
Also See Puma v. Superaga, S.p.a., 204 USPQ 688, 691 (TTAB 1980) (narrow scope of protection for
sneaker designs due to common usage). 

    While an examiner should not allow a mark on the basis of dilution alone, the proliferation of
registered marks containing the term “OMEGA” tends to indicate that at some point in time different
entities have selected and used these two elements together in connection with many different goods.
This conclusion about selection and use is accurate despite the TTAB's frequent holdings that third party
registrations are not "probative of use."  While registrations may not prove the extent of use, or if there
is current use, the filing of applications and Section 8 affidavits does establish that the marks were in
use at those times and to a degree more than mere token use.  Also See Spraying Systems Co. v.
Delavan, Inc., 19 USPQ2d 1121, 1125 (N.D.Ill. 1991) and In re Dayco Products-Eagle Motive, Inc., 9
USPQ2d 1910, 1911 (TTAB 1988). See Red Carpet Corp. v. Johnstown American Enterprises, Inc., 7
USPQ 1404, 1406 (TTAB 1988), where the TTAB acknowledged that third party registrations were not
determinative of likelihood of confusion, but went on to state the following:
   
    Third party registrations are, however, . . .  competent to establish that a portion common to the marks
involved in a proceeding has a normally understood and well-known meaning; that this has been
recognized by the U.S. Patent and Trademark Office by registering marks containing such a common
feature for the same or closely related goods where the remaining portions of the marks are sufficient to
distinguish the marks as a whole; and that therefore the inclusion of the (common element) in each mark
may be an insufficient basis upon which to predicate a holding of confusing similarity.



In the Red Carpet opposition proceeding, the issue was whether a likelihood of confusion existed
between two marks which contained five-sided designs of a house.  The applicant made of record
several registrations for five-sided designs.  The TTAB deemed these registrations relevant to show
common usage in the real estate trade.  The presence of that common element in the marks of the
opposer and applicant were insufficient to support a finding of likelihood of confusion because the
remaining features of the marks were sufficiently different.

    There would be no likelihood of consumer confusion between the OMEGA and the OMEGA.COM
marks.

C.  Register Should Reflect Actual Use

    Despite the unjust harm that will result if Applicant cannot obtain a federal registration, the reality is
that Applicant will continue to use its mark.  Dilution in the field will preclude serious challenges to
Applicant's use.  The Examiner should consider the words of the Court of Appeals for the Federal
Circuit in Bongrain International v. Delice de France, 1 USPQ 2d 1775 (Fed. Cir. 1987):

    The primary purpose of the Trademark Act of 1946 is to give Federal procedural augmentation to the
common law rights of trademark owners -- which is to say legitimate users of trademarks.  One of the
policies sought to be implemented by the Act was to encourage the presence on the register of
trademarks of as many as possible of the marks in actual use so that they are available for search
purposes (emphasis added).

    Applicant's mark will be used and should be registered.

    In sum, Applicant respectfully requests that the examiner withdraw the likelihood of confusion
refusal because Applicant’s mark is used on different goods in an entirely different channel of trade; the
term “OMEGA” is diluted; and the Register should reflect actual use.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 79078661 OMEGA(Standard Characters, see
http://tsdr.uspto.gov/img/79078661/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

    The examiner has refused registration of the OMEGA mark (Application Serial No. 79/078,661) on the
basis that it is confusingly similar several to the OMEGA.COM U.S. Trademark Registration No.
2,412,722.  Reconsideration is respectfully requested.

    Applicant makes the following arguments:

A.  Goods Travel in Different Channels of Trade

    Applicant's goods are in different channels of trade than the products and services of the Registrant. 
Stated simply, Applicant’s goods are rotary lobe blowers which are suitable for a variety of applications
such as pneumatic conveying, waste water treatment, air knives, vacuum, and soil remediation.  In
contrast, the products and services of the Registrant are used in to measure, control, and/or regulate a
variety of components (including temperature, humidity, pressure, etc.).  These goods and services are
offered to consumers who are entirely different than the consumers who would purchase Applicant’s
products and services.  This difference in consumers alone is enough to distinguish the goods of the
parties.  Moreover, Applicant's goods and services are not related to the products and services of the
registrants.

    The examiner has indicated that the products are related because the Registrant’s goods consist of “air
blowers” in Class 7, as well as “blowers, namely, floor and ceiling heater units with blowers” in Class
11.  It is respectfully submitted that Applicant provides rotary lobe blowers.  Rotary lobe blowers, or roots
type superchargers, are positive displacement lobe pumps which operate by pumping a fluid with a pair of
meshing lobes (see Attachment A - Wikipedia Article Roots Type Superchargers).  The term “blower” is
often interchangeable with the term “supercharger” and specifically rotary lobe blowers are used in high
vacuum applications.  These items are not just machines that blow air, but are highly specialized and
specific and are not sold to the same consumers or are found in the same channels of trade as a typical “air
blower.”  Furthermore, the Applicant’s products do not provide heat through blown or forced air.



    In addition, in order to show that the products of the Applicant and Registrant are the same, the
examiner has provided a print-out from Equipnet.com which allegedly shows a rotary lobe blower offered
by the Registrant.  It is respectfully submitted that the product found on the Equipnet.com website actually
shows a rotary lobe blower offered by the Applicant.  Specifically, the picture shows a blower of the
compact series (type DB 130 C) on which the Applicant’s house marks have been eliminated  (see
Attachment B - KAESER Rotary Blowers.pdf, Attachment C - KAESER COMPACT SERIES.pdf,
Attachment D - Screenshot of DB130C.pdf, Attachment E - Print-outs from Equipnet.pdf, and Attachment
F - Larger Pictures from Equipnet.pdf).  Furthermore, a search of the term “blowers” on the Registrant’s
website reveals eight items which are completely unrelated to the Applicant’s products (see Attachment G
- Print-out Search Results.pdf).  The only products found on the Registrant’s website that are even
remotely similar are “pumps,” however, the detailed information regarding these items also shows that
the products are unrelated (see Attachment H - Print-out Pumps.pdf).

    Merely being classified in the same international class of goods and/or having something superficial to
do with the same subject matter are not sufficient bases for an Examiner to refuse registration.  Examples
abound in many areas:

    1) In the case In re American Olean Tile Co., Inc., 1 USPQ2d 1823 (TTAB 1986), the Trademark Trial
and Appeal Board found that there was no likelihood of confusion between ceramic tile and wood doors
for exterior and interior use.  Despite the fact that both these materials could be used during construction
of a building, they were products that were so dissimilar that they were not considered commercially
related.

    2) In the case In re W.W. Henry Co., 82 USPQ2d 1213 (TTAB 2007), the Trademark Trial and Appeal
Board held that Applicant’s PATCH & GO mark used in connection with a cement-based product used in
repairing or smoothing wall and floor surfaces is not likely to cause confusion with the Registrant’s
PATCH ‘N GO mark used in connection with chemical filler preparations used in cosmetic repair of
polyolefin surfaces.  Even though the marks are virtually identical, Applicant’s product is of a type
offered to do-it-yourselfers and contractors through home improvement hardware stores, and the
Registrant’s products are purchased by plastics manufacturers.

    3)  There is no per se rule that all computer-related items are related.  In Reynolds & Reynolds v. I.E.
Systems, Inc., 5 USPQ2d 1749 (TTAB 1987), the Board found no likelihood of confusion between
"ACCULINK" and a family of "ACCU" marks because computer software used to make microcomputers
"dumb terminals" were unrelated to application software for tax programs.  The Board stated:

        In view of the fact that computers are useful and/or are used in almost every facet of the world of
business, commerce, medicine, law, etc., it is obvious that distinctions must be made.

    In the case In re Quadrum Corp., 228 USPQ 863 (TTAB 1985), the Board held that there was no
likelihood of confusion between "MICROFASER" for peripheral computer hardware and "FASER" for
applications software in the field of energy conservation and management.

    4) No likelihood of confusion was found between the M2 mark for use on CD-ROMS for healthcare
and the M2 COMMUNICATIONS mark for use on CD-ROMS for film and music.  M2 Software Inc. v.
M2 Communications, Inc., 78 USPQ2d 1944 (CAFC 2006).

    Similarly, in In re Box Solutions Corp., 79 USPQ2d 1953 (TTAB 2006), the Board reversed the
examiner’s likelihood of confusion refusal on the basis that the phrase BOX SOLUTIONS used with



computer communications servers was not likely to cause confusion with registrant’s BOX + Design
mark for use with computers and computer peripherals.    

    5) No likelihood of confusion was found between the ASTRA mark for use on pharmaceutical
preparations and syringes and the ASTRA mark for use on blood analysis machines.   Astra
Pharmaceutical Products, Inc. v. Beckman Instruments, Inc., 220 USPQ 786 (1st Cir. 1983).  Specifically,
the Court noted that “[t]he ‘hospital community’ is not a homogeneous whole, but is composed of
separate departments with diverse purchasing requirements, which, in effect, constitute different markets
for the parties’ respective products.”  Astra Pharmaceutical Products, Inc., 220 USPQ at 791.  This
decision was later cited in Hewlett-Packard Co. v. Human Performance Measurement Inc. in which the
Board determined that “the fact that both parties sell their goods to hospitals, and thus share a common
channel of trade, does not necessarily mandate a finding that the products are related and that confusion is
likely.”  Hewlett-Packard Co. v. Human Performance Measurement Inc., 23 USPQ2d 1390, 1395 (TTAB
1991)(holding that there was no likelihood of confusion between HPM + Design for medical instruments
for clinical measurement of human performance functions and HP + Design for use on a wide variety of
medical and computer equipment).

    6)  No likelihood of confusion was found between the marks PURITAN for laundry and dry cleaning
services and PURITAN for commercial dry cleaning machine filters.  In re Shipp, 4 USPQ2d 1174 (TTAB
1987).  The following reasons were given by the TTAB:

        1.    The services were offered to the general public, while the goods were used by owners or
operators of the business establishments.

        2.    The goods were not ordinarily sold to the general public.

        3.    It was unlikely that customers of the cleaning business would come in contact with the goods
used by those businesses.

        4.    The only class of purchaser who would encounter both the services and the goods were dry
cleaning professionals who were aware of practices in the trade.

    7)  No likelihood of confusion was found between the marks DIAMOND ESSENCE for jewelry and
ESSENCE for a magazine advertising jewelry.  Essence Communications, Inc. v. Singh Industries, Inc.,
10 USPQ2d 1036 (S.D.N.Y. 1988).  

    8)  In Glen Raven Cotton Mills, Inc. v. Jayvee Brand, Inc., 165 USPQ 791 (TTAB 1970), a distinction
was drawn between products that seemed at first glance to be commercially related.  The mark CANDEE
CANE was used in connection with infant's garments.  The mark CANDY CANE was used for a variety
of fabrics sold in the piece for fabrication into upholstery fabrics, awnings, draperies, wearing apparel and
various accessories.  Although cases have held that fabrics and clothing items are related, in this case, the
TTAB found no likelihood of confusion because the fabrics were not the type used in the manufacture of
infant's garments.

    9)   No likelihood of confusion was found between the marks ONE FAB FIT for use on women’s
undergarments and ONE TRUE FIT for use on clothing including jeans, pants, shirts and skirts.   H.D. Lee
Co. v. Maidenform Inc., 87 USPQ2d 1715 (TTAB 2008).  The Board determined that the fact that the
parties’ products are sold in different sections of department stores underscores their differences, even
though the goods were sold in the same channels of trade and to the same consumers.



    10) There is no per se rule that all food-related products are related.  See Steve's Ice Cream v. Steve's
Famous Hot Dogs, 3 USPQ2d 1477 (TTAB 1987) (ice cream not related to restaurants featuring hot
dogs); Jacobs v. International Multifoods, Corp., 212 USPQ 641, 642 (CCPA 1982) (restaurant services
unrelated to tea); The Nestle Company, Inc., v. Nash-Finch Co., 4 USPQ2d 1085 (TTAB 1987)
(delicatessen not related to chocolate milk powders); Hi-Country Foods Corp. v. Hi Country Beef Jerky, 4
USPQ 1169 (TTAB 1987) (fruit juices not related to beef snack food).

    The essence of all these cases is that merely having something to do with food does not establish that
products or services are commercially related.  The Examiner must provide more proof.

    11)   In the case In re White Rock Distilleries Inc., 92 UPSQ2d 1282 (TTAB 2009), the Board held that
there was no likelihood of confusion between VOLTA for use on vodka infused with caffeine and TERZA
VOLTA + Design for use on wine.   Even though the goods in question travel in the same channels of
trade to the same class of purchasers, the Board determined that the marks were dissimilar and vodka and
wine are not related goods.   The Board specifically noted that “there is no per se rule that holds that all
alcoholic beverages are related.” Id. at 1285.

    12)  See Andy Warhol v. Time, 9 USPQ2d 1455 (S.D.N.Y. 1988) (no likelihood of confusion between
two magazines with the title INTERVIEW);  American Cyanamid Corp. v. Connaught Laboratories, Inc.,
800 F.2d 306, 231 USPQ2d 128 (2nd Cir. 1986), (no likelihood of confusion between HIBBVAX and
HIBIMUNE);  Lang v. Retirement Living Publishing Co., 21 USPQ2d 1041 (2d Cir. 1991) (no likelihood
of confusion between NEW CHOICES FOR THE BEST YEARS and NEW CHOICES PRESS, both used
for magazines, because the intended markets of each magazine was different).

    13)   No likelihood of confusion was found between the MORGAN CREEK mark used on motion
pictures, videos, and audio products, and the MORGAN CREEK OUTFITTERS mark used on clothing. 
Morgan Creek Productions Inc. v. Foria International Inc., 91 USPQ2d 1134 (TTAB 2009).  The Board
determined that the goods cannot be considered related simply because establishments offering
Applicant’s clothing and those offering Opposer’s products can be located in the same shopping mall.  
The Board noted that “It has been long held that the mere fact that two different items can be found in a
supermarket, department store, drugstore or mass merchandiser store is not a sufficient bases for a finding
that the goods are related.”  Morgan Creek Products, 91 USPQ2d at 1042.

    14)    In the case In re Giovanni Food Co., 97 USPQ2d 1990 (TTAB 2011), the Board determined that
there was no likelihood of confusion between JUMPIN’ JACKS on barbeque sauce and JUMPIN
JACK’S for catering services.   The Board noted “the relatedness of food services and food items in not
to be assumed and that evidence sufficient to meet the ‘something more’ standard is necessary.”  Id. at
1992.   In this case, the Board held that the mere fact that some restaurants that specialize in barbeque also
provide catering services and sell barbeque sauce is not sufficient to establish a relationship between
catering services in general and barbeque sauce.
    
    The situation here presents goods that are even more disparate.  Applicant's goods and the Registrant’s
goods and services would not be encountered by the same people in any level of production or marketing. 
Accordingly, the goods of the Applicant should not be considered commercially related with the goods
and services of the Registrant and there would be no likelihood of confusion.

    In addition, even if the Registrant’s goods were arguably components of Applicant’s goods and
services, or vice versa, this does not mean that there is a likelihood of confusion.  Examples abound in
many areas:



    1)   In the case In re Albert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993), the Trademark Trial
and Appeal Board determined that there was no likelihood of confusion between PHOENIX for leather
sold in bulk, and the identical mark PHOENIX registered for use on all-purpose sports bags, luggage,
attache cases, briefcases, and handbags.   The application covered raw materials while the registration
covered finished leather products, and even the registrant admitted that there was no likelihood of
confusion.

    2)    In The Ritz Hotel Limited v. Ritz Closet Seat Corp., 17 USPQ2d 1466 (TTAB 1990), the
Trademark Trial and Appeal Board determined that the RIT-Z (Stylized) mark used on toilet seats was not
confusingly similar to the well known RITZ marks owned by the Ritz Hotel chain.   The Board stated:

            True, no hotel room could exist without such an item [a toilet seat].  But, a toilet seat is a fixture of
the hotel just as the closets, bathtubs and chandeliers are.  Guests would not expect to be able to purchase
a toilet seat to take home with them as a momento or souvenir of their visit to a fashionable hotel as they
might purchase a robe or a towel bearing the hotel’s name and emblem.   For these reasons, we do not
believe that anyone would expect toilet seats to be within the natural expansion of opposer’s business.

    3)    In Electronic Design & Sales Inc. v. Electronic Data Systems Corp., 21 USPQ2d 1388 (CAFC
1992), the Court of Appeals for the Federal Circuit overruled the Trademark Trial and Appeal Board and
held that there was no likelihood of confusion between the E.D.S. mark used on power supplies and
battery chargers, and the EDS mark used on computer services.  The Court held that the Board failed to
assess properly the differences in purchasers, channels of trade, and what each company sold, and
overlooked the sophistication of the purchasers. 

    4)    In the case In re Coors Brewing Co., 68 USPQ2d 1059 (CAFC 2003), the Court of Appeals for the
Federal Circuit held that beer and restaurant services are not sufficiently related that the use of similar
BLUE MOON marks for each would suggest to consumers that the goods and services share a common
source.  While it is a fact that restaurants sell food and beverages, this is not alone sufficient to show that
beverages and restaurant services are related for purposes of likelihood of confusion analysis.  In addition,
the fact that some restaurants brew or serve their own private label beer does not support the conclusion
that consumers are likely to assume common source for beer and restaurant services with similar marks.

    5)    Applicant also respectfully reiterates that in the case In re Shipp, 4 USPQ2d 1174 (TTAB 1987), no
likelihood of confusion was found between the marks PURITAN for laundry and dry cleaning services
and PURITAN for commercial dry cleaning machine filters.  The TTAB determined that the services were
offered to the general public, while the goods were used by owners or operators of the business
establishments; the goods were not ordinarily sold to the general public; it was unlikely that customers of
the cleaning business would come in contact with the goods used by those businesses; and the only class
of purchaser who would encounter both the services and the goods were dry cleaning professionals who
were aware of practices in the trade.
       
    On the basis of these cases, even if the Registrant’s goods and services were components of
Applicant’s goods, or vice versa, this does not mean that there is a likelihood of confusion between the
goods of the parties.  The goods of the parties are different, are sold in different channels of trade, and are
purchased by different consumers.  Thus, there is no likelihood of confusion.

B.  The Term “OMEGA” is Diluted

    Applicant’s mark is OMEGA and the cited mark is for OMEGA.COM.  The use of the term



“OMEGA” is incredibly weak.  There are a large number of applications and registration filed at the
Trademark Office that use the term “OMEGA.”  A quick search of the U.S. Patent and Trademark Office
Online Database reveals nearly 2,300 “hits” for marks that use the term “OMEGA.”  When narrowed
down to registrations only, there are still over 1,200 registrations containing the term “OMEGA,” and
over 50 of which have goods found in Class 7 (see Attachment I - TESS Search Results.pdf and
Attachment J - Registered OMEGA Marks.pdf).  As part of the decision-making process, an examiner
must consider the strength of the mark cited as a bar to registration.  Marks that are commonly used are
diluted and weak.  Their scope of protection is extremely narrow.  As stated by Trademark Trial and
Appeal Board member Saul Lefkowitz in Baf Industries, v. Pro-Specialties, Inc., 206 USPQ 166, 175
(TTAB 1980), third party registrations containing similar marks,

    . . .  are relevant to show that a particular mark has been adopted and registered by so many different
products embraced by said field that a registration of the mark in that trade is entitled to a narrow or
restricted scope of protection.
Also See Puma v. Superaga, S.p.a., 204 USPQ 688, 691 (TTAB 1980) (narrow scope of protection for
sneaker designs due to common usage). 

    While an examiner should not allow a mark on the basis of dilution alone, the proliferation of registered
marks containing the term “OMEGA” tends to indicate that at some point in time different entities have
selected and used these two elements together in connection with many different goods. This conclusion
about selection and use is accurate despite the TTAB's frequent holdings that third party registrations are
not "probative of use."  While registrations may not prove the extent of use, or if there is current use, the
filing of applications and Section 8 affidavits does establish that the marks were in use at those times and
to a degree more than mere token use.  Also See Spraying Systems Co. v. Delavan, Inc., 19 USPQ2d
1121, 1125 (N.D.Ill. 1991) and In re Dayco Products-Eagle Motive, Inc., 9 USPQ2d 1910, 1911 (TTAB
1988). See Red Carpet Corp. v. Johnstown American Enterprises, Inc., 7 USPQ 1404, 1406 (TTAB 1988),
where the TTAB acknowledged that third party registrations were not determinative of likelihood of
confusion, but went on to state the following:
   
    Third party registrations are, however, . . .  competent to establish that a portion common to the marks
involved in a proceeding has a normally understood and well-known meaning; that this has been
recognized by the U.S. Patent and Trademark Office by registering marks containing such a common
feature for the same or closely related goods where the remaining portions of the marks are sufficient to
distinguish the marks as a whole; and that therefore the inclusion of the (common element) in each mark
may be an insufficient basis upon which to predicate a holding of confusing similarity.
In the Red Carpet opposition proceeding, the issue was whether a likelihood of confusion existed between
two marks which contained five-sided designs of a house.  The applicant made of record several
registrations for five-sided designs.  The TTAB deemed these registrations relevant to show common
usage in the real estate trade.  The presence of that common element in the marks of the opposer and
applicant were insufficient to support a finding of likelihood of confusion because the remaining features
of the marks were sufficiently different.

    There would be no likelihood of consumer confusion between the OMEGA and the OMEGA.COM
marks.

C.  Register Should Reflect Actual Use

    Despite the unjust harm that will result if Applicant cannot obtain a federal registration, the reality is
that Applicant will continue to use its mark.  Dilution in the field will preclude serious challenges to
Applicant's use.  The Examiner should consider the words of the Court of Appeals for the Federal Circuit



in Bongrain International v. Delice de France, 1 USPQ 2d 1775 (Fed. Cir. 1987):

    The primary purpose of the Trademark Act of 1946 is to give Federal procedural augmentation to the
common law rights of trademark owners -- which is to say legitimate users of trademarks.  One of the
policies sought to be implemented by the Act was to encourage the presence on the register of trademarks
of as many as possible of the marks in actual use so that they are available for search purposes (emphasis
added).

    Applicant's mark will be used and should be registered.

    In sum, Applicant respectfully requests that the examiner withdraw the likelihood of confusion refusal
because Applicant’s mark is used on different goods in an entirely different channel of trade; the term
“OMEGA” is diluted; and the Register should reflect actual use.
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Signatory's Name: Sara M. Dorchak
Signatory's Position: Attorney

Signatory's Phone Number: 5163659802

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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