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I INTRODUCTION

Pursuant to a Notice of Appeal filed February 28, 2011, Applicant has appealed the
Trademark Examining Attorney’s refusal to register the mark CAVALLI on the grounds that the
mark is primarily merely a surname under Section 2(e)(4) of the Trademark Act. Applicant also
appeals the Examining Attorney’s refusal to register the abovementioned mark under Section 2(f)
of the Trademark Act on the grounds that the mark has not acquired distinctiveness. Applicant
respectfully requests the Trademark Trial and Appeal Board (“Board”) reverse the Examining
Attorney’s refusal to register and approve the noted application for publication.
II. STATEMENT OF FACTS

On April 20, 2009, Roberto Cavalli Club S.R.L. (“Cavalli Club”), a predecessor-in-
interest of Applicant, filed an application for the mark CAVALLI for “[e]ducation; providing of
training; entertainment; sporting and cultural activities,” in International Class 41 and for
“Iplrovision of food and drink; restaurant bar, cocktail smoking and cigar lounge services,
temporary accommodation services; hotels, motels, boarding houses, guest houses, [and] tourist
homes” in International Class 43 pursuant to section 66(a) of the Trademark Act, 15 U.S.C.
§ 1141f(a). On July 21, 2009, Cavalli Club received an Office Action preliminarily refusing
registration of the CAVALLI mark under 15 U.S.C. § 1052(d) as creating a likelihood of
confusion with U.S. Registration Nos. 3,402,059 and 3,432,649 for CAVALLI and ROBERTO
CAVALLI, respectively, as well as under 15 U.S.C. § 1052(¢)(4) as the Examining Attorney
considered the CAVALLI mark to be primarily merely a surname. The Examining Attorney also
requested that the goods and services be narrowed and suggested that the CAVALLI mark may
also be refused registration under section 2(d) because of a likelihood of confusion between it

and a pending application for ROBERTO CAVALLI, U.S. Application Serial No. 78/548,106.



On January 22, 2010, Cavalli Club filed a Response to Office Action and argued that the
refusal under section 1052(d) was inappropriate as the owner of U.S. Registration Nos.
3,402,059 and 3,432,649 was part of the same business group as Cavalli Club and, therefore,
constituted a single source. As to the section 1052(e)(4) rejection, Cavalli Club argued that such
rejection was inappropriate as the CAVALLI mark had become distinctive in view of certain
prior registrations, namely, U.S. Registration Nos. 3,402,059, 3,213,885, 2,937,821 and
2,305,384. Cavalli Club also narrowed the identification of services in response to the
Examining Attorney’s request and noted that the pending ‘106 Application had been abandoned
in December 2009, so was unlikely to cause confusion.

On February 9, 2010, the Examining Attorney in another Office Action, responded that
the refusal for likelihood of confusion on the grounds the mark and services of the subject
application were similar and/or related to the marks and goods which are the subject of U.S.
Registration Nos. 3,402,059 and 3,432,649 was appropriate because they were registered to a
separate legal entity according to USPTO records, which entity did not share a “unity of control”
with Cavalli Club over the trademarks and the nature and quality of the goods and/or services.
The Examining Attorney further upheld the section 2(e)(4) refusal on the grounds that Cavalli
Club’s claims for acquired distinctiveness were unsupported, as (1) the evidence provided by
Cavalli Club failed to show that it and the owner of the relied-upon U.S. Registrations were
related companies; and (2) the services at issue in each Registration were not the same as those
claimed in Cavalli Club’s application. The Examining Attorney also again requested that Cavalli
Club further narrow the goods and services.

Cavalli Club responded on August 12, 2010, again amending the identification of goods

in Class 41 to coincide with the Examining Attorney’s requests and providing arguments refuting



the Examining Attorney’s section 2(d) and 2(e}(4) refusals. With respect to the section 2(d)
refusal, Cavalli Club argued that it planned to merge with the entity that then owned U.S.
Registration Nos. 3,402, 059 and 3,432,649 (which, at that time, was Roberto Cavalli S.P.A., the
current Applicant) in November 2010 and that even though Cavalli Club and Roberto Cavalli
S.P.A. were separate legal entities, they constituted a single source and, thus, use of the
CAVALLI mark by Cavalli Club would likely not confuse the public. With respect to the
section 2(e)(4) refusal, Cavalli Club argued that prior registrations can establish the
distinctiveness of the applied-for mark if the goods and/or services have an “obvious
relationship” to those claimed in the application under examination and argued that the goods
and services listed in U.S. Registration No. 3,402,059 had such an “obvious relationship” to the
services claimed under International Class 43 of the application under prosecution, and that U.S.
Registration Nos. 3,213,885, 2,937,821, and 2,305384 had an “obvious relationship” to the
services claimed under International Class 41.

The Examining Attorney responded with a Final Office Action on August 27, 2010,
arguing that its likelihood of confusion argument was uncontested and that Cavalli Club failed to
provide adequate evidence showing that a “unity of control” existed between it and the owner of
the above-mentioned registrations. The Examining Attorney also argued that Cavalli Club failed
to show that it and the owner of the above-mentioned registrations were related and that the
goods and services in the claimed registrations were sufficiently similar to those claimed in the
application under investigation “to inure the benefit of use by a related company to the
Applicant.”

On October 19, 2010 Cavalli Club then merged into Roberto Cavalli S.P.A. (Applicant as

defined herein). On February 28, 2011, Applicant filed a Response to Office Action and Request



for Reconsideration, as well as a Notice of Appeal with this Board. In the Response, Applicant
refuted the Examining Attorney’s section 2(d) refusal, arguing that the CAVALLI Mark at issue
in the prosecution was assigned to Roberto Cavalli S.P.A., and U.S. Registration Nos. 3,402,059
and 3,432,649 were already assigned to that entity as well. Thus, Applicant argued, there is no
likelihood of confusion as the marks are owned by the same legal entity. In response to the
Examining Attorney’s section 2(e)(4) refusal, Applicant argued that the mark CAVALLI is not
primarily merely a surname as it has a recognized meaning as the Italian word for “horses” and
has the look and feel of a foreign word, not a surname. Thus, Applicant argued, CAVALLI is
not primarily merely a surname.

The Examining Attorney then responded via a Reconsideration Letter on March 21, 2011.
While the Examining Attorney withdrew the likelihood of confusion rejection given that the
Applicant had assigned its application to the owner of the cited registrations, he maintained the
section 2(e)(4) refusal. The Examining Attorney argued that under the doctrine of foreign
equivalents, the ordinary American would not “stop and translate” CAVALLI into its English
equivalent given that CAVALLI is the surname of an individual associated with Applicant,
Roberto Cavalli, and Roberto Cavalli is famous in the United States. The Examining Attorney
further concluded that CAVALLI has the look and feel of an Italian-American surname, not an
Italian word. Accordingly, the Examining Attorney refused the registration of CAVALLI. On
March 22, 2011, the Board notified Applicant that the appeal had been resumed.
III. ARGUMENT

The Examining Attorney erred in refusing Applicant’s registration of the mark
CAVALLI for services in International Class 41 and 43 because (1) CAVALLI is not primarily

merely a surname as its primary meaning is “horses” in Italian, and (2) even if CAVALLI is



deemed primarily merely a surname, it should be registrable under Section 2(f) of the Trademark
Act as Applicant submitted sufficient evidence of legally equivalent prior registrations showing

that the mark had acquired distinctiveness.

A. CAVALLI has the Common Meaning of “Horses” in Italian and is Therefore not
Primarily Merely a Surname

The Examining Attorney was wrong to refuse registration of Applicant’s CAVALLI
mark on the basis that it is primarily merely a surname because (1) the term’s primary meaning
is “horses” in Italian and, (2) even if the purchasing public would associate the CAVALLI mark
as a surname, such meaning is not the only primary significant meaning the public would
attribute thereto.

Section 2(¢)(4) of the Trademark Act provides, in pertinent part, as follows:

No trademark by which the goods of the applicant may be
distinguished from the goods of others shall be refused registration
on the principal register on account of its nature unless it . . .
[c]onsists of a mark which . . . is primarily merely a surname.

15 U.S.C. § 1052(e)(4). In examining whether a term is primarily merely a surname, the Board
looks to the following factors: “‘(i) whether the surname is rare; (ii) whether anyone connected
with applicant has the involved term as a surname; (iii) whether the term has any other
recognized meaning; and (iv) whether the term has the ‘look and feel’ of a surname.””' In re

Isabella Fiore, LLC, 75 U.S.P.Q. 2d 1564, 1565 (T.T.A.B. 2005) (quoting In re United Distillers,

ple, 56 U.S.P.Q.2d 1220, 1221 (T.T.A.B. 2000)). The examining attorney bears the initial
burden to make a prima facie case that the term would primarily be viewed as a surname. Id. at

1566. The ultimate question to be determined is what “impact the term has or would have on the

1 Some decisions also examine a fifth factor, namely, whether the word is “presented in use
in a stylized form distinctive enough to create a separate non-surname impression.” See In
re Gregory, 70 U.S.P.Q.2d 1792, 1794 (T.T.A.B. 2004). As this factor is not at issue in this
case, it is not discussed herein.




purchasing public because ‘it is that impact or impression which should be evaluated in
determining whether or not the primary significance of a word when applied to a product is a
surname significance. If it is, and it is only that, then it is primarily merely a surname.”” Id. at

1565 (quoting In re Harris-Intertype Corp., 518 F.2d 629, 186 U.S.P.Q. 238, 239 (CCPA 1975)).

Any doubts are resolved in favor of Applicant. In re Benthin Mgmt. Gmbh, 37 U.S.P.Q.2d 1332,

1334 (T.T.A.B. 1995).

Here, as will be discussed below, three of the four factors weigh in Applicant’s favor and
strongly suggest that the mark CAVALLI is not primarily merely a surname given that the term
is rarely used as a surname in the United States, is recognized as meaning “horses” in Italian, and
does not have the look and feel of a surname. As to the fourth factor—whether anyone
connected with applicant has the involved term as a surname—Applicant concedes that this
factor weighs in Examining Attorney’s favor. However, the Board “consider{s] th[is factor,] . . .
in terms of supporting a refusal of registration, to have less weight in the overall analysis.” In re
Nick Bovis, 2010 WL 4036058, at *4 (T.T.A.B. 2010). In any event, even if the purchasing
public would associate the CAVALLI mark as a surname, at the very least, the primary
significance of the word is both as a surname and as its commonly understood Italian meaning,
namely, “horses.” Thus, taken together and resolving any doubts in favor of Applicant, the

Board should find that the mark CAVALLI is not “only” primarily merely a surname.

1. CAVALLI s a Rare Surname in the United States

Given that CAVALLI is not frequently used in the United States as a surname and has a
common meaning other than as a surname, the Board should determine that CAVALLI is a rare
surname. In determining rareness, the Board looks to both the actual frequency of use as a

surname in the United States, as well as the extent to which the purchasing public perceives the



term as being a surname based on media exposure. In re Gregory, 70 U.S.P.Q.2d at 1795. With
respect to actual frequency, although there is no “magic number” that signifies that a surname is

rare, In re Isabella Fiore, LLC, 75 U.S.P.Q.2d at 1566, the Board has held surnames to be rare

when there are only a couple hundred to slightly over one thousand listings of the surname in

national databases. See In re Yeley, 85 U.S.P.Q.2d 1150, 1151-52 (T.T.A.B. 2007) (finding

surname rare where LEXIS/NEXIS database had only 147 listings for Yenley); In re Benthin

Mgmt. Gmbh, 37 U.S.P.Q.2d at 1333; In re United Distillers plc, 56 U.S.P.Q.2d at 1221 (finding

rareness where there were approximately 1300 listings of a surname in a Phonedisc database).
As to public perception, the Board looks to the extent to which the mark at issue is repeated in

media. In In re Gregory, supra, for example, the Board found a surname, ROGAN, not to be rare

even though there were only approximately 1000 listings for the surname in a national database.
The Board so held based in part on the fact that multiple famous individuals, including James
Rogan, the former Director of the USPTO, and Seth Rogan, the comedian, had the term as their
surname and, thus, the term was “not at all rare when viewed as a name repeated in the media in
terms of public perception.” 70 U.S.P.Q.2d at 1795.

Here, the evidence provided by the Examining Attorney supports a finding of rareness
with respect to actual frequency of the CAVALLI name and is insufficient to show that the term
is not rare based on public perception. First, as in the cases finding actual rareness above, the
public records search performed by the Examining Attorney shows that, at most, there are a few
hundred individuals in the searched database that have “Cavalli” as their surname. See Exhibit

to February 9, 2010 Office Action; see also Exhibit to July 21, 2009 Office Action. As the cases

above show, this number is well within the range the Board has considered rare on previous

occasions. Thus, the actual frequency of CAVALLI as a surname is rare.



Second, although the Examining Attorney provided evidence that CAVALLI has been
reported multiple times in the media as a surname, he himself notes that “[m]any of the media
references are of [Roberto Cavalli].” See March 21, 2011 Denial of Request for Reconsideration

Thus, unlike in In re Gregory, supra, the evidence the Examining Attorney provided of repeated

media use of CAVALLI is based substantially on one famous individual. Applicant submits that
repetitive media coverage of one individual and relatively sporadic media coverage of other
individuals bearing Cavalli as a surname is insufficient to show that the purchasing public would
perceive the term as being a surname especially given the fact that the term has a common
meaning in Italian, as discussed in more detail below. Thus, CAVALLI should be considered a

“rare” surname for this analysis.

2. CAVALLI has an Alternative, Recognized Meaning of “Horses” in Italian

The mark CAVALLI has an alternative, recognized meaning of “horses” in Italian and,
thus, this factor weighs against finding that CAVALLI is primarily merely a surname.
“[W]hether a term is primarily merely a surname must take into consideration the meaning the

term has in a foreign language.” In re Isabella Fiore, 75 U.S.P.Q.2d at 1568. While the foreign

(1334

meaning need only be considered when “‘it is likely that the ordinary American purchaser would

33

stop and translate the word into its English equivalent,’” id. at 1569 (quoting Palm Bay Imports,

Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 73 U.S.P.Q.2d 1689,

1696 (Fed. Cir. 2005)), ““if there is a readily recognized meaning of the term apart from its

surname significance, registration should be granted.”” Id. (quoting In re Nelson Souto Major

Piquet, 5 U.S.P.Q.2d 1367, 1367-68 (T.T.A.B. 1987)) (emphasis added).
In determining whether a potential customer would stop and translate the term, the Board

asks whether “the ordinary American purchaser who is knowledgeable in the foreign language”



would stop and translate the term. In re Thomas, 79 U.S.P.Q.2d 1021, 1024 (T.T.A.B. 2006).
Thus, easily translatable, non-obscure words of a major, modern language, such as Italian, are
the types of words this Board will find are of the type an ordinary American purchaser familiar

with the foreign language will stop and translate. In re Isabella Fiore, 75 U.S.P.Q.2d at 1569.

Thus, in In re Isabella Fiore, supra, the Board determined that the term “FIORE,” meaning
“flower” in Italian, is the type of term an ordinary American purchaser would stop and translate
and, thus, the term had an alternative, recognized meaning. Id.

Here, Applicant provided significant evidence showing that CAVALLI is in fact the
[talian word for horses. See Exhibits C and D, February 28, 2011 Request for Reconsideration.
Indeed, abovementioned Exhibit C documents various entries from several Italian-English
dictionaries that show that “cavallo” is the Italian word for horse. And Exhibit D contains
various printouts from online translation services and website regarding Italian grammar that
show that the plural form of the word “cavallo” is “cavalli.” Thus, the term CAVALLI has an
alternative, readily recognized meaning aside from its meaning as a surname, namely, “horses.”

Moreover, CAVALLI is an easily translatable term, like FIORE, that an ordinary
American purchaser “who is knowledgeable in the foreign language” would stop and translate.
Indeed, Applicant submits that it is highly likely that an ordinary American purchaser
knowledgeable in Italian would translate such a common Italian word into English immediately
upon sight. After all, the word is spelled correctly in the standard Italian form, has a “non-
surname meaning in Italian [that] is [not] obscure,” and is in Italian, which is a common, modern
language. In re Fiore, 75 U.S.P.Q.2d at 1569. This alone should be sufficient to show that the
CAVALLI mark is not primarily merely a surname. After all, “it has long been held that if ‘the

mark has well known meanings as a word in the language and the purchasing public, upon seeing



it on the goods, may not attribute surname significance to it, it is not primarily a surname.”” 1d.

(quoting Ex parte Rivera Watch Corp., 106 U.S.P.Q. 145, 149 (T.T.A.B. 1955)) (emphasis

added).

3. CAVALLI Looks and Feels Like an Italian Word not a Surname

The term CAVALLI does not look and feel like a surname as it has a readily recognized
meaning other than as a surname and looks and sounds like a foreign word, not a surname.
Whether a mark “looks and sounds” like a surname “is very subjective.” In re Binion, 93
U.S.P.Q.2d 1531, 1537 (T.T.A.B. 2009). When determining whether a mark has the look and
feel of a surname the Board scrutinizes whether the mark (1) has a recognized meaning other

than as a surname, id.; and (2) resembles a common surname in structure and pronunciation, In

re Industrie Pirelli Societa Per Azioni, 9 U.S.P.Q.2d 1564, 1565-66 (T.T.A.B. 1988). Thus, in In

re Spumador S.P.A., 2010 WL 985348, at *5 (T.T.A.B. 2010) the Board held that the mark

VALVERDE did not look and feel like a surname in part because there was “no evidence that
‘  wverde’or‘Val ____ ’isacommon or recognized structure for a surname.” Id.

Similarly here, the evidence provided by the Examining Attorney is insufficient to show
that “-alli” is a common suffix in Italian. Indeed, the Examining Attorney’s evidence shows at
most that there are 62 individuals on whitepages.com that have a last name ending in “-alli.”
Exhibit 4, March 21, 2011 Denial of Request for Reconsideration. The rest of the examples
provided by the Examining Attorney are for different surnames and show, at most, that “-elli,” “-

11,” and “-allo” are used as a common suffix in Italian. Applicant submits that a showing that 62

people have a surname ending in “-alli” is insufficient to show that such suffix is a “common or

10



recognized structure for a surname.” In re Spumador S.P.A., supra (emphasis added). In any

event, even if such a showing is sufficient, it does not negate the fact that CAVALLI, unlike

VALVERDE, has a “recognized meaning other than as a surname,” In re Binion, supra, as

discussed above. Accordingly, CAVALLI should be held not to have the look and feel of a
surname.

4. Taken Together, CAVALLI is not Primarily Merely a Surname

Viewing these factors in toto, it is clear that the primary meaning an ordinary American
purchaser knowledgeable in Italian would afford CAVALLI is that of “horses,” not of a surname.
Even if the ordinary American purchaser would recognize the CAVALLI mark as pertaining to a
surname, namely that of Roberto Cavalli, it is still likely that such an ordinary purchaser would
immediately translate the term into its other common meaning, namely, “horses.” Thus, at the
very least, the impact or impression the term would have on the ordinary American purchaser is
both as a surname and as the common Italian word for horses. Given that a mark is deemed

primarily merely a surname if it is only primarily merely a surname, see In re Isabella Fiore,

supra, and the fact that all doubts should be resolved in Applicant’s favor, the CAVALLI mark

fails this test and should be allowed registration on the Principal Register. See Fisher Radio

Corp. v. Bird Electronic Corp., 162 U.S.P.Q. 265, 267 (T.T.A.B. 1969) (noting BIRD was not

primarily merely a surname even though president of company’s last name was also BIRD
because it also had significance in referencing avian creatures). Indeed, since the time Applicant

filed its Request for Reconsideration, the USPTO approved the publication of U.S. Application

Z Even if the Board is to take into account the few hundred entries for “Cavalli” that the
Examining Attorney found via the NEXIS database, see Section A.1, supra, Applicant
submits that such evidence is insufficient to show that “-alli” is a common suffix because, as
noted above, this evidence shows that Cavalli is in fact a rare surname based on actual
frequency and, therefore, “-alli” by extension is similarly rare. Id.

11



No. 79/079,375 for CAVALLI after Applicant submitted similar arguments that the mark
CAVALLI is not primarily merely a surname. See attached Exhibit A (containing printout that
Publication & Issue Review was complete for Application No. 79/079,375 as of May 17, 2011
and November 10, 2010 Office Action showing Examining Attorney withdrew its surname

refusal under section 2(e)(4) and accepted Applicant’s translation of CAVALLI as “horses.”)

B. Even if the Mark is Deemed Primarily Merely a Surname, it should be Allowed
Registration on the Principal Register based on Section 2(f)

Even if Applicant’s CAVALLI mark is deemed primarily merely a surname, it should be
allowed registration on the Principal Register under Section 2(f) of the Trademark Act, 15 U.S.C.
§ 1052(f), as the mark has become distinctive of the services as evidenced by ownership of U.S.
Registration Nos. 3,402,059, 3,213,885, 2,937,821, and 2,305,384 for related goods. See
Exhibits A and B, January 22, 2010 Response to Office Action for copies of these registrations.

The Examining Attorney refused registration on this ground because (1) Applicant
allegedly failed to show that it and the owner of the above-noted registrations were not “related”
entities, and (2) even if the parties were related, the goods in said registrations were allegedly not
sufficiently related to inure the benefit of use to Applicant. See August 27, 2010 Office Action.
This refusal is misplaced. Indeed, the Examining Attorney’s first grounds for refusal is moot, as
Applicant and the previous owners of these registrations are now one and the same and
Applicant has been assigned all interest and good will in these registrations. See August 12,
2010 Response to Office Action (noting U.S. Reg. Nos. 3,213,885, 2,937,821, and 2,305,384 are
owned by Roberto Cavalli S.P.A.); Exhibit B, February 28, 2011 Request for Reconsideration
(showing assignment of U.S. Reg. No. 3,402,059 to Roberto Cavalli S.P.A.). Thus, Applicant is

now the owner of all of the registrations at issue. With respect to the second grounds for refusal,

12



Applicant submits that the prior registrations at issue are “legal equivalents” of the CAVALLI
mark and are associated with related goods, as is discussed below. Thus, the Board should find
the CAVALLI mark registrable under section 2(f) of the Principal Register even if it decides
CAVALLI is primarily merely a surname.

Section 2(f) provides, in pertinent part, “nothing herein shall prevent the registration of a
mark used by the applicant which has become distinctive of the applicant’s goods in commerce.”
§ 1052(f). “[O]wnership of one or more prior registrations on the Principal Register . . . of the
same mark may be accepted as prima facie evidence of distinctiveness,” 37 C.F.R. § 2.41(b), so
long as it can be shown that the “‘same mark’ acquired distinctiveness for related goods or
services, and that this acquired distinctiveness will transfer to the goods or services specified in

the application when the mark is used in connection with them.” In re Dial-A-Matiress

Operating Corp., 240 F.3d 1341, 1347, 57 U.S.P.Q.2d 1807 (Fed. Cir. 2001) (emphasis added);

see also In re Binion, 93 U.S.P.Q.2d at 1538 (same). A proposed mark will be deemed the “same

mark” for this purpose “if it is the ‘legal equivalent’ of such a mark,” such that it “creates the
same, continuing commercial impression such that the consumer would consider them both the

same mark.” TMEP § 1212.04(b); In re Dial-A-Mattress Operating Corp., supra.

Thus, for the Board to find distinctiveness based on prior registrations, neither the mark
nor the goods and services of the application at issue need be identical to those listed in the prior

registrations. Indeed, in In re Dial-A-Mattress, the Federal Circuit found that “1-888-M-A-T-T-

R-E-S-S” for “telephone shop-at-home retail services in the field of mattresses” was the legal
equivalent of “(212) M-A-T-T-R-E-S” for “retail outlet services and retail store services
featuring mattresses™ despite the differences in appearance and services. 240 F.3d at 1343, 1348.

Similarly, the Board in In re Lytle Eng’g & Mfg. Co., 125 U.S.P.Q. 308 (T.T.A.B. 1960), found
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that the mark “LYTLE” in association with “brochures, catalogues and bulletins” had acquired
distinctiveness based upon a prior registration for the same term in association with “various
services rendered by applicant including the planning, preparation and production of technical
publications.” Id. at 308. This was because, the Board reasoned, an “obvious relationship”
existed between the services in the prior registration and the services claimed in the registration

at issue. Id. at 309; see also Kellogg Co. v. General Mills Inc., 82 U.S.P.Q.2d 1766, 1771

(T.T.A.B. 2007) (noting that extrinsic evidence of relatedness is not required and that the
“showing necessary to establish relatedness will vary from cases to case and depend on the
nature of the goods or service involved and the language used to identify them”).

Here, as in In re Lytle and In re Dial-A-Mattress, supra, Applicant similarly owns

multiple registrations for marks legally equivalent to CAVALLI that are associated with goods
related to those services identified in the current application. With respect to the services in
Class 43, applicant owns U.S. Registration No. 3,402,059 for CAVALLI, which covers, inter
alia, alcoholic beverages, coffee, sugar, pastries, tobacco, smokers’ articles, namely, ashtrays,
cigar and cigarette boxes, cigar cases, cigar cutters, cigar holders, lighters for smokers of
cigarettes, smoking pipes and snuff boxes, as well as U.S. Registration No. 3,432,649 for
ROBERTO CAVALLI, which covers vodka, wine and sparkling wine. These marks are
identical or nearly identical to the mark of the subject application and the goods covered by the
registration have an obvious relationship with Applicant’s hospitality services in International
Class 43. Indeed the services covered in Class 43 of the pending application, namely, “provision
of food and drinks, restaurants, bars, cocktails, smoking and cigar lounge services, temporary
accommodation services, hotels, motels, boarding houses, providing guest housing and

accommodations, [and] tourist homes,” see U.S. Application Serial No. 79/069,986, are
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obviously related to the goods identified in U.S. Registration Nos. 3,402,059 and 3,432,649 as
these goods may be offered in connection with such services.

Further, with respect to the services in Class 43, to the extent the Examining Attorney
argues that the goods identified in the prior registrations are insufficiently related such that the
acquired distinctiveness of the prior registrations will not “transfer to the goods or services
specified in the application when the mark is used in connection with them,” In_re Dial-A-

Mattress Operating Corp., 240 F.3d at 1347, Applicant notes that the Examining Attorney

himself found that the goods identified in U.S. Registration Nos. 3,402059 and 3,432,649 were
sufficiently related to the services identified in the subject application so as to support a finding
of likelihood of confusion in Class 43. See July 21, 2009 Office Action. Indeed, the Examining
Attorney noted that such goods were of a “highly similar nature” with those claimed in the
current application in Class 43. 1d.

With respect to the services in Class 41, Applicant is the owner of U.S. Registration Nos.
3,213,885 for “JUST CAVALLIL” and 2,937,821, and 2,305,384 for “ROBERTO CAVALLL”
which cover various goods and services related to apparel and fashion, including, jewelry, belts,
and sunglasses, coats, trousers, shirts, skirts, underwear and shoes. See Exhibits B and C,
August 12, 2010 Response to Office Action. Applicant submits that the marks identified in these
registrations are legally equivalent to CAVALLI and that the goods identified therein are
sufficiently related to most, if not all, of the services listed in Class 41 of the subject application,
namely, “education, namely, providing classes, seminars, workshops in the field of culture, art,
fashion; training in the use and operation of computer, data processors; entertainment, namely,
organizing live performances by musicians, singers and dancers, parties, fashion shows,

presentation of live show performances in the field of art, culture and fashion; [and] sporting and
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cultural activities, namely, entertainment in the nature of live dance and musical performances.”
Indeed, given the fame associated with Roberto Cavalli, as acknowledged by the Examining
Attorney, see Exhibit 2, March 21 2011 Denial of Request for Reconsideration (referring to
Roberto Cavalli as famous), it is highly likely that an ordinary consumer seeing CAVALLI,
ROBERTO CAVALLI and JUST CAVALLI, would consider them all to be the same mark and
attribute the same “commercial impression” to each. TMEP § 1212.04(b). As the Examining
Attorney himself noted in the July 21, 2009 Office Action, “[t]he registered marks are
CAVALLI and ROBERTO CAVALLI. Each mark contains the wording CAVALLI. In this
respect, the literal portions of the applicant’s mark and that of the [prior registrations] are nearly
identical in appearance, sound, connotation and commercial impression.” July 21, 2009 Office
Action. The same argument holds true with respect to the mark JUST CAVALLI. Thus, the
marks should be considered legal equivalents. Moreover, the goods identified in these prior
registrations are sufficiently related to those claimed in Class 41 of the subject application as
they are all related to fashion, culture, education and art. In view of the connection between
clothing and fashion, culture, education and art, the services of the subject application are
sufficiently related to the goods in the prior registrations. Consequently, the acquired
distinctiveness of the prior registrations will easily transfer to the services specified in the present
application.

Finally, given that consumers are likely to associate the CAVALLI mark with Roberto
Cavalli due to the level of fame associated with Mr. Cavalli, as acknowledged by the Examining
Attorney, see supra, they will be more likely to “bridge the gap” between the goods of the prior
registrations and the services claimed in the current application, and thereby transfer the acquired

distinctiveness of the prior registrations to the current application. Thus, Applicant submits that
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the mark CAVALLI should be registrable under section 2(f) of the Trademark Act given that the
mark has become distinctive of the services as evidenced by ownership of U.S. Registration Nos.

3,402,059, 3,213,885, 2,937,821, and 2,305,384 for related goods and services.

IV. CONCLUSION

For the reasons stated herein, Applicant respectfully requests that the Board reverse the
Examining Attorney’s refusal to register the CAVALLI mark and approve the mark for

registration on the Principal Register.

Dated: May 23, 2011

Anna Kurian Shaw

Jordana Rubel

J. Trevor Cloak

Hogan Lovells US LLP

555 Thirteenth St. NW
Washington, DC 20004
Phone: 202.637.5687

Fax: 202.637.5910
anna.shaw@hoganlovells.com

Certificate of Mail

I, Anna Shaw, hereby certify that the
foregoing Applicant’s Appeal Brief is being
filed with the Electronic System for
Trademark Trials and Appeals (ESTTA) on
this 23™ day of May 2011.

(signature)
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THIS OPINION IS NOT A PRECEDENT OF THE TTAB

Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

In re Nick Bovis
Serial No. 77502609

September 28, 2010
Hearing: June 22, 2010

Erik M. Pelton of Erik M. Pelton & Associates, PLLC for Nick Bovis

Jason F. Tumner

Trademark Examining Attorney

Law Office 108

(Andrew Lawrence, Managing Attorney)

Before Seeherman, Holtzman and Mermelstein
Administrative Trademark Judges

Opinion by Seeherman

Administrative Trademark Judge:

Nick Bovis, an individual, has appealed from the final refusal of the Trademark Examining Attorney to register
BOVIS FOODS, in standard character format, with FOODS disclaimed, as a mark for “wholesale distributorship
services featuring food products.” PNl Registration has been refused pursuant to Section 2(e)(4) of the Trade-
mark Act, 15 U.S.C. § 1052(e)(4), on the ground that BOVIS is primarily merely a surname.

There are four factors that the Board considers in determining whether a standard character mark is primarily
merely a surname. They are: 1) whether the surname is rare; 2) whether anyone connected with the applicant has
the surname; 3) whether the term has a recognized meaning other than that of a surname; and 4) whether the
term has the look and sound of a surname. In re Benthin Management GmbH, 37 USPQ2d 1332 (TTAB 1995). ™1

At the outset, we note that applicant and the examining attorney have concentrated their arguments on whether
BOVIS is primarily merely a surname. Neither contends that the additional term FOODS in the mark, a descript-
jve term that has been disclaimed, affects the significance of BOVIS. We agree, and therefore address our com-
ments to whether BOVIS is primarily merely a surname.

With respect to the first factor, the examining attorney submitted an excerpt from WhitePages.com which states
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that “197 Results matching ‘Bovis, United States” were found.” The examining attomey submitted ten of these
listings. One is for a person in Canada, and there are two listings for Ali Bovis in Winter Park, FL; we cannot
determine whether these two listings are for the same person. The examining attorney also submitted evidence
taken from a Lexis-Nexis search of public records, which the examining attorney characterized as showing “the
applied-for mark appearing over seventy times as a surname in a nationwide telephone directory of names.” Of-
fice action mailed March 4, 2009. The list of 72 names includes what appears to be two businesses, Lend Lease
Bovis in Haines City, FL, and Lend Bovis in Charlotte, NC, as well as applicant himself (N. Bovis, San Mateo,
CA). The examining attorney also submitted several articles taken from the Nexis database in which the term
“Bovis” appears. To the extent that the examining attorney intended, by submitting these articles, to provide fur-
ther support for his position that additional people have the sumame Bovis, that evidence is lacking. Most of the
references in the articles appear to be company names, e.g., “Hunt-Bovis,” (“The New York Post,” Jan. 12,
2009); “Bovis Construction Corp.” (“Daily Deal,” Jan. 7, 2009 and “The Lexington Herald Leader,” Sept. 10,
2008); and “Bovis Lend Lease” (“Daily Record,” Jan. 7, 2009, “Modern Healthcare,” Sept. 22, 2008 and “The
New York Times,” Sept. 16, 2008). There is one hyphenated name that includes “Bovis,” i.e., Natalie Bovis-
Netson (“The Houston Chronicle,” Jan. 28, 2009), and an article in “Missouri Lawyers Weekly” lists the defend-
ant's attorney, James E. Singer, as being with the law firm of Bovis, Kyle & Burch. The only article that clearly
shows Bovis as a surname contains a reference to Tia Bovis, a student of Cheyenne Central High School who, at
the high school's FFA youth organization chapter degree ceremony, was among the members who won the
Greenhand degree level of membership. “Wyoming Tribune-Eagle,” Nov. 23, 2008.

*2 Because of the inclusion of someone from outside the United States, and the possible duplication of names
even in the ten excerpted from the WhitePages.com search, we cannot assume that the 197 results reportedly re-
trieved by that search represent 197 people in the United States with the surname Bovis. Nor can we view the
WhitePages.com and the Lexis-Nexis excerpts as being mutually exclusive, such that we should add the 72 list-
ings from the Lexis-Nexis search to the 197 results from the WhitePages.com search. Although we generally en-
courage examining attorneys and applicants, when there is a large amount of evidence, to provide a representat-
ive sample, this does not mean that if an examining attorney searches multiple databases that essentially contain
the same information, we can treat the results of each search to represent different individuals. Even with just
the ten listings from the WhitePages.com search that have been made of record, we note that there may be a du-
plication, in that a Karen Bovis, with an address in Dallas, TX is listed by her job title and company in the
WhitePages.com excerpt, while a Karen Bovis is listed in the Lexis-Nexis search with an address on Rainbow
Drive in Forney, TX. it appears that some of the listings in the WhitePages.com excerpt may be the same people
listed in the Lexis-Nexis search. Thus, we have considered the WhitePages.com search results and the Lexis-
Nexis search results to total 82 listings.

We recognize that some of the listings may be for heads of households, and that other people with the same sur-
name may live at the same address. However, even assuming that there may be some additional people with the
surname Bovis other than the 72 listings retrieved from the “nationwide telephone directory of names,” and the
10 listings from WhitePages.com, and not even taking into consideration the business listing and duplications
that we have discussed, it is clear that Bovis is an extremely rare surname. See In re Joint-Stock Co. “Baik”, 84
USPQ2d 1921 (TTAB 2007), in which the surname “Baik” was found to be an “extremely rare surname” based
on a listing of 456 individuals with that surname in the Verizon superpages.com database. We recognize that in
the past much smaller numbers of listings from telephone directories were found sufficient to demonstrate that a
mark was primarily merely a surname (see, for example, In re Etablissements Darty et Fils, 222 USPQ 260
(TTAB 1984), aff'd 759 F.2d 15, 225 USPQ 652 (Fed. Cir. 1985), with a total of 32 listings found in nine tele-
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phone directories). However, in those cases the assumption was that the telephone directory evidence was a rep-
resentative sample, and that there were many other people with that surname listed in other telephone director-
ies. Here, however, it must be remembered that the databases used by the examining attorney contain the listings
for what would be the equivalent of every telephone directory in the United States, as well as other public re-
cords. Thus, it is reasonable to conclude that the evidence submitted by the examining attorney gives us a fairly
accurate picture of the number of telephone listings in the entire United States that include the name Bovis.

*3 The second factor we consider is whether anyone connected with applicant has the surname in question.
Here, BOVIS is the surname of the applicant himself, Nick Bovis.

The third factor is whether Bovis has a recognized meaning other than that of a surname. The examining attor-
ney has submitted dictionary evidence showing that “bovis” is not listed as an entry in the Merriam-Webster On-
line Dictionary.

Applicant, on the other hand, asserts that “bovis” is “the singular genitive form of the Latin root BOV-, which
means ‘0x, cow,” and that cows themselves can be referred to as “bos bovis.” Response filed Feb. 10, 2009. Ap-
plicant has also submitted evidence that “bovis” is an adjective used in medical language to indicate that
something is related to cows or oxen, e.g., the bacterium Mycobacterium bovis, and that many words beginning
with “bovi” relate to cows, e.g., boviculture (raising cattle), boviform (resembling an ox in form), bovicide (a
slayer of oxen or other cattle) and bovine (oxen, cows, buffaloes).

Although some Latin scholars may recognize “bovis” as the singular genitive form of the Latin root “boy,” and
some medical personnel may be aware, when they see bovis in relation to a particular bacterium, that it causes
disease in cows or oxen, the majority of Americans would not be aware of these meanings. This is not to say,
however, that the public would be unaware of the word “bovine,” or that they might view BOVIS as somehow
related to this word, especially in a mark used in connection with applicant's services featuring food products
which could, of course, include dairy products and beef.

In considering whether the public would perceive BOVIS as a surname, we have given no weight to the articles
from the Nexis database submitted by the examining attorney. With all due respect to the award given the stu-
dent at the Cheyenne, WY high school, the articles do not show that any person with the surname Bovis has
achieved any significant notoriety. Cf. In re Gregory, 70 USPQ2d 1792, 1795 (TTAB 2004) (evidence of public
figures with surname Rogan supported conclusion that public would perceive Rogan as a surname).

The final factor relevant to our inquiry is whether BOVIS has the look and feel of a surname. The examining at-
torney argues that census data furnished by applicant show that BOVIS has the look and feel of a surname be-
cause surnames listed in that data end in the same last three letters, e.g., Davis, Jarvis and Travis, or the same
last two letters, e.g., Harris and Willis, while others begin with “Bo,” e.g., Boyer, Boone and Boyle. We con-
sider the examining attorney's argument to show how nonsensical the interpretation of this factor has become.
Using the examining attorney's approach, we could say that BOVIS has the look and feel of a common noun be-
cause “book” and “bone” begin with the letters “Bo,” or because “trellis” and “clematis” end in “is.” The evid-
ence on which the examining attorney relies does not support his conclusion that BOVIS has the look and feel of
a surname.

*4 The four factors we have discussed weigh different concerns. The second through fourth factor deal with
whether the mark will be perceived as primarily merely a surname. That is, after the Office has demonstrated
that the mark is a surname, the inquiry turns to whether people are likely to view it as one. Both the legislative
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history and the statutory language make it clear that the fact that a term may be someone's surname, even applic-
ant's own surname, is not sufficient to bar its registration; it must be primarily merely a surname.

In the present case, the third factor, whether Bovis is the surname of anyone connected with the applicant, favors
a finding that the mark is primarily merely a surname, since Bovis is, in fact, applicant's surname. Certainly any-
one who knows that the mark is used by Nick Bovis would readily understand that BOVIS is a surname.
However, because a trademark identifies the source of goods or services, and therefore can substitute for a trade-
mark owner's providing his actual name as the source,[™! we consider the factor of whether the mark is the
surname of someone connected with the applicant, in terms of supporting a refusal of registration, to have less
weight in the overall analysis.

Thus, because BOVIS does not have the look and feel of a surname, and because the evidence shows that
BOVIS has some relationship to and suggests the word “bovine,” such that BOVIS could be perceived as a
coined word perhaps derived from “bovine,” but with no particular meaning in itself, people who are unaware of
applicant's personal name are not likely to regard BOVIS in the mark BOVIS FOODS as a surname.

Even if we were to find that, based on the facts that BOVIS is applicant's sumame and that it does not have a
clearly recognized alternative meaning, the mark would be perceived as primarily merely a surname, the inquiry
does not end there. The first factor, the rareness of the surname, is not concerned with whether the term is
“primarily merely” a surname or, put another way, whether it has significance other than as a surname. Rather, it
addresses the basic reason why marks that are primarily merely surnames are prohibited from registration. The
statute reflects the common law recognition that surnames are shared by more than one individual, each of
whom may have an interest in using his surname in business. In re Etablissements Darty et Fils, 225 at 653. See
also Kimberly-Clark Corp. v. Marball, Comr. Pats., 94 F. Supp 254, 88 USPQ 277, 279 (D.D.C. 1950): “The
spirit and the intent of the entire Act indicate that Congress intended to codify the law of unfair competition in
regard to the use of personal names as it has been developed by the courts.... At common law it was held that
every man had an absolute right to use his own name.”

However, during the hearings on the bills that eventually became the Lanham Act, the testimony shows that
Congress was not trying to prevent the registration of surnames per se; one witness pointed out that “almost
every word you can think of is somebody's surname, somewhere” and to refuse the registration of a term be-
cause “it falls into the general category that there might be a surname somewhere of that kind, that somebody
somewhere may bear that name, it merely limits the field of choice.” Hearings on H.R. 4744 Before the Sub-
comm. Trade-marks of the House Comm. On Patents, 76 Cong., 1% Sess. (1939) at 40.

*§ If a surname is extremely rare, there are very few, if any, people who can possibly be affected by the registra-
tion of that surname as a mark. This is because not only must there be a person with that surname, but that per-
son must want to use his or her surname for the same or related goods or services as those of the trademark ap-
plicant. In determining a refusal based on likelihood of confusion, the law protects against the likelihood of con-
fusion, not the theoretical possibility of it. The same consideration should apply when surnames are at issue.
Here, the number of people shown to have the surname BOVIS—fewer than 100-is simply too low for it to be
more than a theoretical possibility that one of them would want to use his or her name for goods or services re-
lated to wholesale distributorship services featuring food products. Thus, the purpose of the statute prohibiting
the registration of marks that are primarily merely surnames would not be served by refusing registration here.

Because, in this case, we give greater weight to the rareness of the surname BOVIS than to the other factors
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used in determining whether a mark is primarily merely a surname, we find that the Office has not met its bur-
den of proving that the mark is primarily merely a surname.

Decision: The refusal of registration is reversed.

FNI1. Application Serial No. 77502609, filed June 19, 2008, based on Section i(b) of the Trademark Act
(intent-to-use).

FN2. A fifth factor, whether the mark is so stylized that it would not be perceived as a surname, is not applicable
because applicant has applied for a mark in standard character format.

FN3. The statute specifically recognizes that a mark can identify an unknown source of goods or services. See
the definition of “trademark” in Section 45 of the Act, 15 U.S.C. § 1127, which states that a mark is used to
identify and distinguish a person's goods from those manufactured or sold by others and to indicate the source of
the goods, even if that source is unknown.

2010 WL 4036058 (Trademark Tr. & App. Bd.)

END OF DOCUMENT
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THIS OPINION IS NOT A PRECEDENT OF THE TTAB

Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

In re Spumador S.P.A.
Serial No. 79056027
March 11, 2010
Roberta S. Bren of Oblon, Spivak, McClelland, Maier & Neustadt for Spumador S.P.A.

Raul Cordova

Trademark Examining Attorney

Law Office 114

(K. Margaret Le, Managing Attorney)

Before Bucher, Bergsman, and Ritchie
Administrative Trademark Judges
Opinion by Bergsman

Administrative Trademark Judge:

Spumador S.P.A. (“applicant”) has filed an application to register the mark VALVERDE on the Principal Re-
gister in standard character form for goods ultimately identified as “mineral and aerated waters; non-alcoholic
drinks, namely, soda pops, fruit juices and fruit drinks; syrups for making beverages,” in International Classes
32" Applicant claimed that “[t}he English translation of the term ‘VALVERDE" is ‘green valley.”™

The examining attorney refused registration on the ground that the mark is primarily merely a surname under
Section 2(e}(4) of the Trademark Act of 1946, 15 U.S.C. §1052(e)(4). Section 2(e)(4) of Trademark Act pre-
cludes registration of a mark which is “primarily merely a surname” on the Principal Register without a showing
of acquired distinctiveness under Section 2(f) of the Act, 15 U.S.C. §1052(f). We must decide on the facts of
each case whether the mark at issue is “primarily merely a surname” under the Act. In re Etablissements Darty
et Fils, 759 F.2d 15, 225 USPQ 652, 653 (Fed. Cir. 1985). The examining attorney bears the initial burden to
make a prima facie showing of surname significance. /d. If the examining attorney makes that showing, then we
must weigh all of the evidence from the examining attorney and the applicant, to determine ultimately whether
the mark is primarily merely a surname. /n re Sava Research Corp., 32 USPQ2d 1380, 1381 (TTAB 1994). If
there is any doubt, we must resolve the doubt in favor of applicant. /n re Benthin Management GmbH, 37 US-
PQ2d 1332, 1334 (TTAB 1995).

The Examining Attorney submitted the evidence identified below to prove that VALVERDE is primarily merely
a surname.
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1. An entry for “Valverde” from Wikipedia. The entry identified “Valverde” as a surname.[FN2l

*2 2. Entries from various websites for persons with the surname “Valverde,” such as Junio Valverde (a Spanish
actor), Alejandro Valverde (a Spanish cyclist), Maria Valverde (a Spanish actress), Jose Valverde (a Major
League baseball player), and Vincent de Valverde (a Spanish bishop active in Peru during the fifteenth century). (¥l

3. An excerpt of 500 of the 1859 entries for “Valverde” from the LexisNexis Public Records Library Surname
Search.[FN

4. The entry for “Valverde” from the WordReference.com Italian-English dictionary. There was no English
translation./™s] There did not appear to be an Italian word “Valverde” because it was not included on a listing
of close words displayed on the website.

5. The entry for “Valverde” from the Online Portuguese Dictionary (portuguesedictionary.net).'™1 This web-
site did not find a Portuguese word “Valverde.”

6. The entry for “Valverde” from the Yahoo!Education website (http:// education.yahoo.com).™ No Spanish
or English matches were found; in other words, there was no Spanish word “Valverde.”

7. The search results for “Valverde” from the OneLook dictionary./™® There were no references to “Valverde”
as a word. The search result stated, “Sorry, no dictionaries indexed in the selected category contain the word
valverde.”[FN°

Applicant submitted the following evidence to show that “Valverde” is not primarily merely a surname:

1. The Wikipedia entry for the Battle of Valverde. The Battle of Valverde (February 20-February 21, 1862) was
fought in and around Valverde, New Mexico. The battle was considered a Confederate success in the New Mex-
ico Campaign of the American Civil War [~

2. The entry from the U.S. Census Bureau website (census.gov/genealogy/www/namesearch.html) profiling the
surname “Valverde.” ™) Valverde ranks 6141 in terms of frequency with 0.002% of the population having
that surname.[FNi21

3. An entry from Wikipedia identifying “Valverde” as Italian, Portuguese and Spanish for “green valley.” N3
In addition, “Valverde” was identified as geographic locations in the Dominican Republic, Italy, Portugal, and
Spain. However, there was no information regarding the renown of any of those locations.

In analyzing the surname refusal, we must determine the impact VALVERDE has on the purchasing public be-
cause “it is the impact or impression which should be evaluated in determining whether or not the primary signi-
ficance of a word when applied to a product is a surname significance. If it is, and it is only that, then it is
primarily merely a surname.” In re Giger, 78 USPQ2d 1405, 1407 (TTAB 2006), quoting, In re Harris-Intertype
Corp., 518 F.2d 629, 186 USPQ 238, 239 (CCPA 1975), quoting, Ex parte Rivera Watch Corp., 106 USPQ 145
(Comm'r 1955)(emphasis in the original).

*3 Our case law sets out a number of factors to be used to determine if the term is primarily merely a surname:
1. Whether the surname is rare;
2. Whether anyone connected with the applicant has the term as a surname;
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3. Whether the term has any other recognized meaning; and,
4. Whether the term has the “look and sound” of a surname.
In re Benthin Management GmbH, 37 USPQ2d at 1332-33.(FN1]

We first look at the “rareness” of the surname. As indicated above, “Valverde” ranks 6141 in terms of frequency
with 0.002% of the population or approximately 4074 people having that surname. For purposes of providing
context for this data, the surname Moore is ranked 9% in terms of frequency and is possessed by 0.312% of the
population sample. Certainly, although a surname is not among the most common, that does not automatically
qualify it as a rare sumame. While “Valverde” is not as common as “Moore,” we find that “Valverde” is not a
rare surname. See [n re Champion Internatinal Corporation, 229 USPQ 550, (TTAB 1985) (McKINLEY found
to be primarily merely a surname in part because it was listed as the 1197* most common surname with an es-
timated 23,170 people with that surname).

We turn to the second factor and look to whether anyone associated with applicant has the surname “Valverde.”
Applicant asserts that no one associated with applicant has a the sumame “Valverde.” However, the fact that “a
proposed mark is not applicant's surname, or the surname of an officer or employee, does not tend to establish
one way or the other whether the proposed mark would be perceived as a surname.” /n re Gregory, 70 USPQ2d
1792, 1795 (TTAB 2004).

The third factor is whether there is another recognized meaning for “Valverde.” The relevant question is whether
the term has another recognized significance other than as a sumame. Words having significance other than as a
surname are not “primarily merely a surname.” Fisher Radio Corp. v. Bird Electronic Corp., 162 USPQ 265
(TTAB 1969)BIRD is not primarily merely a surname); Ex parte Omaha Cold Storage Co., 111 USPQ 189
(Comm'r Pat. 1956) (DOUGLAS is not primarily merely a surname); /n re Monotype Corp. PLC, 14 USPQ2d
1070 (TTAB 1989} CALLISTO has no surname meaning from Greek mythology); /n re BDH, Inc., 26 USPQ2d
1556 (TTAB 1993)(GRAINGERS for crackers and chips is not a surname because it would be perceived as sug-
gestive of the grain-based nature of the product); see also TMEP §1211.01(a) (6* ed. 2009).

Applicant contends that “Valverde” is Spanish, Italian, and Portuguese for “green valley” based on a Wikipedia
entry, Also, applicant asserts that “Valverde” is a town in New Mexico where a Civil War battle was fought. In
rebuttal, the Examining Attorney submitted entries from online dictionaries to show that “Valverde” is not a re-
cognized Spanish, Portuguese or Italian word. In this regard, we could not find the word “Valverde” in an ltali-
an, Spanish or Portuguese dictionary.N151 On the other hand, “Valverde” was listed in the Dictionary of
American Family Names, Vol. 3, p. 530 (2003), as a Spanish “habitational name from any of the numerous
places named Valverde ‘green valley.”

*4 With respect to “Valverde” being a town in New Mexico where Union and Confederate forces fought the
Battle of Valverde, there is no evidence indicating that there is any significant consumer recognition of
“Valverde” as a geographic location or the location of a Civil War battle. It is unlikely that most individuals are
aware of any location identified by the name “Valverde” or that a Civil War battle was fought in Valverde, New
Mexico. See In re Hamilton Pharmaceuticals Ltd., 27 USPQ2d 1939, 1942 (TTAB 1993) (the primary signific-
ance of HAMILTON is a surname despite evidence that it has minor significance as a geographic term and as a
given name). In fact, to the extent that there is any recognition of Valverde, New Mexico, it may support the
conclusion that “Valverde” would be viewed as a surname because cities, counties, streets, lakes an other things
often derive their names from an individual's name. See In re Harris-Intertype Corporation, 518 F.2d 629, 186
USPQ 238, 239 (CCPA 1975); In re Champion International Corp., 229 USPQ at 551.
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Likewise, with respect to the Wikipedia entry that identified “Valverde” as geographic locations in the Dominic-
an Republic, Italy, Portugal, and Spain, there is no evidence that any of those locations have any renown in the
United States and, therefore, whether consumers in the United States will perceive “Valverde” as having a geo-
graphic or non-surname meaning. See In re Gregory, 70 USPQ2d at 1796.

In view of the foregoing, we find that the evidence of “Valverde” as a surname is greater than the evidence that
“Valverde™ has any other significance.

The fourth and final factor is whether the proposed mark has the “look and sound” of a surname. This is a sub-
jective factor concerning whether VALVERDE has the “structure and pronunciation” or “the look and sound” of
a surname. /n re Benthin Management GmbH, 37 USPQ2d at 1333; In re Sava Research Corp., 32 USPQ2d at
1381; In re Indusirie Pirelli, 9 USPQ2d 1564, 1566 (TTAB 1988). As stated in /ndustrie Pirelli, “certain rare
surnames look like surnames, and certain rare surnames do not and that ‘Pirelli’ falls into the former category,
while ‘Kodak’ falls into the latter.” /d.

The examining attorney argues that it does, relying primarily on the facts that more than 4000 individuals have
“Valverde” as a surname and that there is no evidence of any alternative significance. Applicant, on the other
hand, contends that “Valverde” looks and sounds like a foreign (or unusual) word rather than like a surname. On
this point, we agree with applicant.

*5 The argument has been made that absent compelling evidence from the first three Benthin factors, the mere
fact that a term has the “look and feel” of a surname should not hurt an applicant. See In re Joint-Stock Com-
pany “Baik,” 84 USPQ2d 1921, 1924 (TTAB 2007) (J. Seeherman, concurring). In any case, this Board has
clearly stated the logical converse, namely, that an alleged surname without the “look and feel” of other readily-
recognizable surnames helps applicant under this fourth Benthin factor. See In re Gregory, 70 USPQ2d at 1796
(“When a term does nor have the look and sound of a surname, it clearly aids the applicant™).

In this regard, there is no evidence that “ verde” or “Val ” is a common or recognized structure for a
surname (e.g., berg as in Steinberg, man as in Bergsman, lov as in Orlov, etc.). There is also
no evidence that any individuals with the “Valverde” surname are notable to consumers in the United States.
Hence, on this fourth and final Benrhin factor, we find for applicant.

On the issue of whether a mark is primarily merely a surname under Section 2(e)(4), we resolve any doubts we
have in favor of the applicant and pass the application to publication with the knowledge that others who have
the same surname and use it or wish to use it for the same or similar goods may file a notice of opposition, /n re
Benthin Management GmbH, 37 USPQ2d at 1334. Balancing the factors, we find that although VALVERDE is
an uncommon surname without alternative meanings, it does not have the look and sound of a surname. In view
of the foregoing, we find that VALVERDE is not primarily merely a surname.

Decision: The refusal to register under Section 2(e)(4), on the ground that VALVERDE is primarily merely a
surname, is reversed.

FNI. Serial No. 79056027, filed May 26, 2008 under the Madrid Protocol, Section 66(a) of the Trademark Act
of 1946, 15 U.S.C. §1141(f), based on International Registration No. 0970079.

FN2. September 15, 2008 Office Action.
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FN3. Id

FN4. Id.

FNS. April 16, 2009 Office Action.

FN6. Id.

FN7. Id.

FN8. Id.

FN9. The excerpt made of record did not identify the dictionaries searched by OneLook.com.

FN10. March 16, 2009 response. Applicant submitted a second excerpt regarding this baitle from the National
Park Service website.

FNI11. Id.

FN12. By way of comparison, the entry provides that the surname Moore is ranked 9% in terms of frequency
and is possessed by 0.312% of the population sample. In the April 16, 2009 Office Action, the Examining Attor-
ney submitted the same information from the Mongabay.com website which relied on the Census Bureau data.
The Mongabay.com website also indicated that there were approximately 4074 people with the surname “Valverde.”

FN13. /d

FN14. The fifth Benthin factor, whether the manner in which the mark is displayed might negate any surname
significance, is not relevant to our analysis inasmuch as applicant seeks registration of VAVERDE in standard
character form.

FN15. The Board may take judicial notice of dictionary definitions. University of Notre Dame du Lac v. J. C.
Gourmet Food Imports Co., 213 USPQ 594, 596 (TTAB 1982), aff'd, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir.
1983). There was no entry for “Valverde” in the following dictionaries: Larousse, English-Spanish Dictionary
(Unabridged) (1994); Collins, Spanish Dictionary (6 * ed. 2000); Burke, Street Spanish Slang Dictionary &
Thesaurus (1999); McGraw Hill, The Red-Hot Book of Spanish Slang and Idioms (2007); NTC's Compact Por-

tuguese and English Dictionary (1995); Sansoni, English-Italian Italian-English Dictionary (3 ed. 1995); and
Dictionary of Italian Slang and Colloguial Expressions (1996).

2010 WL 985348 (Trademark Tr. & App. Bd.)

END OF DOCUMENT
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