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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
)
)
)
)
)
)
)
)
)
)
)

Mark: THE MUNICH
Application Serial No. 79/066,317

In re Christoph Geskes

Attorney's Reference: 31956-279103

Applicant's Request for Remand

The Examining Attorney has refused registration under Section 2(d) on the ground that there

is purortedly a likelihood of confusion with the mark shown in Registration No. 3,747,881, owned

by Munich Reinsurance America, Inc. ("MRA"). Applicant continues to maintain that in fact there

is no likelihood of confusion with the cited registration, and in support of its position Applicant

attaches hereto a Consent Agreement between Applicant and MRA.

Applicant respectfully submits that good cause for this remand is shown by Section 1207.02

of the Trademark Trinl and Appeal Board Manual of Procedure, which states:

(B )ecause a consent agreement offered in response to a refusal to register under
Section 2(d) of the ACt. . . is inherently difficult and time-consuming to obtain,
and may be highly persuasive of registrabilty, the Board wil grant a request to
suspend and remand for consideration of a consent 'agreement if the request,
accompanied by the consent agreement, is filed at any time prior tothe rendering
of the Board's final decision on the appeaL.



Accordingly, Applicant respectfully requests that the Board suspend the appeal and remand

the application to the Examining Attorney to consider the Consent Agreement attached hereto. i

Respectfuly submitted,

Date: March 21,2011

~~.~
Mark B. Harison
Michael E. Hall
Venable LLP
P.O. Box 34385
Washigton, D.C. 20043-9998

Telephone: 202/344-4800

. Facsimile: 202/344-8300

Applicant's Attorneys

1164408

i With respect to the Section 2(e)(2) refusal, Applicant has argued that THE MUICH is incongruous because in

common usage "the word the is a definite article that is not used before the names of cities" (Response of August 17,
2010). Of course, "incongruity is one of the accepted guideposts in the evolved set of legal principles for discriminating
the suggestive from the descriptive mark." In re Shutts, 217 U.S.P.Q. 363,364-65 (T.T.A.B. 1983) (SNO-RAKE held
not merely descriptive). The Examining Attorney noted Applicant's arguent in his subsequent Office Action but did
not substantively address it, simply responding that "the term 'the' is not distinctive and does not add any source-
identifying significance" and citing several inapposite cases in which the term the was added to a noun in a manner that
would comport with common usage (TH GREATEST BAR, THE WEATHER CHANNEL, and THE COMPUTER
STORE). The Examining Attorney refuses to analyze Applicant's mark TH MUICH as a whole and consider that
the word the coupled with the name of a city is a strange usage - and possibly uneard of - as a synonym for the city
itself, and there is no per se rule that the word the coupled with a term that is not inerently distinctive by itself results
in a composite mark that is not inerently distinctive as a whole. For example, the Trademark Manual of 

Examining 

Procedure explains that "an entity designation has no source-indicating capacity" but provides for an exception "where
the entity designation is used in an arbitrar manner (e.g., "THE LTD," . . .)." T.M.E.P. § 1213.03(d) (holding added).
Director Kappos might say, "I work in Alexandria" but he would not say "I work in the Alexandria." Accordingly,
Applicant insists that its applied-for mark THE MUICH is not primarily geographically descriptive within the
meaning of Section 2(e)(2).
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COSENT AÇREEMENT. Jl
l1iis Conent Agrent (.. Agrment') Is made as of this \0 _ day of ~.:r.. '" ..-

2011 ("Efftive Oat,,") by an betwee (1) Christph Geskes ("Geils"), iixte at
Mathiaskircbplatz S. 50968 Köln Gery. and (2) Munich Rcinsurce Ameria, Inc. ("MR").

. located at 555 College Ro Eat. Prnceton. New Jer 08543.5241 USA.

WHEREAs Geske is the owner of U.S. Tramark Applicaon Serial No. 79/066,317
(exteion of proteon &om .Inteiiational Registrtion No. 996172) for the mark THE MUNICH (in
~"tndar cbct) and coverng the following serice:

Class 3¡j
Advesin buiness managemet serice; business administon; office fuicûons

Clas 36

Insurce and reinunice agencies; Insurace underriing serices for all types of
insurace: rensurce underiting; insurane and reinsurcc. consullllcy; inurace
and . reinsurce information; insurace and reinsiance subrogaon; insurace and
reinsurace brokenie; insurace and reinswice actuarial seice; insurce and
remurace administrion; insll4lce and reinsance claims pring; consultation in
the fields of Inurance. reinsurace, insura underting and reinsurace underiting;
cosiitation serice in th fields of propery insurace casualty insurace, reinsurace

leg expees insurace, liabilty insunnce, Ii ft insúrce, fire insurace accident
insurance and heath insul"l1ce as well as in i1e field of adnistrtion of insura and
rensurance claims; tinlllU:iaalfairs, namely finacial intiimion, management and
analys servce; financial advice; financial consultation; financial foreasting; finacing
seiee; finacial reeah: cosultation In the field of finania risk management;
fi nanial serce, naely consultation in finance manemt and plannl ng; monetiy
exhange; acquisition and inmstbr of monetary claims; moneta strtegy cunsultation
ard reearch; re este cosultaon; real estate ageicies; real estate appraisal; rel estate
broke; real esti listing; ral esta financing service; re ",taw investment

services~
Medical and veterinar serviceb; hygienic and bety car for bumi beings; agroulture!

advice: foret habitat retoration

WHEREAS MRA is the owner of U.S. Traemak Registtion No. 3,747.881. issued
Februar 9, 20 I 0 for th ma MUNICH RE AMHRICA and coverng the following seice:~

Electnic publications, naly, boks, bruchUTll, magaines. memorada, newsleltrs.

paphets; and a series of arcles featuring buines, financial. risk, inswice
iilllsuram;e and reate toplci recd \In wmpute media¡ soar, niicly, eampuler
softar for til1cial anlysis orinsurace and rensur stuctu., compute sof\ere
for administrtion and rertng of insurce and reinsurace Informiuoi: downloaable
electnic newslettel' In the field of financial,. risk, insrace. and relii field
informaton



Class 16

lnfomitionaJ marials, namely, books, brocures, magaiines, memorda, newslett,
. paphlet. an a series of ariclc.t feang businßSs, consulting. financial. magement,
risk, iiurace reiuranc, and relatd topics; printed publicaion. nael)', books

brochur. maganes, memoril newleter, pamphlet and a series of arcles in the
field of busness. consulting, financial, management, risk, ÍPsurnct:, reinsurce, andreiàted topics .
Class 35
Business seices llilnel)', risk. manageent assistance; consulting service, namel)'.
busines advice~
Managemet services, naml)'. proper, casuat), and hcalm inurii underwriting

iminagment assistace, insurce claims administation assjstanc: financial risk
management assistce: insure and rensuracc underriting in IiU classes of casualty,
propert. fidelity. suret. and health insurance; fucial service. namely, financial

management and planning asistance; Inurance and reinsurace sevice naly.
financial risk assessment and manageent assistance underwting and actuarial
assisiince, insurce claims administrtion an prcesing management advice;

consulting in the field oflnsurance, underting. imd financial maagement

Qm
Prviding on-line non-downloadable publication in the nature of aricles, book:.
brcbure magaini=, meornda newsleltt:TS and pamphlcts'in th lield of buines,
risk, insurace reinsurance, and related field information; prviding on-line non.

downloàable eleilroniC newsletters in the ficld of risk, insurce, reiill, imd

reliu field infurmation ...
Clas 42 

Insurance and reinsurance prouct dllelopment tòr oters

WHER. MRA's IWgistialoD Nil. 3.747.88Jhas be cited by the U.S. Pate and
Trademark Offce as a bar to registrtion ofOcskes' Applicaon Serial No. 791066.317.

NOW THEREFORl for goo and valuable consideration, lhe reipt imd s\lffclency of
which is herby acknowledge, the parties agr as fullows:

1". The pares ag tht, based upon their prfmional judgment, there is no likelihoo of
confusion beween Oeskes' use of THE MUNICH fOTthe services idetified in U.S. Application Smal
No. 79/066,317, on th one hand, and MRA's use of MUNICH RE AMERICA for the service
identified in U.s. Registrtion No.3, 747,881. on the other. The basis for this oonclusion is th paries'
ex.peie in the inarlplace the differces belwee the marks, th nature of the seric:ei offer by
each par, th natur of the tre, and the overl sophistication oftheif respctive customers.

2. MR consents 10 Oeskes' use and registrion In the Unite Sttes and worldwide of
me mark THE MUNICH for the seice shown in U.S. Application Sena! No..79I0,317, wheJee
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Geke consents to MRAS' use and iegiston in the Uni Stat and worldwide of the ma

MUNICH RE AMERICA for the llrvce sbown in U.S. Trark Registrtion No. 3,747,881, or
any other tradmak applicaions or registrons beang th word element MUNICH.

3. In the event either pa bemes awIW of any ac confusion amng their repective

customers or elierts, eac par IIgt to notify the atr and to work togethr in good faith to

alleviate th sourc of any such actual confusion.

4. The p8rt: eah wat th they have ti full poer, authorty and lega right to
ei.ecute deliV\'I and perfonn the ter of ths Agrement, that theie is no other peoo, entity or cour
whose consent is necssai to make this Agrent fully effective, and that this Ab'Tent has be
duly authorize by alt necessa corpte action an shall consttute a valid and binding obligatlon of
the respeive paies hero and is enforceale in accor with its tenDS.

5. Ths Agrent may be executed In any mannar of multipleoriijnals by difft
partes herto. each of whch shal be deemed to be an original and all of which shall constitute
collectively one agmcl. In making proof 

of this Agent, It shall not be neesai to prouce or
account for more than one such fully executed countert

6. The palcs agree that upon the reuest of anyone oftheni, they wtl eiecute and delive
such furter documents and underake such furter action ll may reBSnabl y be reuire to effect iiy

of the agreements and coveiant contned in this Agrent.

7. In cas anyone or more provisions or poiions herofis deemiinod to be invalid. ilegul
or unenfori:eable in any repet, the vaidity, legaity an enforobilit of the reaining provisions

contained herein shall not in any way be affec or impaed lIereby.

8. 'J Agrent shall be binding upon and ioUf to the beefit of the paes, and their

respective parent companies, subsidiares, heirs, repreentatives successors, wid as~ígi.

9. The paes ltgr that they have red this Agreement and have had their rigJ1S tully

e"plained by their attrney; th they have been adVised by their atmey$ tht it is a fair and
resonable Agrement; and th they have ben advised by their atoreys to execte the AgienL.

IN WITNESS WHEROF, the paes hae Clušcdthis Consent Agreement to be.eJeoute as
of the dat Urn wrtten above.

MllOlcb RensuraÌJce AmcrlCl, Inç,

By: Be ..
Prte Niie: c'o.' "'0:) S~.'''''

Title "'.. ~ , ~" ".e '" li"", I .. \ L ~" ,,, ,

Da: 3\... \,\

Cbrlstoph Geskes

BY.a~
Pr~Nlle: Chii$--o~ '~1u
Tile:

Date --1 C /A1__
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