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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re the application of B.S.A.

Serial No. 79/063,447 Examining Attorney: Suzanne M. Blane
Mark: PRESIDENT Law Office 114
APPLICANT'S APPEAL BRIEF

I. INTRODUCTION

Applicant B.S.A. hereby appeals from the Trademark Examining Attorney's refusal to
register Application Serial No. 79/063,447 for the mark PRESIDENT in Class 035 for

“Retail store services featuring dairy products”.

U.S. Registration No. 2,958,848 for the mark PRESIDENT, in the name of Eco & Sons,
was cited as a bar to registration under Section 2(d) of the Lanham Act, 15 U.S.C. §
1052(d). B.S.A. respectfully requests that the Trademark Trial and Appeal Board reverse
the Trademark Examining Attorney's decision to refuse registration. This Brief is
submitted electronically.

I1. Issue

Whether PRESIDENT for
“Retail store services featuring dairy products”

so closely resembles the mark PRESIDENT in the name of Eco & Sons
Corporation for “retail grocery store services” as to be likely as to cause

confusion.

I11. The Record

1. The Application

The application (filed on August 05, 2008) comprises the mark
PRESIDENT.
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2. The January 27, 2009 Official Trademark Office Action

In this Trademark Office Action, registration was refused on the ground that

Applicant’s mark so closely resembles the marks shown in U.S. Registration No.
2958848 (the “Cited Registration) and U.S. Reg. No. 1829711 (the “Withdrawn
Registration™) as to be likely to cause confusion. The proposed mark is PRESIDENT for
retail store services featuring dairy products. The Cited Registration is for the mark
PRESIDENT for retail grocery store services. The Withdrawn Registration is for the
mark PRESIDENT TUXEDO & CLOTHIER for services including men’s retail clothing

store services.

3. Applicant’s July 28, 2009, Response to Office Action

In Applicant’s response to the January 27, 2009 Trademark Office Action:

Applicant noted that the Examiner cites two prior registrations for
PRESIDENT, relating to retail services. Applicant further noted that both of the Cited
Registration and Withdrawn Registration co-exist. Accordingly, consumers would not
expect that all PRESIDENT retail outlets derive from the same source. In addition,
Applicant argued that it is the owner of longstanding registrations for the mark
PRESIDENT, e.g. U.S. Reg. No. 1710205. Consumers familiar with applicant's well-
known products would understand the relationship with Applicant's retail outlets, and
would not be confused with other co-existing uses of PRESIDENT by other parties.
Accordingly, Applicant argued that there would be no likelihood of confusion.

4. The August 25, 2009 Official Trademark Office Action
The August 25, 2009 Official Trademark Office Action made final the refusal

based on likelihood of confusion with the Cited Registration. The refusal based on
PRESIDENT TUXEDO & CLOTHIER, Registration Number No. 2958848 was
withdrawn. In this Office Action, the Examiner stated “Applicant argues its dairy retail
stores will be associated with its cheese products and not with registrant’s grocery store
services but provides no evidence to support that contention”. The Examiner gave no
weight to nor did she discuss Applicant’s prior registrations for the identical mark

PRESIDENT for dairy products.
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5. The February 24, 2010 Request for Reconsideration

Applicant requested reconsideration of the final refusal issued/mailed August 25,
2009. Applicant argued that the Cited Registration was filed in 1991 and issued in 2005.
Applicant further noted that it owned two U.S. Registrations, namely U.S. Reg. No.
0948631, for PRESIDENT (with design) for camembert cheese, which issued in 1972, and
U.S. Reg. No. 1710205, for PRESIDENT for milk and dairy products, namely, butter,
cheese, cream, yogurt and powdered milk, which issued in 1992, and was filed in 1989.

Applicant argued that it is well known for its PRESIDENT marks in connection
with cheese and dairy products as evidenced by these U.S. registrations. Applicant argued

that both its use and registrations pre-dated the Cited Registration.

6. Notice of Appeal

On February 24, 2010, with its request for reconsideration, Applicant filed a

Notice of Appeal.

7. Request for Reconsideration Denied

On March 29, 2010, the Applicant’s request for reconsideration was denied.
IV. Argument

In determining the issue of likelihood of confusion, the Trademark Office must
consider the principal factors the Court enumerated in In re E. I. du Pont de Nemours &
Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973). The overriding concern is to
prevent buyer confusion as to the source of the goods and/or services. In re Shell Oil
Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993). If consumers are
not likely to be confused, then a section 2(d) refusal is not well-founded.

In evaluating likelihood of confusion, the Examiner did not give any weight to
the Applicant’s existing registrations for PRESIDENT, one of which is nearly four
decades old and both of which predate the Cited Registration and are based on use
prior to the Cited Registrant’s first use. The Examiner stated “Applicant argues that
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its dairy retail stores will be associated with its cheese products and not with
registrant’s grocery store services but provides no evidence to support that
contention.”

However, under the “prima facie rule” Applicant’s prior registrations for
PRESIDENT for dairy products are prima facie evidence of the distinctiveness of the
identical mark for the retail store services covered by the pending application, because
these retail store services feature identical goods (namely dairy products) as those for

which the prior registrations issued. See TMEP §1212.04 and In re Best Products Co.,

Inc., 231 U.S.P.Q. 988, 989 n. 6 (T.T.A.B. 1986) (minor differences in marks and
identifications of services, “mail order and catalog showroom services” versus “retail

jewelry store services” permitted inference of secondary meaning to arise from prior

registration); In re Owens-Illinois Glass Company, 143 U.S.P.Q. 431, 4322 (T.B.A.B.

1964) (applicant’s ownership of prior registration of LIBBEY for cut-glass articles
held acceptable as prima facie evidence of distinctiveness of identical mark for plastic
tableware).

Due to the secondary meaning Applicant has already established from decades
of use and registration of its PRESIDENT mark for dairy products, consumers are not
likely to be confused between the retail store services featuring these very same goods
(dairy products, namely cheeses and related dairy goods) offered by Applicant under
its mark and the retail grocery store services offered by Registrant under the Cited

Registration.
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IV.  Conclusion
In view of the foregoing, Applicant respectfully submits that the Section 2(d)
refusal should be reversed and the application should be approved for publication.
Date: June 14, 2010

Respectfully submitted,

NORRIS McLAUGHLIN & MARCUS, P.A.

By _/bsl/

Bruce S. Londa

875 Third Avenue - 18" Floor
New York, New York 10022
Phone: (212) 808-0700

Fax: (212) 808-0844
Facsimile: (212)808-0844
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oy . . . .. Reg. No. 1,710,205
United States Patent and Trademark Office registered Aug. 25, 1992

TRADEMARK
PRINCIPAL REGISTER

PRESIDENT

' BESNIER S.A. (FRANCE CORPORATION) YOGURT AND POWDERED MILK, IN CLASS
-~ TOUR MAINE MONTPARNASSE 29 (U.S. CL. 46). _
33 AVENUE DU MAINE FIRST USE 0-0-1975; IN COMMERCE

I 75(:)1'5 PARIS; FRANCE 0-0-1975.

. , SER. NO. 73-817,852, FILED 8-8-1989.
FOR: MILK AND - DAIRY PRODUCTS;

NAMELY, BUTTER, CHEESE, CREAM, CAROLYN GRAY, EXAMINING ATTORNEY



)

United States Patent Office ..., 2%

PRINCIPAL REGISTER
Trademark

Ser. No. 397,892, filed July 21, 1971

Y

Gottfried Hain, doing business as Alpenhain Camembert- For: CAMEMBERT CHEESE, in CLASS 46 (INT.
Werk Gottfried Hain CL. 29).’
8091 Lehen, Germany Owner of German Reg. No. 866,851, dated Dec. 22,

1969.




