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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
ON APPEAL
Applicant: Kuvata, Inc.
Serial No. 78/980002
Filed: April 19, 2005
Mark: MEDIACAST inInternational Class 009
Examining TM Attorney: Steven Jackson, Law Office 107

Docket No.: 1271-002D1

Date: March 16, 2009

APPLICANT'S REPLY BRIEF

In accordance with 1203.02(c), Applicant respély submits the following reply brief
in supports of its application for MEDIACAS Serial No. 78/980,002, and in opposition to the
Examining Attorney’s final refusal under Tradark Act Section 2(d), 15 U.S.C. 1052(d) to
register the above-referenced mark.

l. Introduction

The Examining Attorney argues that the w$ the MEDIACAST mark on the following
goods:

Computer Programs For Delivering ABasplaying Audiovisual Content For
Others, Database Management, Opega8ystems, User Interfaces, Electronic
Mail, Network Browsing, Rrsentations, And Entertainment, Namely, Video On
Demand, Audiovisual Content On Dengi Music On Demand, And Text And

Graphics On Demand In The Fields BMsiness, Entertainment, Scientific,
Technical, Commercial, Educatidn®edia Presentation, And Personal

Computing, And Instructional Manuals$hiibuted Therewitln International
Class 009



is likely to be confused witthe use of MEDIACAST for servicaa connection with “electronic,
electric, and digital transmission of voice, dataages, signals, and messages” in International
Class 038 as cited in Registration No. 3,200,346 ‘@46 Registration). In making this
argument, the Examining Argument gives insuéidiweight to the limited protection afforded
the MEDIACAST mark, the differences in the Applicarg®ds as opposed to the Registrant’s
services, and the sophistication and identitytbé consumers of both. Contrary to the
Examining Attorney’s conclusion, a proper analysishe case shows that when all of these
factors are properly weighed, tkes no likelihood of confusion.

. The Nature Of The MEDIACAST Mark Is A Highly Relevant Factor Which
Impacts Its Scope Of Limited Protection

The Examining Attorney lightly dismissegpplicant’s argument regding the strength of
the MEDIACAST mark, claiming that such an angent “suggests thatéthregistrant’s mark
should be diluted and afforded no mction of a registered mark.” SE®&amining Attorney’s
Brief, Part f. In doing so, the Examining Attorney respfully chooses to ignore long-standing
law that the strength of a mark can vary vileetor not the mark iegistered. Indeed, a

registered mark can be arbitrary, suggestivelescriptive, and its éagorization can greatly

affect a likelihood of confusion analysis. See,,dmgre General Motors Cor®23 USPQ2d
1465 (TTAB 1992) (because of the suggestive neadi the mark GRAND PRIX, there was no
likelihood of confusion betweendhuse of the mark on automolsilend automobile replacement
parts).

Moreover, the Examining Attorney wrongtyates that because Applicant has not
submitted evidence of third party registratidosMEDIACAST on the same or similar goods

and services, the MEDIACAST mark mustdrbitrary and entitled to a broad scope of

! Applicant notes that the Examining Attorney’s Briekdmot include page numbers and therefore Applicant is
unable to cite to particular page of the Brief containing this statement.
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protection. _Se&xamining Attorney’s Brief, Part I. First, Applicalms submitted evidence of
other third party registrationssing the terms MEDIA an@AST, and one other pending
application for MEDIACAST on services so simitarthe goods in the subject application that it
has been suspended pendingdbhtcome of this appeal. Séeplicant’s Appeal Brief, p. 9-10
and Exhibit B. Second, the albse of third party use of a mkaon similar goods and services

does not preclude a finding that the mhkais highly suggestive. Ségentraz Indus. v. Spartan

Chem. Cqo.77 USPQ2d 1698, 1701-02 (TTAB@5) (even absent evidence of third party use,

mark found to be highlguggestive); see alS0MEP 1209.01(a) (“Suggestive marks are those

that, when applied to the goods or servicessateisrequire imagination, thought or perception to
reach a conclusion as to the natof¢hose goods or services.”).

The MEDIACAST mark suggests the transnijtiz. “casting”, of media. More
specifically, “media” is the plural of mediuwhich is defined as “a means of effecting or
conveying something.” Sdexhibit C? Additionally, the term “cast” is defined as “to cause to
move or send forth by throwing.” Idndeed, when a child learns how to fish, an important
aspect is that they properly “case” their linettually achieve the objective of catching a fish.
Therefore, any use of the teMEDIACAST as a trademark is necessarily going to be made in
connection with goods or servictmt serve to send or “dasnedia in some way. Séghe

Dracket Co. v. Kohnstamm & Co., Ind.60 USPQ 407, 408 (CCPA 1969) (“The scope of

protection afforded such highly suggestive marks is necessarily narrow and confusion is not
likely to result from the use of two marks camyithe same suggestion as to the use of closely
similar goods.”). The Board must accordingly consider the limited protection afforded the

MEDIACAST mark when evaluatqnwhether a likelihood of confign exists in this case.

2 Applicant notes that these definitions were not madecoirdebelow, but that the Bahmay take judicial notice of
them. _SedJniv. of Notre Dame de Lac v. J.C. Gourmet Food Imports Co,,288.USPQ 594, 596 (TTAB 1982),
aff'd, 217 USPW 505 (Fed. Cir. 1983).




1. The Registrant’s Services Are Ciferent Than the Applicant’'s Goods

The Board must review the parties’ goods amdlises as they arated in the registration
and the application. TMEP 1207.0}({&® (“The nature and scope @f party’s goods or services
must be determined on the basis of the goods or services reditedaipplication or

registration.”);_see alsdewlett-Packard Co. v. Packard Press,162.USPQ2d 1001 (Fed. Cir.

2002). The ‘346 Registration clearly covessvicesrelated to “electroniclectric, and digital
transmission of voice, data, images, signals,raeslsages.” By this language precisely, the ‘346
Registration does not covgoods or tangible products, such agiece of software or other
computer peripheralsed to electronically transmit voiatata, images, signals, and message.
By the same token, it does not cogemputer programs used to electronically transmit voice,
data, images, signals, and messadgasnversely, the Applicantgoods are computer programs.
These programs have to be purchased by the cansamd are then used to deliver and display

media such as e-mail and video-on-demand. [Ifeemation Resources, Inc. v. X*Press

Information Services6 USPQ2d 1034, 1038 (TTAB 1998) (mmimarked differences between

opposer’s specialized computengrams and applicant’s servideansmitting news and general
information to home and business computers iz #he software providdo the applicant’s
consumers by the applicant is incidentaihte service and has no value apart therefrom).

The Examining Attorney argues that becathseApplicant’'s computer programs can be
used for “electronically transmitting and disglag voice, data, images, signals, and messages,”
confusion is likely._Se&xamining Attorney’s Brief, Part Il. Quite frankly, the Examining
Attorney’s interpretation of the services ciiedhe ‘346 Registratiors untenably broad and
arguably stretch TMEP 1207.01(&)(beyond its own limits. According to the Examining

Attorney’s interpretation, the use MEDIACASGr a telephone, a radio, a television — indeed



anything that electronically transmits data -- wdule barred by the ‘346 Registration because it
could be used to transmit voice or signals. Presumably, this will include any future mode or
medium to “cast” such a “media” in the futuegardless of how it actually operates, what it
really is, and how it is sold. Under the samerale, the use of the same mark for an oven and
a bakery would be prohibited because an oven dmilased to bake bread any other type of
food product in existence simply because the product may be “comestible”. The Examining
Attorney is clearly stretching ¢hinterpretation of the goodstine ‘346 Registration to preclude
the use of the mark on goods and servibasare in reality quite unrelated. Se@rmation

Resources, Inc6 USPQ2d at 1038 (no likelihood afrfusion even though opposer’s product

may be used to access the computer data baggemhation and data retrieval services, which
compete with applicant’s service).

V. The Channels of Trade and Sophistigtion of Purchasers Make Confusion
Even Less Likely

The Examining Attorney all but admits that consumers of the Registrant’s services and
the Applicant’s goods are sophisticated and woakeé great care in ¢happlicable purchasing
decision. _Se&xamining Attorney’s Brief, Part Il. Rather, the Examining Attorney simply
concludes that even if relevgmirchasers are sophisticated, tha&gy not be sophisticated in the
field of trademark law or be immune frorardusion. However, the channels of trade and
sophistication of purchaserquiry does not require the relextgourchaser to simultaneously be
knowledgeable about the nuances of the LanAat of 1946, but simply knowledgeable about
their particular area of goods and servicesctvin this case are bdohighly-technical and
expensive. It is therefore undisputed that consumers of fRdbistrant’s services and the
Applicant’s goods are sophisticated in the figldsvhich they will encounter the Applicant’s

goods and the Registrant’'s seas. Both the goods and services are expensive and highly



specialized products and seresc In the case of the Applicant’s goods, the programs are
selected, downloaded, and implemented by coessimuith specific technical expertise looking
for a very specific function. Likewe, in the case of Registrant's\sees, the services are likely
selected and employed by consumers with sinéennical expertise lookg to remotely control
digital signage. This technicekpertise needed and the tispent selecting the Applicant’s
goods and the Registrant’s sees are enhanced by the relayveigh cost of such goods and
services. Additionally, consumers of Registimservices are also likely to have spent
significant resources to abh a vast network of digital sigifigr which Registrant’s services
would be needed, increasing the ledescrutiny applied in selectg the Registrant’s services.

Moreover, based on the differences in the ga@ydsservices offered by the Registrant
and the Applicant, consumers of the Registrasgtvices are not necessalikely to be the

same as consumers of the Applicant’'s goods. That is, consumers of Registrant’s asgvices

looking for a way to remotely control a networkdigital signage, and thiRegistrant’s services
are targeted to such businessaed gelevant purchasers, skilledthis area. Registrant’s goods,
on the other hand, are targeted to those coesutnoking for computer programs to transmit
and display email, video, etc. on their computdrsere is no inherent evlap in these two sets
of consumers. Therefore, given the difference in the consumers and their levels of

sophistication, confusiois very unlikely.



V. Conclusion
For all the above reasons, Applicant exgfully requests that the Board reverse the

refusal of the Examining Attorney anlibav the mark to pss publication.

Respectfullgubmitted,

Date: March 16, 2009 By._/Jedy P. Thennisch/
Attorney for Applicant

Dobrusin & Thennisch PC

29 W. Lawrence St. Suite 210
Pontiac, Ml 48342

(248) 292-2920
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cast - Definition from the Merriam-Webster Online Dictionary

Merriam-
\ Webster

Page 1 of 2

Also Visit: Unabridged | Visual | Britannica Online Encyclopedia | ESL: | Learners @  for Kids: | Word Central | Spell It!

Home

Visit Our Sites
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Downloads

Word of the Day
Word Games
Open Dictionary
Spelling Bee Hive
Word for the Wise
Online Store

Help

About Us

® Dictionary 'Thesaurus 5panish/English ~ sdical

cast
Entries 1 to 10 of 14.

Icast (verb)

2cast (noun)
cast about

|'§|On |'i|0ﬁ

cast around

Measure Code Standards Sponsored Links

Assess code coverage and risk. Improve code delivery. Free Trial
www.Coverity.com/ReadinessManager

Main Entry: *cast i

Pronunciation: \'kast\

Function: verb

Inflected Form(s): cast; cast-ing

Etymology: Middle English, from Old Norse kasta; akin to Old Norse kos heap
Date: 13th century

transitive verb

1a : to cause to move or send forth by throwing <cast a fishing lure> <cast dice>
b : DIRECT <cast a glance> ¢ (1) : to put forth <the fire castsa warm glow> <cast
light on the subject> (2) : to place as if by throwing <cast doubt on their
reliability> d : to deposit (a ballot) formally e (1) : to throw off or away <the
horse cast a shoe> (2) : to get rid of : DISCARD <cast off all restraint> (3) : SHED,
MOLT (4) : to bring forth ; especially : to give birth to prematurely f : to throw to
the ground especially in wrestling g : to build by throwing up earth

2a (1) : to perform arithmetical operations on : ADD (2) : to calculate by means of
astrology b archaic : DECIDE , INTEND

3 a : to dispose or arrange into parts or into a suitable form or order b (1) : to
assign the parts of (a dramatic production) to actors <cast a movie> (2) : to assign
(as an actor) to a role or part <was cast in the leading role>

4 a : to give a shape to (a substance) by pouring in liquid or plastic form into a
mold and letting harden without pressure <cast steel> b : to form by this process

5 : TURN <cast the scale slightly>

6 : to make (a knot or stitch) by looping or catching up

7 : TWIST , WARP <a beam cast by age>

intransitive verb

1 : to throw something ; specifically : to throw out a lure with a fishing rod

2 dialect British : vomIT

3 dialect English : to bear fruit : YIELD

4 a : to perform addition b obsolete : ESTIMATE , CONJECTURE

5 WARP

6 : to range over land in search of a trail —used of hunting dogs or trackers

7 . VEER

synonyms see DISCARD, THROW

— cast-abil-i-ty #\ kas-to-'bi-lo-t€\ noun

— cast-able W \'kas-to-bol\ adjective

— cast lots : to draw lots to determine a matter by chance

Try Merriam -Webster games - free daily crossword and SCRABBLE Sprint

Physician-reviewed articles on cast on Healthline .

1. Urinary casts (1 image)

Urinary casts are tube-shaped particles made up of white ...

Learn more about "cast" and related topics at Britannica.com

http://www.merriam-webster.com/dictionary/cast

Search "cast" in:
* Thesaurus
* Spanish/English
* Medical Dictionary
* Open Dictionary
Browse words next to:
* cast
Browse the Dictionary:

Z#

cast Go
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Sign up for Word of the Day and receive nourishing
words and tasty language facts delivered free
directly to your e-mail.

Subscribe today

See the Difference

Explore your world in exciting new ways with
Merriam-Webster's Visual Dictionary Online .

Stop Paying Too Much
For Phone Service.
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cast - Definition from the Merriam-Webster Online Dictionary

See a map of "cast" in the Visual Thesaurus

Pronunciation Symbols

Share this entry: & 5 (2 g% sV} 3 B o

Link to this page:
<a href="http://www.merriam-webster.com/dictionary/cast">cast</a>

Cite this page:

MLA Style
“cast." Merriam-Webster Online Dictionary. 2009.
Merriam-Webster Online. 10 March 2009

<http://www.merriam-webster.com/dictionary/cast>

APA Style
cast. (2009). In Merriam-Webster Online Dictionary.
Retrieved March 10, 2009, from http://www.merriam-webster.com/dictionary/cast
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Products Premium Services Company Info Contact Us Advertising  Info Privacy Policy

© 2009 Merriam-Webster, Incorporated
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media - Definition from the Meiam-Webster Online Dictionary

Merriam-
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Downloads
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Open Dictionary
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Help
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Page 1 of 1

NationalCity (1) PNC’ Two

Also Visit: | Unabridged | Visual | Britannica Online Encyclopedia | ESL: | Learners @I  for Kids: | Word Central | Spell It!
O] Dictionary iThesaurus 'iSpanish/English (adical m
Search "media" in:
) * Thesaurus
media * SpanishEngiish

10 entries found.

Imedia (noun)
2media (noun)
Media

Imedium (noun)

Main Entry: 2media

Function: noun

Inflected Form(s):plural me-di-as
Usage: often attributive
Etymology: plural of medium
Date: 1923

1 : a medium of cultivation, conveyance, or expressiespecially : MEDIUM 2b

noun use oflata and is likely to incur criticism especially in writing.

Try Merriam -Webster games - free daily crossword and SCRABBLE Sprint

Learn more about "media"  and related topics at Britannica.com

See a map of "media" _in the Visual Thesaurus

Pronunciation Symbols

Share this entry: 20 @ (2 o QD S B B &
Link to this page:

<a href="http://www.merriam-webster.com/dictionary/media">media</a>
Cite this page:

MLA Style

"media." Merriam-Webster Online Dictionary. 2009.
Merriam-Webster Online. 10 March 2009
<http://www.merriam-webster.com/dictionary/media>

APA Style
media. (2009). In Merriam-Webster Online Dictionary.
Retrieved March 10, 2009, from http://www.merriam-webster.com/dictionary/media

@On (off

2 a singular or plural in construction : MASS MEDIA b plural : members of the mass media

usage The singulamedia and its pluraimedias seem to have originated in the field of
advertising over 70 years ago; they are apparently still so used without stigma in that
specialized field. In most other applicationedia is used as a plural afedium. The great

popularity of the word in references to the agencies of mass communication is leading tg th FlexPen ® Insulin_Pen
formation of a mass noun, construed as a singular <there's no basis for it. You know, the R
media gets on to something — Edwin Meese 3d> stiedia is less interested in the party's
policies — James Lewi§Guardian Weekly>. This use is not as Westablished as the mass-

* Medical Dictionary
* Open Dictionary
Browse words next to:
* media
Browse the Dictionary:
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medium - Definition from the Merriam-Webster Online Dictionary
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5 entries found.
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Imedium (noun)
2medium (adjective)
mass medium
medium frequency

Find the Right Medium Sponsored Links

Accurate Reading from Genuine Psychic or it's Free! Call Now
www.Find-The-Right-Psychic.com

Main Entry: 'me-di-um o

Pronunciation: \'mé-dé-om\

Function: noun

Inflected Form(s): plural mediums or me-dia ¥ \-dé-o\
Etymology: Latin, from neuter of medius middle — more at MID.
Date: 1593

1 a : something in a middle position b : a middle condition or degree : MEAN

2 : ameans of effecting or conveying something: as a (1) : a substance regarded
as the means of transmission of a force or effect (2) : a surrounding or enveloping
substance (3) : the tenuous material (as gas and dust) in space that exists outside
large agglomerations of matter (as stars) <interstellar medium> b plural usually
media (1) : a channel or system of communication, information, or entertainment
— compare MASS MEDIUM (2) : a publication or broadcast that carries advertising
(3) : amode of artistic expression or communication (4) : something (as a
magnetic disk) on which information may be stored ¢ : GO-BETWEEN ,
INTERMEDIARY d plural mediums : an individual held to be a channel of
communication between the earthly world and a world of spirits e : material or
technical means of artistic expression

3 a : acondition or environment in which something may function or flourish

b plural media (1) : a nutrient system for the artificial cultivation of cells or
organisms and especially bacteria (2) : a fluid or solid in which organic structures
are placed (as for preservation or mounting) ¢ : a liquid with which pigment is
mixed by a painter

usage see MEDIA

Try Merriam -Webster games - free daily crossword and SCRABBLE Sprint

Learn more about "medium” _and related topics at Britannica.com

See a map of "medium" _ in the Visual Thesaurus
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