Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA198635

Filing date: 03/17/2008

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 78877323
Applicant Sally J. Coxe
Correspondence William L. Bartow
Address DLA Piper US LLP

One Liberty Place, Suite 4900, 1650 Market Street
Philadelphia, PA 19013

UNITED STATES

ip.phil@dlapiper.com

Submission Reply Brief

Attachments BON-07-1093 REPLY BRIEF.pdf ( 13 pages )(2790385 bytes )

Filer's Name William L. Bartow

Filer's e-mail william.bartow@dlapiper.com, sara.harvell@dlapiper.com, ip.phil@dlapiper.com
Signature /william |. bartow/

Date 03/17/2008



http://estta.uspto.gov

IN THE UMITED STATES PATEN

Attorney
Law Office
Sertal No.
dark

Filed

Mark Type
Owner

e
: BORNORO
¢ May 5,2
» Trademark
> Salty J Coxe

» Joln €. Boone
104
» TRIBTT.A23

O BREW

QB
{06

i AND TRADEMARK OFFICE

TRADEMARK

One Liberty Place, Suite 4800
1650 Market Street
Philadeiphia, PA 19103

Docket No.o BONGG7-1093

Dater March 17, 2008

PHILDOEG1618:3

RE}

LY BRIEF




INTRODUCTION e

D I R L R R o R I T R L

ARGUMENT

L

EXHIBIT AL .

FHILIGR616I83

.......................................

.................................................

P R L R R L R R I R I R S S I P I P R AP

TABLE OF CONTENTS

THE EXAMINING AT“{ORI\%EY HAS NOT SHOWN THAT THE
APPLICANT'S GOODS ARE CLOSELY RELATED TOTHE

THE EXAMINING A.'FE‘(}.E{T\EEY HAS NOT SHOWN THAT THE
APPLICARNT'S MARK IS CONFUSINGLY SIMILAR TO THE
REGISTRANT'S MARK. ...,

A derarr A issc e eraa At e s R ke s kR

CONCLUSION

PR R R LR Rk e R e

[

IR ET R



INTR

On November 8, 2007, Applicant/P

decision of the Examining Attorney refusi
T8/877,323 1o register the mark BONOBO &

o

2(d} in light of Registration No, 3,000,676 foy

ODUCTION

e@itioner, Sally §. Coxe, an individual, appealed the

qg registration of her Application Serial Number
E\EW. The refusal is based on Lanham Act Section

the word mark BONOBO'S (“Cited Registration™)

pwned by Bonobo's, LLC, Lid. (“Registrant’}. The Applicant now submits this brief in reply to
the Examining Attomey’s February 235, 2008 ?Respansa.
ARGUMENT

THE EXAMINING ATTORNEY

EAS NOT SHOWN THAT THE APPLICANT'S

GOODS ARE CLOSELY RELAT

E’E} TO THE REGISTRANT'S GOQUS

A The Examining Altorney Mi}sehameterﬁz&s Applicant’s Goods Overbroadiy,
Leading To False Analyses a;zd Conclusions
As a preliminary matier, Aﬁpimam directs the Board’s atiention to the Lxamining

Attomey’s incorrect cheracterization of A

eer,” in Class

No. 6, p. 1. During prosecution, Applicant

“goffee sold in comnection with _raisim‘ﬁ

habitas,” in Class 30 and “beer sold in conn

Bonobo and its habitat,” in Class 32 f

.

Applicant’s November 8

, 2007 amended Res

;iapiican'i’s goods. He lsts the current goods as

32, See 02/25/2008 Examiner’s Statement, Docket

fled an amended description that clarifies the goods

funds for, and awareness of, the Bonobo and Hs

sc‘i‘;on with raising funds for, and awareness of] the

ﬂe Exhibit “A4”.  This amendment was made in

g}mse to the final Office Action and accepted by the

{18, Patent and Trademark Office. The Apylicant also repeatediy referred {o this description in

her Appeat Briefl See 11/838/2007 Appeal Ssei

The Examining Attorney relies on it

goods throughowt his brief. This emror su

Exaniner repeatedly argues that consumers

FHILIE616183

L pes. 1-4 and 20

the inaccurate and substantially broader Hsting of
betantially impacts his analysis. For example, the

are likely o encounter the respective goods in the




same channels of trade under the broader

“coffes” and

‘heer”™ labels. Instead, the Applicant’s

goods will be sold in specific and recﬂr}gnizgizzie channels of trade such that the coffes and beer

are sold In connection with raising funds f‘sx :ms:a swareness of, the Bonobo and it habitat. The
Framiner fails to recognize the distinguishing significance.

B,

Aside from “CaViﬂ £ It 8n E"}CGHLL

The Examining Attorney Fails to Connect the Serviee In the Cited
Registration With the Coffe

§§ and Beer Provided By Applicant

.x,i‘ia*:imn of goods, the Examiner fails to connect the

service in the Cited Registration with the cofi?ef: and beer provided by Applicani. The Examining

Attorney’s remaining arguments regarding

There is no likelthoo
found in the same ch

The Examiner fails to sustain a like

& channels of commerce.

»

ficant’s

~

gvidence shows that the ondy channel

There is no evidence that the Registrant s&:i

restaurants serve coffee or beer oy any other

does not recile beverages of any kind and

namely,

arguendo that the Registrant’s restavrant n

would serve such goods under the BONOR

In facy, most restaurants serve coffee in und

there is no likelihood that the parties’ respegy

COMIMETee.

PHILIAB6I6183

 the rela

The Examiner argues that consumers are likely
beer and coffee in the same ol

£ oot ?1

arganic and natural foods such as
= M

P
fedrw:

edness of the goods are neither persuasive nor

:§ that the parties’ respective goods would be
mmeia of commerce

éijh@(‘}d that each party’s goads may be found within
{0 encounter

anmels of commerce as the Registrant’s goods.

33

unerce for the Registrant’s goods is it restaurant.
ns beverages under the name BONOBO'S oy that iis

fi}cv rages bearing that label. The Cited Registration

a

the foods listed are of a relatively narrow variety;

fruits, vegetables, nuts and oils. Bven assuming

tight later serve coffee, nothing indicates that they

O’S fabel or outside of the BONQOBO'S restaurant
For these reasons,

abeled mugs or unmarked cups.

ive goods would be found in the same channels of




z. Coffee and beer do o

expansion

The Examining Attorney then fails {

by

into the Registrant’s logical zone of expan
submt

evidence undisputedly show that the Regis
philosophy of serving food akin to the dist

food “eco-friendly”™; ie., emtively uncooked

“A” of November & 2007 Response {3
components are not changed hy heat™). Six

viteming, minerals and other food cgmpm@ms are not changed by heat.”

November &, 2007 Response, With respect

above [I8° F." See id

philosophy elaimed in the Registrant’s we

i

particular dictary regimen.
Given the specifie natwre of the oo
Cited Registration, the Registrant’s strict
does not list beverages, there is virtually no

vithin the Registrant's fogicad zone of ex
fypicad restauranms often serve beverages sug
Registration is not for a typical vestaurant.
argues that a restawrant that sells vegetarian

*‘o
&

Hnes to include co

a practice of providing unheated foods,

PHILD336IAIRZ

mn,
tied by the Registrant during pmsa
mn’s

(ﬁ}f a Bonobo chimparzee.
mlﬁ 1y, the Registrant’s website proclaims that

c)‘r

Since the Cited R\,

fosit-e will stay intact (0 appease Customers

nansion,

and beer. Sge i*}\amme}

with a concentration in froits and vegetables, it

éi fall into the Registrant's logical zone of

¥

er {ail

f:) su’hsian‘{iai‘e an argoment that coffee and bee

See Examinet’s Statement, p. 7. The evidence

cution of the Cited Registration and subseguent

restaurant operates under a unigue and steict

1
i

he Registrant labels the

or semi-cooked vepetarian fare. See e g, Exhibit

(24

‘{aiing§ {alll vitamins, minerals and other food

“[aiil
See Exhibit “A” of

?—0 its soups, it states, “warm soups {are] not heated

stration lists organic and natural foods, the strict

\.

of this

served at the Registrant’s restaurant, listed in the

hilosophy, and the fact that the Cited Registration

“

liketihood that coffes and beer ave to be considered

i
i

e Examining Attorney states only that

h as coffec and beer. As explained above, the Cited
it is also worth noting that the Examining Attomey
and natural foods could easily expand their product
g Statement, p. 7. For a restaurant to conlorm to

3

8

(¥4



3 '<)

unreasensble fo extend the Registrant’s serv

during their preparation. In this context, fiy

coffee, as “natural Huits” are fo “junk food

{3,

395 (Fed, Cir ‘g Stated

<. There Ts Mo Likelibood of R

+

Surprisingly, the Examining Afiomg

argument pever previously raised during
develop a “low opinion™ of Applicant’s pr
. There is ng

Registrant’s restaurant services

+

any reverse confhsion occurring, And even |

opinior’” of the Applicant’s coffee and beer,

o

The

a

rostaurant SOrviees. Regisivant’s heal
cuisine relicves customers of polential cont
restaurant from the competition. See Exhibi

i~
1o

aod cholces are rasde §

tastes that Nature has provided ?

P

-ﬁé

xoiting

3

vegetarian ot eco-friendly foods are ¢

relatively sophisticated. This saphisticatmn

preferred urique diet. These purchasers wo

brewed and heated products, such as coffe

Because consumers of raw vegetarian £

n

Regiswant's unigue culsine from beer and

3y

Jegis

as proposed by the Examining Attorney. Se¢:

FHILI3861618.3

vily advertised intent and philosophy

Li.sien.

}r us to enjoy.”) Further, the purchaser

g and beer, and raw fruit and vegetable s

mds will recognize the distine

n

cs to provide coffee and beer which are both heated

if; and vegetable entrees are as unrelated to beer and
;:m_d candy” as recoguized by fn re Mars, 741 F.24
mm p. Y.

everse Confusion

1;.,3: elicits an argument of reverse confusion, an
nmers could

orosecution.  He speculates that con

fduci and then associate this low opinion with the

ide

0
i £

‘evidence of any reverse confusion or the chanee of

assuming arguende that consonters develop a “low

they will surely not tie their opinion to Registrant’s

for specific

The Registrant advertises fo differentinte its

~n§;‘ of Movember 8, 2007 Response {(stating, “most

suggest being adventurous and frying new and

5 of raw,

(

e

¢ health benefits of such foods and thus

iumis the consumers” sclections to conform o thely

,ﬁid ertainly recogrize the stark differences between

sele

SCHONS.

tion between the

coffee, the consumers would not “suffer great harm”

Examining Attorney’s Statement, p. 12

6




The Examining Atiorney also {ails

brewed beverages. See Examiner’s Statemes

Registrant’s restaurant produces brewed goc

ot be presumed. See Exhibit

meny states that “warm soups [are] not he

supports the nofion that the Registrant’s

temperature required for brewing.

-

For the foregoing reasons, it is resp

not shown that the Applicant’s

=1

HER THE EXAMINING ATTORREY

“&7 of Nd

goods are clogely

egistranyt’s restanrant produces

i

?«G show that the R

et p. 10, Wothing n the record indicates that the

&s. Tea

as are provided, but whether they are brewed
vember 8, 2007 Response.  Again, the Registrant’s

id.

3
3

ated gbove 118° F7 See his clear statement

a

:}es‘zamam does not serve beverages heated to
séc-tfui}y submitted that the Examining Attorney has
related to the Registrants.

ﬁAﬁ NOT SHOWN THAT THE APPLICANT’S

MARK IS CONFUSINGLY SiME

A,

:\10
iy X

In arguing that the respective m

dissects the marks by focusing too heavily ¢

nark of BONOBO BREW. In addition,

+}
R

between the marks by stating that the ®'s” i

sutficient to distinguish the respective
it is well-esta

x

connection with the particular goods or serv,
{freat Americars Music Show,
whole, the marks are sufficien
registration an application for the trad
“reconfigurable mealiime accessory totes)”

BONOBO'S

PHIL 38616183

marks.

bhiished that the mar

dnc., 970 F28

mark by only an apug’imph

f_AR TO THE REGISTRANT'S MARK

The Kxemining Atforney imf@mgxerﬁy Disseets the Marks

s are similar, the Examining Altomney improperly

n the word “Bonobe™ while ignoring the full textual

‘
'\

:

Examining Attomney trivializes the differences

mcluded in the Registrant’s BONOBO'S mark is not

ks must be considered in their entiveties and in
‘C-ﬁ?S for which they ave used. Oprvland US4, fnc v
34‘?, 851 (Fed. Cir. 1992). When

constdering the

i‘, dissimilar, In fact, the PTO recently passed to

/

“}‘ vk BONOBOS (Serial No. 76/647,660) for

The‘ BONOBOS mark differs only Som the oited

s which is less than the *'s” that the Examiner




charactorizes as d4n

gaods

b

application recites

goods. ln parficdlar, the BONOBOS

i

IS

“recontigurable meaiffme accessory toles.”

msignificant differcnce 5

that are more sim

yc*wcen the present marks. Further, the BONOBOS
har o the Cited Registration’s than the Applicant’s

appiication recites food related goods, namely,

ii is irvelevant that the appiication for BONOBOS 13

now ghandoned, as argued by the i\_mmséier. The fact remains that the PTO passed this
e . “ P
apphication despite the Cited Registration™s ‘MSwﬁb&

B
Similarity Between the May

The Examining Aftorney E‘ﬂiﬁis To Account For the Fact That More

ks Is Requived Because the Goods Are Nat

Direetly Competitive
Further, it is undisputed that the goods are not directly competitive. Therefore, more

3
H

stmilarity between the marks is voguired be

&

considering the marks in their endireties ami

is sufficiently disstmilar fom the Registram.’

I re Island Oasis Frozen Cockiall Compu
319, *6 (TTAB 2002 (UNP

ISLANDER and ISLANDER COFFEE HO

In overemnphasizing the impartamcz

argues that there s only one registration be

“uncommon in daily use.” See Examiner’s

fails to include that there are other applicat

are relevant, See e, Applicstion Serial

support for his assertion that the term Bonob

PHILPIRAISIS

UBLISHEL

ions for marks th

No. 78/223774.

f ore a likelithood of confusion can be found, When

m light of the goods, the Applicant’s two-word mark

s ong~word mark, in sight, sound and meaning, See

92} fnc., Serial No. 75/883,870, 2002 TTAB LEXIS

3‘& {finding no likelibood of confusion between
jSE}.

of the term “Bonobo,” the Examining Altorney

m‘ing the Bonobo name and that the term Bounobo is

kiek:

Statement, Docket No. 6, p. 3. First, the Examiner

at include the term Bonobo, which

X

Second, the Examiner provides no

~

b

o 18 “uncommon in daily use

fere)




. Applicant’s Argument Reg&%rﬁiﬁg the Deseriptiveness of the Regisirant’s

Mark Are Propey

<
W
X

apparent deseriptiveness of the Registrant’
cancellation proceeding.
& likeliho

relevant in defermining whether

Nemowrs & Co., 476 F.2d 1357,

marks in use on similar goods factor in detd

Polarad Elecs. Corp., 287 F.2d 492, 485 (24

determining ltkelihood of confusion).

PHILD3RGIATE D

inally, the Examining Attorney ar
However, it s W

1361 (CCP

el

A

o

s that the Applicant’s argu

mark, are improper and may be raised only in a
sﬁii*esiabﬁﬁhed that the strength of 2 prior mark is
)d of confusion exists. See In re¢ £ du Pont de
E}:A i

973} {stating that nunmber and naturs of similar

1
¥,

snining likelihood of confusion); Pelareid Corp.

Cir. 1961} (sirength of plairtits mark one factor




LO;

‘i{‘ USION

Based on the foregoing and on her 4
the BONORBO

Registration. Applicant’s goods are s ean‘;\,

funds for, and awareness of, the Bonoho

uarelated to the Cited Registration™s rest

specimens and other evidence elearly show

keeping with Registrant’s philosophy of m

distinguishable from coffee and beer. F

respectfully requests that the Board rever

BONGBO BREW under Section 2(d).

PIHLIGERIGIRZ

BREW mark is not iikeiyj

k@ppeai Brief, the Applicant respectfully submits that

10 camise confusion with the mark of the Cited

aﬁy “offee and beer sold in connection with raising

A

4 i

e

which are

x}v

and its habitat,” in Classes 30 an

aurant goods and services.  Further, Registramt’s
¢ that the restaurant serves raw vegetarian food in

oviding raw, “gco-friendly” foods and is therefore

or the foregoing reasoms, Applicant, once again,
sse the Hxamining Aftorney’s refusal to regster
Respectfully submitted,
,_\\\» N :::l:\\\“.,
Willtam L. Bartow
Attomney for Applicant
DLA Piper USLLP
One Liberty Place
1650 Market Sireet, Sutte 4500
Philadelphia, PA 19103
T: 215.656.2458
F:215.656.2488
Er william bartow(@dlapiper.com
10
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Sant: Thursday, November 08 200
Ta: i Philadeiphia Mailbox

Subiect: Recelved Your Response To Uffics Af“‘i(}"ﬁ Tor serial nimber 78877323

We have recetved your Response to Office .“u:ti i Form form below.

To the Commussioner for Trademarks:

Application serial no. 78877323 has been ami

ARGUMENT(S :
in nsg onse to the substantive refusal(s}, pi
The

pr
s‘eparateiy on ﬁlt same day.

X o

-
g

i
o
)
g
;,,/3
4
3
s
4

nded as foliows:

ease note the following:

nt smendment 1s being filed in con umt ron with remarks and supporting evidence filed

CLASSIFICATION AND LISTING OF (;‘é{?@ﬁ&f&ER‘Vﬁ”ES
€

/

Applicant prap ﬂses to amend the following class of goods/vervices in the applcation:

Current: Class §36 for coffee
Original Filing Basis:

g N
‘Hing Basis: Section 1{a)}, Use in Cemmm ¥ e: The applicant is using the mark in commerce, or the

AT

X
az*phcam related company or Heensee is us ag the mark in commerce, on or in connection with the
den unm goods andfor services, 13 U.S.C. Section 1051{a), as amended. The mark was first used at

id
im xst as carly as G1/10/2008 and first used 1n L(} wmerce af feast as early as 02/60/2606, and is now in
I b

> in xuch CORUTIETCC,

TS

Preposed: Class {30 for coffee sold in conngetion with raising funds tor, and awareness of, the

Honoboand its hahitat

Filtng Basts: Section {(a}, Use in Commerde: The app

nt is using the mark i commerge, or the

lica
applicant's related company or Hosnsee is using the mark in commeree, O OF it connection with *"ﬂs
i a§

identified goods and/or services. 15 US.C Séciﬁ‘
ivast as carly 86 01/10/2005 and first used in go

use in speh commerce,

asamended, The mark wag Hrstuysed at
t least as carly as §2/00/2006, and s now in

L ooed

Applicant pmsmses to amend the foll m@m«a Eass of ge@d&&em ices in the applications
Currents Class 032 for beer, frutl juice b Wormcb and vegetable jutoe beverages

Original Filing Basis:
Filing Basis: Section 1{a}, Use in &}mmers
a;,pizcari‘s related company ot licensee is o
identified goods and/or services, IS USRS
least as early as 011072005 and first used in
use in such commerce.

Proposed: Class 032 for beer sold 11t conne

Benobo and tis habital
ng Basis: Section Ha), Use in Commert

E:

The applicant is using the mark in commerce, or the
ing the mark in commerce, on or in connection with the

Section 10514a), as amended. The mark was first used at
-ommsrc.e at least as early as 02/00/2006, and s now i

z(m with raising funds for

N

v, and awareness of, the

The applicant is using the mark in commerce, or the

applicant’s related cempm« or licenses is using the mark i commerce, on or in connection with the
identified gmm and/or services, 15 US.C %@r;tmn 1051{a), as amended. The mark was first used at
least as carly as 01/10/2005 and first used in uomm eree at least as early as 02/00/2006, and is now in




0se 11 Ueh COnmeres.
Declaration Sigaaturs
{ hereby elect to bypass the submission of a

\5 LI‘ ed decla

Page 2 of

EART =
B

ration, because { believe a declaration {s not

required by the ra les of ;3- stice, T undersias d that the examining atomey could s, upon later
review, require a signed declaration.

Response Signature

Signatwre: /william L bartow?  Dater 1170842007

Signatory's Name: William L. Bartow

Signatory's Position: Attorney of record

The signatory has confirmed that he/she is ef

the bsf of the highest court of a UK, state; o
rectprocal recogmtion under 37 CF R §16
D}%upi‘n He/she further confirm 't at (1}
nmatter by an authorized attomey; and £ ,L
attormey.

Thank you,

The TEAS support teamt

Thu Nov 08 15:36:12 EST 2007

STAMP: USPTO/ROA-206.181:226.34-200
40052debe 1 8b53fTead 99§iBed 72dalc 40NV A

#She s the gpphicant's

*h or {1} an attorney who 18 a member in g'\od stan
(2)a (amd;an attorney/agent who has been qwimad
4{c) by the USPTOs Office of Emuiimm, and

he app lteant has not previously been represented in this
$ gttorney or an associate of that

LI08153612259546-78877323-
SNJASZ00T 1081 52754649567

ding of

£



