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l. INTRODUCTION

Applicant is a world leader in developing design software for a varietgdiistries, including the
manufacturing, building and construction industries, and the media andeeémteent industries. Since as
early as the 1980’s, Applicant has developed and distributed softwabérepmanufacturers, architects,
engineers and other design professionals to build two-dimensional aeddinnensional virtual models of
buildings, products and other physical objects. Applicant’s computer-aidagndg¢CAD") software is used
by industry leaders in manufacturing to design products of all kinds and biterishand engineers to design
and build skyscrapers, bridges, aqueducts and other complex projgaicakt has branded its software
with DWG-related marks for years, and users of Applicant’s softaree created, edited or viewed billions
of designs with the software file name “.dwg” for decades.

Applicant is appealing the Examining Attorney’s refusal to register taeskeldDWG, DWG &
DESIGN, DWG TRUEVIEW, DWG TRUECONVERT and DWG EXTREMEThe Examining Attorney
has concluded that DWG is descriptive of the goods claimed in Applicappfications (collectively, the
“Applications”) and that Applicant has failed to submit sufficient evide to establish acquired
distinctiveness of DWG under Section 2(f) of the Trademark Act. hiqaar, the Examining Attorney has
refused registration of the mark DWG on the basis of Section 2@)(l, as to the remaining applications, has
refused to register them without a disclaimer of exclusive rights /@& apart from the marks as shown.

The Applications were improperly refused. Applicant submitted more than muffievidence of
acquired distinctiveness of the mark DWG his evidence includes, among other things, survey evidence,
declarations from Applicant, third-party declarations, documentati@nsefries of DWG-related marks since
the 1990’s, evidence of DWG-related computer file icons used by millibnsers in connection with

Applicant’s software, sales figures for Applicant’s products sold ui#iG-related marks and/or using

1on January 25, 2012, the Board consolidated the five appeals together.

2Applicant does not concede that the mark DWG is merely descriptive of &#vare, but, given the
compelling evidence of acquired distinctiveness in the USPTO recondtiappealing the Section 2(e)(1)
refusal.



Applicant’'s DWGM technology, evidence of extensive marketplace use of Applicant’s .dwgpfitesdt for
three decades, and repeated references to competing businesses usssgtiagidn “dwg” to suggest
interoperability with Applicant’s industry-leading technology.

“The ultimate test in determining whether a designation has acquistidativeness is applicant’s
success, rather than its efforts, in educating the public to assgh@&proposed mark with a single source.”
Trademark Manual of Procedure (“TMEP”) § 1212.06(b). Here, as set fodhtail below, Applicant has
overwhelmingly succeeded in conditioning the marketplace to ass@¥te with Applicant and its software
products. The Examining Attorney nonetheless dismisses the record evidend®baise notion -- wholly
unsupported -- that trademark applicants cannot establish exclusivewibhte, as here, their marks
correspond to the name of a popular software file extension. Accordingly, @goplrespectfully requests the
Board to reverse the Examining Attorney’s refusal to register trediWG-related marks.

Il. FACTS

a. AutoCAD® Software

AutoCAD"® software is Applicant’s most successful and best-known product. DeolaaftMark
Strassman (“Strassman Decl.”) 1 5. AutoCABbftware is a CAD software program for design and drafting.
Id. Applicant launched AutoCABsoftware in December 1982 and has been developing and distributing the
product since thenld. Design professionals use AutoCABoftware to create, edit and view models or
images of physical objects such as buildings and consumer proddcfs6. There have been more than 10
million registered users of AutoCADsoftware worldwide, and between 2008 and 2010, the cumulative U.S.
total exceeded over 2.5 million. Strassman Decl. § 7; February 23, 2011 &emaof Shawn Gilmour
(“Gilmour Decl. #1") § 4. Applicant’'s cumulative sales have totaled @&zt billion, and a substantial
portion of that revenue is derived from AutoCABoftware. Strassman Decl. T 8.

b. .dwg File Format

Like many companies’ software applications, Applicant’s products, inetudiutoCAD® software,

implement file formats for storing user data. A file format is a paracway to encode information for
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storage in a computer file. AutoCADsoftware and other applications offered by Applicant have created and
stored user files in the .dwg computer file format since 1982eStrassman Decl. § 13, Exhibit (“Ex.”) 2;
Gilmour Decl. #1 § 18, Ex. 24; Declaration of B. Rustin Gesner (“Gesner.D&ch.

C. DWG Technology

Applicant refers to the technology supporting many of its most successfulasefproducts, such as
AutoCAD®, as “DWG™ technology.” Strassman Decl. ] 10 and 16, Ex. 6. Applicant does not share its
DWG™ technology with others without a licensé&. 11 2, 10. Some third parties reverse-engineer
Applicant’'s DWGM technology and incorporate the .dwg file format into their software predudt 7 18.
They do this because, in the marketplace for CAD software, interofigyatiih Applicant’s industry-leading
technology can be an important product featusee e.g, Gesner Decl. § 4 (noting that “other software
providers may, like Autodesk, use the .dwg computer file format, priméoilyhe benefit of AutoCAD users,
to write files in a format compatible with AutoCAD so they can eabi opened in AutoCAD”).

d. Applicant’'s Promotion and Use of DWG-related Marks

Since the 1990’s, Applicant has used and/or promoted a number of marks fg@dVIG.”
Examples of such marks include 100% PURE AUTOCADWG (AND DESIGN), which was prominently
featured on product packaging as early as 1997 (Strassman Decl. § 2}, &xd the following marks, which
were displayed on Applicant’s website as early as 1997: DWG ONLINEGDUNPLUGGED, DWG
LINKING, AUTODESK VIEW DWGX and 100% PURE AUTOCAB DWG (Applicant’s May 12, 2008
Office Action Responses (“Response No. 3"), Ex. B; Gilmour Decl. #1 1 14 &nBxs. 16 and 17).

Applicant displayed these marks to millions of customers and potentiadroess. Id. Furthermore, since at

3In its 1996 trademark applications for DWG UNPLUGGED and MAX DWG (Sd¥ies. 75156336 and
75125408) Applicant, at the request of the USPTO, agreed to disclaim “Dap&t from the marks as
shown. This disclaimer does not preclude Applicant from demonstrating nawhthdisclaimed term has
achieved acquired distinctivenesSeee.g, 15 U.S.C. § 1056(b) (“No disclaimer . . . shall prejudice or affect
the applicant’s or registrant’s rights then existing or thereaftsiragiin the disclaimed matter, or his right of
registration on another application if the disclaimed matter be drIséeome distinctive of his goods or
service.”).



least as early as 2003 Applicant’s users have seen a distinctivedilgorominently displaying the DWG

mark every time they open or view a .dwg file created or saved using Agptlgcsoftware, as follows:

Beginning in 2003 Beginning in 2005

OwG

Gilmour Decl. #1 { 5, Ex. 1. Significantly, these DWG icons have been disglan the computer screens of
millions of users of Applicant’s software. Gilmour Decl. #1 5.
e. Applicant’s Efforts to Police the DWG Mark
Applicant protects its rights in the mark DWG and has taken actionsistghird parties who have
used or applied to register confusingly similar marks:
e Autodesk, Inc. v. Dassault Sys. Solidworks Corp., Case No. 08-04397-WHA (N.D. Cal., filed
Aug. 31, 2009). Applicant brought a federal lawsuit against Dassault Systems Sokdwor
Corporation (“Solidworks”) to, among other things, prevent its use of D#l&ted marks.
Applicant’s February 24, 2011 Office Action Responses (collectivelysfi®ase No. 4”), Ex. A.
The joint consent judgment issued by the Court stated the parties’ acldgmdmt of
Applicant’s ownership of the DWG mark.
e Autodesk, Inc. v. Solidworks Corp., Case Nos. 91170857 & 92046253 (T.T.A.B., filed May 12,
2006 and Sept. 2, 2006)These consolidated proceedings before the Board concerned, among
other things, Applicant’s petition to cancel Solidworks’ registnatior the mark DWGEDITOR
and Applicant’s opposition against Solidworks’ application for the mark BBAGEWAY. See
Response No. 4, Ex. D; June 22, 2008 Office Actions (collectively, “Officéagh No. 4”).

Solidworks surrendered its registration and abandoned its applicatespoRse No. 4, Ex. D.

*The Examining Attorney maintains that “this case is not relevant beaadgl not rule on trademark
infringement nor on the genericness of DWG.” Final Office Action. In faatognition of Applicant’s
trademark rights in DWG by a major industry competitor should be gieersicderable weight. Moreover,
there is no basis in the record or elsewhere for the suggestion that B\WiBiehow generic.
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f.

Autodesk, Inc. v. Open Design Alliance, Case No. 92047002 (T.T.A.B., filed Jan. 18, 2007).
Applicant petitioned to cancel six registrations for OPENDWG marksemhby the Open Design
Alliance (the “ODA"). SeeResponse No. 4, Ex. E. The ODA subsequently surrendered its
registrations.ld.

Autodesk, Inc. v. Softelec GmbH, Case No. 92047083 (T.T.A.B., filed Feb. 14, 2007).
Applicant petitioned to cancel the registration for the mark RASTERRV%eeResponse No. 4,
Ex. C. The proceeding terminated in connection with Softelec’s assignoh¢he registration to
Applicant. Id.

Autodesk, Inc. v. Oridus, Inc., Case No. 92046492 (T.T.A.B., filed Oct. 18, 20067Applicant
successfully petitioned to cancel the registration for the mark DRGISER. SeeResponse No.
4, Ex. B.

Autodesk, Inc. v. Open Design Alliance, Case No. C06-1637-MJP (W.D. Wash., filed Nov. 13,
2007). Applicant brought a federal lawsuit concerning, among other things, falsigmation of
origin based on the defendant ODA'’s unauthorized simulation of ApplicantistedDWG
software. Response No. 4, Ex. F. The lawsuit settled pursuant to a comdgmtgnt enjoining
the ODA from engaging in the challenged behavitat.

Applicant’s Trademark Objectives

Applicant seeks to register its DWG-related marks to secure ratboig of its trademark rights and to

deter brand confusion in the CAD marketplace. Applicant is not clainredemark protection in the file
format “.dwg” and has no intention of exercising its trademark rights ¢éwgmt or restrict others from using
the “.dwg” software file format.

PROSECUTION HISTORY

On April 3, 2006, Applicant filed the Applications. On September 14, 2006, the ExagiAttorney

issued Office Actions against all five applications. In Offisetion No. 1 issued against the application for

DWG, the Examining Attorney refused registration basedmtey alia, alleged descriptiveness pursuant to
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Trademark Act Section 2(e)(1). In Office Action No. 1 concerning theaiming applications, the Examining
Attorney refused registration absent a disclaimer for DWG. On MaR; 2007, Applicant filed its responses
to Office Action No. 1 (collectively, “Response No. 1), claiminggaired distinctiveness of DWG under
Section 2(f) and presenting survey and other evidence of secondary meaning.

On May 19, 2007, the Examining Attorney issued Office Actions against the Agijdits
(collectively, “Office Action No. 2"). In Office Action No. 2 concaing the application for DWG, the
Examining Attorney maintained the Section 2(e)(1) refusal. In Officeodh No. 2 concerning the remaining
Applications, the Examining Attorney maintained the disclaimer requérg. On September 4, 2007,
Applicant submitted responses to Office Action No. 2.

On November 13, 2007, the Examining Attorney issued Office Actions againsipblecations
(collectively, “Office Action No. 3”), maintaining the determimah concerning insufficiency of the evidence
of acquired distinctiveness and posing specific questions to ApplicamiM&y 12, 2008, Applicant
submitted Response No. 3. On June 22, 2008, the Examining Attorney issued Ofiime Ko. 4,
suspending the Applications pending the outcome of Board proceeding nos. 92047002 and 117085

On August 24, 2010, the Examining Attorney issued Office Actions againgtpbécations
(collectively, “Office Action No. 5”), maintaining the Section€)(1) refusal, rejecting Applicant’s 2(f)
evidence and requesting documentation and information related tnd@dard proceedings and federal
lawsuits involving Applicant. On February 24, 2011, Applicant filed ResponselNo.

On June 9, 2011, the Examining Attorney issued Final Office Actions agaietplications
(collectively, the “Final Office Action”). In the Final Office Aain against the application for DWG, the
Examining Attorney maintained the descriptiveness refusal, and in tiaé Gifice Action against the
remaining Applications he maintained the disclaimer requirement. kXhenting Attorney continued to

hold that Applicant’s Section 2(f) evidence was insufficient.



On October 13, 2011, Applicant filed Requests for Reconsideration (coldgtthe “Request”) in
which it submitted additional evidence of secondary meaning and evidengiedsparty trademark
registrations for file format names.

On November 29, 2011, the Examining Attorney issued letters denying the Récpiésttively, the
“Request Denial”). In the Request Denial issued against the applidati@N G, the Examining Attorney
maintained the 2(e)(1) refusal. In the Request Denial issued aglagnsemaining Applications, the
Examining Attorney maintained the disclaimer requirement. The Examinitggrfey maintained the
insufficiency of the Section 2(f) evidence.

On December 8, 2011, Applicant timely filed with the Board the Notice&pyeal.

V. ISSUES ON APPEAL

1. Whether the name of a file format for computer software can also funati@ trademark.

2. Whether Applicant’s claim of acquired distinctiveness for the mark@®/supported by
Applicant’s longstanding and continuous use and promotion of the .dwyg file extensiaf eadous DWG-
related marks.

3. Whether Applicant has presenteidma facieevidence of acquired distinctiveness to justify
registration of the mark DWG and its other DWG-related marks witlaadisclaimer.

V. STANDARD OF REVIEW

The standard of review on appeal is “whether or not, based on the recore lieé examiner, the
examiner’s action was correctri re Bose Corp.227 U.S.P.Q. 1, 4 (Fed. Cir. 1985) (citation omitted).
VI. ARGUMENTS

The Examining Attorney dismissed much of the record evidence and erroneonslyded that the
evidence fails to show secondary meaning. As set forth below, howeverjstemmpelling evidence that
Applicant’s use and promotion of the .dwg file format and DWG-related smfokdecades have conditioned

the marketplace to associate DWG with Applicant’s goods.



a. A File Format Name Can Function as a Trademark

In refusing registration, the Examining Attorney apparently takes theéiposhat registration of a
trademark corresponding to the name of a file format is fundamentally unsdaiparticular, the Examining
Attorney refuses to permit registration of Applicant’s marks (in samséances without a disclaimer)
regardless of any acquired distinctiveness that Applicant may havadisstad. Office Action No. 1
concerning DWG (“DWG is [a] type of format used in CAD design software.. As such, Applicant cannot
have exclusive rights to it.”); Office Action No. 1 (“Applicant musisiert a disclaimer of DWG in the
application because the phrase is merely descriptive of applicant’'s godds,liging a type of format used
in CAD design software.”)see alsd-inal Office Action ("DWG is the legal equivalent of .dwg and therefo
merely describes software which assists in the creation of dgsawhich use a .dwg file extension.”);
Request Denial (same). Significantly, the Examining Attorney citesuthority supporting these rationales.

In fact, trademark protection can be extended to a variety of nortitradi marks, including but not
limited to: product configuration and desigim fe Weber-Stephen Prods. C8.U.S.P.Q.2d 1659, 1670
(T.T.A.B. 1978) (the shape of the Weber grill)), store appearanioge Pesos, Inc. v. Taco Cabana, 805
U.S. 763, 776 (1992) (restaurant interiors)), col@sdlitex Co. v. Jacobson Prods. C614 U.S. 159, 162
(1995) (dry cleaning press pads featuring green gold color)), sdants Clarke 17 U.S.P.Q.2d 1238, 1240
(T.T.A.B. 1990) (floral fragrance associated with thread and yasolnds [n re General Elec. Broad. Cp.
199 U.S.P.Q. 560, 563 (T.T.A.B., 1978) (clock noise)), telephone number letter combin@iahA-
Mattress Franchise Corp. v. Pag#l U.S.P.Q.2d 1644, 1646 (2nd Cir. 1989) (phone numbers ending in 628-
8737 for MATTRES)) and Internet domain names (TMEP 8§ 1209.03(m)). The USP3 @daed the names
of software file extensions no differently, liberally granting tradekmagistrations for such names. In
particular, the USPTO has registered many marks -- not on the SuppkdrRenfister or based on Section
2(f) -- that also serve as software file extensions: e.g., FBX (Reg. No.9&J6PAGES (Reg. No. 3044896),
JAVA (Reg. No. 2178784), NES (Reg. No. 1721018), X3F (Reg. No. 2939661), DNG & DESIGH (.

3484827), BSB (Reg. No. 3026152), SAT (Reg. No. 2342417), DPOF (Reg. No. 3245699), ACL & NESIG
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(Reg. No. 3234097), AIR (Reg. No. 35448718), SGI (Reg. N0.2517897), SGI & DESIGN (Reg. No.
2517956), XSI (Reg. No. 2572022) and ZIP (Reg. No. 2806052). Request, ExS. B-P.
Moreover, the Board previously held that a technical format nameuwsaiibn as a trademarkn In
re Fuji Photo Film Co, No. 75580709 (T.T.A.B., Dec. 19, 2006) (not precedential), the Board considered
whether the mark DPOF, also a technical specification for a digitat prder format, could function as a
trademark for digital cameras, printers and other Class 9 goods. Thd Bgected the Examining
Attorney’s contention that the term was not registrable due to being “a stina@on of file organization,”
instead holding that “DPOF serves both as an initialism for a methodues$fierring digital images known as
‘digital print order format’ and as a mark used to identify goodkl’ at 8 and 17. The same rationale applies
to Applicant’'s mark DWG.
Accordingly, the fact that DWG corresponds to the name of a softwarextlEnsion should not
negate its significance as a brand or trademark.
b. Applicant’s Claim of Acquired Distinctiveness Is Supportal by Significant,
Longstanding and Continuous Use and Promotion of the .dwg File Extension ahof
Various DWG-related Marks
Applicant has spent decades conditioning consumers to associate DW(y alitkeApplicant and/or
its software. Applicant’s efforts include:

e Beginning with Applicant’s first release of AutoCADsoftware in 1982, Applicant’s software

has displayed the .dwg file extension every time a user saves aleaw &ipens a file using

®The Examining Attorney attempts to distinguish the third-party regjisins for FBX, PAGES, JAVA, NES,
X3F, DNG, BSB, SAT and DPOF (collectively, the “Third-Party Regisions”) from the Applicant’'s marks,
stating “none [of the Third-Party Registrations are for marks thapdbreviations of merely descriptive
terms.” Request Denial. No evidence is provided to support this contentidact], the registration for
PAGES claims protection with word processing software, spedyitebmputer programs for creating,
editing and printing documents comprised of text and graphics,” strongly surggdsscriptiveness.
Request, Ex. C. In any event, abbreviations of descriptive termsdiiagti registrable SeeTMEP 8
1209.03(h) (“an acronym or initialism cannot be considered descriptive uhlesgirding it stands for is
merely descriptive of the goods or services, and the acronym or initisdiseadily understood by relevant
purchasers to be “substantially synonymous” with the merely descriptivdimg it represents”). There is
thus no principled basis for distinguishing Applicant’s marks from thedrRiarty Registrations.
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AutoCAD"® software geeStrassman Decl. § 1%);

e Also since 1982, Applicant has displayed the .dwg file extension reglgateAutoCAD®
instruction manuals Gilmour Decl. #1 § 18, Ex. 24);

e Users of Applicant’s AutoCAB software have collectively created, edited or viewed billions of
files featuring the .dwg file format, and any such file names includind&5 suffix would
have appeared on the users’ computer screeesSfsassman Decl. 1 11);

e Periodically since 1997, Applicant has used and/or promoted the marks DMIENE, DWG
UNPLUGGED, DWG LINKING, AUTODESK VIEW DWGX, 100% PURE AUTOCADWG
(AND DESIGN) and 100% PURE AUTOCAD DWG (Strassman Decl. § 11, Ex. 2pBese
No. 3, Ex. B; Gilmour Decl. #1 11 14 and 15, Exs. 16 and 17);

e Since 2003, millions of users of Applicant’s software have seen one of toevfod file icons
prominently displaying the mark DWG every time they open from or view on twimputer

desktop a file created or saved using Applicant’s software (Gilmout. Béd 5, Ex. 1):

Beginning in 2003 Beginning in 2005

- .|

¢ From 2002 to 2005 alone, the annual number of licensed U.S.-based users of Applicant’

software -- most of whom would have seen one of the two above-cited DWG@ditesion their
desktops -- consistently exceeded 535,000 usea3ilmour Decl. #1  4);
e Since as early as 2006, Applicant has continuously displayed its DWG & DE&iérk on the

product boxes for various software products featuring its DW{echnology:

®The Examining Attorney claims, “[B]ecause applicant has no pragmaights in .dwg as a file
extension name, applicant’s use of DWG as a file extension nanardgrtannot be used to support
registration of DWG as a trademark.” Final Office Action; see RegDesial. The Examining Attorney
provides no support for this statement.
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o
(Strassman Decl. 1 14, Ex. 3; Gilmour Decl. #1 | 7, Exs. 2-10; October 7, 2014rBtgmn of
Shawn Gilmour (“Gilmour Decl. #27) { 2, Exs. 1-11); and
o For many years, Applicant has prominently displayed many of the applied&ddsnon its
various websites, including its primary website at <www.autodesk.d@trassman Decl. { 16,
Ex. 7; Gilmour Decl. #1 11 8-13, Exs. 11-1&ee alsdsilmour Decl. #1 8 (noting over 4.7
million unique U.S.-based users visitors to Applicant’'s websites bet@eetember 1, 2010 and
October 30, 2010)).

The Examining Attorney nonetheless maintains that these longstandinguatinbous efforts by
Applicant are completely irrelevant. Office Action No. 2 (statifgpplicant’s statement that it has been
using DWG continuously since the early 1988#rrelevant and that “use of ‘.dwg’ as a file format . .is not
relevantto the acquired distinctiveness of DWG as a trademark”) (emphaseiaddhere is no support for
these extraordinary positions. In actuality, “the issue is whether sadjdistinctiveness of the mark in
relation to the goods or services has in fact been established in the ofiti@spurchasing public. . . .”
TMEP § 1212.06. There are no restrictions on how acquired distinctiveness shoud be established.
Here, Applicant’s evidence of substantial and ongoing use and promotion ofitpdilel format, of
promotion of a series of DWG-related brands, of promotion of DWG desktwysisince at least 2003 and
other efforts pre-dating 2005 are of great consequénce.

Applicant’s pre- 2005 use of the .dwg file format and DWG-related markselevant, for example,

as “use analogous to trademark use.” Courts have long-recognized the tomiitese analogous to

trademark use,” permitting a party to establish proprietary rightsrnark even when its use falls short of the

7Applicant’s pre-2005 promotion of “.dwg” and DWG-related marks is not inciast with its stated
first use dates in its application for DWG (November 28, 2005). For the purposewtiprg a first use date
for the DWG application, Applicant has alleged a date indicating wherdést as early as”) it first made
technical trademark use per USPTO requirements. Applicant’s fiestlBWG in other manners came years
earlier.
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technical use required to obtain a federal trademark registtaBee T.A.B. Sys. v. Pactel Teletrae
U.S.P.Q.2d 1879, 1881 (Fed. Cir. 1996) (“It is well settled that one may ground one’stipptsan
application on the prior use of a term in a manner analogous to service magklentark use.”). lllustrative
examples of analogous use include use in advertising, as a trade name,de angr& or otherwise in a
promotional sense “open and public [and] . . . directed to that segment of tkameladustry or potential
consumers.”Oromeccanica, Inc. v. Ottmar Botzenhardt GmbH & (223 U.S.P.Q. 59, 64 (T.T.A.B. 1983).
The Examining Attorney has disregarded Applicant’s evidence of analogowsiube grounds that
the theory is inapplicable tex parteproceedings. Final Office Action. Indeed, application of the analogous
use doctrine in aex parteproceeding concerning secondary meaning is appropriate because in leath an
partesecondary meaning inquiry and in ater partesproceeding, the key issue is whether a brand owner
can show it has promoted a term such that the public now associates theitermesowner’s products and
services.See In re Mine Safety Appliances.C86 U.S.P.Q.2d 1694, 1700 (T.T.A.B. 2002) (reversing refusal
to register because applicant’s evidence showed that the relewaketrhad “come to regard or perceive
[applicant’s mark] as identifying and distinguishing a source for such ggphsitional Cable Television
Ass’n, Inc. v. Am. Cinema Editors, In@9 U.S.P.Q.2d 1424, 1429 (Fed. Cir. 1991) (noting that “prior public
identification” of a party with a mark is required for analogous use).détermine whether a party’s use of a
term rises to the level of analogous use, courts ask whether the “ussuslof nature and extent as to create
public identification of target term with the [party’s] product or seevic T.A.B. Sys.37 U.S.P.Q.2d at 1881
(citations omitted). Likewise, in a secondary meaning analysis €corisider whether a party has presented
evidence showing “an association formed in the minds of the consumersdaethe mark and the source or
origin of the product.” Tone Bros., Inc. v. Sysco Corgl U.S.P.Q.2d 1321, 1327 (Fed. Cir. 1994) (citations
omitted). In fact, at least one federal court has acknowledged thiastias between the analogous use and
secondary meaning inquirieg\rcher Daniels Midland Co. v. NaruldNo. 99 C 6997, 2001 WL 804025, *9

(N.D. 1ll. July 12, 2001) (noting whether analogous use achieved a priogity i$ “another way of saying
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that a trade name . . . must be inherently distinctive, or have attagethdary meaning, to be entitled to
protection”).

In any event, even if Applicant’s pre-2005 use of the .dwg file format@Wds-related marks is not
deemed analogous use, it remains compelling circumstantial evidence ebthéan of secondary meaning
for the DWG mark. There is no basis for the Examining Attorney’s extraordipasition that such use --
spanning over two decades -- is “irrelevant” and should be disregarded.

C. Third-Party Use of “dwg” Enhances the Association of the Mark DWG with Applicant

Some third parties reverse-engineer Applicant’s DW@&chnology and incorporate the .dwg file
format into their CAD software products. Strassman Decl. § 18. “CA®3imay sometimes use non-
Autodesk packages to create the .dwg file, but if so they typically chbesaltvg format so they can transfer
the files to others using Autodesk’s AutoCAD technology.” Declaration of D@fiabor-Hanson (“Tabor-
Hanson Decl.”) { 4see alsdsesner Decl. { 4 (noting that such third-party use of the .dwg file format is
“primarily for the benefit of AutoCAD users, to write files in a formaampatible with AutoCAD”). These
third-party software developers affirmatively use the designatiovg”™ to promote to consumers the
compatibility of their products with Applicant’s industry-leading tectogyl. Declaration of Larry Swinea
1 4 (“I understand that other software providers may, like Autodesk, usewwigecomputer file format. Itis
my personal opinion that they do this to be compatible with AutoCAD. And | have thégas a marketing
approach.”)seeTabor-Hanson Decl. § 4 (“The .dwg file format has always, to my knowlglgen spoken
as meaning ‘compatible with AutoCAD.””). As a result, third-party useh# idwg file format actually
emphasizes the close association of the mark DWG with Applicant.

d. Applicant Has PresentedPrima Facie Evidence of Acquired Distinctiveness

Section 2(f) of the Lanham Act provides that “nothing in this chapter simallgnt the registration of
a mark used by applicant which has become distinctive of applicant’'s goaegsmerce.” 15 U.S.C. §
1052(f). The proper standard for a showing of acquired distinctiveness fdcatidsh is merely grima facie

showing of distinctivenessYamabha Int'l Corp. v. Hoshino Gakki Cdé U.S.P.Q.2d 1001, 1004 (Fed. Cir.
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1988) (quotingn re Industrial Washing Machine Corp201 U.S.P.Q. 953, 956 (T.T.A.B. 1979) (‘¢rima
facieshowing of distinctiveness is all that is necessary for publicatiagh@fpplication.”)]n re Capital
Formation Counselors, Inc219 U.S.P.Q. 916, 919-20 (T.T.A.B. 1983) (“[A]n applicant need not
conclusively establish distinctiveness but need only establsinga facie. . . warranting publication of the
mark. . . ."”).

“The ultimate test in determining whether a designation has acquistidativeness is applicant’s
success, rather than its efforts, in educating the public to assdh@&proposed mark with a single source.”
TMEP 8 1212.06(b). To find acquired distinctiveness, the Board may considengother things,
advertising and promotional materials, sales success, length of ukEatieas, unsolicited media coverage
and consumer studiesee In re Steelbuilding.coi5 U.S.P.Q.2d 1420, 1424 (Fed. Cir. 2005). “There is no
set amount of proof necessary to demonstrate acquired distinctiverirss. Black & Decker Corp.81
U.S.P.Q.2d 1841, 1842 (T.T.A.B. 2006). Instead, determination as to acquiredtdrstiess must be based
upon a totality of the evidence and excessive weight should not be given tomarigcior. Id. at 1845.

Here, Applicant has met its burden of presentirmgiana faciecase that relevant consumers view the
DWG mark as coming from a single source. Especially in light of the Begrtictice of taking a more
permissive stance with respect to the probative value of evidermeex parteproceeding as compared to in
inter partesproceeding, the Board should find Applicant’s evidence more than surfitmesstablish the
requiredprima faciecase of secondary meanin§eeTrademark Trial and Appeal Board Manual of
Procedure (“TBMP”) § 1208.

To establish acquired distinctiveness, an applicant may subraittdind circumstantial evidence. 2
J. Thomas McCarthyicCarthy on Trademarks and Unfair Competitjdl15:30 (2011) (McCarthy).

Direct evidence “means the actual testimony of buyers as to thegraftatind” and includes consumer
testimony and surveydd. Circumstantial evidence addresses the mark owner’s efforts in progribie

mark and can involve length and manner of use, advertising efforts, faglees, number of customers and
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established placed in the markdtl. Applicant has introduced into the record both direct evidence and
circumstantial evidence.
i. Direct Evidence of Acquired Distinctiveness
Applicant submitted significant direct evidence in support of its clafracquired distinctiveness,
namely survey evidence (February 8, 2007 Declaration of E. Deborah gy¥&rl.”)), and five third-party
declarations from accomplished individuals in the CAD field (Response Nex.33).

1. Applicant’s survey strongly supports aprima facie case of secondary
meaning

“An expert survey of purchasers can provide the most persuasive evideseeondary meaning.”
McCarthyat § 15.30 (quotingision Sports, Inc. v. Melville Corpl2 U.S.P.Q.2d 1740, 1744 (9th Cir.

1989)). Applicant’s survey evidence found that 43% of the relevant consunsersiae “DWG” with design

software from a single company or source and that 42% of the relevant consumassvekg associate

“DWG” with design software from Applicant and/or with its leading sadie product, AutoCAD. Jay Decl.
9 3. Such strong results clearly demonstrapeima faciecase of secondary meaning. Indeed, secondary
meaning has been found in situations where surveys results yielded lowenples. See McNeil-PPC, Inc.
v. Granutec, Inc.37 U.S.P.Q.2d 1713, 1716 (E.D.N.C. 1995) (finding a “strong association” sufficient for
secondary meaning where a survey revealed 41% of respondent associateditiot \pith a single brand,
and 38% of respondents recognized the source at isShajfle Master Inc. v. Awad83 U.S.P.Q.2d 1054,
1057 (D. Nev. 2006) (finding secondary meaning when survey revealed that 3%poihdents associated
the mark with a single sourcegee also Thomas & Betts Corp. v. Panduit Co4s U.S.P.Q.2d 1026, 1040
(7th Cir. 1988) (holding survey results as low as 30% are probative).

The Examining Attorney erred by giving the survey only “little weight” eirtually no weight.” See
Office Action No. 2; Final Office Action. Courts typically consider vaus factors, such as survey design,
experience and reputation of the surveyor and the nature of the questieds ablen assigning how much
weight to afford to a surveyStuhlbarg Int'l Sales Cov. John D. Brush & Cq.240 F.3d 832, 840 (9th Cir.

2001). “The Board is somewhat more lenient in its approach in consideratiomefyslinex parte
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proceedings thaimter partesproceedings.”In re Wilcher Corp, 40 U.S.P.Q.2d 1929, 1934 (T.T.A.B. 1996);
TBMP 8 1208. Here, the survey design by a prominent trademark expert emplejle@eognized survey
standards including but not limited to use of a control group, rotating questidasyiewer training and the
use of relevant purchasers as respondents. Jay Decl., Ex. A at 6-10. The fiparfoamed the survey holds
over 25 years of experience conducting large-scale surveys and ise@usione of the oldest and most
respected marketing and public opinion research firms in the Unitad<St Jay Decl., Ex. A at 3.

The Examining Attorney has challenged the nature of certain questiohs sutvey. These
guestions are “Do you associate the name or term ‘D-W-G’ with desifiwarefrom any particular
company or companies?” and “Do you associate the name or term ‘D-W-&'dsggign softwarérom one
company or more than one company?” Jay Decl., Ex. A at 10 (emphasis in originalzindi®©ffice
Action states, “[bJecause the words ‘name’ and ‘term’ used in theesuguestion could encompass use of
DWG as a file format name, this survey does not serve to establish wioetheumers of applicant’'s goods
recognize DWG as a trademark.” Nothing in the survey would suggestpgomdents that they were being
asked about file formats. Furthermore, even if some of the respondsaisiated the surveyor’s use of
“name or term ‘D-W-G™ with the file extension .dwg, the survey evidence Matill be appropriate and
compelling. Section Vl.asupra See McCarthg 7.2 (4th Ed. 2006) (“The fact that the owner of a mark uses
it in association with accessory symbols or words does not deprive him of whatikitie recognizes as a
mark.”) 2

2. Third-party declarations strongly support a prima facie case of
secondary meaning

Applicant’s five third-party declarations, submitted by individuals who Haeen using CAD
software as far back as 1975, strongly support Applicant’s claim of acquisgdaliveness. The Examining

Attorney misreads Applicant’s five third-party declarations in ordedirtrive at the conclusion that they are

8The Examining Attorney also claims that the survey should be givefe*iteight because ‘.dwg’ is a
well-recognized file format for CAD that has been in use for ovesrity years” and is now in use by others.
Office Action No. 2. In fact, the manner of this third-party use of “dwginforces the marketplace
association of DWG with ApplicantSeeSection VI.c.infra.
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“hardly compelling evidence of acquired distinctivenesS&efFinal Office Action. For example, the Final
Office Action incorrectly states, “none [of the declarations]idigtiish between use of DWG as a file
extension name and as a trademark for applicant’s goods.” In actulhétgetclarations of Donnia Tabor-
Hanson, Thomas Short, Larry Swinea and B. Rustin Gesner all expres#hgdish between, on the one
hand, the “term DWG” and, on the other hand, the “.dwg files,” the “.dwg file ftfrand/or the “.dwg
computer file format.” Response No. 3, Ex. A.
il. Circumstantial Evidence of Acquired Distinctiveness
Applicant has also submitted extensive circumstantial evidence of adqgistinctiveness. Some of

the circumstantial evidence is highlighted as follows:

Use and promotion of .dwg file extension since 1982Seesection VI.b.supra

o Use of DWG-related marks since as early as 1997%See id

o Use of DWG file icons on users’ computers since 200&ee id

e Placement of DWG & DESIGN mark on Applicant’'s packaging. See id

o Use of DWG-related marks on Applicant’'s website. See id. Traffic on these websites is
substantial. From September 1, 2010 to October 30, 2010 alone, over 4.7 million urégsie us
located in the U.S. visited Applicant’s websites. Gilmour Decl. #1 { 8.

e Third-party use of the .dwg file extension and of “dwg” to communicate compatibility with
Applicant’s technology. Section VI.c.supra

e Market position. One hundred percent of Fortune 100 companies use Applicant’s products.

Strassman Decl. § 4. Applicant is a Fortune 1000 company, providing softwateqgbs to over

7 million registered users in all 50 states and worldwitte. Most of these software products are

based on Applicant's DW®'! technology and incorporate the .dwg file form&eeStrassman

Decl. 1 5. Applicant routinely refers to “.dwg” or DWG or some variatinrtonnection with

these productsSee, e.g., Idf 13.

e Applicant revenue. Since 1985, Applicant has realized over $10 billion in revenue, and a
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substantial portion of that revenue is derived from software featurin@s®¥¥echnology,
including Applicant’s flagship product, AutoCAbsoftware. Id. § 12.

Applicant’s revenue attributed to products featuring DWG™ technology. The following
table shows Applicant’s recent net revenue in the U.S. per fiscal yeedouded to Applicant’s

products featuring DW®! technology:

Fiscal Year Ending January 31 Net Rﬁlveeaiz:gsl\tﬂmiiﬁ%#)SD (to
2002 301
2003 238
2004 259
2005 338
2006 409
2007 478
2008 507
2009 464
2010 370

Gilmour Decl. #1 1 3.

Number of users of Applicant’s products featuring DWG™ technology. In order to use
Applicant’s software, a customer must obtain a license -- which may graltipie “seats” --
from Applicant authorizing use of the software. The following table shows timeber of seats

for products featuring DW®" technology which Applicant granted to customers in the U.S. per

fiscal year:
Fiscal Year Ending January 31 Number ofTiiitSsa(;c(;)the Nearest
2002 664,000
2003 535,000
2004 576,000
2005 760,000
2006 847,000
2007 994,000
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Fiscal Year Ending January 31 Number OfTS::;Z:;%;he Nearest
2008 1,018,000
2009 836,000
2010 690,000

Gilmour Decl. #1 § 4.

¢ Dictionary definitions. Definitions in a number of dictionaries associate DWG and .dwg with
Applicant and/or Applicant’s software product, AutoCAD®. Gilmour Decl. #2 § 6, Exs. 20-24.
This circumstantial evidence -- in combination with the direct evidence described above -- makes very clear
that Applicant has met its burden of establishing a prima facie showing of acquired distinctivenes}s. There is
no reason to dismiss this showing, as the Examining Attorney did below.
In sum, the Board should give considerable weight to both Applicant’s direct evidence and its
circumstantial evidence of acquired distinctiveness. The record covers decades and is exceptional in scope.

There should be no question concerning the strong marketplace association of DWG with Applicant and its

technology.
VII. CONCLUSION
For the foregoing reasons, Applicant respectfully requests that the Board reverse the refusal to
register the Applications.
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