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This Request for Reconsideration is in response to the Final Office Action that issued on August 19,
2014.  Applicant is concurrently filing an appeal, but requests reconsideration of the refusal under
Sections 1, 2 and 45 on the following bases.
 
Background
 
On July 12, 2013, applicant Apple Inc. (“Apple”) filed a Statement of Use including as a specimen a
photograph of Apple’s Quick Start Guide bearing the IPOD mark, (the “Quick Start Guide”), which
Apple submits demonstrated valid trademark use in commerce of the IPOD mark with the applied-for
goods, i.e. “printed materials and publications, namely, brochures, pamphlets, and leaflets, all relating
to computer software, computer hardware, and multimedia apparatus and instruments.”
 
On August 13, 2013, the PTO issued an Office Action (the “First Office Action”), which rejected
Apple’s Specimen purportedly because “[it] does not show the applied-for mark in use in commerce in
connection with any of the goods specified in International Class 016.”   (Office Action at *1.) 
“[S]pecifically, [A]pplicant has submitted a user’s manual for a digital audio player.   User’s manuals
of this nature do not show the mark’s use in commerce as they are merely instructional material
included with [A]pplicant’s electronic goods.”   Id.   
 
On December 23, 2013, Apple filed a Response to Office Action (the “First Response”), arguing that
Apple’s Specimen comported with the plain meaning of the terms “brochures,” “pamphlets,” and
“leaflets.” (First Response at *2-*4.)   Apple also amended its description of goods to reflect that the
applied-for brochures, pamphlets, and leaflets, all relating to computing devices and related software,
are “sold or distributed in connection with handheld mobile digital media devices.”   (First Response at
*1-*2.)  Apple argued that the computing trade regularly distributes user’s manuals such as its Quick
Start Guide and uses such materials as specimens in support of Class 16 applications, and the PTO
regularly accepts these sorts of specimens.  Id.  To support its arguments, Apple provided in it is First
Response numerous examples of third-party registrations and specimens on file with the PTO
demonstrating the PTO’s wide acceptance of such specimens.   Id. at *4-*5.       
 
On January 24, 2014, the PTO issued a subsequent Office Action (the “Second Office Action”) wherein



the PTO maintained its specimen refusal, but now argued for the first time that Apple’s Original
Specimen does not constitute a “good in trade” under Trademark Act Sections 1, 2, and 45, 15 U.S.C.
§§1051-52; TMEP §1202.06(b).  In support of its position, the PTO argued that Apple’s Quick Start
Guides “have no viable existence apart from [its] digital media devices,” that “they are not sold or
provided to consumers separately from [such] devices,” and that they “simply provide[ ] basic
information regarding [such] devices, like powering them on and off.”   (Second Office Action at *2.) 
 
On July 18, 2014, Apple submitted a response to the Second Office action (the “Second Response”), in
which Apple provided the full Quick Start Guide as proof that it contains more than basic information
and argued that the “goods in trade” objection is inapplicable to user’s manuals such as the Quick Start
Guide.  Apple further submitted substitute specimens, with an appropriately verified statement, showing
the IPOD mark in use with the applied-for goods by licensed third parties as part of Apples “Made for
iPod” licensing program.           
 
On August 19, 2014, a Final Office Action issued (the “Final Office Action”) maintaining the goods in
trade objection, and dismissing Apple’s third party registration evidence on the erroneous and arbitrary
grounds that several of the examples were lengthier or more complex than the Quick Start Guide, that
several of the registrations were later cancelled, or that the full specimens had not been made of record. 
Apple’s substitute specimens were also rejected on the erroneous grounds that the use of the IPOD
mark in the Made for iPod logo by licensed third parties does not provide source identifying information
for the specific manuals (Final Office Action at *4). Apple disagrees with these continued refusals and
respectfully re-asserts its previously submitted arguments and evidence, and submits the following
expanded arguments and evidence as well as a supporting declaration.
 
1. Apple’s Quick Start Guide Is a Valid “Good in Trade”
 
The Examiner’s final refusal of Apple’s original specimen, its Quick Start Guide, on the ground it is
not a “good in trade” is baseless because it satisfies all requirements to be a valid specimen of use
under the Lanham Act. 
 
At the outset, it is worth noting the Examiner acknowledged, in the First Office Action, that “[Apple]
submitted a user’s manual for a digital audio player. User’s manuals of this nature do not show the
mark’s use in commerce as they are merely instructional material included with applicant’s electronic
goods.” (First Office Action at *1).   Then, in the Final Office Action, the Examiner contradicted this
earlier statement by stating: “While owner’s manuals can provide operation and maintenance
information for digital media devices, applicant does not identify owner’s manuals in its International
Class 016 identification. The quick start guide of record simply provides basic information regarding
applicant’s digital media devices which is of value only upon introductory use of applicant's digital
media players.” (Final Office Action at *3.) While the Examiner is correct that the application does not
explicitly cover owner’s manuals, the covered goods are “printed materials and publications, namely,
brochures, pamphlets, and leaflets, all relating to computer software, computer hardware, and
multimedia apparatus and instruments.”   A user’s manual can be a brochure, pamphlet or leaflet
relating to computer software or hardware, and therefore there is no meaningful distinction being made
by the Examiner.  The Quick Start Guide is a printed publication that clearly falls within goods covered
under the application, and if a user’s/owner’s manual (there is no relevant difference between the two)
can function as a viable specimen for Class 16 goods, there is no reason distinguishing Apple’s Quick
Start Guide from countless other user’s manuals that have been accepted as specimens in prior
registrations.
 
In the view of Examiner, however, Apple’s “printed goods have no viable existence apart from



applicant’s digital media devices and they are not sold or provided to consumers separately from
applicant’s digital media devices.” (Final Office Action at *3.)   The examiner did not and cannot cite
any relevant authority or evidence to support this finding.  In reality, the fact that Apple’s specimen has
a viable existence apart from its devices is evidenced by, inter alia, numerous analogous third party
quick guides for Apple’s iPod device, as well as sales of quick guides for other parties’ consumer
electronic devices, as listed below:
 

·         EZ Source iPod & iTunes Pamphlet (2007) - 4 pages; sells for $21.75; a “Best Books of
2014” editor’s pick:   http://www.amazon.com/Source-iPod-iTunes-Editorial-
Team/dp/1897273231/ref=sr_1_21?s=books&ie=UTF8&qid=1423631022&sr=1-
21&keywords=iPod+quick+guide

 
·         iOS 8 Introduction Quick Reference Guide: for iPad, iPhone, and iPod touch (Cheat Sheet of
Instructions, Tips & Shortcuts - Laminated Guide) – 4-page pamphlet; sells for $2.99:  
http://www.amazon.com/iOS-Introduction-Quick-Reference-
Guide/dp/1939791340/ref=sr_1_1?s=books&ie=UTF8&qid=1423632171&sr=1-
1&keywords=iPod+quick+guide

 
·         By Beezix Inc iOS 8 Introduction Quick Reference Guide: for iPad, iPhone, and iPod touch
(Cheat Sheet of Instructional Pamphlet) - sells for $22.93:  http://www.amazon.com/Beezix-
Introduction-Quick-Reference-
Guide/dp/B00SCT59EI/ref=sr_1_15?s=books&ie=UTF8&qid=1423632295&sr=1-
15&keywords=iPod+quick+guide
 
·         Be an iUser: Your Guide to the iPod, iPhone and iPad CourseNotes – six-page pamphlet;
sells for $9.30: http://www.amazon.com/Be-iUser-Guide-iPhone-
CourseNotes/dp/1133189105/ref=sr_1_13?ie=UTF8&qid=1423669660&sr=8-
13&keywords=ipod+pamphlet
 
·         Nikon D80 inBrief Laminated Reference Card  - pamphlet; sells for $10.79:
http://www.amazon.com/Nikon-inBrief-Laminated-Reference-
Card/dp/1934148075/ref=sr_1_41?s=electronics&ie=UTF8&qid=1423669998&sr=1-
41&keywords=pamphlet;
 
·         Nikon D7000 Digital SLR CheatSheet – pamphlet; sells for $10.95: 
http://www.amazon.com/Nikon-D7000-Digital-SLR-
CheatSheet/dp/B004BWCFTM/ref=sr_1_45?s=electronics&ie=UTF8&qid=1423669998&sr=1-
45&keywords=pamphlet)
 
·         Canon EOS Rebel T1i / EOS 500D Digital Camera CheatSheet (EOS Rebel T1i US model
name/ EOS 500D International model name) – pamphlet; sells for $10.95:
http://www.amazon.com/Canon-Digital-Camera-CheatSheet-
International/dp/B0029T2RSI/ref=sr_1_46?s=electronics&ie=UTF8&qid=1423669998&sr=1-
46&keywords=pamphlet
 
·         Canon PowerShot G9 Cheat-Sheet – pamphlet; sells for $10.95:
http://www.amazon.com/Canon-PowerShot-Cheat-Sheet-Bert-
Sirkin/dp/B0010Y59L0/ref=sr_1_47?s=electronics&ie=UTF8&qid=1423669998&sr=1-
47&keywords=pamphlet



 
·         Kindle for iOS Accessibility Gestures - Quick Reference Guide – 12 pages; available for
download at: http://www.amazon.com/Kindle-iOS-Accessibility-Gestures-Reference-
ebook/dp/B00CL5NIGU/ref=sr_1_1?s=books&ie=UTF8&qid=1423670411&sr=1-
1&keywords=quick+guide
 

Printouts of these pages are submitted as Exhibits 1 and 2.
 
The above listed “quick guides,” which are similar in length and function to Apple’s specimen, show
that this type of printed publication indeed (a) does have a “ viable existence apart from” the devices,
and (b) is “sold … to consumers separately from” the device themselves.  Thus, the two factors upon
which the Examiner relied in its Final Office Action, in reality, support acceptance of Apple’s
specimen.  
 
Moreover, in terms of value beyond introductory use of Apple’s devices, it is clear that the Quick Start
Guide is valuable to consumers who require ongoing information and instruction about accessing,
operating, and maintaining the IPOD device and obtaining digital media content from Apple’s iTunes
Store service, which are primary functions and consumer benefits of the device.  The Quick Start Guide
also provides continued value to Apple’s network of independent service professionals who rely on the
information in the guide in the course of their own businesses of servicing iPod devices.  The fact that
Apple may provide more detailed instructional information elsewhere does not detract from the fact that
Apple’s use of the IPOD mark in commerce in its Quick Start Guide constitutes valid use of the mark
on a good in trade. 
 
Additionally, the Examiner has based the refusal of Apple’s Quick Start Guide on the alleged
insufficient “complexity” or “length” of the specimen.   Much like the iPod device itself, and consistent
with Apple’s entire product line, Apple’s Quick Start Guide is an extremely user-friendly product
which is uncluttered and elegant in design.  It provides illustrative graphics and written descriptions of
hardware and software product attributes and specific instructions covering all features necessary to
operate, maintain and fully enjoy the capabilities of the iPod device.  It does not exhibit overly
complicated, unnecessary material, and there is no relevant legal basis for judging it on the number of
words or pages it contains, especially when its highly informative graphics and purposeful instructions
eloquently serve the needs of consumers. 
 
With respect to length, the Examiner notes that three of the third party user’s manuals submitted by
Apple contain 400, 135 and 45 pages and suggests that there is some unknown minimum number of
pages that must be contained for the specimen to be a valid good in trade.  There is no basis in the
Trademark Rules for such a conclusion.  Indeed, the routine practice of the PTO is to accept specimens
of consumer electronics companies—such as simple user guides offered with hardware and
software—many of which are akin to Apple’s specimen in terms of utility, function, and length.  For
example, some of the specimens of manuals the PTO has accepted as demonstrating valid trademark use
for Class 16 goods consist of just the front and back cover of a manual or a simple tri-fold brochure
about a companies’ consumer electronics goods offered under the same mark. A sample of further
registrations to those already submitted by Apple that contain such specimens is listed below, and the
specimens themselves, as well as the corresponding TESS printouts and Certificate of Registration,
Renewal, or Section 8 Notice of Acceptance, are included as Exhibit 3.
 

·         EMBRYONICS – Reg. No. 2432034 (cover page only of owner’s manual)
·         ORACLE – Reg. No. 4102532 (cover page only of user’s guide)



·         BAUSCH + LOMB – Reg. No. 4102774 (one-page user guide/leaflet)
·         NINTENDO DS – Reg. No. 4191194 (front and back covers of operations manual)
·         PALM - Reg. No. 3453741 (three-page printout from online owner’s manual)
·         MEDICALERT – Reg. No. 3334545 (tri-fold brochure)
·         SCHRODINGER- Reg. No. 2941593 (two-page product installation guide)
·         TEXAS INSTRUMENTS – Reg. No. 3717042 (cover page only of journal)
·         TEXAS INSTRUMENTS (2) – Reg. No. 3717043 (two-page product bulletin)
·         MSC – Reg. No. 4448231(eight-page informational brochure)

 
Obviously, these previously accepted specimens are no more deserving of acceptance than Apple’s
sufficiently informative manual.
 
Furthermore, the Examiner has maintained its position that Apple’s Quick Start Guide contains only
“basic” information that is of value “only upon introductory use of [Apple’s] digital media players”,
and rejects Apple’s prior arguments that its Quick Start Guide contains “complex” instructions.  
However, the complexity of instructions in a manual as a determinant for specimen validity is
completely irrelevant and arbitrary, and unsupported by the Trademark Rules.  The fact is, as
acknowledged by the Examiner, that the Quick Start Guide does contain information that is of value
upon at least introductory use of the products.  The Quick Start Guide is of analogous complexity to
many of the third party manuals that Apple has submitted.  Accordingly, Apple submits that the refusal
based on lack of complexity is unfounded and should be withdrawn.
 
In addition, the Examiner’s dismissal of some of Apple’s previously filed evidence of third-party
specimens on grounds that some of the registrations have been cancelled entirely misses the point. 
Apple included such evidence to show many other technology companies submit specimens for Class 16
goods that are sold in connection with computer hardware or software, and the PTO routinely accepts
these specimens of use.  Apple made no statement as to the current status of such registrations, which is
irrelevant to this point.
 
2.  Third Party Publications Bearing the Made for iPod Logo Are Valid Class 16 Substitute
Specimens
 
Apple’s substitute specimens show uses in commerce of its IPOD mark by Yamaha and Sony on
brochures and manuals that accompany hardware sold by such companies (the “Substitute
Specimens”).   In the Final Office Action, the Examiner states that “the third-party manuals from
Yamaha and Sony, however, do not constitute ‘goods in trade’ for the instant application because
applicant’s mark, as displayed on these manuals, are not used to provide source identifying information
for the specific manuals. Instead, applicant’s mark, IPOD, is displayed, and viewed by consumers, to
indicate subject matter. … [The mark] is not, however, displayed to designate the source of the printed
materials” (Final Office Action at *4). Applicant respectfully disagrees with the PTO’s conclusion.
 
The Substitute Specimens contain Applicant’s “Made for IPOD” logo (the “MFi Logo”). As is
discussed in the enclosed webpages from Apple’s website (Exhibit 4) and the Declaration of Thomas
La Perle (Exhibit 5), the MFi Logo signifies that a third-party product manufacturer is a licensee of
Applicant through its MFi licensing program (the “ the MFi Program”) .  While the specific licensing
terms under the MFi Program are proprietary and confidential, the terms require third-party
manufactures such as Yamaha and Sony, who wish to use the MFi Logo to demonstrate to consumers
the compatibility of their products with Apple’s IPOD devices, to submit an application to Apple,
which then reviews each proposed use that will bear the MFi Logo – including the devices themselves



and all associated documentation (such as the Substitute Specimens) – to ensure compliance with its
trademark guidelines and quality control measures.  Once approved, the manufactures are authorized by
Apple to use the “Made for IPOD” logo (the “MFi Logo”).   The license terms further provide for
ongoing quality control by Apple, and an acknowledgement that Apple owns the IPOD mark and that all
licensed use of the IPOD mark inures to the exclusive benefit of Apple.
 
Consequently, the Substitute Specimens clearly do serve as source identifiers to consumers for the third-
party Sony and Yamaha products, because consumers understand that the use of Apple’s mark signifies
that the devices and publications bearing such mark are officially licensed products, and that Apple has
reviewed and approved such products.  As such, the Substitute Specimens constitute valid specimens of
use for the Class 16 goods under this Application, and the refusal with respect to these specimens should
be withdrawn.  
 
Conclusion
 
Based on Apple’s previous Responses, its current Request for Reconsideration and the Exhibits,
Declaration, and evidence provided therewith, Apple respectfully submits that the Original Specimen
and the Substitute Specimens are valid specimens of use that comply with Lanham Act §§ 1-2, 45, 15
U.S.C. §§ 1051-52, 1127; TMEP § 1202.06.  Apple therefore respectfully requests that the PTO reverse
its refusal of such specimens and approve the Application for registration.

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF
FILE

evi_38104128234-20150219135948353582_._Exhibit_1_-_Third-
party_printouts__iPod_.pdf

       CONVERTED PDF
FILE(S)
       (12 pages)

\\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0002.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0003.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0004.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0005.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0006.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0007.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0008.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0009.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0010.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0011.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0012.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0013.JPG

       ORIGINAL PDF
FILE

evi_38104128234-20150219135948353582_._Exhibit_2_-_Third-

../evi_38104128234-20150219135948353582_._Exhibit_1_-_Third-party_printouts__iPod_.pdf
../evi_38104128234-20150219135948353582_._Exhibit_1_-_Third-party_printouts__iPod_.pdf
../RFR0002.JPG
../RFR0003.JPG
../RFR0004.JPG
../RFR0005.JPG
../RFR0006.JPG
../RFR0007.JPG
../RFR0008.JPG
../RFR0009.JPG
../RFR0010.JPG
../RFR0011.JPG
../RFR0012.JPG
../RFR0013.JPG
../evi_38104128234-20150219135948353582_._Exhibit_2_-_Third-party_Amazon_printouts.pdf


FILE party_Amazon_printouts.pdf

       CONVERTED PDF
FILE(S)
       (21 pages)

\\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0014.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0015.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0016.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0017.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0018.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0019.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0020.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0021.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0022.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0023.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0024.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0025.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0026.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0027.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0028.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0029.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0030.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0031.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0032.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0033.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0034.JPG

       ORIGINAL PDF
FILE

evi_38104128234-20150219135948353582_._Exhibit_3_-_Part_1_-
_Class_16_third-party_specimens.pdf

       CONVERTED PDF
FILE(S)
       (63 pages)

\\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0035.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0036.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0037.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0038.JPG

../evi_38104128234-20150219135948353582_._Exhibit_2_-_Third-party_Amazon_printouts.pdf
../RFR0014.JPG
../RFR0015.JPG
../RFR0016.JPG
../RFR0017.JPG
../RFR0018.JPG
../RFR0019.JPG
../RFR0020.JPG
../RFR0021.JPG
../RFR0022.JPG
../RFR0023.JPG
../RFR0024.JPG
../RFR0025.JPG
../RFR0026.JPG
../RFR0027.JPG
../RFR0028.JPG
../RFR0029.JPG
../RFR0030.JPG
../RFR0031.JPG
../RFR0032.JPG
../RFR0033.JPG
../RFR0034.JPG
../evi_38104128234-20150219135948353582_._Exhibit_3_-_Part_1_-_Class_16_third-party_specimens.pdf
../evi_38104128234-20150219135948353582_._Exhibit_3_-_Part_1_-_Class_16_third-party_specimens.pdf
../RFR0035.JPG
../RFR0036.JPG
../RFR0037.JPG
../RFR0038.JPG


        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0039.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0040.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0041.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0042.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0043.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0044.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0045.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0046.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0047.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0048.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0049.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0050.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0051.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0052.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0053.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0054.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0055.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0056.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0057.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0058.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0059.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0060.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0061.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0062.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0063.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0064.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0065.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0066.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0067.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0068.JPG

../RFR0039.JPG
../RFR0040.JPG
../RFR0041.JPG
../RFR0042.JPG
../RFR0043.JPG
../RFR0044.JPG
../RFR0045.JPG
../RFR0046.JPG
../RFR0047.JPG
../RFR0048.JPG
../RFR0049.JPG
../RFR0050.JPG
../RFR0051.JPG
../RFR0052.JPG
../RFR0053.JPG
../RFR0054.JPG
../RFR0055.JPG
../RFR0056.JPG
../RFR0057.JPG
../RFR0058.JPG
../RFR0059.JPG
../RFR0060.JPG
../RFR0061.JPG
../RFR0062.JPG
../RFR0063.JPG
../RFR0064.JPG
../RFR0065.JPG
../RFR0066.JPG
../RFR0067.JPG
../RFR0068.JPG


        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0069.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0070.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0071.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0072.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0073.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0074.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0075.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0076.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0077.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0078.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0079.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0080.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0081.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0082.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0083.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0084.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0085.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0086.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0087.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0088.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0089.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0090.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0091.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0092.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0093.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0094.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0095.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0096.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0097.JPG

../RFR0069.JPG
../RFR0070.JPG
../RFR0071.JPG
../RFR0072.JPG
../RFR0073.JPG
../RFR0074.JPG
../RFR0075.JPG
../RFR0076.JPG
../RFR0077.JPG
../RFR0078.JPG
../RFR0079.JPG
../RFR0080.JPG
../RFR0081.JPG
../RFR0082.JPG
../RFR0083.JPG
../RFR0084.JPG
../RFR0085.JPG
../RFR0086.JPG
../RFR0087.JPG
../RFR0088.JPG
../RFR0089.JPG
../RFR0090.JPG
../RFR0091.JPG
../RFR0092.JPG
../RFR0093.JPG
../RFR0094.JPG
../RFR0095.JPG
../RFR0096.JPG
../RFR0097.JPG


       ORIGINAL PDF
FILE

evi_38104128234-20150219135948353582_._Exhibit_3_-_Part_2_-
_Class_16_third-party_specimens.pdf

       CONVERTED PDF
FILE(S)
       (17 pages)

\\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0098.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0099.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0100.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0101.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0102.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0103.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0104.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0105.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0106.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0107.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0108.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0109.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0110.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0111.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0112.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0113.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0114.JPG

       ORIGINAL PDF
FILE evi_38104128234-20150219135948353582_._Exhibit_4_-_MFi_Program.pdf

       CONVERTED PDF
FILE(S)
       (11 pages)

\\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0115.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0116.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0117.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0118.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0119.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0120.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0121.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0122.JPG

../evi_38104128234-20150219135948353582_._Exhibit_3_-_Part_2_-_Class_16_third-party_specimens.pdf
../evi_38104128234-20150219135948353582_._Exhibit_3_-_Part_2_-_Class_16_third-party_specimens.pdf
../RFR0098.JPG
../RFR0099.JPG
../RFR0100.JPG
../RFR0101.JPG
../RFR0102.JPG
../RFR0103.JPG
../RFR0104.JPG
../RFR0105.JPG
../RFR0106.JPG
../RFR0107.JPG
../RFR0108.JPG
../RFR0109.JPG
../RFR0110.JPG
../RFR0111.JPG
../RFR0112.JPG
../RFR0113.JPG
../RFR0114.JPG
../evi_38104128234-20150219135948353582_._Exhibit_4_-_MFi_Program.pdf
../RFR0115.JPG
../RFR0116.JPG
../RFR0117.JPG
../RFR0118.JPG
../RFR0119.JPG
../RFR0120.JPG
../RFR0121.JPG
../RFR0122.JPG


        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0123.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0124.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0125.JPG

       ORIGINAL PDF
FILE

evi_38104128234-20150219135948353582_._Exhibit_5_-
_Declaration_of_T._La_Perle__Signed_.pdf

       CONVERTED PDF
FILE(S)
       (4 pages)

\\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0126.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0127.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0128.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0129.JPG

       ORIGINAL PDF
FILE

evi_38104128234-
20150219135948353582_._Exhibit_A_to_Declaration_of_T._La_Perle_-
_MFi_Program.pdf

       CONVERTED PDF
FILE(S)
       (11 pages)

\\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0130.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0131.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0132.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0133.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0134.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0135.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0136.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0137.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0138.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0139.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\785\218\78521891\xml19\RFR0140.JPG

DESCRIPTION OF
EVIDENCE FILE

Exhibit 1- Third-party printouts (iPod); Exhibit 2 - Third-party Amazon
printouts; Exhibit 3 - Part 1 - Class 16 third-party specimens; Exhibit 3 - Part 2
- Class 16 third-party specimens; Exhibit 4 - MFi Program; Exhibit 5 -
Declaration of T. La Perle; Exhibit A to Declaration of T. La Perle

SIGNATURE SECTION

RESPONSE
SIGNATURE /JAC/

SIGNATORY'S NAME Jason A. Cody

../RFR0123.JPG
../RFR0124.JPG
../RFR0125.JPG
../evi_38104128234-20150219135948353582_._Exhibit_5_-_Declaration_of_T._La_Perle__Signed_.pdf
../evi_38104128234-20150219135948353582_._Exhibit_5_-_Declaration_of_T._La_Perle__Signed_.pdf
../RFR0126.JPG
../RFR0127.JPG
../RFR0128.JPG
../RFR0129.JPG
../evi_38104128234-20150219135948353582_._Exhibit_A_to_Declaration_of_T._La_Perle_-_MFi_Program.pdf
../evi_38104128234-20150219135948353582_._Exhibit_A_to_Declaration_of_T._La_Perle_-_MFi_Program.pdf
../evi_38104128234-20150219135948353582_._Exhibit_A_to_Declaration_of_T._La_Perle_-_MFi_Program.pdf
../RFR0130.JPG
../RFR0131.JPG
../RFR0132.JPG
../RFR0133.JPG
../RFR0134.JPG
../RFR0135.JPG
../RFR0136.JPG
../RFR0137.JPG
../RFR0138.JPG
../RFR0139.JPG
../RFR0140.JPG


SIGNATORY'S
POSITION Attorney of record, Virginia bar member

SIGNATORY'S PHONE
NUMBER 408-783-8499

DATE SIGNED 02/19/2015

AUTHORIZED
SIGNATORY YES

CONCURRENT
APPEAL NOTICE
FILED

NO

FILING INFORMATION SECTION

SUBMIT DATE Thu Feb 19 15:26:43 EST 2015

TEAS STAMP

USPTO/RFR-38.104.128.234-
20150219152643716358-7852
1891-530566c1ddfd75e96c9a
3d1ad51cdf1ccdfa014bbdb7e
20ebe64f64a856f2b6e81-N/A
-N/A-20150219135948353582

PTO Form 1960 (Rev 9/2007)

OMB No. 0651-0050 (Exp. 07/31/2017)

Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 78521891 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

This Request for Reconsideration is in response to the Final Office Action that issued on August 19, 2014.
  Applicant is concurrently filing an appeal, but requests reconsideration of the refusal under Sections 1, 2
and 45 on the following bases.
 
Background
 
On July 12, 2013, applicant Apple Inc. (“Apple”) filed a Statement of Use including as a specimen a
photograph of Apple’s Quick Start Guide bearing the IPOD mark, (the “Quick Start Guide”), which
Apple submits demonstrated valid trademark use in commerce of the IPOD mark with the applied-for
goods, i.e. “printed materials and publications, namely, brochures, pamphlets, and leaflets, all relating to
computer software, computer hardware, and multimedia apparatus and instruments.”
 



On August 13, 2013, the PTO issued an Office Action (the “First Office Action”), which rejected
Apple’s Specimen purportedly because “[it] does not show the applied-for mark in use in commerce in
connection with any of the goods specified in International Class 016.”   (Office Action at *1.) 
“[S]pecifically, [A]pplicant has submitted a user’s manual for a digital audio player.   User’s manuals of
this nature do not show the mark’s use in commerce as they are merely instructional material included
with [A]pplicant’s electronic goods.”   Id.   
 
On December 23, 2013, Apple filed a Response to Office Action (the “First Response”), arguing that
Apple’s Specimen comported with the plain meaning of the terms “brochures,” “pamphlets,” and
“leaflets.” (First Response at *2-*4.)   Apple also amended its description of goods to reflect that the
applied-for brochures, pamphlets, and leaflets, all relating to computing devices and related software, are
“sold or distributed in connection with handheld mobile digital media devices.”   (First Response at *1-
*2.)  Apple argued that the computing trade regularly distributes user’s manuals such as its Quick Start
Guide and uses such materials as specimens in support of Class 16 applications, and the PTO regularly
accepts these sorts of specimens.  Id.  To support its arguments, Apple provided in it is First Response
numerous examples of third-party registrations and specimens on file with the PTO demonstrating the
PTO’s wide acceptance of such specimens.   Id. at *4-*5.       
 
On January 24, 2014, the PTO issued a subsequent Office Action (the “Second Office Action”) wherein
the PTO maintained its specimen refusal, but now argued for the first time that Apple’s Original
Specimen does not constitute a “good in trade” under Trademark Act Sections 1, 2, and 45, 15 U.S.C.
§§1051-52; TMEP §1202.06(b).  In support of its position, the PTO argued that Apple’s Quick Start
Guides “have no viable existence apart from [its] digital media devices,” that “they are not sold or
provided to consumers separately from [such] devices,” and that they “simply provide[ ] basic
information regarding [such] devices, like powering them on and off.”   (Second Office Action at *2.) 
 
On July 18, 2014, Apple submitted a response to the Second Office action (the “Second Response”), in
which Apple provided the full Quick Start Guide as proof that it contains more than basic information and
argued that the “goods in trade” objection is inapplicable to user’s manuals such as the Quick Start
Guide.  Apple further submitted substitute specimens, with an appropriately verified statement, showing
the IPOD mark in use with the applied-for goods by licensed third parties as part of Apples “Made for
iPod” licensing program.           
 
On August 19, 2014, a Final Office Action issued (the “Final Office Action”) maintaining the goods in
trade objection, and dismissing Apple’s third party registration evidence on the erroneous and arbitrary
grounds that several of the examples were lengthier or more complex than the Quick Start Guide, that
several of the registrations were later cancelled, or that the full specimens had not been made of record. 
Apple’s substitute specimens were also rejected on the erroneous grounds that the use of the IPOD mark
in the Made for iPod logo by licensed third parties does not provide source identifying information for the
specific manuals (Final Office Action at *4). Apple disagrees with these continued refusals and
respectfully re-asserts its previously submitted arguments and evidence, and submits the following
expanded arguments and evidence as well as a supporting declaration.
 
1. Apple’s Quick Start Guide Is a Valid “Good in Trade”
 
The Examiner’s final refusal of Apple’s original specimen, its Quick Start Guide, on the ground it is not
a “good in trade” is baseless because it satisfies all requirements to be a valid specimen of use under the
Lanham Act. 
 
At the outset, it is worth noting the Examiner acknowledged, in the First Office Action, that “[Apple]



submitted a user’s manual for a digital audio player. User’s manuals of this nature do not show the
mark’s use in commerce as they are merely instructional material included with applicant’s electronic
goods.” (First Office Action at *1).   Then, in the Final Office Action, the Examiner contradicted this
earlier statement by stating: “While owner’s manuals can provide operation and maintenance information
for digital media devices, applicant does not identify owner’s manuals in its International Class 016
identification. The quick start guide of record simply provides basic information regarding applicant’s
digital media devices which is of value only upon introductory use of applicant's digital media players.”
(Final Office Action at *3.) While the Examiner is correct that the application does not explicitly cover
owner’s manuals, the covered goods are “printed materials and publications, namely, brochures,
pamphlets, and leaflets, all relating to computer software, computer hardware, and multimedia apparatus
and instruments.”   A user’s manual can be a brochure, pamphlet or leaflet relating to computer software
or hardware, and therefore there is no meaningful distinction being made by the Examiner.  The Quick
Start Guide is a printed publication that clearly falls within goods covered under the application, and if a
user’s/owner’s manual (there is no relevant difference between the two) can function as a viable
specimen for Class 16 goods, there is no reason distinguishing Apple’s Quick Start Guide from countless
other user’s manuals that have been accepted as specimens in prior registrations.
 
In the view of Examiner, however, Apple’s “printed goods have no viable existence apart from
applicant’s digital media devices and they are not sold or provided to consumers separately from
applicant’s digital media devices.” (Final Office Action at *3.)   The examiner did not and cannot cite any
relevant authority or evidence to support this finding.  In reality, the fact that Apple’s specimen has a
viable existence apart from its devices is evidenced by, inter alia, numerous analogous third party quick
guides for Apple’s iPod device, as well as sales of quick guides for other parties’ consumer electronic
devices, as listed below:
 

·         EZ Source iPod & iTunes Pamphlet (2007) - 4 pages; sells for $21.75; a “Best Books of 2014”
editor’s pick:   http://www.amazon.com/Source-iPod-iTunes-Editorial-
Team/dp/1897273231/ref=sr_1_21?s=books&ie=UTF8&qid=1423631022&sr=1-
21&keywords=iPod+quick+guide

 
·         iOS 8 Introduction Quick Reference Guide: for iPad, iPhone, and iPod touch (Cheat Sheet of
Instructions, Tips & Shortcuts - Laminated Guide) – 4-page pamphlet; sells for $2.99:  
http://www.amazon.com/iOS-Introduction-Quick-Reference-
Guide/dp/1939791340/ref=sr_1_1?s=books&ie=UTF8&qid=1423632171&sr=1-
1&keywords=iPod+quick+guide

 
·         By Beezix Inc iOS 8 Introduction Quick Reference Guide: for iPad, iPhone, and iPod touch
(Cheat Sheet of Instructional Pamphlet) - sells for $22.93:  http://www.amazon.com/Beezix-
Introduction-Quick-Reference-
Guide/dp/B00SCT59EI/ref=sr_1_15?s=books&ie=UTF8&qid=1423632295&sr=1-
15&keywords=iPod+quick+guide
 
·         Be an iUser: Your Guide to the iPod, iPhone and iPad CourseNotes – six-page pamphlet; sells
for $9.30: http://www.amazon.com/Be-iUser-Guide-iPhone-
CourseNotes/dp/1133189105/ref=sr_1_13?ie=UTF8&qid=1423669660&sr=8-
13&keywords=ipod+pamphlet
 
·         Nikon D80 inBrief Laminated Reference Card  - pamphlet; sells for $10.79:
http://www.amazon.com/Nikon-inBrief-Laminated-Reference-



Card/dp/1934148075/ref=sr_1_41?s=electronics&ie=UTF8&qid=1423669998&sr=1-
41&keywords=pamphlet;
 
·         Nikon D7000 Digital SLR CheatSheet – pamphlet; sells for $10.95: 
http://www.amazon.com/Nikon-D7000-Digital-SLR-
CheatSheet/dp/B004BWCFTM/ref=sr_1_45?s=electronics&ie=UTF8&qid=1423669998&sr=1-
45&keywords=pamphlet)
 
·         Canon EOS Rebel T1i / EOS 500D Digital Camera CheatSheet (EOS Rebel T1i US model
name/ EOS 500D International model name) – pamphlet; sells for $10.95:
http://www.amazon.com/Canon-Digital-Camera-CheatSheet-
International/dp/B0029T2RSI/ref=sr_1_46?s=electronics&ie=UTF8&qid=1423669998&sr=1-
46&keywords=pamphlet
 
·         Canon PowerShot G9 Cheat-Sheet – pamphlet; sells for $10.95:
http://www.amazon.com/Canon-PowerShot-Cheat-Sheet-Bert-
Sirkin/dp/B0010Y59L0/ref=sr_1_47?s=electronics&ie=UTF8&qid=1423669998&sr=1-
47&keywords=pamphlet
 
·         Kindle for iOS Accessibility Gestures - Quick Reference Guide – 12 pages; available for
download at: http://www.amazon.com/Kindle-iOS-Accessibility-Gestures-Reference-
ebook/dp/B00CL5NIGU/ref=sr_1_1?s=books&ie=UTF8&qid=1423670411&sr=1-
1&keywords=quick+guide
 

Printouts of these pages are submitted as Exhibits 1 and 2.
 
The above listed “quick guides,” which are similar in length and function to Apple’s specimen, show that
this type of printed publication indeed (a) does have a “ viable existence apart from” the devices, and (b)
is “sold … to consumers separately from” the device themselves.  Thus, the two factors upon which the
Examiner relied in its Final Office Action, in reality, support acceptance of Apple’s specimen.   
 
Moreover, in terms of value beyond introductory use of Apple’s devices, it is clear that the Quick Start
Guide is valuable to consumers who require ongoing information and instruction about accessing,
operating, and maintaining the IPOD device and obtaining digital media content from Apple’s iTunes
Store service, which are primary functions and consumer benefits of the device.  The Quick Start Guide
also provides continued value to Apple’s network of independent service professionals who rely on the
information in the guide in the course of their own businesses of servicing iPod devices.  The fact that
Apple may provide more detailed instructional information elsewhere does not detract from the fact that
Apple’s use of the IPOD mark in commerce in its Quick Start Guide constitutes valid use of the mark on
a good in trade. 
 
Additionally, the Examiner has based the refusal of Apple’s Quick Start Guide on the alleged insufficient
“complexity” or “length” of the specimen.   Much like the iPod device itself, and consistent with Apple’s
entire product line, Apple’s Quick Start Guide is an extremely user-friendly product which is uncluttered
and elegant in design.  It provides illustrative graphics and written descriptions of hardware and software
product attributes and specific instructions covering all features necessary to operate, maintain and fully
enjoy the capabilities of the iPod device.  It does not exhibit overly complicated, unnecessary material,
and there is no relevant legal basis for judging it on the number of words or pages it contains, especially
when its highly informative graphics and purposeful instructions eloquently serve the needs of consumers.



 
 
With respect to length, the Examiner notes that three of the third party user’s manuals submitted by Apple
contain 400, 135 and 45 pages and suggests that there is some unknown minimum number of pages that
must be contained for the specimen to be a valid good in trade.  There is no basis in the Trademark Rules
for such a conclusion.  Indeed, the routine practice of the PTO is to accept specimens of consumer
electronics companies—such as simple user guides offered with hardware and software—many of which
are akin to Apple’s specimen in terms of utility, function, and length.  For example, some of the
specimens of manuals the PTO has accepted as demonstrating valid trademark use for Class 16 goods
consist of just the front and back cover of a manual or a simple tri-fold brochure about a companies’
consumer electronics goods offered under the same mark. A sample of further registrations to those
already submitted by Apple that contain such specimens is listed below, and the specimens themselves, as
well as the corresponding TESS printouts and Certificate of Registration, Renewal, or Section 8 Notice of
Acceptance, are included as Exhibit 3.
 

·         EMBRYONICS – Reg. No. 2432034 (cover page only of owner’s manual)
·         ORACLE – Reg. No. 4102532 (cover page only of user’s guide)
·         BAUSCH + LOMB – Reg. No. 4102774 (one-page user guide/leaflet)
·         NINTENDO DS – Reg. No. 4191194 (front and back covers of operations manual)
·         PALM - Reg. No. 3453741 (three-page printout from online owner’s manual)
·         MEDICALERT – Reg. No. 3334545 (tri-fold brochure)
·         SCHRODINGER- Reg. No. 2941593 (two-page product installation guide)
·         TEXAS INSTRUMENTS – Reg. No. 3717042 (cover page only of journal)
·         TEXAS INSTRUMENTS (2) – Reg. No. 3717043 (two-page product bulletin)
·         MSC – Reg. No. 4448231(eight-page informational brochure)

 
Obviously, these previously accepted specimens are no more deserving of acceptance than Apple’s
sufficiently informative manual.
 
Furthermore, the Examiner has maintained its position that Apple’s Quick Start Guide contains only
“basic” information that is of value “only upon introductory use of [Apple’s] digital media players”, and
rejects Apple’s prior arguments that its Quick Start Guide contains “complex” instructions.   However,
the complexity of instructions in a manual as a determinant for specimen validity is completely irrelevant
and arbitrary, and unsupported by the Trademark Rules.  The fact is, as acknowledged by the Examiner,
that the Quick Start Guide does contain information that is of value upon at least introductory use of the
products.  The Quick Start Guide is of analogous complexity to many of the third party manuals that
Apple has submitted.  Accordingly, Apple submits that the refusal based on lack of complexity is
unfounded and should be withdrawn.
 
In addition, the Examiner’s dismissal of some of Apple’s previously filed evidence of third-party
specimens on grounds that some of the registrations have been cancelled entirely misses the point.  Apple
included such evidence to show many other technology companies submit specimens for Class 16 goods
that are sold in connection with computer hardware or software, and the PTO routinely accepts these
specimens of use.  Apple made no statement as to the current status of such registrations, which is
irrelevant to this point.
 
2.  Third Party Publications Bearing the Made for iPod Logo Are Valid Class 16 Substitute
Specimens
 



Apple’s substitute specimens show uses in commerce of its IPOD mark by Yamaha and Sony on
brochures and manuals that accompany hardware sold by such companies (the “Substitute Specimens”).  
In the Final Office Action, the Examiner states that “the third-party manuals from Yamaha and Sony,
however, do not constitute ‘goods in trade’ for the instant application because applicant’s mark, as
displayed on these manuals, are not used to provide source identifying information for the specific
manuals. Instead, applicant’s mark, IPOD, is displayed, and viewed by consumers, to indicate subject
matter. … [The mark] is not, however, displayed to designate the source of the printed materials” (Final
Office Action at *4). Applicant respectfully disagrees with the PTO’s conclusion.
 
The Substitute Specimens contain Applicant’s “Made for IPOD” logo (the “MFi Logo”). As is
discussed in the enclosed webpages from Apple’s website (Exhibit 4) and the Declaration of Thomas La
Perle (Exhibit 5), the MFi Logo signifies that a third-party product manufacturer is a licensee of
Applicant through its MFi licensing program (the “ the MFi Program”) .  While the specific licensing
terms under the MFi Program are proprietary and confidential, the terms require third-party manufactures
such as Yamaha and Sony, who wish to use the MFi Logo to demonstrate to consumers the compatibility
of their products with Apple’s IPOD devices, to submit an application to Apple, which then reviews each
proposed use that will bear the MFi Logo – including the devices themselves and all associated
documentation (such as the Substitute Specimens) – to ensure compliance with its trademark guidelines
and quality control measures.  Once approved, the manufactures are authorized by Apple to use the
“Made for IPOD” logo (the “MFi Logo”).   The license terms further provide for ongoing quality control
by Apple, and an acknowledgement that Apple owns the IPOD mark and that all licensed use of the IPOD
mark inures to the exclusive benefit of Apple.
 
Consequently, the Substitute Specimens clearly do serve as source identifiers to consumers for the third-
party Sony and Yamaha products, because consumers understand that the use of Apple’s mark signifies
that the devices and publications bearing such mark are officially licensed products, and that Apple has
reviewed and approved such products.  As such, the Substitute Specimens constitute valid specimens of
use for the Class 16 goods under this Application, and the refusal with respect to these specimens should
be withdrawn.  
 
Conclusion
 
Based on Apple’s previous Responses, its current Request for Reconsideration and the Exhibits,
Declaration, and evidence provided therewith, Apple respectfully submits that the Original Specimen and
the Substitute Specimens are valid specimens of use that comply with Lanham Act §§ 1-2, 45, 15 U.S.C.
§§ 1051-52, 1127; TMEP § 1202.06.  Apple therefore respectfully requests that the PTO reverse its refusal
of such specimens and approve the Application for registration.
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The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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