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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Appellant:  The Hebrew University of Jerusalem ) 
)

Serial No.:  78/273,213 ) 
)

Filing Date:  July 11, 2003 )
) 

Mark: ALBERT EINSTEIN ) 

MOTION FOR SUSPENSION OF APPEAL

Appellant instituted an ex parte appeal on November 30, 2011, in connection with U.S. 

Serial No. 78/273,213 for the mark ALBERT EINSTEIN. Appellant simultaneously filed a 

Request for Reconsideration, which was denied on January 4, 2012. The ex parte appeal was 

resumed on January 5, 2012. Appellant is appealing the final refusal to register the mark in view 

of a rejection under Section 2(d) of the Lanham Act based on a likelihood of confusion in Class 

41 between Appellant’s mark and the Class 41 services described in U.S. Registration Nos. 

1,216,122 and 2,804,138. Appellant, by its attorneys, hereby moves, pursuant to TBMP 

§1213(1), for suspension of all appellate proceedings pending a final determination in 

consolidated Trademark Trial and Appeal Board (“Board”) inter partes proceedings between 

Appellant and the registrant of the cited marks, in which the rights to use trademarks 

incorporating the name and likeness of Dr. Albert Einstein will be distributed between the 

parties. 

TBMP §1213(1) sets forth that the Board may suspend proceedings in an appeal, at the 

request of an Appellant, where the “Appellant is involved in a  . . . Board inter partes 

proceeding[] that may be dispositive of the issue(s) involved in the appeal.”  In such a case, the 
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“Board may suspend pending the issuance of a final determination of the . . . Board inter partes 

proceeding.”

As grounds in support of this motion, Appellant hereby asserts that Registration Nos. 

1,216,122 and 2,804,138, which are the only cited references under Section 2(d) of the Lanham 

Act against Appellant’s application 78/273,213, are currently owned by Yeshiva University, with 

whom Appellant is currently involved in Board inter partes proceedings that have been 

consolidated and suspended while the parties negotiate a settlement agreement regarding the use 

of the subject trademarks.  The consolidated proceedings are referenced by Opposition Nos.  

91197401 (parent), 91199545, 91199961, 91199962, and 91200525. Therefore, in accordance 

with TBMP §1213(1), Appellant respectfully requests that its appeal be suspended pending the

outcome of the settlement between the parties.  

Respectfully submitted,

Date:  February 16, 2012 By: ___________________________________
Anthony V. Lupo
Sarah E. Bruno
Eva J. Pulliam
Arent Fox LLP
1050 Connecticut Avenue, N.W.
Washington, D.C.  20036-5339
Tel.: 202-857-6000
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