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Opi nion by Wal sh, Adm nistrative Trademark Judge:

On April 23, 2003, Caruso Property Managenent, |nc.
(applicant) filed an application to register the mark shown
bel ow on the Principal Register for:

Di ssem nation of advertising material for others;

preparing and placing advertisements for others;

pronoting the goods and services of others through

pronotional offers; pronoting the sale of goods and
services of others through the distribution of printed
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material ; [providing business nmarketing information],?
in International O ass 35, and

Retail shopping center services, in International
Cl ass 36.

Appl i cant asserts both first use and first use of the mark
in commerce in both classes on October 1, 2001.

The exam ning attorney refused registration in only
Cl ass 35 on the ground that the specinen failed to show use
of the mark with the Cass 35 services. Applicant
responded by providing a substitute specinen. The
exam ning attorney rejected the substitute specinmen for the
sane reason in a final refusal, and applicant appeal ed.

For the reasons set forth bel ow we reverse.

! Applicant submtted an anendment with its appeal brief
requesting the deletion of “providing business marketing
information” fromthe Cass 35 services. The exani ning attorney
objected to the timng of the anendnent citing Trademark Rul e
2.142(d), 37 CF.R § 2.142(d), which provides, “The record in
the application should be conplete prior to the filing of an
appeal .” The rul e does not preclude the anendnent appli cant
proposed. Applicant has offered the anendnent wi thout any
condition or qualification. Accordingly, we have entered the
amendnent. CQur decision here is not dependent on entry of the
amendnent .



Ser No. 78241396

By way of background, applicant explains that it
operates a | arge outdoor shopping center known as “THE
GROVE” in Los Angeles. The shopping center, “resenbl[es] a
beautiful village nore than the prototypical shopping
mal | .”

The substitute specinen at issue consists of a
brochure which prominently displays “THE GROVE" service
mark al one and in conjunction with applicant’s design mark
shown above which is the subject of this application. The
brochure al so includes sone pictorial and word ganes
directed at children and three detachabl e coupons for three
busi nesses which are located in the mall, PACI FI C THEATRES
AT THE GROVE, W SHI NG BEAR and FAO SCHWARTZ FI FTH AVENUE
The face of each coupon includes an offer of a discount or
free itemfromthe business featured on that particul ar
coupon and a background consisting of a |arge sil houette of
applicant’s design mark shown above. The other side of
each coupon displays “THE GROVE” word mark and a background
consisting of the sane |arge silhouette of applicant’s
desi gn mar K.

In her evaluation of the specinen the exam ning
attorney states, “These brochures are clearly targeted to
the shopping mall patrons, not to the business owners

wi thin the shopping mall. They do not offer advertising
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services to the business owners. They do not offer
pronotional services. They do not offer any of the
services listed in the International Cass 35 recitation.”
On this basis the exam ning attorney concludes that the
speci nen does not show use of the mark in C ass 35.

On the other hand applicant notes that all of the
services in Class 35, as identified, are rendered “for
others.” Applicant notes further, “These others, as is
evident fromthe substitute specinen, are the tenants
wi thin applicant’s shopping center. Applicant’s substitute
speci nen for C ass 35 shows the mark in connection with
each of these services.”

Section 1(a) of The Trademark Act requires that an
applicant submt “specinens or facsimles of the mark as
used” as part of the application. 15 U S.C. § 1051(a)(1).
The Act provides further that a mark is “in use in conmerce

on services when it is used or displayed in the sale
or advertising of the services.” 15 U S.C. § 1127. The
Trademark Rules |ikew se specify, “A service mark speci nen
must show the mark as actually used in the sale or
advertising of the services.” 37 CF.R 8 2.56(b)(2). The
Board has observed that use in the “rendition” of services
shoul d be viewed as an elenent of the “sale” of services

under Section 45 of the Act. In re Red Robin Enterprises,
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Inc., 222 USPQ 911, 913 (TTAB 1984). See also In re

Metriplex Inc., 23 USPQ2d 1315, 1316 (TTAB 1992); In re

Eagl e Fence Rentals, Inc., 231 USPQ 228, 230 (TTAB 1986).

In this case we believe the substitute specinen
applicant’s brochure, shows use of the mark in the
rendering of the applicant’s C ass 35 advertising services,
specifically inrelation to at | east the foll ow ng
services: “dissem nation of advertising material for
ot hers”; “pronoting the goods and services of others
t hrough pronotional offers”; and “pronoting the sale of
goods and services of others through the distribution of
printed material.”

Accordingly, we conclude that the substitute specinen
is acceptable for the Cass 35 services, as currently
identified, in their entirety. The brochure itself
i ncl udes the design mark shown above which is the subject
of this application nunerous tinmes, as well as the
associated word mark “THE GROVE.” The brochure al so
i ncl udes coupons redeenabl e at busi nesses within the
shoppi ng center. These businesses are “the others” for
whom applicant renders the Cass 36 “retail shoppping
center services” and “the others” for whom applicant

renders its Cl ass 35 advertising services.
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The exam ning attorney argues that the brochures are
not proper speci nens because they are directed to the
custoners of the shopping center and not to the tenant
bui nesses. In doing so the examning attorney fails to
consider the possiblility that an acceptabl e speci nen may
show use of a mark only in the rendering of the services
rather than in the adverti sement of the services.
Furthernore, on the facts, the exam ning attorney assunes
an overly narrow view of how the brochure wll be used.

The very nature of the brochure, as described by applicant,
|l eads to the | ogical conclusion that the applicant’s tenant
busi nesses will see the mark on the full brochures as they
are distrubuted to potential custoners of their businesses
and/ or when the coupons are presented to the tenant

busi nesses for redenption by custoners. In this way the
tenant businesses will encounter the mark in the rendering
of the applicant’s advertising service for their benefit.

Throughout the brief the exam ning attorney argues
that the specinen nust explicitly refer to the services.
Here too the exam ning attorney takes too narrow a vi ew.
The Board has recogni zed that the service need not be
referenced explicitly even in a speci nen which purports to
show use of a mark in the advertisenent or pronotion of the

services. See In re International Environnmental Corp., 230
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USPQ 688, 691 (TTAB 1986) (speci men showi ng use of mark in
surveys used to pronote service with no nention of
“distributorship services” found acceptable). In the case
of a specinen intended to show use of the mark in the sale
or “rendering” of the service, the speci nen need not and
often will not include an explicit reference to the

service. Inre Metriplex Inc., 23 USPQ2d at 1316.

The exam ning attorney relies on In re Advertising &

Mar keti ng Devel opnent Inc., 821 F.2d 614, 2 USPQ@d 2010

(Fed. GCir. 1987). In that case the Federal Crcuit
reversed the Board's affirmance of an exam ning attorney’s
rejection of a specinmen for advertising services. The
court found that the applicant’s use of its mark in
correspondence with potential clients offering its
advertising services was acceptable to show use for the
pur pose of registration for advertising services, even
though its clients also used the mark in the advertisenent
of their own services. [|d. at 2015. The exam ning
attorney attenpts to contrast that case with this one by
noting that here there is no letter or simlar specinen
directed to the potential clients for the advertising
service showi ng use of the mark and referring to an
advertising service. Here again, the exam ning attorney

fails to consider the possiblity of use of the mark in the
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rendering of the advertising service, a type of use which

was neither alleged nor considered in In re Advertising &

Mar keting Devel opnent Inc. Here, applicant’s mark

identifies applicant as the source of the brochures, the
advertising vehicle in question, not the source of its
client tenants’ goods and services.

The exam ning attorney also relies on In re Admark,

Inc., 214 USPQ 302 (TTAB 1982). In that case, the

speci nens showed that the applicant, an advertising agency,
was |icensing marks, such as the mark at issue, “THE ROAD
AUTHORI TY,” for use by clients in advertising canpaigns for
the clients’ goods and services. In that case the Board
found that the specinen only showed use of the mark by the
applicant’s licensee to identify its services, retail tire
and auto accessory store services, and not to identify an
advertising service.

The facts before us are distinguishable fromthose in
the Admark case. Mst inportantly, the totality of the
record here establishes that the mark applicant seeks to
register is one applicant uses to identify its own
services, in particular, its advertising services rendered
on behalf of the tenant businesses. The record indicates
that the mark, as used on the specinen, would be associ ated

wi th applicant, the shopping center operator, by the tenant
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busi nesses, and with the advertising service rendered by
applicant for the benefit of those tenant businesses.?

I n concl usion, applicant’s brochure, which it
submtted as a substitute specinen, shows use of the
applied-for mark in the rendering of its adverti sing
services in Cass 35 for the benefit of its clients, the
t enant businesses in its shopping center.

Decision: The refusal to register the mark in
International Class 35 for failure to provide a proper

speci nmen i s reversed.

2 The exanmining attorney also cites In re Mnogranms Arerica |nc.

51 USP@d 1317 (TTAB 1999) (Il etterhead speci men found unaccept abl e

to support use with consulting services where no reference to

such services was present) and In re Adair, 45 USPQ2d 1211 (TTAB

1997) (I abel specinens applied to finished decorated tree found
unacceptabl e to show use with design services related to the

trees). Both cases are distinguishable on their facts fromthis

case.



