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(Orega Ltd.).

M chael Engel, Trademark Exam ning Attorney, Law O fice 108
(Andrew Lawr ence, Managi ng Attorney).

Bef ore Seeherman, Qui nn and Hohein, Adm nistrative
Trademar k Judges.

Opi ni on by Seehernman, Adm nistrative Trademark Judge:

Orega SA (Orega AG (Orega Ltd.)! has appeal ed from
the final refusal of the Trademark Exami ning Attorney to
regi ster AQUA TERRA for goods that have been identified as
“jewelry, precious stones; watches, watch straps, watch

bracel ets and parts thereof; chrononeters, chronographs,

1 Applicant has identified itself with these parentheticals in

its application
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wat ches made of precious netals, watches partly or entirely

set with precious stones.”?

Regi strati on has been refused
on the basis that the term “chronographs” in the
identification of goods is indefinite, and therefore
unacceptable. 15 U. S.C. 81051(a)(2).

The appeal has been fully briefed, and applicant and
t he Exam ning Attorney appeared at an oral hearing before
t he Board.

As noted, the sole issue on appeal is the
acceptability of the term “chronographs” as an
identification of goods. It is the Examning Attorney’s
position that “chronographs” per se is indefinite because
t hese goods can be classified in nore than one
international class. Specifically, “chronographs for use
as specialized tine recordi ng apparatuses” are classified
in Cass 9, whereas “chronographs for use as watches” or
“chronographs for use as tinepieces” are classified in
Cl ass 14.

Appl i cant argues that “chronograph” is a readily

accepted termin the watch industry, and has nade of record

2 Application Serial No. 78192104, filed Decenber 6, 2002, based
on Section 1(a) of the Trademark Act, asserting first use and
first use in comerce on July 18, 2002, and claining a right of
priority of June 11, 2002 under Section 44(d). Applicant has
subnitted a copy of the Swiss registration on which this
application is al so based.
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an excerpt fromthe Illustrated Professional Dictionary of

Horology | + 11,3 in which the termis defined in French,

Dutch, English and Spanish. The English-1anguage entry for
“chronograph” reads as foll ows:

CHRONOGRAPH n. (nore properly chronoscope). A
wat ch wi th hands show ng the hours, m nutes and
seconds, together with a nechanismcontrolling a
chronogr aph- hand nounted in the centre of the

dial. By the operation of push-pieces, the
chronogr aph-hand can be set in notion, stopped
and returned to zero. |t conpletes one

revol ution per mnute; a m nute-counter hand
(U S.A mnute-register hand) counts the
revolutions, i.e., the mnutes, usually up to 30.

Split-seconds chronograph. A chronograph with
two push-pieces and a “split” seconds hand, i.e.,
two superinposed centre seconds hands: the

ordi nary chronograph-hand and the fly-back hand.
It is used for timng several phenonena that
start sinmultaneously but are of different
duration. At the end of the first phenonenon,
the fly-back hand is stopped, and the duration of
t he phenomenon can be read off on the dial; the
fly-back hand is then nmade to overtake the first
hand and continues to nove with it. At the end
of the second phenonenon, the fly-back hand is

st opped again, and the duration is read off on
the dial, and so on. After the |ast phenonenon,
the two hands can be stopped and retuned to zero.
One of the push-pieces controls the fly-back hand
al one, while the other controls both the hands.

Recordi ng chronograph. In principle this
apparatus consists of one or nore el ectromagnets,
whose nobile armatures each carry a point or a
striker. The electromagnets are controlled by
hand or automatically, to mark the exact tine of
a phenonenon (transm ssion of a signal, beat of a

3 G-A Berner “Sonetinme principal of the Biel School of
Horol ogy,” © Societé du Journal La Suisse Horlogére SA,
Swi tzerland. The excerpt does not indicate the publication date.
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pendulum time of arrival or departure, etc.). A

paper tape noves beneath the strikers at constant

speed; one of the strikers at |east nmarks a time-
standard, e.g. one dot per second. The accuracy

of the apparatus l|largely depends on the

regularity of the paper-feed. To this effect,

H pp i nvented a nechani cal vibrating-bl ade

escapenent (v. Hipp s vibrating-bl ade escapenent

1660) .

It is apparent fromthese listings that “chronograph”
has nore than one neaning. Applicant al so acknow edges
that “in English, the term chronograph has four separate
meani ngs, nost notably as a tine keeping instrunment
conprising a time counter allow ng neasurenent and di spl ay
of tinme intervals independently of keeping the tine of
day.” Brief, p. 4. Adictionary listing submtted by
applicant al so shows that the term has neani ngs of both a
ti mepi ece and a recoding device: “1. a tinepiece fitted
wth a recording device, as a stylus and rotation drum
used to mark the exact instant of an occurrence, esp. in
astronony; 2. a tinepiece capable of nmeasuring extrenely
brief intervals of tinme acurately, as a stopwatch able to
record fractions of a second as well as elapsed tine.”*
As the Exam ning Attorney has pointed out, Section

1402. 03 of the Trademark Manual of Exam ning Procedure

provides that a termwhich includes itens which are

“ Webster’s Encyclopedic Dictionary of the English Language,

© 1996.
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classified in nore than one class is not acceptable as an
identification. The record herein, including applicant’s
own statenment and materials, shows that chronographs may be
classified in both Cass 9 and O ass 14.

Appl i cant has argued that, because applicant has
classified its goods in Class 14, it would be understood
t hat “chronograph” nmeans a watch or tinepiece, and gives
the exanple of the term“caps” which, if found in C ass 25,
woul d be viewed as headwear w thout the need for any
further specification, even though caps could al so nean
ammunition for toy guns or “a short horizontal beamat the
top of a prop for supporting part of a roof” or “a new
tread applied to a worn pneumatic tire.” Brief, p. 6. W
are not persuaded by this argunment. First, applicant’s
assunption that the identification “caps” would be
acceptable as an identification for ammunition or a beam or

atiretread is incorrect. See the Acceptable

| dentification of Goods and Services Manual which |ists,

for exanple, “tire retreadi ng caps” as an acceptable
identification for goods in Cass 12, and “caps for toy

pi stol s” as an acceptable identification for goods in C ass
28. Although “caps” per se nmay be acceptable as an
identification for headwear because nornmally this term

wi thout nore, is associated with headwear, that is not the
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case wWith other goods to which “caps” would apply, such as
“bottle caps” or “dental caps” or “blasting caps.”
Certainly given the different neani ngs of “chronograph,”
one cannot ascertain fromsuch word al one whet her the

pur pose of the chronograph is as a tinepiece or as a
speci alized tine recordi ng apparatus. Chronographs are
generally simlar in kind, and therefore they may be

di stinguished with regard to their correct classification
only by an indication of their purpose. |In other words,
one woul d not know their purpose (and therefore their
classification) without this additional descriptive

i nformation.

Further, while a termnust be viewed in context,
context may not be provided solely by the class in which
the itemis placed. A nmmjor purpose of the Ofice
registration records is to provide notice to the public of
regi stered marks, and we cannot assune that all nenbers of
the public will be famliar with the internationa
classification system such that they will know that
“chronographs” that are classified in Class 14 are
ti mepi eces rather than time recordi ng apparat uses.
Moreover, the classification of itens can change.

Appl i cant has nmade of record third-party registrations

in which the term *“chronographs” per se has been accepted,
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as well as pointing to its own registration which contains
this termin the identification. Applicant also points to
the International Cassification of Goods and Services
under the Nice Agreenent, in which “chronographs” is listed
as belonging in Class 14. In its reply brief, applicant

al so asserts that, as part of the United States’s joining
the Madrid Protocol, this country is now required to accept
the W PO approved identification of “chronographs.”

Wth regard to the latter point, it is presuned that
applicant, in referring to the WPO approved
identification, is actually referring to the International
Cl assification of Goods and Services.®> However, this
docunent is for the classification of goods, and does not
require nmenber countries to accept the goods listed in the
various classes therein as the identification of those
goods.

As to the various registrations submtted by
applicant, although we recognize that in the past the term
“chronographs” per se was accepted in sone registrations,
and al though we agree that the Ofice should strive for

consi stency, we nust al so accept that practice nust change

® Ofice policy regarding the acceptability of identifications

of goods and services is not affected by the Madrid Protocol.
See TMEP 81402.01(c) regarding identification of goods and
services in an application based on Section 66(a) of the
Tradenmark Act (Madrid Protocol applications).
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when there is a need for change. 1In view of the foregoing
di scussion, we consider the Ofice’s position that
“chronographs” per se is an indefinite termto be correct,
and therefore the Exam ning Attorney’ s requirenent for an
acceptable identification of goods nust be affirned.

Deci sion: The refusal of registration is affirned.



