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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 78095659 

 

MARK: SQRAT 

 

          

*78095659*  
CORRESPONDENT ADDRESS: 
       DAVID A EINHORN 

       BAKER HOSTETLER 

       45 ROCKEFELLER PLZ FL 11 

       NEW YORK, NY 10111-0230 

        

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: Silberstein, Ivy 

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       N/A       

CORRESPONDENT E-MAIL ADDRESS:   

       bhipdocket@bakerlaw.com 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 3/14/2016 

 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B), 
715.04(a).  The following requirement(s) and/or refusal(s) made final in the Office action dated March 
26, 2015 are maintained and continue to be final:  failure to function as a service mark refusal and 
substitute specimen requirement.  See TMEP §§715.03(a)(ii)(B), 715.04(a).   

 

 



In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  Accordingly, the request is denied. 

 

 

IDENTIFICATION OF SERVICES 

The proposed amendment to the identification is not acceptable because it exceeds the scope of the 
identification in the application, as amended on August 26, 2002, and does not present a new issue.  See 
37 C.F.R. §2.71(a); TMEP §§1402.06 et seq., 1402.07.  Once an applicant amends the identification of 
goods and/or services in a manner that is acceptable, the amendment replaces all previous 
identifications and restricts the scope of the goods and/or services to that of the amended language. 
Further amendments that would add to or expand the scope of the recited goods or services, as 
amended, will not be permitted.  37 C.F.R. §2.71(a); In re Swen Sonic Corp., 21 USPQ2d 1794 (TTAB 
1991); In re M.V Et Associes, 21 USPQ2d 1628 (Comm’r Pats. 1991). 

 

 

 

An acceptable identification of services is required in an application.  See 37 C.F.R. §§2.32(a)(6), 2.71(a); 
TMEP §§805, 1402.01.  An applicant may only amend an identification to clarify or limit the services, but 
not to add to or broaden the scope of the services.  37 C.F.R. §2.71(a); see TMEP §§1402.06 et seq., 
1402.07.  Scope is generally determined by the ordinary meaning of the wording in the identification.  
TMEP §1402.07(a).   

 

 

The application, as amended, identifies the services as follows:   

 

 “Merchandising of movies and television programs” in Class 35. 

 

 

However, the proposed amendment identifies the services as follows:   

 

“Streaming of video material” in Class 38.   

 



 

This proposed amendment is beyond the scope of the current identification.  “Streaming” is defined as 
“the process of supplying data, audio, etc in real time over the internet.”  “Merchandising” is “the 
promotion of merchandise sales, as by coordinating production and marketing and developing 
advertising, display, and sales strategies.” See attached dictionary evidence.  The proposed amendment 
is outside the scope of the amended identification because the streaming of video is unrelated to 
promoting the sale of goods.  The attached Internet evidence describes “merchandising” as follows:  

 

 

Merchandising activities may include display techniques, free samples, on-the-spot 
demonstration, pricing, shelf talkers, special offers, and other point-of-sale methods. According 
to American Marketing Association, merchandising encompasses "planning involved in 
marketing the right merchandise or service at the right place, at the right time, in the right 
quantities, and at the right price. 
http://www.businessdictionary.com/definition/merchandising.html#ixzz42tBDeQLS 

 

 

Based on the foregoing, the proposed amendment, is not acceptable.  See 37 C.F.R. §§2.32(a)(6), 
2.71(a); TMEP §§805, 1402.01. 

 

 

As applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the 
Board will be notified to resume the appeal.  See TMEP §715.04(a).  

 

 

 



/Michele-Lynn Swain/ 

Michele-Lynn Swain 

Examining Attorney 

Law Office 116 

571-272-9232 

michele.swain@uspto.gov 

 

 

 

 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


