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SERIAL NUMBER 77931859

LAW OFFICE
ASSIGNED

LAW OFFICE 115

MARK SECTION (no change)

ARGUMENT(S)

           The above referenced action finalizes the refusal of registration in Class 16 under Section 2(d) in
view of the registration for THE BUG AWAY! BAG, subject of U.S. Reg. No. 3,187,827, and in Class
5 under Section 2(d) in view of the registration for BUGSAWAY, subject of U.S. Reg. No. 3,703,584. 
Based on the following, Applicant requests reconsideration.
 
            As to the refusal of registration in Class 16, the cited registration is now owned by Bugaway
Holdings, LLC, the instant applicant, and the USPTO assignment recordation history reflects this (see
enclosed copies from the TARR and Assignment databases listing current applicant as the owner). 
Given common ownership, the refusal to register should be withdrawn.
 
            As to the refusal of registration in Class 5, Applicant maintains that the citation of U.S. Reg. No.
3,703,584 (for the mark BUGSAWAY covering class 25 clothing items) is misplaced.  Moreover,
Applicant has now amended the goods description in Class 5 to make abundantly clear that the insect
repellent referenced is a moisturizing liquid used on skin.  Therefore the contention that underlies the
refusal to register, i.e., that “applicant’s goods are used as an integral component of registrant’s
goods” is refuted.   Applicant’s goods are not used on clothing, or to infuse clothing, and there is no
connection between Applicant’s moisturizing skin liquid repellent and the goods in the cited
registration.
 
Applicant also reiterates that the owner of the cited registration itself argued that its goods were
unrelated to insect repellant in the course of overcoming a prior registration for BUGAWAY insect
repellant, now lapsed, which was owned by Applicant’s predecessor.  Indeed, the registrant stated that
there was a “clear differentiation” between clothing and insect repellant product types and that there
was no likelihood of confusion.  With Applicant’s goods amendment, that “differentiation” is now
unmistakable.
 
And Applicant strongly disagrees with the Examining Attorney’s argument implying, with no support,
that the holding in the Albert Trostel case is mere dicta.  That case clearly holds that arguments
submitted earlier by the owner of a currently cited mark against one of Applicant’s earlier registrations
expresses registrant’s “opinion that there is no likelihood of confusion…” and   “[the TTAB] is not
inclined to ‘second guess the conclusions of those most familiar with the marketplace’ on the issue of



likelihood of confusion.”  In Re Albert Trostel & Sons Co., 29 U.S. P.Q.2d 1783, 1786 (TTAB 1993).   
 
The evidence of record also fails to show that consumers would encounter the same mark used on
clothing products and insect repellent products, let alone the type of skin moisturizing repellent that is
now recited as Applicant’s goods.   Moreover, the Internet evidence submitted with the Final action
does not even establish that any clothing goods are infused with a repellant sold separately as a liquid
under the same brand name.  These website excerpts merely show clothing that incorporates some type
of repellent, mainly synthetic permethrin based repellants.  Permethrin is an odorless pesticide and can
be toxic.  In contrast, Applicant’s repellants, used on skin, use citronella oil, a natural and topically
non-toxic aromatic repellant. 
 
It is clear that the refusal to register is founded on a mere theoretical association between otherwise
different and distinct goods.  But the mere possibility that a consumer could theoretically associate the
respective goods at issue does not establish relatedness sufficient to support a likelihood of confusion. 
See: Steve’s Ice Cream v. Steve’s Famous Hot Dogs , 3 U.S. P.Q.2d 1477, 1478 (TTAB 1987). 
Moreover, Applicant’s goods amendment distances the goods at issue even more, and thus refutes even
the theoretical association advanced in the Final action.  In view of this, the refusal to register should be
withdrawn.
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DESCRIPTION OF
EVIDENCE FILE THE BUG AWAY! BAG - TARR Record

GOODS AND/OR SERVICES SECTION (005)(current)

INTERNATIONAL
CLASS 005

DESCRIPTION Insect repellent

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (005)(proposed)

INTERNATIONAL



CLASS 005

TRACKED TEXT DESCRIPTION

Insect repellent; Moisturizing insect repellent liquid for use on skin

FINAL DESCRIPTION Moisturizing insect repellent liquid for use on skin

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (016)(no change)

ADDITIONAL STATEMENTS SECTION

PRIOR
REGISTRATION(S) The applicant claims ownership of U.S. Registration Number(s) 3187827.
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To the Commissioner for Trademarks:

Application serial no. 77931859 has been amended as follows:

ARGUMENT(S)



In response to the substantive refusal(s), please note the following:

           The above referenced action finalizes the refusal of registration in Class 16 under Section 2(d) in
view of the registration for THE BUG AWAY! BAG, subject of U.S. Reg. No. 3,187,827, and in Class 5
under Section 2(d) in view of the registration for BUGSAWAY, subject of U.S. Reg. No. 3,703,584. 
Based on the following, Applicant requests reconsideration.
 
            As to the refusal of registration in Class 16, the cited registration is now owned by Bugaway
Holdings, LLC, the instant applicant, and the USPTO assignment recordation history reflects this (see
enclosed copies from the TARR and Assignment databases listing current applicant as the owner).  Given
common ownership, the refusal to register should be withdrawn.
 
            As to the refusal of registration in Class 5, Applicant maintains that the citation of U.S. Reg. No.
3,703,584 (for the mark BUGSAWAY covering class 25 clothing items) is misplaced.  Moreover,
Applicant has now amended the goods description in Class 5 to make abundantly clear that the insect
repellent referenced is a moisturizing liquid used on skin.  Therefore the contention that underlies the
refusal to register, i.e., that “applicant’s goods are used as an integral component of registrant’s goods”
is refuted.  Applicant’s goods are not used on clothing, or to infuse clothing, and there is no connection
between Applicant’s moisturizing skin liquid repellent and the goods in the cited registration.
 
Applicant also reiterates that the owner of the cited registration itself argued that its goods were unrelated
to insect repellant in the course of overcoming a prior registration for BUGAWAY insect repellant, now
lapsed, which was owned by Applicant’s predecessor.  Indeed, the registrant stated that there was a “clear
differentiation” between clothing and insect repellant product types and that there was no likelihood of
confusion.  With Applicant’s goods amendment, that “differentiation” is now unmistakable.
 
And Applicant strongly disagrees with the Examining Attorney’s argument implying, with no support,
that the holding in the Albert Trostel case is mere dicta.  That case clearly holds that arguments submitted
earlier by the owner of a currently cited mark against one of Applicant’s earlier registrations expresses
registrant’s “opinion that there is no likelihood of confusion…” and   “[the TTAB] is not inclined to
‘second guess the conclusions of those most familiar with the marketplace’ on the issue of likelihood of
confusion.”  In Re Albert Trostel & Sons Co., 29 U.S. P.Q.2d 1783, 1786 (TTAB 1993).   
 
The evidence of record also fails to show that consumers would encounter the same mark used on clothing
products and insect repellent products, let alone the type of skin moisturizing repellent that is now recited
as Applicant’s goods.   Moreover, the Internet evidence submitted with the Final action does not even
establish that any clothing goods are infused with a repellant sold separately as a liquid under the same
brand name.  These website excerpts merely show clothing that incorporates some type of repellent,
mainly synthetic permethrin based repellants.  Permethrin is an odorless pesticide and can be toxic.  In
contrast, Applicant’s repellants, used on skin, use citronella oil, a natural and topically non-toxic aromatic
repellant. 
 
It is clear that the refusal to register is founded on a mere theoretical association between otherwise
different and distinct goods.  But the mere possibility that a consumer could theoretically associate the
respective goods at issue does not establish relatedness sufficient to support a likelihood of confusion. 
See: Steve’s Ice Cream v. Steve’s Famous Hot Dogs , 3 U.S. P.Q.2d 1477, 1478 (TTAB 1987). 
Moreover, Applicant’s goods amendment distances the goods at issue even more, and thus refutes even
the theoretical association advanced in the Final action.  In view of this, the refusal to register should be
withdrawn.

 



EVIDENCE
Evidence in the nature of THE BUG AWAY! BAG - TARR Record has been attached.
Original PDF file:
evi_631381729-155601914_._BUGAWAY__-_Arguments_attachment__F0936825_.PDF
Converted PDF file(s) (6 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6

CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 005 for Insect repellent
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: The applicant has had a bona fide intention to use or use
through the applicant's related company or licensee the mark in commerce on or in connection with the
identified goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Proposed:
Tracked Text Description: Insect repellent; Moisturizing insect repellent liquid for use on skin

Class 005 for Moisturizing insect repellent liquid for use on skin
Filing Basis: Section 1(b), Intent to Use: The applicant has a bona fide intention to use or use through
the applicant's related company or licensee the mark in commerce on or in connection with the identified
goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

ADDITIONAL STATEMENTS 
Claim of Prior Registration(s)
The applicant claims ownership of U.S. Registration Number(s) 3187827.

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /ctw/     Date: 01/05/2012
Signatory's Name: Charles T. J. Weigell
Signatory's Position: Attorney of record

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the



applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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