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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board
In re Michael Weinberger
Serial No. 77915887
Jason R. Lee of Lee Lee & Associates PC for Michael
Weinberger.
Russ Herman, Trademark Examining Attorney, Law Office 101
(Ronald R. Sussman, Managing Attorney) .
Before Quinn, Walters and Cataldo,
Administrative Trademark Judges.
Opinion by Cataldo, Administrative Trademark Judge:
Applicant, Michael Weinberger, filed an application to
register on the Supplemental Register the mark SMOKELESS
LOG in standard characters for goods identified as
“artificial fireplace logs” in International Class 4"
The examining attorney refused registration under

Section 23 of the Trademark Act, 15 U.S.C. §1091, on the

ground that applicant’s mark is incapable of identifying

1 Serial No. 77915887 wag filed on January 20 2010, based on an
allegation of September 1, 2008 as a date of first use of the
mark anywhere and September 10, 2008 as a date of first use of
the mark in commerce.
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applicant’s goods and distinguishing them from those of
others. When the refusal was made final, applicant
appealed. Applicant and the examining attorney have filed
briefs on the issue under appeal.?

A mark is a generic name if it refers to the class,
genus or category of goods and/or services on or in
connection with which it is used. See In re Dial-A-
Mattress Operating Corp., 240 F.3d 1341, 57 USPQ2d 1807
(Fed. Cir. 2001), citing H. Marvin Ginn Corp. V.
International Association of Fire Chiefs, Inc., 782 F.2d
987, 228 USPQ 528 (Fed. Cir. 1986). The test for
determining whether a mark is generic is its primary
significance to the relevant public. See Section 14 (3) of
the Act. See also In re American Fertility Society, 188
F.3d 1341, 51 USPQ2d 1832 (Fed. Cir. 1999); Magic Wand Inc.
v. RDB Inc., 940 F.2d 638, 19 USPQ2d 1551 (Fed. Cir. 1991);
and H. Marvin Ginn Corp. v. International Association of
Fire Chiefs, Inc., supra. The examining attorney has the
burden of establishing by clear evidence that a mark is
generic and thus unregistrable. See In re Merrill Lynch,

Pierce, Fenner and Smith, Inc., 828 F.2d 1567, 4 USPQ2d

> We note that applicant appended as exhibits to his appeal brief

additional copies of evidence made of record during prosecution
of his involved application. Applicant is reminded that such
submissions are unduly cumulative and unnecessary.
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1141 (Fed. Cir. 1987). Evidence of the relevant public’s
understanding of a term may be obtained from any competent
source, including testimony, surveys, dictionaries, trade
journals, newspapers, and other publications. See In re
Northland Aluminum Products, Inc., 777 F.2d 1556, 227 USPQ
961 (Fed. Cir. 1985).

In the case of In re American Fertility Society,
supra, our primary reviewing court stated that if the PTO
can prove “ (1) the public understands the individual terms
to be generic for a genus of goods and services; and (2)
the public understands the joining of the individual
terms into one compound word to lend no additional meaning
to the term, then the PTO has proven that the general
public would understand the compound term to
refer primarily to the genus of goods or services described
by the individual terms.” (Id. at 1837.)

In the case of In re Dial-A-Mattress Operating Corp.,
supra, 1-888-M-A-T-R-E-S-S for “telephone shop-at-home
retail services in the field of mattresses,” the court
further clarified the test as follows (Id. at 1810):

Where a term is a “compound word” (such as

“Screenwipe”), the Director may satisfy his

burden of proving it generic by producing

evidence that each of the constituent words is

generic, and that “the separate words joined to

form a compound have a meaning identical to the
meaning common usage would ascribe to those words
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as a compound.” In re Gould Paper Corp., 834
F.2d 1017, 1018, 5 USPQ2d 1110, 1110 (Fed. Cir.
1987) . However, where the proposed mark is a
phrase (such as “Society for Reproductive
Medicine”), the board “cannot simply cite
definitions and generic uses of the constituent
terms of a mark”; it must conduct an inquiry into

“the meaning of the disputed phrase as a whole.”

In re The Am. Fertility Soc'y, 188 F.3d at 1347,

51 USPQ2d at 1836. The In re Gould test is

applicable only to “compound terms formed by the

union of words” where the public understands the

individual terms to be generic for a genus of

goods or services, and the joining of the

individual terms into one compound word lends “no

additional meaning to the term.” Id. at 1348-49,

51 USPQ2d at 1837.
The court concluded that “1-888-M-A-T-R-E-S-S,” as a
mnemonic formed by the union of a series of numbers and a
word, bears closer conceptual resemblance to a phrase than a
compound word, and the court reiterated that the PTO must
produce evidence of the meaning the relevant purchasing
public accords to the proposed mnemonic mark “as a whole.”

In this case, the terms comprising the proposed mark
SMOKELESS LOG include the adjective SMOKELESS followed by
the noun LOG which it clearly modifies. As such, SMOKELESS
and LOG form a union of words, notwithstanding the space
between its component terms. See In re American Institute
of Certified Public Accountants, 65 USPQ2d 1972, 1982 n. 8
(TTAB 2003). Therefore, we find that SMOKELESS LOG is more

analogous to the compound word considered in Gould than it

is to the phrase considered by the court in American
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Fertility. See, for example, In re William B. Coleman Co.,
93 USPQ2d 2019, 2021 (TTAB 2010).

Thus, we look first to the dictionary definitions of
the terms comprising SMOKELESS LOG to determine whether
they support the refusal to register the proposed mark.

The examining attorney submitted with his June 17, 2010
Office action definitions of “smokeless” and “log.”
According to these definitions, “smokeless”? may be defined
as (adjective) “emitting, producing, or having little or no

"¢ may be defined as (moun) “a portion or

smoke;” and “log
length of the trunk or of a large limb of a felled tree.”
Thus, SMOKELESS LOG may be defined as a portion or length
of a tree trunk or limb that, presumably when burned, emits
or produces little or no smoke.

In addition, the examining attorney submitted with his
Office actions advertisements and articles retrieved from

Internet web pages. Certain excerpts from these articles

and web pages follow:

> The Random House Dictionary (2010), retrieved from

Dictionary.com.
¢ 1d.
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We find that the genus of the goods at issue is
“artificial fireplace logs,” that is, the goods as
identified in the involved application. While the record
does not establish whether all artificial fireplace logs
are smokeless, we also find that SMOKELESS LOG is
understood by the relevant public to refer to at least a
substantial subset of that genus of goods. See H. Marvin

Ginn, supra. A product may have more than one generic
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name. In re Sun 0Oil Co., 426 F.2d 401, 165 UPSQ 718, 719

(CCcpA 1970) (Rich, J., concurring) (“All of the generic
names for a product belong in the public domain”) (emphasis
in the original); Roselux Chemical Co., Inc. v. Parsons

Ammonia Company, Inc., 299 F.2d 855, 132 UPSQ 627, 632
(CCPA 1962) (a product may have more than one common
descriptive name). In this case, the dictionary
definitions, supported in addition by advertisements made
of record by the examining attorney clearly establish that
a “smokeless log” is an artificial portion or length of a
tree that emits or produces little or no smoke. Applicant
argues that the examining attorney’s evidence points to
applicant’s own goods. However, we note that these
materials show use of SMOKELESS LOG as a generic term as
applied to applicant’s goods.

In addition, applicant has failed to introduce
evidence sufficient to rebut the examining attorney’s
evidence of genericness. Instead, applicant submits
truncated results from several search engines in support of
his position that the consuming public does not understand
“smokeless log” to refer to the genus of goods. Such
evidence is insufficient to rebut the examining attorney’s
prima facie case of genericness. Cf. In re American

Online, Inc., 77 USPQ2d 1618 (TTAB 2006). We are not

10
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persuaded that because “there is not a single mention of
the applicant’s mark in the first two pages of a search

"5 the evidence

performed in three separate search engines
made of record by the examining attorney somehow fails to
demonstrate that SMOKELESS LOG is used as a generic term
applied to artificial fireplace logs that emit little or no
smoke. Similarly, the fact that other terms, such as
“smokeless artificial logs” or “logs that produce no smoke”
are also available to competitors to use as generic
designators for such goods does not diminish the
genericness of SMOKELESS LOG.

Accordingly, the record is sufficient to establish
that the relevant public would find SMOKELESS LOG a generic
term denoting applicant’s identified artificial fireplace
logs.

Decision: The refusal under Section 23 of the Act on

the ground that the proposed mark is generic is affirmed.

> Applicant’s brief, p. 3.
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