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I. ISSUE 

Did the Examiner err in denying Applicant permission to register its subject BLACK 

BOOK for non-downloadable software due to an alleged likelihood of confusion with the third-

party registrant’s mark XXXBLACKBOOK for dating and communication services? 

II. DESCRIPTION OF THE RECORD 

A. Prosecution History 

Applicant filed the instant application pursuant to Section 1(a) on January 11, 2010, for 

BLACK BOOK in International Class 042 for “Providing on-line non-downloadable software for 

keeping track of online companions and organizing online communications, correspondence 

history, events, profiles and preferences in the field of online relationships and dating.” 

On April 6, 2010, the Examiner issued a Notice of Suspension.  Although the Examiner 

had found no similar registered marks that would mark registration under Section 2(d), the 

Examiner identified four (4) pending marks that might be cited against the application to register 

under Section 2(d) if they issued. 

Three years later, on November 7, 2013, the Examiner issued an Office Action refusing 

registration based on an alleged likelihood of confusion under Section 2(d) with the following 

registered marks: 

(1) XXXBLACKBOOK (Reg. No. 4,051,248) in relevant part in International Class 
042 for “Hosting online websites for others for organizing and conducting online 
meetings, gatherings and interactive discussions.” 

(2) BLACKBOOK27 (Reg. No. 3,926,282) in International Class 045 for “Internet 
based introduction and social networking services;” and 

(3)  in International Class 045 for ““Internet 
based introduction and social networking services.” 
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Applicant replied on May 7, 2014, and presented arguments why none of the cited marks 

should pose any obstacle to publication and registration of the applied-for mark. 

In response, the Examiner issued a Final Office Action on May, 23, 2014.  Therein, the 

Examiner withdrew the refusal to register based on the two BLACKBOOK27 marks, but made 

final the refusal to register based on XXXBLACKBOOK.  In addition to the prior services 

referenced in the initial Office Action, this time the Examiner also referenced registration in 

IC 038 for “Chat room services for social networking; telecommunication services, namely, 

transmission of webcasts; providing on-line chat rooms for transmission of messages and 

photographs among computer users interested in meeting other people concerning personal 

relationship issues; electronic transmission of messages and images relating to dating; providing 

email services, namely, providing access to email boxes on a dating website; electronic 

transmission of mail and user-provided information, personal profiles and information via the 

Internet; instant messaging services via the Internet; electronic transmission of information and 

sound and video clips; providing on-line forums for transmission of messages among computer 

users; chat room services for social networking; providing on-line electronic bulletin boards for 

transmission of messages among computer users concerning personal relationship issues” 

Applicant appealed the Final Office Action and requested reconsideration thereof on 

November 24, 2014.  The Examiner denied the request for reexamination on December 19, 2014.  

This appeal follows. 

B. Examining Attorney’s Evidence 

The Examining Attorney appended 15 attachments to the November 7, 2013 Office 

Action.  These attachments consist of the three marks initially cited in opposition to the 

Application, two of which the Examiner subsequently withdrew, and website evidence in support 



 3 

of the Examiner’s position that companies typically provide the types of services offered both by 

Applicant and the third-party registrants under their cited marks. 

The Examining Attorney appended 28 attachments to the May 23, 2014 Office Action.  

Once again, these attachments consist of website evidence in support of the Examiner’s position 

that companies typically provide the types of services offered both by Applicant and the 

remaining third-party registrant under their cited marks. 

Finally, the Examining Attorney appended 22 new attachments to its denial of 

Applicant’s request for reconsideration.  This evidence includes website printouts from Internet 

dictionaries and website evidence in further support of the Examiner’s position that companies 

typically provide the types of services offered both by Applicant and the remaining third-party 

registrant under their cited marks.1 

C. Applicant’s Evidence 

Applicant appended three (3) attachments to its May 7, 2014 response to the Examiner’s 

November 7, 2013 Office Action.  These attachments constitute Exhibits 1-3 to this brief.  

Exhibit 1 contains dictionary definitions of “black book.”   Exhibit 2 contains website printouts 

showing that many dating-related products and services incorporate “black book” into their 

names.  Exhibit 3 contains proof of federal registrations relating to dating that include the term 

“black book.” 

Applicant appended two (2) attachments to its November 24, 2014 response and request 

for reconsideration of the Examiner’s May 23, 3014 Final Office Action.  These attachments 

constitute Exhibits 4-5 to this brief.  Exhibit 4 consists of the Wikipedia website printout relating 

                                                 
1  Applicant objects to the Examiner’s attempt to rely on this new evidence on appeal because the Examiner 
submitted the evidence after Applicant had initiated the Appeal and Applicant was not given any opportunity below 
to respond to it or to provide evidence in response to it. 
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to “XXX”.  Exhibit 5 consists of the Wikipedia website printout regarding the “.XXX” top-level 

Internet domain.  

III. ARGUMENT 

A. Legal Standard 

An Examiner’s denial based on likelihood of confusion is reviewed de novo by the 

Board.  Trademark Act Section 2(d) bars registration of an applied-for mark that so resemble a 

registered mark that there is a likelihood that a potential consumer would be confused, mistaken, 

or deceived as to the source of the goods and/or services of the applicant and registrant.  See In 

re E. I. DuPont DeNemours & Co., 476 F.2d 1357, 1361 (CCPA 1973).  In testing for a 

likelihood of confusion under Section 2(d), the Board regularly considers the following factors 

from E. I. DuPont DeNemours: 

(1)  “The similarity or dissimilarity of the marks in their entireties as to appearance, 
sound, connotation and commercial impression.  

(2)  The similarity or dissimilarity and nature of the goods or services as described in 
an application or registration or in connection with which a prior mark is in use.  

(3)  The similarity or dissimilarity of established, likely-to-continue trade channels.  

(4)  The conditions under which and buyers to whom sales are made, i.e. “impulse” 
vs. careful, sophisticated purchasing.  

(5)  The fame of the prior mark (sales, advertising, length of use).  

(6)  The number and nature of similar marks in use on similar goods.  

(7)  The nature and extent of any actual confusion.  

(8)  The length of time during and conditions under which there has been concurrent 
use without evidence of actual confusion.  

(9)  The variety of goods on which a mark is or is not used (house mark, “family” 
mark, product mark).  

(10)  The market interface between applicant and the owner of a prior mark:  

(a)  a mere “consent” to register or use. 

(b)  agreement provisions designed to preclude confusion, i.e., limitations on 
continued use of the marks by each party.  

(c)  assignment of mark, application, registration and good will of the related 
business.  
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(d)  laches and estoppel attributable to owner of prior mark and indicative of 
lack of confusion.  

(11)  The extent to which applicant has a right to exclude others from use of its mark on 
its goods.  

(12)  The extent of potential confusion, i.e., whether de minimis or substantial.  

(13)  Any other established fact probative of the effect of use.” 

Id.  When applying these factors, a factor must be shown to be relevant to the particular case 

before evidence on the factor is considered.  See MCCARTHY ON TRADEMARKS AND UNFAIR 

COMPETITION, §24:43 at 24-110 (2014). 

In analyzing likelihood of confusion, “[t]he points of comparison for a word mark are 

appearance, sound, meaning, and commercial impression.”  Palm Bay Imports, Inc. v. Veuve 

Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d 1369, 73 USPQ2d 1689,1691 (Fed Cir. 

2005), citing E. I. du Pont de Nemours, 476 F.2d at 1361.  See TMEP 1207.01(b)(i).   

B. No Likelihood of Confusion Exists Between the Applied-For Mark and the 
Remaining Cited Mark 

A proper consideration of the relevant factors demonstrates that there is no likelihood of 

confusion between Applicant’s “BLACK BOOK” mark for “Providing on-line non-

downloadable software for keeping track of online companions and organizing online 

communications, correspondence history, events, profiles and preferences in the field of online 

relationships and dating” and the cited “XXXBLACKBOOK” mark for, among other things, 

“Hosting online websites for others for organizing and conducting online meetings, gatherings 

and interactive discussions” and “Online adult dating.” 

1. Similarity or dissimilarity of the marks in their entireties as to 
appearance, sound, connotation and commercial impression 

a) XXX refers to pornography and creates a distinctly different 
connotation for the cited mark 

The Examiner’s denial is based in great part on the contention that “Applicant’s mark 
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does not create a distinct commercial impression because it contains the same common wording 

as the registered mark, and there is no other wording in applicant’s mark to distinguish it from 

the registered mark.”  This argument overlooks the fact that the registered mark is a one-word 

mark that begins with the highly distinctive “XXX-” prefix.  XXX is commonly understood to 

designate pornography.  (See Wikipedia printout at Ex. 4 (“The XXX symbol is used to 

designate pornographic material in the U.S. and other regions around the world”); Wikipedia 

printout at Ex. 5 (regarding .XXX top-level domain for pornographic websites)).  Thus, 

XXXBLACKBOOK connotes a commercial impression distinct from the two-word mark 

BLACK BOOK.  XXXBLACKBOOK would be understood to relate in some way to 

pornography.  BLACK BOOK would not.  

b) In comparison to XXX, BLACK BOOK/BLACKBOOK is relatively 
week for the subject matter in question 

TMEP 1207.01(b)(viii) recognizes that “[i]f the common element of two marks is ‘weak’ 

in that it is generic, descriptive, or highly suggestive of the named goods or services, it is 

unlikely that consumers will be confused unless the overall combinations have other 

commonality.”  See, e.g., In re Bed & Breakfast Registry, 791 F.2d 157, 229 USPQ 818 (Fed. 

Cir. 1986)(BED & BREAKFAST REGISTRY for making lodging reservations for others in 

private homes held not likely to be confused with BED & BREAKFAST INTERNATIONAL for 

room booking agency services); The U.S. Shoe Corp. v. Chapman, 229 USPQ 74 (TTAB 

1985)(COBBLER’S OUTLET for shoes held not likely to be confused with CALIFORNIA 

COBBLERS (stylized) for shoes); In re Istituto Sieroterapico E Vaccinogeno, Toscano 

“SCLAVO” S.p.A., 226 USPQ 1035 (TTAB 1985) (ASO QUANTUM (with “ASO” disclaimed) 

for diagnostic laboratory reagents held not likely to be confused with QUANTUM I for 

laboratory instrument for analyzing body fluids.) 
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Here, Applicant’s BLACK BOOK mark is highly suggestive of the services under which 

Applicant offers the mark, i.e.,  “Providing on-line non-downloadable software for keeping track 

of online companions and organizing online communications, correspondence history, events, 

profiles and preferences in the field of online relationships and dating.”  The term “blackbook” 

or “black book” is understood to mean a social address book of potential dates follows.  Several 

dictionary definitions support this understanding and are attached as Exhibit 1.  They include: 

1) DICTIONARY.COM:  Defines “little black book” as “a book containing the 

names and addresses of acquaintances who are potential dates, usually put together by men.” 

2) THE FREE DICTIONARY:  States in relevant part that “A … term that has 

entered the popular lexicon is little black book (or simply black book).  Such books are used as 

dating guides, listing people who the owner has dated in the past or hopes to in the future, and 

details of their various relationships.” 

3) WORDNIK:  Defines “black book” to include “A book kept by a single man, 

containing a list of women whom he calls occasionally for a social date; -- usually used in the 

phrase little black book. 

4) COLLABORATIVE INTERNATIONAL DICTIONARY OF ENGLISH:  

Defines “black book” to include “[a] book kept by a single man, containing a list of women 

whom he calls occasionally for a social date.” 

Evidence of third-party usage can also show how a term is understood.  As TMEP 

1207.01(d)(iii) states:  “If the evidence establishes that the consuming public is exposed to third-

party use of similar marks on similar goods, this evidence ‘is relevant to show that a mark is 

relatively weak and entitled to only a narrow scope of protection,’” citing Palm Bay Imports, 396 

F.3d 1369 at 1373.  Many dating-related products and services incorporate “black book” into 
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their names.   (See Exhibit 2).  These include, by way of example only: 

1)  “Black Book Chat” (www.blackbookchat.com) a dating website;  

2) The “Little Black Book” iPhone App; 

3) “The Players Black Book,” a source for “picking up girls”; 

4) “Blackbook Directory” (https://www.blackbookdirectory.com.au), an Australian 
online escort service; 

5) “The Little Black Book of Dating Secrets,” a dating resource. 

Third-party registrations can also provide evidence that the public will look at other 

elements of the mark as a distinguishing feature.  (See TMEP §1207.01(d)(iii)); Specialty 

Brands, Inc. v. Coffee Bean Distributors, Inc., 748 F.2d 669, 675, 223 USPQ 1281, 1285 (Fed. 

Cir. 1984).  The federal registrations relating to dating that include the term “blackbook” or 

“black book” include the following: 

1) “Janis Spindels Virtual Black Book” for “Dating services; Matchmaking services” 
(Reg. No. 4,013,916); 

2) “Matt’s Little Black Book” for “Matchmaking services; …” (Reg. No. 
3,476,068); 

3) “Blackbook27” for “Internet based introduction and social networking services: 
(Reg. Nos. 3,926,282)(originally cited by Examiner); 

4) “Blackbook27” with design for “Internet based introduction and social 
networking services: (Reg. No. 4,065,116)(originally cited by Examiner); and 

5) “XXXBLACKBOOK” for, inter alia, “Online adult dating” (Reg. No. 
4,051,248)(cited by Examiner). 

The Patent and Trademark Office’s conclusion that all of these marks can co-exist without any 

likelihood of confusion further supports the proposition that with respect to dating services, 

distinctive elements differentiate marks that otherwise include “blackbook.” 

The relative weakness of the term Black Book as it relates specifically to dating services 

is not meant to suggest that the term black book is not protectable.  To the contrary, even the 

http://www.blackbookchat.com/
https://www.blackbookdirectory.com.au/
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Examiner agrees – at least with respect to the applied-for mark for non-downloadable software – 

that the term is at worst highly suggestive.  The point is that the XXX portion of 

XXXBLACKBOOK is the dominant portion of the registered mark and results in a meaningfully 

different overall commercial impression from the applied-for mark.   

This result is in line with the rule that matter common to marks is not likely to be 

perceived by purchasers as distinguishing where the common element is highly suggestive or 

descriptive in nature.  See  TMEP 1207.01(b)(iii); citing Bass Pro Trademarks, L.L.C. v. 

Sportsman’s Warehouse, Inc., 89 USPQ 2d 1844 (TTAB 2008)(no likelihood of confusion  

between the word and design marks BASS PRO SHOPS SPORTMAN’S WAREHOUSE (with 

SPORTSMAN’S WAREHOUSE disclaimed) and SPORTSMAN’S WAREHOUSE (with all 

wording disclaimed) for essentially the same retail store services); In re Fresh Catfish Co., 231 

USPA 495 (TTAB 1986)(CATFISH BOBBERS (with “CATFISH” disclaimed) for fish held not 

likely to be confused with BOBBER for restaurant services); In re Shawnee Milling Co., 225 

USPQ 747 (TTAB 1985)(GOLDEN CRUST for flour held not likely to be confused with 

ADOLPH’S GOLD’N CRUST and design (with “GOLD’N CRUST” disclaimed) for coating 

and seasoning for food times); In re S.D. Fabrics, Inc., 223 USPQ 54 (TTAB 

1984)(DESIGNERS/FABRIC (stylized) for retail fabric store services held not likely to be 

confused with DAN RIVER DESIGNER FABRICS and design for textile fabrics).  

It follows that registered mark XXXBLACKBOOK has a meaningfully different 

connotation then BLACK BOOK.  XXXBLACKBOOK is likely to be perceived as relating to 

pornography.  A “black book” relating to pornography is not likely to be understood as a 

compendium of possible dates per the usual use of the term “black book” or “little black book.”  

This meaningfully different connotation takes on addition significance given of the different 
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visual and sound impressions created by the prefix “XXX-” at the start of the cited one-word 

mark versus Applicant’s two-work mark BLACK BOOK.  While “BLACKBOOK” is unlikely to 

be seen a source identifier when used in the cited mark, the same is not true for “BLACK 

BOOK” in the applied-for mark, which is for “[p]roviding on-line non-downloadable software 

….”   

2. Similarity of goods or services as described in the application 

The applied-for mark is further distinguished because it is not for dating services per se 

but for “Providing on-line non-downloadable software for keeping track of online companions 

and organizing online communications, correspondence history, events, profiles and preferences 

in the field of online relationships and dating” (emphasis added).  The cited mark, on the other 

hand, is for services such as “Online adult dating,” “Hosting online websites for others for 

organizing and conducting online meetings, gatherings and interactive discussions” and “Chat 

room services for social networking; telecommunication services …” (emphasis added).  In 

short, the applied-for mark is for providing non-downloadable software for maintaining specified 

records.  The cited mark is for dating services and actual communications seemingly related to 

online adult dating, sex and/or pornography.  Especially given the differences in the marks, these 

services are meaningfully different. 

The Examiner has failed to put forth evidence that entities offering services like those of 

the registrant of the cited mark also offer non-downloadable software of the type offered by 

Applicant under its cited mark.  Instead, the Examiner has relied in part on evidence that online 

dating companies provide downloadable apps for use on handheld devices.  Yet, downloadable 

apps for handheld devices are different than non-downloadable software that needs to operate 

and be operated at a designated website.  Other evidence on which the Examiner has relied fails 

to establish that entities that provide services akin to that of those under the cited mark provide 
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non-downloadable software for keeping track of information in the field of online relationships 

and dating.  Thus, this factor also supports the conclusion that confusion is not likely. 

IV. CONCLUSION 

For the above reasons, Applicant respectfully requests that the Board overturn the 

decision of the Examiner and allow the applied-for mark to proceed towards registration. 

 

Respectfully submitted, 

 /Joseph J. Weissman/     
Joseph J. Weissman 
JOHNSON, POPE, BOKOR, RUPPEL & 
BURNS, LLP 
P.O. Box 1100 
Tampa, FL  33601-1100 
Phone:  (813) 225-2500 
Facsimile:  (813) 223-7118 
Email:  josephw@jpfirm.com 
Attorneys for Applicant 
 

Dated: March 9, 2015 
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