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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 77873477 

 

MARK: MAGNESITA 

 

          

*77873477*  

CORRESPONDENT ADDRESS: 
       THOMAS J. MOORE 

       BACON & THOMAS, PLLC 

       625 SLATERS LN FL 4 

       ALEXANDRIA, VA 22314-1169 

        

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: MAGNESITA REFRACTORIES COMPANY

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       MAGN6002/TJM       

CORRESPONDENT E-MAIL ADDRESS:   

       mail@baconthomas.com 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 2/26/2015 

 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B), 
715.04(a).  The following requirement(s) and/or refusal(s) made final in the Office action dated July 18, 



2014 are maintained and continue to be final:  Section 2(e)(1) and Section 23.  See TMEP 
§§715.03(a)(ii)(B), 715.04(a) . 

 

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  Accordingly, the request is denied. 

 

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the 
Board will be notified to resume the appeal.  See TMEP §715.04(a). 

 

If no appeal has been filed and time remains in the six-month response period to the final Office action, 
applicant has the remainder of the response period to (1) comply with and/or overcome any 
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board.  TMEP 
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3).  The filing of a request for reconsideration does not stay 
or extend the time for filing an appeal.  37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).   

 

 

 

 

Final Descriptiveness Refusal/Refusal on Supplemental Register Maintained and Continued 

The examining attorney issued a FINAL refusal on the Supplemental Register because the proposed 
mark, MAGNESITA, is generic or in the alternative highly descriptive with respect to the goods and 
services listed in the application.  The goods and services are “Refractory products not made primarily of 
metal, namely, refractory bricks, refractory mixes for patching, lining or repairing high temperature 
apparatus and repairing the lining for furnaces, refractory furnace patching and repair mix” and 
“Providing information via a global computer network on constructing, maintaining, and repairing 
refractory apparatus using refractory products.”   The final refusal is maintained and continued. 

 

The applicant claims that the examining attorney abused her discretion by using a proper translation of 
the word MAGNESITA.  The examining attorney has not abused her discretion at all.  She is merely 
following TMEP §1209.03(g) which states “the foreign equivalent of a merely descriptive English word is 
no more registrable than the English word itself. “[A] word taken from a well-known foreign modern 



language, which is, itself, descriptive of a product, will be so considered when it is attempted to be 
registered as a trade-mark in the United States for the same product.” In re N. Paper Mills, 64 F.2d 998, 
1002, 17 USPQ 492, 493 (C.C.P.A. 1933). See In re Tokutake Indus. Co., 87 USPQ2d 1697 (TTAB 2008) 
(AYUMI and its Japanese-character equivalent held merely descriptive for footwear where the evidence, 
including applicant's own admissions, indicated that the primary meaning of applicant's mark is 
“walking”); In re Oriental Daily News, Inc., 230 USPQ 637 (TTAB 1986) (Chinese characters that mean 
ORIENTAL DAILY NEWS held merely descriptive of newspapers); In re Geo. A. Hormel & Co., 227 USPQ 
813 (TTAB 1985) (SAPORITO, an Italian word meaning “tasty,” held merely descriptive because it 
describes a desirable characteristic of applicant’s dry sausage).” 

 

The applicant’s attorney conducted a search of over 25 websites for refractory goods using MAGNESITA 
as the search term which resulted in no hits on any of the websites.  However, the examining attorney 
conducted a search of magnesite or magnesia which is the translation of MAGNESITA.   

 

First, the examining attorney directs the applicant’s attention to the first attachment to this office action 
ISPAT GURU.  Magnesia, Magnesite and Magnesium Oxide are used interchangeably.   

 

The word magnesite literally refers only to the natural mineral, but common usage applies this 
name to three other types of materials, dead burned magnesia (DBM), electro fused magnesia 
and calcined magnesia also called caustic calcined magnesia. Often magnesia word is replaced 
by magnesite in these products. These products of magnesite often differ mainly in density and 
crystal development that results from different levels of heat application. 

 

The examining attorney conducted a search of the websites the applicant mentions in its response.  For 
example, the Zicoa.com website may not have “magnesita” listed as an input in its refractory products.  
However, the website does state that magnesia is a component in its Zicoa backup products.  On the 
website Firebrickengineers.com, “magnesita” is not mentioned but magnesia is mentioned as a 
component of its Ladlemax products.  The Mineraltec.com website does not list “magnesita” as a 
component of any of the goods but MgO the chemical symbol for magnesium oxide is listed as a 
component of the applicant’s goods. 

 

 

The examining attorney also conducted further research on some refractory products and attaches 
several companies’ product information sheets. The Mt. Savage Firebrick lists Magnesium Oxide as a 



component of the goods.  Guidon lists its goods as “burned fused grain magnesite.”  Pilbrico’s, Pilcast 
lists MgO as a component of the goods.  Morgan ThermalCeramics describes their goods as “a high 
purity cast magnesia.” 

 

The examining attorney looked at all the websites and many did not actually produce refractory 
products.  For example, the website for the Edward Orton Jr. Ceramic Foundation states that it provides 
products for “thermal process verification, thermo-analytical instruments and materials testing 
services.”  The applicant is related to the refractory products industry but does not actually produce 
refractory bricks or other refractory products. 

 

Elgin Butler produces ceramic glazed masonry products such as ceramic tiles.  The goods are not for 
lining the inside of kilns and other high temperature operations but are for construction applications. 

 

Miami Stone Installers are a construction company that installs granite countertops, builds brick and 
stone walls and builds fireplaces.  This company does not produce refractory products. 

 

Finally, the applicant included three large retailers that sell one or two refractory items, Lowe’s, Home 
Depot and Wal-Mart.  None of these companies are in the business of producing refractory products. 

 

For the above reasons, the applicant’s request for reconsideration is denied and the FINAL refusals 
under Section 2(e)(1) and under Section 23 are maintained and continued. 

 

 

 

 



/Dawn Feldman Lehker/ 

Trademark Examining Attorney 

Law Office 111 

U.S. Patent and Trademark Office 

(571)272-9381 

dawn.feldman-lehker@uspto.gov 

 

 

 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


