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The final Office Action alleges that “magnesita” is a generic term.  Applicant respectfully submits that “fire brick” and
“refractory brick” are generic terms, but “magnesita” is not a generic term, as shown the Exhibits A to AJ to the
“Declaration About Generic Terms on Web Pages” filed herewith.  These Exhibits show the terms used in the relevant
trade and industry.

The final Office Action “submits that the relevant public, in this case, are people who work in the refractory industry and
purchase refractory products on a regular basis.” This is contrary to the evidence in at least Exhibits AA to AE to the
"Declaration About Generic Terms on Web Pages," which show refractory products sold by the well known retailers
Lowe’s, Home Depot, Walmart and Amazon.  The goods and services are not limited to a particular group of customers,
and are as follows:

    Class 19: Refractory products not made primarily of metal, namely, refractory bricks, refractory mixes for
patching, lining or repairing high temperature apparatus and repairing the lining for furnaces, refractory
furnace patching and repair mixes

    Class 37: Providing information via a global computer network on constructing, maintaining, and repairing
refractory apparatus using refractory products

The final Office Action states that “the English translation of [sic, MAGNESITA is] MAGNESITE or MAGNESIA.”
Applicant submits that the meaning of “magnesita” should be evaluated on the basis of  the definition previously filed
from the Merriam-Webster Unabridged Dictionary (online, 2014).  The use of a translation is inappropriate under, and
unjustified by current case law.  

The use of the translations in the final Office Action, rather than the English meaning of “magnesita,” is arbitrary and
capricious and abuse of discretion, in view of (1) Ryan, Camille, “Language Use in the United States: 2011,” American
Community Survey Reports, U.S. Dept. of Commerce, Census Bureau (Aug. 2013), and (2) Shin, Hyon B., et al.,



“Language Projections: 2010 to 2020,” Federal Forecasters Conference, U.S. Dept. of Commerce, Census Bureau (Apr.
21, 2011).  A copy of each is submitted herewith. The majority of U.S. customers are fluent only in English.

The use of the translations in the final Office Action, rather than the English meaning of “magnesita,” is arbitrary and
capricious and an abuse of discretion in view of the North American Free Trade Agreement Implementation Act, 103 H.R.
3450, Public Law 103-182 (Dec. 8, 1993). A copy is submitted herewith. The North American Free Trade Agreement
Implementation Act expressly refers to “The general negotiating objectives of the United States under this section are to
obtain— ... (G) adequate and effective protection of intellectual property rights of United States persons, and fair and
equitable market access for United States persons that rely upon intellectual property protection;” (see Section
108(b)(5)(G) on page 11).  The  Canadian Intellectual Property Office has issued a registration of Applicant’s mark, but
the U.S. Patent and Trademark Office currently refuses to do so.

Applicant submits that the application should be approved for registration.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 77873477 MAGNESITA has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

The final Office Action alleges that “magnesita” is a generic term.  Applicant respectfully submits that



“fire brick” and “refractory brick” are generic terms, but “magnesita” is not a generic term, as shown
the Exhibits A to AJ to the “Declaration About Generic Terms on Web Pages” filed herewith.  These
Exhibits show the terms used in the relevant trade and industry.

The final Office Action “submits that the relevant public, in this case, are people who work in the
refractory industry and purchase refractory products on a regular basis.” This is contrary to the evidence
in at least Exhibits AA to AE to the "Declaration About Generic Terms on Web Pages," which show
refractory products sold by the well known retailers Lowe’s, Home Depot, Walmart and Amazon.  The
goods and services are not limited to a particular group of customers, and are as follows:

    Class 19: Refractory products not made primarily of metal, namely, refractory bricks,
refractory mixes for patching, lining or repairing high temperature apparatus and repairing the
lining for furnaces, refractory furnace patching and repair mixes

    Class 37: Providing information via a global computer network on constructing,
maintaining, and repairing refractory apparatus using refractory products

The final Office Action states that “the English translation of [sic, MAGNESITA is] MAGNESITE or
MAGNESIA.” Applicant submits that the meaning of “magnesita” should be evaluated on the basis of 
the definition previously filed from the Merriam-Webster Unabridged Dictionary (online, 2014).  The use
of a translation is inappropriate under, and unjustified by current case law.  

The use of the translations in the final Office Action, rather than the English meaning of “magnesita,” is
arbitrary and capricious and abuse of discretion, in view of (1) Ryan, Camille, “Language Use in the
United States: 2011,” American Community Survey Reports, U.S. Dept. of Commerce, Census Bureau
(Aug. 2013), and (2) Shin, Hyon B., et al., “Language Projections: 2010 to 2020,” Federal Forecasters
Conference, U.S. Dept. of Commerce, Census Bureau (Apr. 21, 2011).  A copy of each is submitted
herewith. The majority of U.S. customers are fluent only in English.

The use of the translations in the final Office Action, rather than the English meaning of “magnesita,” is
arbitrary and capricious and an abuse of discretion in view of the North American Free Trade Agreement
Implementation Act, 103 H.R. 3450, Public Law 103-182 (Dec. 8, 1993). A copy is submitted herewith.
The North American Free Trade Agreement Implementation Act expressly refers to “The general
negotiating objectives of the United States under this section are to obtain— ... (G) adequate and effective
protection of intellectual property rights of United States persons, and fair and equitable market access for
United States persons that rely upon intellectual property protection;” (see Section 108(b)(5)(G) on page
11).  The  Canadian Intellectual Property Office has issued a registration of Applicant’s mark, but the
U.S. Patent and Trademark Office currently refuses to do so.

Applicant submits that the application should be approved for registration.

EVIDENCE
Evidence in the nature of (1) Declaration About Generic Terms on Web Pages (in 3 parts due to limit on
size of uploaded file to 5 meg); (2) Ryan, Camille, "Language Use in the United States - 2011"; (3) Shin,



Hyon B., "Language Projections - 2010 to 2020"; (4) North American Free Trade Agreement
Implementation Act has been attached.
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Signatory's Name: Thomas J. Moore
Signatory's Position: Owner's Attorney, Va. Bar Member

Signatory's Phone Number: 703-683-0500 x137

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
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withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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