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Request for Reconsider ation after Final Action

Thetable below presentsthe data as entered.

SERIAL NUMBER 77821445

LAW OFFICE

ASSIGNED LAW OFFICE 117
MARK SECTION (no change)
ARGUMENT(S)

See attached argument submitted (uploaded) with evidence
EVIDENCE SECTION

EVIDENCE FILE NAME(S)

ORIGINAL PDF FILE | evi 1997219285-192906452 . 2955U.002USPTO RegRecons10122011.pdf
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Argument (three pages) plus third-party registration certificates and file
wrappers.
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SIGNATORY'SNAME

SIGNATORY'S
POSITION

DATE SIGNED

AUTHORIZED
SIGNATORY

CONCURRENT APPEAL
NOTICE FILED
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Attorney of Record, FL Bar Member
10/12/2011
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TEASSTAMP 445-480al1ebc7e71999fasf0
8d87ff7d950-N/A-N/A-20111
012192906452830

Request for Reconsideration after Final Action
Tothe Commissioner for Trademarks:

Application serial no. 77821445 has been amended as follows:

ARGUMENT(S)
In responseto the substantive refusal(s), please note the following:

See attached argument submitted (uploaded) with evidence

EVIDENCE

Evidence in the nature of Argument (three pages) plus third-party registration certificates and file
wrappers. has been attached.
Original PDF file:

evi 1997219285-192906452 . 2955U.002USPTO RegRecons10122011.pdf
Converted PDF file(s) (31 pages)
Evidence-1

Evidence-2

Evidence-3

Evidence-4

Evidence-5

Evidence-6

Evidence-7

Evidence-8

Evidence-9

Evidence-10

Evidence-11

Evidence-12

Evidence-13

Evidence-14

Evidence-15

Evidence-16

Evidence-17

Evidence-18

Evidence-19

Evidence-20

Evidence-21




Evidence-22
Evidence-23
Evidence-24
Evidence-25
Evidence-26
Evidence-27
Evidence-28
Evidence-29
Evidence-30
Evidence-31

SIGNATURE(S)

Request for Reconsideration Signature

Signature: /Carl J. Spagnuolo/  Date: 10/12/2011
Signatory's Name: Carl J. Spagnuolo

Signatory's Position: Attorney of Record, FL Bar Member

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of aU.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/sheis currently the applicant's attorney or an associate thereof; and to
the best of higher knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his’her company/firm previously represented the applicant in
this matter: (1) the applicant hasfiled or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.

Serial Number: 77821445

Internet Transmission Date: Wed Oct 12 19:37:26 EDT 2011
TEAS Stamp: USPTO/RFR-199.72.192.85-2011101219372600
6675-77821445-480al1ebc7e71999fa8f 08d87f
f7d950-N/A-N/A-20111012192906452830



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of : Gordin & Doner, P.A.
Serial No. : 77/821,445

For : FOR THE INJURED
Examiner : Henry Zak

Law Office : 117

Atty. File No: : 29550U.000002

Deputy Commissioner for Trademark Operations
P.O. Box 1451
Alexandria, VA 22313-1451

Certificate of Mailing Under 37 C.F R. 1.8(a} F\ueo (‘LE"T‘(LON&A‘\-L N

T hereby certify that this correspondence is being depe -the tod-Staf astal : Be ; : 4 s

~errelope-addressed to Commissioner of Trademarks, M&A&m&%ﬁﬁﬁm OCT ‘ Eiy by € .f,ao-’y-v‘ .
Zouw

Dear Madam:

REQUEST FOR RECONSIDERATION

This is responsive to the FINAL Office Action dated April 12, 2011, and having a

response due date of October 12, 2011.
Remarks

This REQUEST FOR RECONSIDERATION is being filed in accordance with TMEP
§715.02. Applicant submits that the arguents and evidence provided herein overcome the
Examiner’s refusal under Section 2(¢) of the Trademark Act.

The Office Action states that the current evidence of record submitted to support acquired
distinctiveness of the term FOR THE INJURED as a mark for legal services is insufficient to
deomonstrate such a showing, However, Applicant would like the Examiner to consider the fact that

Applicant already owns a registration on the Principal Register for a mark which entirely

encompasses the applied-for mark (TRIAL LAWYERS FOR THE INJURED, U.S. Registration No.



:Gordon & Doner, P.A. Response To Office Action
Serial No. 77/821,445 October 12, 2011
Mark: FOR THE INJURED page 2
Atty. File No: 2955U.000002

3,195,410), Registration Certificate attached. Applicant submits that the phrase “trial lawyers for
the injured” which is subject of the ‘410 registration, is arguably more descriptive than the applied-
for mark “for the injured.” The phrase “trial lawyers for the injured” is a complete phrase which sets
forth that the Applicant’s “trial lawyers” provide services “for the injured.” However, the phrase
“for the injured” alone, without more, does not immediately convey to a consumer that services are
necessarily related to legal representation. The phrase could be related to a variety of fields,
including medical services and charity services for victims of domestic abuse and natural disaters.
Despite this fact, Applicant was able to overcome any claim of descriptiveness based on the similar
evidence that Applicant has presented in this case: a declaration under 37 C.F.R. § 2.20 that the mark
was used continually in advertisements and expenditures for such advertisements was in excess of $2
million, See attached Response to Office Action dated March 15, 2005. Significantly, Applicant has
submitted far more evidence (comprising four additional declarations from professionals in
Applicant’s consumer base recognizing the mark as being distinctive of Applicant’s services), than
was required to gain a Principal Registration for the ‘410 mark.

In addition, Applicant points out that other marks that are quite similar, and even more
descriptive than the applied-for mark, have been granted registration on the Principal Register. For
example, the mark ANSWERS FOR THE INJURED, U.S. Registration No. 2,865,998, for legal
services, (see attached Registration Certificate) is registered on the Principal Register. Applicant

submits that the phrase “answers for the injured” is more descriptive than the phrase “for the injured”

as it relates to legal services. However, the ‘998 applicant was able to overcome a descriptive refusal



:Gordon & Doner, P.A. Response To Office Action
Serial No. 77/821,445 October 12, 2011
Mark: FOR THE INJURED page 3
Atty. File No: 2955U.000002
with a single declaration and evidence of advertising expenditures equaling a sum of $360,000,
which is less than half of the advertising expenditures evidenced by the Applicant. See attached
Response to Office Action for the ‘998 mark. Secondly, the mark JUSTICE FOR THE INJURED,
U.S. Registration No. 2,779,624, was also registered on the Principal register, even though this mark
is highly descriptive of legal services. The phrase “justice for the injured” immediately conveys to
the consumer that the source is related to legal services. See attached Registration Certificate.
Thirdly, the mark TRAINED BY INSURANCE COMPANIES, FIGHTING FOR THE INJURED,
U.S. Registration No. 3,863,850, is also registered on the Principal Register. See attached
Registration Certificate. Combining the phrase “for the injured” with the phrase “trained by
insurance companies™ and the word “fighting” also immediately conveys to consumers that the
services are related to legal representation. Again, Applicant contends that the phrase “for the
injured” falls way short of immediately conveying that the mark is representative of legal services.
As the Applicant has addressed all matters contained in the Office Action dated April 12,

2011, it is respectfully requested that this application is placed in condition for publication.

Respectfully submitted,

Lol St

174

Carl J. Spag‘ﬁuolo

McHale & Slavin, P.A.

2588 PGA Blvd.

Palm Beach Gardens, FL 33410

Ph: (561) 625-6575 Fax: (561) 625-6572



Int. Cl.: 42

Prior U.S. Cls.: 100 and 101
o s A Reg. No. 3,195,410

United States Patent and Trademark Office Registered Jan, 9, 2007

SERVICE MARK
PRINCIPAL REGISTER

TRIAL LAWYERS FOR THE INJURED

GORDON & DONER, P.A, (FLORIDA PROFES- FIRST USE 1-1-2001; IN COMMERCE 1-1-2001,
SIONAL ASSOCIATION)

4114 NORTHLAKE BOULEVARD

PALM BEACH GARDENS, FL 33410 SER. NO. 76-521.446, FILED 6-11-2003.

FOR: LEGAL SERVICES, IN CLASS 42 (U.S. CLS.
100 AND 101). ' 6 SONYA STEPHENS, EXAMINING ATTORNEY
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ATTORNEYS AT LAW

Fort Lauderdale Esperante Butlding

Jacksonville 222 Lakeview Avenue, Suite 400
Miami West Palm Beach, Florida 33301-6183
Orlando

Post Office Box 3188 mail

Fallahassee West Patm Beach, Florida 334023188
fampa
Washington, DC www.akerman.com

“l < »
est Palm Beach 561 653 5000 tel 561 659 6313 fax

Express Mail Label No. EV613369325US

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

RE: U.S, Service Mark Application Serial No, 76/521446
TRIAL LAWYERS FOR THE INJURED
Our Reference Number: 7532-1

Dear Sir:

Please find enclosed for filing in the United States Patent and Trademark Office the
following documents:

« Response to Notice of Suspension
Declaration Under 37 C.F.R. §2.20
One Postcard

If there is any deficiency in fees, please charge the cost te our Deposit Account No.
500951. This Transmittal Letter is submitted in duplicate.

Respectfully submitted,

Date: %/I 7"/& 5 ,/7/”'\————
Tt J. Kodman Steele, Jr.

Registration No. 25,931
AKERMAN SENTERFITT
222 Lakeview Avenue, 4th Floor
West Palm Beach, FL 33401-6183
Telephone: 561-653-5000
Facsimile: 561-659-6313

1WP222788:1) VA A

03-16-2005

U S Patant & TMOfe/TM Mail Rept Dt #72
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ATTORNEYS AT LAW

Fort Laudercdale Esperante Building

Jocksonville 222 Lakeview Avenue, Suite 400
Miarni West Palm Beach, Florida 33401-6183
Orlando

Tallaha Post Oftice Box 3138 mail
Tampz Sl ‘West Palm Beach, Florida 33402-3188

Washington, DC www.akerman.com

W
cstPalobeach 561653 5000 el 561 659 6313 fax

Express Mail Label No. EV613369325US

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

RE: U.S. Service Mark Application Serial No. 76/521446
TRIAL LAWYERS FOR THE INJURED
QOur Reference Number: 7532-1

Dear Sir:

Please find enclosed for filing in the United States Patent and Trademark Office the
following documents:

= Response to Notice of Suspension
e Declaration Under 37 C.F.R. §2.20
¢ One Postcard

If there is any deficiency in fees, please charge the cost to our Deposit Account No.
500951, This Transmittal Letter is submitted in duplicate.

Respectfully submitted,

Date: 3//;’/03/ %
-t J. Rodman Steele, Jr.

Registration No. 25,931
AKERMAN SENTERFITT
222 Lakeview Avenue, 4th Floor
West Palm Beach, FL 33401-6183
Telephone: 561-653-5000
Facsimile: 561-659-6313

(WP222788;1}



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re: Application of Gordon & Doner, P.A.
Serial No: 76/521446 Trademark Attorney: Sonya B. Stephens
Filed: June 11, 2003 Law Office: 108

For: TRIAL LAWYERS FOR THE INJURED

RESPONSE TO NOTICE OF SUSPENSION

Fxpress Mail Label No. EV613369325US

Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451
Madam:

On August 23, 2004, the Examining Attorney suspended prosecution on the merits of the
subject Application, pending the outcome of Applicant's Petition to Cancel Registration
No. 1,586,344,  As Applicant's atlomey confirmed with the Examining Attorney on
March 2, 2005, the subject Petition has been granted in Applicant's favor, and Registration
No. 1,586,344 has been canceled, thus effectively eliminating the Examining Attorney's
likelihood of confusion refusal.

Applicant will now respond to the Examining Attorney's descriptiveness refusal. In
answer to this refusal, Applicant hereby amends its Application to be one of registration under
Trademark Act Section 2(f) based upon the combination of years of use and the amount of
advertising used to promote the mark.

Applicant encloses herewith the Declaration of Robert E. Gordon, President of Gordon &

Doner, P.A_, attesting to the fact that the mark has been used for longer than four years and that

IWP2227RK:E)



approximately two mitlion dollars has been spent to display the mark to the public in a variety of
ways, including television and radio, print media, yellow pages, web site usage, and billboard
advertising.

A five year time period is considered an acceptable period of time for a mark to be before
the public and to successfully achieve secondary meaning. Applicant has used its Service Mark
for four years and two months. In addition, Applicant's considerable advertising expenditures
with respect to the Service Mark amount to approximately two million dollars. This certainly
should be considered sufficient to establish secondary meaning for the mark.

As the descriptiveness refusal is the only outstanding matter, it is Applicant’s belief that
in view of the amendment to Section 2(f), the Application should now be in condition for

allowance. Prompt publication of the mark is now requested.
Respectfully submitted,

e

e

Date: 2/ S o e
J. Redfnan Steele, Jr.
Registration No. 25,931
Akerman Senterfitt
222 Lakeview Avenue, Fourth Floor
West Palm Beach, Florida 33401-6183
Telephone No: (561) 653-5000
Docket No: 7532-1 Facsimile: (561) 659-6313

{WP222788.1}



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re; Application of Gordon & Doner, P.A.
Serial No: 76/521446 Trademark Attorney: Sonya B. Stephens
Filed: June 11, 2003 Law Office: 108

For: TRIAL LAWYERS FOR THE INJURED

Express Mail Label No. EV613369325U8
Commissioner for Trademarks

P.0O. Box 1451
Alexandria, VA 22313-1451

DECLARATION UNDER 37 C.F.R. § 2.20

Robert E. Gordon, President of Gordon & Doner, P.A., of 4114 Northlake Boulevard,
Suite 200, Palm Beach Gardens, Florida 33410, a Florida professional association, declares that
the Service Mark "TRIAL LAWYERS FOR THE INJURED" has been used continually on a
variety of advertisements since January 1, 2001.

The expenditures for the advertisements which present the Service Mark to the public
over the four-plus year period is approximately two million dollars. The Service Mark has been
used on television, on radio, in print media, in the yeilow pages, on the internet, and on
billboards.

Thus, Applicant believes the "TRIAL LAWYERS FOR THE INJURED" Service Mark
has become distinctive of the services through Gordon & Doner, P.A.'s substantially exclusive

and continuous use in commerce for at least the past four-plus years.

{WP222790;1}



The undersigned, being hereby warned that willful falsc statements and the like so made
are punishable by fine or imprisonment, or both, under 18 U.8.C. 1001, and that such willful
falsc statements may jeopardize the vaiidity of the Application or any resulting Registration,
declares that he is properly authorized to cxecute this Application on behalf of the Applicant; he
believes the Applicant to be the owner of the Service Mark sought to be registered, or, if the
Application is being filed under 15 U.S.C. 1051(b}), 1126(d) or 1126(e), he belicves Applicant to
be entitled to use such mark in commerce; to the best of his knowledge and belief no other
person, firm, corporation, or association has the right to use the mark in commerce, cither in the
identical form thereof or in such near resemblance thereto as to be likely, when used on or in
connection with the goods/services of such other person, to cause confusion, or to cause mistake,
or to deceive; and that all statements made of his own knowledge are true and all statements

made on information and belief are believed to be true.

GORDON & DONER, P.A.

~
Date: 3/10/05 (M/Bﬂoé» 3 Pf?ﬂm

By: Robert E. Gordon, President

7532-1

{WP222790;1)




Int. Cls.: 41 and 42
Prior U.S. Cls.: 100, 101 and 107

Reg. No. 2,865,998
United States Patent and Trademark Office  Registered July 27, 2004
SERVICE MARK
PRINCIPAL REGISTER
ANSWERS FOR THE INJURED

CEGELSKI LEGAL ASSOCIATES, PLLC (NEW FOR: LEGAL SERVICES, IN CLASS 42 (U.S. CLS.

YORK PLLC) 100 AND 101).
500 FIRST FEDERAL PLAZA
ROCHESTER, NY 14614 FIRST USE 12-31-1999; IN COMMERCE 12-31-1999,

FOR: RADIO BROADCAST PROVIDING EDUCA-
TION. ENTERTAINMENT AND INFORMATION SEC. 2(F).

ABOUT LEGAL TOPICS, IN CLASS 41 (US. CLS.
100, 101 ANND 107). SER. NO. 76-405,174, FILED 5-7-2002.

FIRST USE 12-1-1998; IN COMMERCE 12-1-1998. KAREN K. BUSH, EXAMINING ATTORNEY
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Incoming Correspondence Routing Sheet
To: TMEG LAW OFFICE 105 - AWAITING RESPONSE DOCKET

Word Mark: ANSWERS FOR THE INJURED

Serial No: 76405174

[NEAWHRRD

Mail Date: 03062003

L

Doc. Type: Resp-onses to Office Actions

LR

No Fee

RAM Mail Date: 030603

AT RAIA » )




Docket:
20002.000100

In Re Application of

APPLICANT: Frank B. Cegelski

MARK: ANSWERS FOR THE INJURED
SERIAL NO.: 76/405,174

FILING DATE: May 7, 2002

Box:

Commissioner for Trademarks

2900 Crystal Drive

Aslington, VA 22202-3513

Attention: Kare+kK. Bush L™
Trademark Examining Attorney

Law Office 105 .',:‘?;

DECLARATION

1. . Tam Frank B. Cegelski and I am the owner of the subject mark and I hereby
declare and make the following statements in support of the above-referenced

application.

2. Between the period of on or about December 1, 1998 and through the end of
2003 I shall have spent about $360,000 on advertising my legal services using my
mark ANSWERS FOR THE INJURED, hosting a web site that uses the mark, and
radio broadcasts of my program ANSWERS FOR THE INJURED.

3 The above amount includes the following expenditures:
Verizon Yellow Pages and Web site hosting $ 50,000
Newspaper advertisements $ 10,000
Radio airtime $ 48,500

00002714 1
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fo call for
ANY and ALL
serious injuries

Member of:

Association of Tnial Lawyers of America
New York State Trial Lawyers Association
i Monroe County Bar Association
American Bar Association

Graduate of:

Georgetown University Law

Hobart College

Al e LI

"Intelligenr accessible, compassmrmte legal counsel”

afclich

Asoc:ates, PLLC
500 First Federal Plaza = Rochester, NY 14614

Legal

The size of your recovery...
will depend largely on the aggressiveness,
thoroughness, experience, skill and qualifi-
cations of your attorney.

Our accomplished team possesses the
knowledge expenence and financial resourc-
es to represent you effectively, whether it's
in or out of court.

You've béen through enough heartache.
Now, let us focus clearly on one objective...

Getting you the maximum possible
recovery allowed by law. _

Call now for your FREE consultation...

S8-11TE1%

As.hear& on it
ROCHESTER

,Aa‘sswa s

www. Answers ForThe Injured.com

o

%l © Frank Cegelski 2002
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{|CERTIFICATE OF MAILING BY FIRST CLASS MAIL (37 CFR 1.8) Docket No.
Applicant(s): Frank B. Cegelski 20002.000100
Serial No. Filing Date Examining Attorney Law Office
76/405,174 May 7, 2002 Karen K. Bush 105

Service Mark:  ANSWERS FOR THE INJURED

Yhereby certify that this  Declaration with Copies of Marks in Use (totalle pages)

. (Tdentify type of cor dence}
is, being deposited with the U.S. Postal Service as first class mail under 37 C.F.R. 1.8 and is addressed to the
Assistant Commissioner for Trademarks, 2900 Crystal Drive, Arlington, Virginia 22202-3513 on:

March 4, 2003
(Date)

Penny P. Clements

Sy (Typed wf Person Mailing Correspondence)
g MJ M

(Signature ?{'Person n@h‘ag Cosespondence)

Note: Each paper must have its own certificate of mailing.
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Frontier White and

Yellow Pages (Rochester

Canandaigua, New York) $260,000
Advertising agency fees $ 3,000.

4. 1 have used the mark since at least December 1, 199 8. Attached is a copy of a
phone book advertisement that was distributed on or before December 1, 1998 for use
in the time period of November 1998 through November 1999. Attached are copies
of selected white and yellow page advertisements and my Web site that show my use
of the mark ANSWERS FOR THE INJURED during the time periods described

--above.

5: 1 declare further that all statements made herem of my ¢ own knowledge are
true; that all statements made herein on information and behef are believed to be true;
and further that these statements were made with the knowledge that willful false
statements and the like are punishable by fine or :mpnsonment or both, under Section
1001 of Tltle 18 of the United States Code and that such wﬂlful false statements may
jeopardize the validity of this application or document a.nd any registration resulting

there from.

Dated: B/L-{' 03 © By

" Frank B. @hki




Int. Cl.: 42
Prior U.S. Cls.: 100 and 101
Reg. No. 2,779,624

United States Patent and Trademark Office  repistered Nov. 4, 2003

SERVICE MARK
PRINCIPAL REGISTER

JUSTICE FOR THE INJURED

GORDON, EDELSTEIN, KREPACK, GRANT. FIRST USE 7-1-1999: IN COMMERCE 7-1-1999.
FELTON. & GOLDSTEIN (PARTNERSHIP)

3580 WILSHIRE BLVD

SUITE 1800 o

LOS ANGELES. CA 50010 SER. NO. 78-180,238, FILED 10-30-2002.
FOR: LEGAL SERVICES, IN CLASS 42 (U.S. CLS.

100 AND 101). MICHAEL LEVY, EXAMINING ATTORNEY




nited States of Yy,

Wnited States Patent and Trabemark Office Q

Reg. No. 3,863,850

TRAINED BY INSURANCE
COMPANIES, FIGHTING FOR
THE INJURED

l AW OFFICE OF CHELSIE M. LAMIE, PA. (FLORIDA CORPORATION)

JITE 402
Registered Oct. 19, 2010 1497 MAIN STREET

Int. CL: 45

SERVICE MARK
PRINCIPAL REGISTER

Dizecior of the Lnited Stes Putentand Irademark Office

DUNEDIN. FL 34698
FOR: LIEGAL SERVICES, IN CLASS 45 (U8, CLS. 100 AND 101},
FIRST USE 1-16-2010;, IN COMMERCE 1-16-2010.

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, SIZE, OR COLOR.

SER. NO. 77-957.272, FILED 3-12-2010.

ASMAT KHAN, EXAMINING ATTORNEY
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