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Applicant respectfully requests reconsideration by the Examining Attorney of the final rejection of the
present application.
A likelihood of confusion determination under Section 2(d) is based on an analysis of all of the
| probative facts in evidence that are relevant to the thirteen factors set forth in /n re E.1. DuPont
DeNemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 367 (CCPA 1973). Whether a likelihood of
confusion exists is a question of law based on underlying facts and evidence. In re Dixie Restaurants,
Inc., 105 F.3d 1405, 1406, 41 USPQ2d 1531, 1533 (Fed. Cir. 1997). Moreover, "not all of the DuPont
factors are relevant or of similar weight in every case." Opryland USA Inc. v. Great Am. Music Show,
970 F.2d 847, 850, 23 USPQ2d 1471, 1473 (Fed. Cir. 1992). The various DuPont factors "may play
more or less weighty roles in any particular determination." In re Shell Oil, 992 F.2d 1204, 1206, 26
USPQ2d 1687, 1688 (Fed. Cir. 1993).
Further, any one of the factors may control a particular case. DuPont, 476 F.2d at 1361-62, 177
USPQ at 567. In numerous cases, both the Board and courts have held that the weakness of the cited
mark(s) can be a determinative factor in a likelihood of confusion analysis. See Lioyd's Food Products,
Inc. v. Eli's, Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir. 1993)(finding the Board erred in failing to
consider evidence of third-party use of mark in determining likelihood of confusion); /n re Broadway

Chicken, Inc., 38 USPQ2d 1559, 1564 (TTAB 1996)(extensive third-party use evidence supports a



finding of no likelihood of confusion).

As detailed below, the most relevant and controlling DuPont factors in this case are: (1) the
dissimilarities between the relevant services of the marks (as detailed in Applicant's prior response); and
(2) the significant number of similar CATCHFIRE-formative marks in use for related goods/services.
When the most relevant DuPont factors are considered in relation to Applicant’s CATCHFIRE Mark,

' they weigh in Applicant’s favor.

Evidence of third-party use of similar marks for similar goods/services is relevant to show that a
mark is weak and entitled to only a narrow scope of protection. Palm Bay Imports Inc. v. Veuve
Clicquot Ponsardin Maison Fondee En 1772, 386 F.3d 1369, 73 USPQ2d 1689, 1693 (Fed. Cir. 2005),
citing J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 11:88 (4 ed.
2001)("Evidence of third party use of similar marks on similar goods is admissible and relevant to show
that the mark is relatively weak and entitled to only a narrow scope of protection."); General Mills, Inc.
v. Kellogg Co., 824 F.2d 622, 626-27 (8th Cir. 1987)("evidence of third party usage of similar marks on
similar goods is admissible and relevant to show that the mark is relatively weak and entitled to a
narrower scope of protection."); Lloyd's Food Products, Inc. v. Eli's, Inc ., 987 F.2d 766, 25 U.S.P.Q.2d
2027 (Fed. Cir. 1993)(Summary judgment finding a likelihood of confusion was reversed, the Board
held to have erroncously rejected the argument of weakness evidenced by third party phone book
listings).

In this case, the evidence demonstrates numerous third party uses of "CATCHFIRE" for services

that are as related to the services of the '064 registration as those of the present application, including

the following:

-CATCHFIRE MARKETING in Centennial, Colorado (catchfiremarketing.com) for marketing
“services for real estate, mortgage, and insurance professionals (Exhibit 1). The web site notes that the
company has been in business for over eight years;

-CATCHFIRE INTERNET MARKETING SUCCESS PRINCIPALS for internet marketing
services specializing in the health and beauty industry in Dallas, Texas (Exhibit 2);

-CATCHFIRE CAFE in Englewood, Colorado (catchfirecafe.com) for business development
services (Exhibit 3); and

-CATCHFIRE LEARNING SOLUTIONS (catchfirelearning.com) for business consultation



services (Exhibit 4).

The coexistence of these "CATCHFIRE" businesses (including that of the '064 registration)
clearly demonstrates that consumers can distinguish among marks containing the term CATCHFIRE for
; marketing-related services. The fact there are so many marks comprised of or containing the term
 CATCHFIRE for marketing-type services, confirms the conclusion that the public is accustomed to

encountering different entities using CATCHFIRE formative marks in this field, and they are educated
- enough to rely on minor differences in the marks to distinguish them.

Based on this evidence of prior third party registration of CATCHFIRE marks for related goods
and services, there is no question that the cited mark "CATCHFIRE" registration is "weak" and "not
entitled to a broad scope of protection." Moreover, under the prevailing case law, this "significant
factor" weighs heavily against a finding of likelihood of confusion.

Applicant’s extensive third-party registration evidence demonstrates that consumers who
purchase marketing-related services have been conditioned to look to the other elements of the marks,
such as different spellings, additional words, transposition of terms, etc. as a means of distinguishing
between them. See McCarthy, § 11.88. In this case, consumers have been conditioned to recognize
minor differences to distinguish between the numerous CATCHFIRE-formative marks. Just as the
Registrant's has been allowed to register in view of these previous marks, Applicant’s current

“CATCHFIRE MEDIA” mark should be allowed to coexist and be registered.
For all of these reasons, in addition to the differences between the marks themselves and
respective services (as outlined in detail in Applicant's last response), Applicant respectfully requests

that the Examining Attorney withdraw the refusal to register under Section 2(d).

EVIDENCE SECTION

i

. EVIDENCEFILENAME®)
ORIGINAL PDF FILE | evi_65125135254-152033041_._Catchfire.Exh._1.pdf

B CONVER’VT.EDk PDF ‘ | |

FILE(S) \TICRS\EXPORT1I\IMAGEOUT11\778\206\77820681\xm! 1\RFR0002.JPG
(8 pages) |

\TICRS\EXPORT1I\IMAGEOUT11\778\206\7782068 1\xmI1\RFR0003.JPG

i



\\TICRS\EXPORTI INIMAGEOUT11\778\206\77820681\xml1\RFR0004.JPG
\\TICRS\EXPORTI l\IMAGEOUTl 1\778\206\7782068 1\xm11\RFR0005.JPG
\\TICRS\EXPORTl 1\IMAGEOUT1 1\778\206\7782068 l\xmll\RF R0006 JPG

\\TICRS\EXPORTI l\IMAGEOUTl 1\’7'78\206\77820681\xm11\RFR0007 JPG \

WTICRS\EXPORT11\IMAGEOUT11\778\206\7782068 1\xmI1\RFR0008.JPG
WTICRS\EXPORT1INIMAGEOUT11\778\206\77820681\xml1\RFR0009.JPG
ORIGINAL PDF FILE ev1 65125135254 152033041 _Catchfire.Exh. 2.pdf

CONVERTED PDF

- FILE(S) "\TICRS\EXPORT1I\IMAGEOUT11\778\206\7782068 1\xmI1\RFR0010.JPG

. FILE(S) \TICRS\EXPORT1I\IMAGEOUT11\778\206\7782068 1\xmI1\RFR0013.JPG

|

(3 pages)
\\TICRS\EXPORTl l\IMAGEOUTl 1\778\206\7782068l\xmll\RFROOI 1.JPG
‘k \\TICRS\EXPORTI l\IMAGEOUTl 1\778\206\7782068 l\xmll\RF R0012.JPG
ORIGINAL PDF FILE evi 65125135254 152033041 . Catchfire.Exh._3.pdf

CONVERTED PDF

(3 pages) ;

\\TICRS\EXPORTI 1\IMAGEOUT1 1\778\206\7782068 I\xml1\RFR0014.JPG

\\TICRS\EXPORTl l\IMAGEOUTl 1\7?8\206\7782068 l\xmll\RFROOIS JPG
ORIGINAL PDF FILE  evi | 65125135254 152033041 _Catchfire. Exh._4.pdf

CONVERTED PDF

FILE(S) \\TICRS\EXPORT!INIMAGEOUT1 1\778\206\7782068 1\xml1\RFR0016.JPG
(l page)

ED&SS;I\JI;TS(}:&EF Coples of third party "CATCHFIRE" web sites

SIGNATURE SECTION

RESPONSE SIGNATURE /wendy k marsh/

SIGNATORY'S NAME . Wendy K. Marsh

SIGNATORY'S
 POSITION Attorney of record, Iowa bar member
DATE SIGNED 10/13/2010

AUTHORIZED

SIGNATORY YES

: CONCURRENT APPEAL | NO

 NOTICE FILED ;

FILINC INFORMATION SECTION



. SUBMIT DATE ‘Wed Oct 13 15:44:07 EDT 2010

' USPTO/RFR-65.125.135.254-
. 120101013154407745947-7182
TEAS STAMP - 0681-470cd6992ed9c816205¢
- flded6dd2a9d17-N/A-N/A-20

- 101013152033041883

Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 77820681 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Applicant respectfully requests reconsideration by the Examining Attorney of the final rejection of the
present application.

A likelihood of confusion determination under Section 2(d) is based on an analysis of all of the
probative facts in evidence that are relevant to the thirtcen factors set forth in /n re E.I. DuPont
DeNemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 367 (CCPA 1973). Whether a likelihood of
confusion exists is a question of law based on underlying facts and evidence. In re Dixie Restaurants, Inc
., 105 F.3d 1405, 1406, 41 USPQ2d 1531, 1533 (Fed. Cir. 1997). Moreover, "not all of the DuPont factors
are relevant or of similar weight in every case." Opryland USA Inc. v. Great Am. Music Show, 970 F.2d
847, 850, 23 USPQ2d 1471, 1473 (Fed. Cir. 1992). The various DuPont factors "may play more or less
weighty roles in any particular determination." In re Shell Oil, 992 F.2d 1204, 1206, 26 USPQ2d 1687,
1688 (Fed. Cir. 1993).

Further, any one of the factors may control a particular case. DuPont, 476 F.2d at 1361-62, 177
USPQ at 567. In numerous cases, both the Board and courts have held that the weakness of the cited

mark(s) can be a determinative factor in a likelihood of confusion analysis. See Lloyd's Food Products,



Inc. v. Eli's, Inc ., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir. 1993)(finding the Board erred in failing to
consider evidence of third-party use of mark in determining likelihood of confusion); In re Broadway
Chicken, Inc., 38 USPQ2d 1559, 1564 (TTAB 1996)(extensive third-party use evidence supports a finding
of no likelihood of confusion).

As detailed below, the most relevant and controlling DuPont factors in this case are: (1) the
dissimilarities between the relevant services of the marks (as detailed in Applicant's prior response); and
(2) the significant number of similar CATCHFIRE-formative marks in use for related goods/services.
When the most relevant DuPont factors are considered in relation to Applicant’s CATCHFIRE Mark,
they weigh in Applicant’s favor.

Evidence of third-party use of similar marks for similar goods/services is relevant to show that a
mark is weak and entitled to only a narrow scope of protection. Palm Bay Imports Inc. v. Veuve Clicquot
Ponsardin Maison Fondee En 1772, 386 F.3d 1369, 73 USPQ2d 1689, 1693 (Fed. Cir. 2005), citing J.
Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 11:88 (4 ed. 2001)("Evidence
of third party use of similar marks on similar goods is admissible and relevant to show that the mark is
relatively weak and entitled to only a narrow scope of protection."); General Mills, Inc. v. Kellogg Co.,
824 F.2d 622, 626-27 (8t Cir. 1987)("evidence of third party usage of similar marks on similar goods is
admissible and relevant to show that the mark is relatively weak and entitled to a narrower scope of
protection."); Lloyd's Food Products, Inc. v. Eli's, Inc ., 987 F.2d 766, 25 U.S.P.Q.2d 2027 (Fed. Cir.
1993)(Summary judgment finding a likelihood of confusion was reversed, the Board held to have
erroneously rejected the argument of weakness evidenced by third party phone book listings).

In this case, the evidence demonstrates numerous third party uses of "CATCHFIRE" for services
that are as related to the services of the '064 registration as those of the present application, including the

following:

-CATCHFIRE MARKETING in Centennial, Colorado (catchfiremarketing.com) for marketing
services for real estate, mortgage, and insurance professionals (Exhibit 1). The web site notes that the
company has been in business for over eight years;

-CATCHFIRE INTERNET MARKETING SUCCESS PRINCIPALS for internet marketing
services specializing in the health and beauty industry in Dallas, Texas (Exhibit 2);



-CATCHFIRE CAFE in Englewood, Colorado (catchfirecafe.com) for business development
services (Exhibit 3); and

-CATCHFIRE LEARNING SOLUTIONS (catchfirelearning.com) for business consultation
services (Exhibit 4).

The coexistence of these "CATCHFIRE" businesses (including that of the '064 registration)
clearly demonstrates that consumers can distinguish among marks containing the term CATCHFIRE for
marketing-related services. The fact there are so many marks comprised of or containing the term
CATCHFIRE for marketing-type services, confirms the conclusion that the public is accustomed to
encountering different entities using CATCHFIRE formative marks in this field, and they are educated
enough to rely on minor differences in the marks to distinguish them.

Based on this evidence of prior third party registration of CATCHFIRE marks for related goods
and services, there is no question that the cited mark "CATCHFIRE" registration is "weak" and "not
entitled to a broad scope of protection." Moreover, under the prevailing case law, this "significant factor"
weighs heavily against a finding of likelihood of confusion.

Applicant’s extensive third-party registration evidence demonstrates that consumers who purchase
marketing-related services have been conditioned to look to the other elements of the marks, such as
different spellings, additional words, transposition of terms, etc. as a means of distinguishing between
them. See McCarthy, § 11.88. In this case, consumers have been conditioned to recognize minor
differences to distinguish between the numerous CATCHFIRE-formative marks. Just as the Registrant's
has been allowed to register in view of these previous marks, Applicant’s current “CATCHFIRE
MEDIA” mark should be allowed to coexist and be registered.

For all of these reasons, in addition to the differences between the marks themselves and
respective services (as outlined in detail in Applicant's last response), Applicant respectfully requests that

the Examining Attorney withdraw the refusal to register under Section 2(d).

EVIDENCE

Evidence in the nature of Copies of third party "CATCHFIRE" web sites has been attached.
Original PDF file:

evi_65125135254-152033041_._Catchfire.Exh._1.pdf




Converted PDF file(s) (8 pages)

Evidence-1

Evidence-2

Evidence-3

Evidence-4

Evidence-5

Evidence-6

Evidence-7

Evidence-8

Original PDF file:
evi_65125135254-152033041_._Catchfire.Exh._2.pdf
Converted PDF file(s) (3 pages)

Evidence-1

Evidence-2

Evidence-3

Original PDF file:
evi_65125135254-152033041_._Catchfire. Exh._3.pdf
Converted PDF file(s) (3 pages)

Evidence-1

Evidence-2

Evidence-3

Original PDF file:
evi_65125135254-152033041_._Catchfire. Exh. 4.pdf
Converted PDF file(s) (1 page)

Evidence-1

SIGNATURE(S)

Request for Reconsideration Signature

Signature: /wendy k. marsh/  Date: 10/13/2010
Signatory's Name: Wendy K. Marsh

Signatory's Position: Attorney of record, Iowa bar member

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.

Serial Number: 77820681
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FirstName *

LastName *
Email *

Wabsite * |

| ;Give-Me A'FREE Website

We Specialize in the Health and Beauty Industry in Internet Marketing and |
iConsulting! We offer different levels of coaching for your business on the
7 Core Internet Marekting Principals.

Top 7 Core Internet Marketing Principals
‘éResearch Niches, Keywords and Terms for SEQO
‘&Website Design and Maintenance
¥ Search Engine Optimization (SEO)

R ¥ social Media Marketing

Sf‘\’rgﬂglgg M'jabili, ‘ ¢
ub SignUp g

Sign up tor Catchtirg . & Email Marketlng

Coaching mobil VIR club, . \ﬁ”
L ¥ Video Marketing

¥’ Client Notification

é As a Laader in the Health & Beauty Industry and a chlropractic/med-spa business consultant, I'l help you discover ,b
100% Guaranteed Mathod of bullding tha Profitable Practice, Medi-Spa, or Anti-aging Business you've always dreamed §
f§about... No Matter How Much Experience You Havel :

it you've been searching for a shortcut 1o achieving your personal and professlonal goals, then | urgs you to lack
the door, take the phone off the hook, and carefully sludy every single word on this page... (Yes, It's Thal importantl)

Bl See What Kristi Frank of Donald Trump's 1st Apprentise Series Says About Dr.
_Chandler George's New Book :

http://catchfirecoaching.com/ 10/13/2010
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? Cdt-:l}:?re Internel M kelingimu{l
Catehlice Internet Markoling] Dallas, TX
Catc hf re Office: 817'5)39.54;5 | Fax 817,490.1'131 !
H Email: info@carchiireconchiug.com !
I n t e rn et M a rketl n 9 € 2010 Grorge & Assoviates Consulting. Al Rights Researved. !

Click Buy Now for Dr. Chandler George's
Internet and Soclal Madla Markeling For Doctors Book

Sign Up For Qur Frae Catchfire Internst Marketing Newsletter Pack Full of Tips, New Trends, How To's, We do
not sell or give out your Informatlon.

Fill out to recieve FREE Catchtire Internet Marketing Newsletter

First Name *

http://catchfirecoaching.com/

10/13/2010
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CatchFire Cafe - Feed Your Brain
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