
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA403395
Filing date: 04/12/2011

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 77809223

Applicant Hershey Chocolate & Confectionery Corpor

Correspondence
Address

Paul C. Llewellyn
Kaye Scholer LLP
425 Park Avenue
New York, NY 10022
UNITED STATES
pllewellyn@kayescholer.com, jeischeid@kayescholer.com

Submission Appeal Brief

Attachments 2011.04.12 Applicant's Appeal Brief.pdf ( 26 pages )(122008 bytes )
Ex. 1.pdf ( 10 pages )(481044 bytes )
Ex. 2.pdf ( 67 pages )(1929737 bytes )
Ex. 3.pdf ( 32 pages )(1256027 bytes )
Ex. 4.pdf ( 6 pages )(208480 bytes )
Ex. 5-01.pdf ( 30 pages )(307649 bytes )
Ex. 5-02.pdf ( 30 pages )(1364971 bytes )
Ex. 5-03.pdf ( 30 pages )(1305927 bytes )
Ex. 5-04a.pdf ( 18 pages )(1582681 bytes )
Ex. 5-04b.pdf ( 10 pages )(1300205 bytes )
Ex. 5-05.pdf ( 12 pages )(1385375 bytes )
Ex. 5-06.pdf ( 30 pages )(1681394 bytes )
Ex. 5-06a.pdf ( 15 pages )(989966 bytes )
Ex. 5-06b.pdf ( 15 pages )(892555 bytes )
Ex. 5-07.pdf ( 40 pages )(1611550 bytes )
Ex. 5-08.pdf ( 31 pages )(1337775 bytes )
Ex. 6-01.pdf ( 35 pages )(1172091 bytes )
Ex. 6-02.pdf ( 44 pages )(1549695 bytes )
Ex. 7-01.pdf ( 30 pages )(1537454 bytes )
Ex. 7-02.pdf ( 32 pages )(1481498 bytes )
Ex. 7-02a.pdf ( 15 pages )(765861 bytes )
Ex. 7-02b.pdf ( 17 pages )(904964 bytes )
Ex. 8a.pdf ( 8 pages )(407127 bytes )
Ex. 8b.pdf ( 6 pages )(1270723 bytes )
Ex. 9.pdf ( 6 pages )(446432 bytes )
Ex. 10.pdf ( 2 pages )(253351 bytes )
Ex. 11-1a.pdf ( 9 pages )(990513 bytes )
Ex. 11-1b.pdf ( 13 pages )(931293 bytes )
Ex. 11-2a.pdf ( 20 pages )(1131154 bytes )
Ex. 11-2b.pdf ( 20 pages )(1232197 bytes )
Ex. 11-3a.pdf ( 20 pages )(1157573 bytes )
Ex. 11-3b.pdf ( 20 pages )(1249631 bytes )
Ex. 11-4a.pdf ( 15 pages )(987092 bytes )
Ex. 11-4b.pdf ( 17 pages )(847905 bytes )

Filer's Name Paul C. Llewellyn

Filer's e-mail pllewellyn@kayescholer.com, kyle.gooch@kayescholer.com,
jeischeid@kayescholer.com

Signature /Paul C. Llewellyn/

Date 04/12/2011



32113901.DOC 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
TRADEMARK TRIAL AND APPEAL BOARD 

In re Application of: Hershey Chocolate & Confectionary Corporation 
 

Application No.: 77/809223  
 

Filed:   August 20, 2009 
 

Mark:  

 

 

APPLICANT’S APPEAL BRIEF 

 

 

  
 

 
Paul C. Llewellyn 
Victoria Haje 
Kyle D. Gooch 
KAYE SCHOLER LLP  
425 Park Avenue 
New York, NY 10022 
Phone: (212) 836-7828  
Fax: (212) 836-8689 
 
John P. Rynkiewicz  
KAYE SCHOLER LLP  
901 Fifteenth Street, NW  
Washington, DC 20005  
Phone:  (202) 682-3671  
 
Attorneys for Applicant



32113901.DOC 1 

INDEX OF CASES 

 Page(s) 
CASES 

Black & Decker, 81 USPQ2d at 1842 ......................................................................................21, 22 

Busch Entm’t Corp., 60 USPQ2d 1130 (TTAB 2000) ..................................................................22 

Callaway Golf Co. v. Golf Clean, Inc., 915 F. Supp. 1206 (M.D. Fla. 1995) ...............................22 

Cartier, Inc. v. Four Star Jewelry Creations, Inc., 348 F. Supp. 2d 217  
(S.D.N.Y. 2004) ...........................................................................................................13, 17, 20 

Co-Rect Prods., Inc. v. Marvy! Adver. Photography, Inc., 780 F.2d 1324 (8th Cir. 1985) ...........23 

Coach Servs. Inc. v. Triumph Learning LLC, 96 USPQ 1600 (TTAB 2010) ................................21 

Fuddruckers, Inc. v. Doc’s B.R. Others, Inc., 826 F.2d 837 (9th Cir. 1987) .................................13 

Gen. Foods Corp. v. MGD Partners, 224 USPQ 479 (TTAB 1984) ............................................22 

In re the Black & Decker Corp., 81 USPQ2d 1841 (TTAB 2006) ................................................21 

In re Boston Beer Co., 198 F.3d 1370 (Fed. Cir. 1999).................................................................22 

In re Chesebrough-Pond’s, Inc., 224 USPQ 967 (TTAB 1984) ...................................................13 

In re Dietrich, 91 USPQ2d 1622 (TTAB 2009) ............................................................................20 

In Re Haggar Co., 217 USPQ 81 (TTAB 1982)......................................................................22, 24 

In re Honeywell Inc., 8 USPQ2d 1600 (TTAB 1988) ...................................................................13 

In re Morton-Norwich Prods., Inc., 671 F.2d 1332 (C.C.P.A. 1982) .................................... passim 

In re Pingel Enter. Inc., 46 USPQ2d 1811 (TTAB 1998) .............................................................20 

In re Psygnosis Ltd., 51 USPQ2d 1594 (TTAB 1999) ....................................................................9 

In re Thomas Nelson, Inc., 97 USPQ2d 1712 (TTAB 2011) ...................................................21, 24 

In Re UDOR U.S.A., Inc., 89 USPQ2d 1978 (TTAB 2009) ....................................................15, 20 

In Re Weber-Stephen Prods. Co., 3 USPQ2d 1659 (TTAB 1987) ................................................15 

In Re Zippo Mfg. Co., 50 USPQ2d 1852 (TTAB 1999) ..........................................................15, 19 

KeyStone Retaining Wall Sys., Inc. v. Westrock, Inc., 997 F.2d 1444 (Fed. Cir. 1993) ................13 



 

32113901.DOC 2 

McNeil-PPC v. Granutec, Inc., 919 F. Supp. 198 (E.D.N.C. 1995) ..............................................23 

Monsieur Henri Wines, Ltd. et al. v. Duran, 204 USPQ 601 (TTAB 1979) .................................23 

Nat’l Pork Board v. Supreme Lobster & Seafood Co., 96 USPQ2d 1479 (TTAB 2010) ..............10 

Nautilus Group, Inc. v. Icon Health & Fitness, Inc., 372 F.3d 1330 (Fed. Cir. 2004) ..................21 

Tone Bros., Inc. v. Sysco Corp., 28 F.3d 1192 (Fed. Cir. 1994) ....................................................23 

TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23 (2001) ..........................................13, 15 

Valu Eng’g, Inc. v. Rexnord Corp., 278 F.3d 1268 (Fed. Cir. 2002) .............................................19 

Vision Sports, Inc. v. Melville Corp., 888 F.2d 609 (9th Cir. 1989) ..............................................23 



 

32113901.DOC 3 

Applicant Hershey Chocolate & Confectionary Corporation (“Applicant” or “Hershey”) appeals 

from the Examining Attorney’s final refusal to register Applicant’s trademark (the “Hershey’s Bar 

Design”) on the grounds that the Applicant’s mark is a functional, non-distinctive configuration of goods 

under Trademark Act Sections 1, 2 and 45.  The only stated bases for the final refusal are that (1) in the 

Examining Attorney’s view, the Hershey’s Bar Design purportedly is functional because one feature of 

the design mark is functional, despite the absence of any evidence that all of the mark’s features, or the 

overall combination of features, are functional; and (2) the Examining Attorney is not persuaded that the 

Hershey’s Bar Design has acquired distinctiveness under Section 2(f) of the Trademark Act, despite, inter 

alia, Applicant’s evidence of billions of dollars of sales, extensive nationwide advertising, third-party 

recognition and attempts to plagiarize, and a well-conducted consumer survey showing secondary mean-

ing levels above those previously accepted by the Board and the courts.  Applicant respectfully submits 

that the unrebutted record evidence demonstrates that the applied-for design is non-functional and makes 

out a prima facie case of acquired distinctiveness. 

PRELIMINARY STATEMENT 

The well-known Hershey’s chocolate bar that has been sold throughout the nation for decades is a 

cultural icon.  That chocolate bar consists of the configuration of a rectangular candy bar with twelve (12) 

equally-sized recessed rectangular panels (each of which is of the same dimensional proportions as the 

rectangular bar itself) arranged in a four panel by three panel format with each panel having its own raised 

border.  The overall design is framed by a rectangular border that features a layered, recessed panel effect.  

That configuration – the specific overall combination of features as set forth in the drawing and descrip-

tion of Applicant’s mark – is the Hershey’s Bar Design for which Hershey seeks registration.   

Hershey has submitted substantial evidence that the particular combination of features embodying 

the Hershey’s Bar Design as a whole is not functional and that the mark has achieved acquired distinc-

tiveness.  First, with respect to non-functionality, Hershey’s unrefuted evidence shows that there is no 

competitive advantage to the particular combination of features of the design mark; that countless other 

candy makers offer bars – including segmented bars with divisions for breaking – in a variety of designs 
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that are not the same as the mark; that no utility patent covers the mark; that Hershey has never promoted 

any utilitarian advantages of the mark; and that the product embodying the mark is more expensive and 

difficult to create than alternative designs.  The Examining Attorney’s refusal misconstrues the record 

evidence, improperly focuses on just one feature of the Hershey’s Bar Design (i.e., the existence of 

segments) and, in the end, wholly fails to establish functionality or to refute Hershey’s showing of non-

functionality. 

As for acquired distinctiveness, Hershey’s evidence shows that its products embodying the 

Hershey’s Bar Design have been sold for decades throughout all fifty states; that, since 1998 alone, sales 

have exceeded four billion dollars; that Hershey has spent more than $168 million advertising the design 

mark over the past 25 years; and that over 42% of consumers in a well-conducted survey recognized 

Hershey as the source of the chocolate bar embodying the Hershey’s Bar Design.  The evidence of 

secondary meaning is overwhelming, and the Examining Attorney has failed to refute Hershey’s prima 

facie showing of acquired distinctiveness. 

PROCEDURAL AND FACTUAL BACKGROUND 

Hershey is the owner of Application Serial No. 77/809,223 for its distinctive Hershey’s Bar 

Design mark depicted below for “Candy; Chocolate” (the “Application”) (attached as Exhibit 1): 

 

The Application includes the following description of the mark:  “The mark is a configuration of a candy 

bar that consists of twelve (12) equally-sized recessed rectangular panels arranged in a four panel by three 

panel format with each panel having its own raised border within a large rectangle.”  As the Application’s 

drawing shows, the Hershey’s Bar Design also features as an element that each of the recessed rectangu-

lar panels is roughly of the same dimensional proportions as the large rectangle that forms the outer 
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boundary of the bar.  In addition, the overall design is framed by a rectangular border that features a 

layered, recessed panel effect.  That specific mark, with that specific overall combination of features, is 

the design mark for which Hershey seeks registration. 

The Application was filed on August 20, 2009.  On November 24, 2009, the Examining Attorney 

issued the First Office Action (attached as Exhibit 2), which refused registration on two alleged grounds:  

functionality and lack of distinctiveness.  With respect to functionality, the First Office Action asserted 

that “the shaping of a candy bar into equal sized pieces functions to enable consumers to break the candy 

into bite-sized pieces.”  Ex. 2 at 3.  With respect to distinctiveness, the First Office Action asserted that 

“shaping candy bars so they may be broken into equal bite-sized pieces is common.”  Id. at 4.  The only 

evidence submitted with the First Office Action was internet printouts referring to various candy bars 

being breakable into bite-sized pieces.  None of the evidence addressed the alleged functionality of the 

particular design at issue here, i.e., a design of a rectangular bar with twelve equally-sized recessed rec-

tangular panels (each of which has the same dimensional proportions as the rectangular bar itself) 

arranged in a four panel by three panel format with each panel having its own raised border, all within a 

rectangular border featuring a layered, recessed effect.  The exhibits attached to the First Office Action 

demonstrate that there are a wide variety of designs for segmented candy bars.  See id., attachments 1–54. 

Applicant responded to the First Office Action on May 3, 2010 and presented extensive evidence 

of non-functionality, including the absence of a utility patent covering the Hershey’s Bar Design, the 

absence of advertising promoting any utilitarian advantages of the design, and the existence of a wide 

variety of other designs for segmented candy bars.  The response (attached as Exhibit 3) also presented 

substantial evidence of acquired distinctiveness, including extensive sales and advertising, third party 

recognition and third party attempts to copy the design. 

On May 28, 2010, the Examining Attorney issued the Second Office Action (attached as Exhibit 

4), which did not submit any evidence, and maintained the functionality refusal without any analysis of 

Hershey’s arguments or evidence regarding non-functionality.  In addition, the office action rejected 

Hershey’s evidence of acquired distinctiveness, asserting that the evidence was insufficient because 
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“shaping the candy bars so that they may be broken into equal sized pieces” is a common feature of candy 

bars.  Ex. 4 at 2.  Again, the Examining Attorney viewed the mark as consisting merely of a configuration 

of a candy bar divided into equal sized segments, and ignored the other elements and overall combination 

of elements comprising the mark, including the particular shape, proportionality and number of segments 

and the appearance of raised borders, recessed panels and other elements. 

Applicant filed its response to the Second Office Action on November 25, 2010 (attached as 

Exhibit 5), again arguing against the functionality refusal and claiming acquired distinctiveness.  In sup-

port of its non-functionality argument, Applicant submitted extensive evidence that, under the applicable 

factors, the particular configuration of the Hershey’s Bar Design is not functional.  Among other 

evidence, Applicant showed numerous competing products that do not use the allegedly functional design 

mark, and submitted the Declaration of Volker Kramer, an experienced candy mold maker, who showed 

that the claimed Hershey’s Bar Design is merely one of myriad ways to design a chocolate bar, and does 

not result in a better or less expensive product.  In support of its claim of acquired distinctiveness, 

Applicant submitted survey evidence showing that, even after controlling for “noise,” over 42% of likely 

purchasers identified Hershey as the sole source of a chocolate bar embodying the Hershey’s Bar Design, 

as well as evidence of substantial advertising of the design, enormous sales success, and third party 

recognition of and efforts to plagiarize the mark.  

On December 29, 2010, the Examining Attorney issued a Final Office Action (attached as Exhibit 

6), which reasserted both grounds for refusal. 

THE RECORD EVIDENCE 

The applied-for Hershey’s Bar Design has been in use for more than 42 years.  Hershey began 

manufacturing, distributing, and selling chocolate bars embodying this design in 1968, and has conti-

nuously and exclusively used the design since 1968.  The design has been and is used for Hershey’s well-

known HERSHEY’S milk chocolate bar, as well as other well-known Hershey products such as MR. 

GOODBAR, SPECIAL DARK and COOKIES-N-CREME candy bars.  Declaration of Lois B. Duquette 

dated November 23, 2010 (attached as Exhibit 7) ¶ 4. 
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The Absence Of Evidence Of Functionality, and the  
Evidence of Non-Functionality, of the Hershey’s Bar Design 
 

As set forth in detail in the Declaration of Volker Kramer dated November 23, 2010 (attached as 

Exhibit 8), the Hershey’s Bar Design is not functional.  Mr. Kramer is the owner, President and Chief 

Executive Officer of Agathon GmbH & Co. KG (“Agathon”), which is a leading producer of chocolate 

moulds for large-scale industrial production worldwide and which specializes in designing and producing 

chocolate moulds.  Ex. 8 ¶¶ 2–3.  As Mr. Kramer explains, there are many equally feasible designs used 

by Hershey’s competitors that do not feature most or all of the characteristics at issue in the Hershey’s 

Bar Design, and this particular candy bar design is not cheaper to produce and does not result in a better-

designed candy bar as compared to numerous other alternative designs.  Id. ¶¶ 6–11. 

The particular shapes and combination of the design elements comprising the Hershey’s Bar 

Design do not provide any utilitarian advantage over alternative designs.  For example, if a bar is divided 

into segments, the individual segments do not need to be in the shape, size, number, proportions or confi-

guration embodied in Hershey’s Bar Design.  A segmented bar can have more than twelve segments or 

less than twelve, it could have square or triangular segments instead of rectangular, it could have 

segments that are not proportional to the bar’s overall shape, it could be simply perforated to break into 

pieces, it could have segments arranged in a different way than four by three, and so on.  Nor is there any 

need for the segments to have recessed panels or raised edges or be framed in any overall raised rectan-

gular shape; many segmented bars do not have these features.  Id. ¶ 7. 

Both Mr. Kramer and Ms. Duquette identified a number of chocolate candy bars that are unseg-

mented, or that have segments that are different in shape, size, configuration and/or proportion than those 

of the Hershey design, and/or that have segments that do not include recessed panels or raised edges.  Ex. 

8 ¶ 7 & Ex. B; Ex. 7 ¶ 19.  Indeed, the evidence submitted by the Examining Attorney contains even more 

examples of such raised designs.  Ex. 2, attachments 1–54; Ex. 6, attachments 30, 39, 46, 47. 

Mr. Kramer further explains that the tooling and moulds for the framed segments of the 

Hershey’s Bar Design are more expensive to create than are the tooling and moulds for other chocolate 
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bar designs.  Ex. 8 ¶ 8.  Nor does the design result in lower manufacturing costs as compared to alterna-

tive bar designs.  Id. ¶ 9.  A bar with fewer or more than twelve segments, with square or triangular 

segments, with segments of different proportions, or with segments that do not have recessed panels or 

raised edges, would be no more costly to manufacture than a bar with the Hershey’s Bar Design.  Id. ¶ 10.  

There are many other ways that one could design a chocolate bar other than the Hershey design, without 

giving up any cost or efficiency advantage.  Id. ¶ 11.  Agathon, for example, manufactures moulds for 

many companies that do not involve greater manufacturing costs than bars using the Hershey’s Bar 

Design.  Id. ¶ 10. 

The evidence shows that Hershey has not claimed the applied-for mark in any patent.  Ex. 7 ¶ 5.  

Nor is there any record evidence that the design mark has been claimed in any other patent.  In the Final 

Office Action, the Examining Attorney relied on a portion of Patent No. 1,613,231 (the “’231 Patent”) 

(attached as Exhibit 9), which purportedly “discloses a utilitarian advantage of a feature of the design 

sought to be registered.”  Ex. 6 at 4.1  Specifically, the Examining Attorney cites to the ’231 Patent as 

showing that the “scoring” element on the Hershey’s Bar Design is functional because it makes it easier 

to break the bar into smaller, equal-size pieces.  See Ex. 6 at 2–3.  However, the cited patent does not 

claim a scored candy bar, much less a candy bar in the specific configuration of the Hershey’s Bar 

Design.  Rather, the ’231 Patent claims a method of manufacturing an unscored chocolate bar with 

multiple layers in such a manner that it may be easily cut into segments before it is sold.  See Ex. 9 at 5, 

ll. 10–12 (“After the mat A has been cut into pieces, each pieces will preferably be coated with 

chocolate”); id. at 5, ll. 41–42 (“cutting said mat into pieces of desired size and shape for commercial 

purposes”).  The dotted lines shown in the patent’s figure 1 are not scoring or segments, but are 
                                                 
1  “Heretofore, as far as we are aware, it has been considered impracticable, if not impossible, to cut 

layers of hard, frangible candy of the character of the layer 2 shown in the drawing, for the reason 
that the action of the knives or cutters would break the candy into irregular pieces; and, where it 
is desired to subdivide a layer of such hard, frangible candy into pieces of designed small size, the 
universal practice, so far as we are aware, has been to score said layers on lines corresponding to 
the desired shape and size of the pieces, before it is thoroughly cooled and while it is sufficiently 
plastic that it may be scored without breaking.  The candy is then permitted to cool and may then 
be readily broken into pieces along the lines on which it is scored.”  Ex. 6 at 2–3 (quoting ’231 
Patent at 4, ll. 75–92). 
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“contemplated lines of severance.”  Id. at 4, ll. 45–47; see id. at 5 ll. 7–9 (“the dotted lines . . . indicate the 

lines on which the mat A is to be cut”).  The quoted portion of the ’231 Patent (supra n.1) says only that 

others use scoring to manufacture candy bars.  That is, sheets of frangible candy are sometimes scored as 

they cool so that they may later be cut into individual bars.  This method of manufacture is not relevant to 

the particular combination of elements of Hershey’s segmented candy bar design; it does not involve the 

particular elements of the Hershey’s Bar Design and, moreover, the applied-for design is made with a 

mould, in contrast to the manufacturing method described in the patent.  Nor is the method of using 

segments even claimed in the ’231 Patent, which describes scoring as a prohibitively expensive 

alternative method for manufacturing the type of candy bar at issue in the patent.  See Ex. 9 at 4, ll. 92–

101.  In other words, the patent neither claims, covers, nor discloses a segmented or scored candy bar, nor 

does it shed any light on whether the mark is functional. 

The Examining Attorney also relies on five articles retrieved from a Google® search.2  See Ex. 6 

at 3–4.  Two of the articles describe Hershey products which use the design mark, noting that the scoring 

makes it easy to break off pieces of chocolate.  See id., attachments 27–29, 43–45.  The remaining three 

articles describe third-party products which use scoring.  See id., attachments 30–31, 47–64.  Each of the 

articles cited by the Examining Attorney relates to a single element of the applied-for mark – the division 

of the candy bar into segments.  The articles do not indicate that the applied-for mark’s various other 

elements, such as the overall pattern of scoring, or the overall configuration of the Hershey’s Bar Design 

taken as a whole, are functional.  To the contrary, the articles relating to third-party segmented candy bars 

show that there are a variety of other designs available for scored candy bars. 

The Overwhelming Evidence of Acquired Distinctiveness 

As set forth in the Duquette Declaration, Hershey’s products embodying the applied-for design 

                                                 
2  The Examining Attorney’s search purportedly revealed “thousands of articles,” of which only 

five were attached to his report.  Ex. 6 at 3–4.  Only these five articles are part of the record on 
appeal.  See 37 C.F.R. § 2.142(d); TBMP § 1207.01; In re Psygnosis Ltd., 51 USPQ2d 1594, 
1597–98 (TTAB 1999) (articles found in Examining Attorney’s search, but not attached to the 
Office Action or otherwise made part of the record prior to appeal, will not be considered by the 
Board). 
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are sold throughout all fifty states.  Since 1998 alone, aggregate or total sales to consumers in the United 

States of chocolate products embodying the applied-for design have exceeded $4 billion.  Ex. 7 ¶ 6.  Since 

1986, The Hershey Company, Hershey’s licensee and parent company, has spent more than $186 million 

nationwide in advertising products embodying the applied-for design.  Id. ¶ 7.  These advertisements 

appear in national publications, on national television, on the internet and in several other media outlets, 

and many of them prominently depict the configuration of its chocolate bar or the distinctive individual 

segments of the design.  Id. ¶¶ 8–9 & Ex. A.  There is no evidence in the record that any advertising con-

cerning Hershey’s bars that embody the applied-for design, whether past or present, have promoted the 

design of the bar as having utilitarian advantages over any other configuration.  Id. ¶ 10. 

Hershey also owns an existing registration, No. 3,668,662 (attached as Exhibit 10), for a design 

and word mark in class 30, that consists of the subject design mark, plus “letters spelling ‘Hershey’s’ in 

each recessed panel.”  Ex. 10.  The only difference between the applied-for mark and this existing regis-

tration is the inclusion of the mark “HERSHEY’S” on each chocolate bar segment; that is, the prior 

registration covers both the mark “HERSHEY’S” and the design of the bar.  The Trademark Office did 

not require Hershey to disclaim the design elements of the mark in Registration No. 3,668,662.  Id.3 

Applicant submitted a secondary meaning survey that was conducted Robert L. Klein, a recog-

nized market research expert who has previously been credited by the Board (see, e.g., Nat’l Pork Board 

v. Supreme Lobster & Seafood Co., 96 USPQ2d 1479, 1484 (TTAB 2010)), and that followed accepted 

protocols for the measurement of secondary meaning.  The test cell was shown a bar with the Hershey’s 

Bar Design (without the HERSHEY’S word mark) and the control cell was shown another segmented 

chocolate bar.  After the control cell results were subtracted, over 42% of likely purchasers of chocolate 

bars identified a chocolate bar embodying the applied-for design as emanating from a single source, 

namely Hershey.  See Report of Robert L. Klein dated November 22, 2010 (attached as Exhibit 11) at 2, 

8. 

                                                 
3  Hershey also owns an application, Serial No. 85152425, for a design featuring a single rectangle 

of the Hershey’s Bar Design, which was published for opposition on March 1, 2011. 
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Hershey also submitted evidence that on several occasions, others have attempted to use the 

applied-for design without permission, and that Hershey has taken steps to enforce its rights in the design.  

For example, a brownie baking pan described as a “chocolate bar brownie pan” recently was distributed 

and sold without Hershey’s permission by retailer Williams Sonoma.  Ex. 7 ¶ 12.  On May 11, 2010, 

Hershey brought suit against Williams Sonoma for trademark infringement in the United States District 

Court for the Middle District of Pennsylvania, Civil Action No. 1:10-CV-1011.  Id.  The parties ulti-

mately resolved the dispute pursuant to the terms of a settlement agreement pursuant to which Williams 

Sonoma agreed to pay a license fee in exchange for a limited license of Hershey’s design.  Id. ¶ 12 & Ex. 

B.  Similarly, Hershey’s design was copied by another candy company, R.M. Palmer Candy Co. (“R.M. 

Palmer”), which had produced a chocolate bar with the same configuration as the applied-for design, with 

the addition of a star in each segment.  Id. ¶ 13 & Ex. C.  Hershey objected, and R.M. Palmer agreed to 

cease use of the objected-to design.  Id. ¶ 13.  

Hershey also submitted evidence that the design of Hershey’s chocolate bar has been the subject 

of unsolicited media and other third party recognition.  For example, one website devoted to baking and 

cooking describes the brownie pan sold by Williams Sonoma (which does not include the HERSHEY’S 

trademark) as “use[ing] the iconic look of the chocolate candy bar.”  Id. ¶ 15 & Ex. D.  The writer clearly 

associated the appearance of the pan’s brownies with the “iconic look” of Hershey’s chocolate bars, 

stating that “[w]hether you’re a fan of Hershey’s chocolate bars or not, it’s design is undeniably a classic 

confectionery icon: a flat, rectangular bar divided up into bite-sized pieces . . . .”  Id.  The Williams 

Sonoma brownie pan was featured on another food website where the author described the pan as “like a 

Hershey’s bar with individual brownies.”  Id. ¶ 16 & Ex. E.  Similarly, the configuration of Hershey’s 

product is called to mind by others in a variety of other contexts.  For example, one writer likened the size 

of a “silver metal slug” that is produced by a typesetting machine to “the size and shape of a Hershey’s 

chocolate bar,” while another reporter noted that posters for the Dave Matthews Band, that are “designed 

to look like a Hershey chocolate bar,” were for sale.  Id. ¶ 17 & Ex. F. 

The Examining Attorney submitted no evidence on acquired distinctiveness pertinent to the 
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specific configuration of the Hershey’s Bar Design.  As with the issue of functionality, the Examining 

Attorney submitted some articles referring to the scoring of candy bars, but none suggesting that the par-

ticular configuration of the mark is perceived as utilitarian or not source-identifying.  (And, as noted 

above, the “thousands of articles” referred to by the Examining Attorney are not part of the record, see 

n.2, supra).  The only other material that the Examining Attorney submitted on the issue of acquired 

distinctiveness was a web page in which a visitor commented on Hershey’s enforcement of its rights 

against Williams Sonoma – in effect, an anonymous opinion on what trademark law should protect. 

ARGUMENT 

I. THE EXAMINING ATTORNEY FAILED TO SHOW THAT THE 
HERSHEY’S BAR DESIGN IS FUNCTIONAL 

When a mark is refused registration on functionality grounds, the Examining Attorney must 

establish a prima facie case that the mark sought to be registered is functional, at which point the 

Applicant can overcome the refusal by presenting evidence that rebuts the Examining Attorney’s prima 

facie case.  TMEP § 1202.02(a)(iv).  Here, the Examining Attorney refused to register the design on 

grounds of functionality because a single feature of the design – the scoring of the chocolate bar into 

equal-sized segments – serves a utilitarian purpose.  However, the existence of a single utilitarian feature 

does not establish functionality of the configuration as a whole.  As the proper application of the Morton-

Norwich factors show, the Examining Attorney has failed to establish a prima facie case that the 

Hershey’s Bar Design is functional.  Moreover, even had the Examining Attorney established a prima 

facie case of functionality, Hershey’s evidence would amply rebut any such showing. 

A. The Functionality Doctrine 

The functionality doctrine prevents trademark law, which seeks to promote competition, from 

inhibiting legitimate competition by allowing a producer to control a useful product feature.  A feature is 

functional if it is “essential to the use or purpose of the [product] or when it affects the cost or quality of 

the [product].”  TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 33 (2001); see also TMEP 

§ 1202.02(a)(iii)(A).  However, a mark is not functional where the particular unique combination of 
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elements embodied in the proposed mark does not disadvantage competitors.  Indeed, it is settled that 

even if one or more individual elements of an applied-for design serves a particular function, the overall 

aggregation, relationship and arrangement of the features that comprise the design can be non-functional.  

“When the thing claimed as trade dress or a trademark consists of a combination of individual design 

features, then it is the functionality of the overall combination that controls.  Thus, an overall design 

combination of individually functional items is protectable because while the pieces are individually 

functional, this particular combination of those pieces is not functional.”  McCarthy On Trademarks and 

Unfair Competition § 7:76 (2010); KeyStone Retaining Wall Sys., Inc. v. Westrock, Inc., 997 F.2d 1444, 

1449 (Fed. Cir. 1993) (regarding functionality, jury received appropriate instruction to “consider the 

[trade dress] design as a whole and [] not focus on isolated elements of the design”; holding that the Ninth 

Circuit in Fuddruckers, Inc. v. Doc’s B.R. Others, Inc., 826 F.2d 837, 842 (9th Cir. 1987), was correct in 

stating that the proper inquiry is “whether the whole collection of elements taken together are func-

tional”); In re Chesebrough-Pond’s, Inc., 224 USPQ 967, 968 (TTAB 1984) (where all individual aspects 

are functional, the “overall composite design” can be nonfunctional). 

In In re Honeywell Inc., 8 USPQ2d 1600 (TTAB 1988), for example, the Board held that a 

product configuration mark was not functional despite the fact that it included some functional elements, 

because competitors did not need to use the particular combination of elements claimed by the applicant.  

Finding no “evidence of use by competitors . . . for so many years, despite applicant’s apparent lack of 

any patent and trademark protection for it,” the Board concluded that “the number of alternative designs 

available to competitors, although limited, is sufficient for this product.”  Id. at 1604.  Similarly, in 

Cartier, Inc. v. Four Star Jewelry Creations, Inc., 348 F. Supp. 2d 217 (S.D.N.Y. 2004), the evidence 

showed that a “bar on manufacturing a watch with a combination of features composing Cartier’s trade 

dress as a whole would not seriously limit [the] options [of] a watch designer,” which, the court held, 

“further substantiates the view that the designs are nonfunctional.”  Id. at 225; see also, e.g., Restatement 

(Third) Unfair Competition § 17, cmt. b (1995) (“The fact that the overall design or combination contains 

individual features that are themselves functional does not preclude protection for the composite. . . . 
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Protection of the overall design, however, will not preclude others from adopting the functional 

constituents.”). 

B. There is No Evidence That Protection for the Applied-For Design 
Will Disadvantage Competitors 

The particular elements and combination of elements comprising the Hershey’s Bar Design are 

not necessary to the function that allegedly bars registration (i.e., enabling consumers to break the candy 

into bite-sized pieces), and trademark protection for that particular overall configuration will not prevent 

competitors from selling chocolate bars that can be broken into bite-sized pieces.  Hershey’s mark, which 

consists of the configuration of a rectangular candy bar with twelve equally-sized recessed rectangular 

panels arranged in a four panel by three panel format with each panel having its own raised border, all 

within a layered, recessed panel frame, is merely one of a virtually infinite number of ways to design a 

candy bar.  As shown in the Kramer Declaration, and as the third party designs proffered by the 

Examining Attorney show, there are many other ways to configure a candy bar, including one that is 

divided into segments.  Ex. 2, attachments 1–54; Ex. 6, attachments 30, 39, 46, 47; Ex. 8 ¶ 7 & Ex. B; Ex. 

7 ¶ 19.  As demonstrated by the evidence of third-party designs for chocolate bars in the record, it is clear 

that a prohibition on the copying of the particular combination of elements that comprise Applicant’s 

applied-for mark would not limit others’ abilities to manufacture chocolate bars. 

C. Application of the Morton-Norwich Factors Confirms That 
Applicant’s Mark is Non-Functional 

In addition to the foregoing principles, functionality is determined by the application of the 

factors set forth in In re Morton-Norwich Prods., Inc., 671 F.2d 1332, 1340–41 (C.C.P.A. 1982):  (1) the 

existence of a utility patent disclosing the utilitarian advantages of the design; (2) advertising materials in 

which the originator of the design touts the design’s utilitarian advantages; (3) the availability to compet-

itors of functionally equivalent designs; and (4) facts indicating that the design results in a comparatively 

simple or cheap method of manufacturing the product.  Here, each factor weighs in favor of a finding of 

non-functionality. 
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1. No Utility Patent Covers the Hershey’s Bar Design 

To determine the relevance of a utility patent under the Morton-Norwich test, “[i]t is important to 

read the patent to determine whether the patent actually claims the features presented in the proposed 

mark. . . .  If it does not, . . . then the probative value of the patent as evidence of functionality is 

substantially diminished or negated entirely.”  TMEP § 1202.02(a)(v)(A) (emphasis added); accord 

TrafFix, 532 U.S. at 34 (whether a product’s features “are functional by reason of their inclusion in the 

claims” of a utility patent is guided by whether the feature “serve[s] a purpose within the terms of the 

utility patent” or is “a useful part of the invention”); In Re UDOR U.S.A., Inc., 89 USPQ2d 1978, 1982 

(TTAB 2009) (existence of a utility patent did not weigh in favor of functionality where Examining 

Attorney did not “demonstrate convincingly” that the design had “inherent utilitarian value based upon 

the claims of the patented technology”; the design features did not “serve a function within the terms of 

the utility patent, and [were] not shown as useful parts of the claimed invention”); In Re Zippo Mfg. Co., 

50 USPQ2d 1852, 1853–54 (TTAB 1999) (utility patent not probative where the design depicted in the 

patent was “different from the configuration applicant seeks to register”); In Re Weber-Stephen Prods. 

Co., 3 USPQ2d 1659, 1664 (TTAB 1987) (utility patent did not bar registration where “nothing in the 

patent discloses any utilitarian advantages of this particular design”). 

Although it is undisputed that no patent claims the particular configuration embodied in the 

Hershey’s Bar Design, the Examining Attorney cites the ’231 Patent, which claims a method of manu-

facturing candy.  As explained above (pp. 6–7), reliance on the ’231 Patent is misplaced, because the 

patent does not claim or even disclose the functionality of a segmented chocolate bar.  The patent claims a 

way of manufacturing candy bars that does not involve scoring or segmenting.  Scoring is mentioned only 

as a prohibitively expensive alternative method of manufacturing candy bars of the type at issue in the 

patent.  In short, the ’231 Patent has no probative value as to whether the design mark is functional. 

The applied-for mark is not being claimed and has not been claimed in a design or utility patent 

belonging to Hershey.  Ex. 7 ¶ 5.  Nor does the record evidence show either the design mark as a whole, 

or any feature of it, has been claimed in any other patent.  Thus, the only probative evidence as to this 
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factor favors the Applicant.4 

2. Hershey Has Not Promoted Any Utilitarian Advantages of the 
Hershey’s Bar Design 

It is undisputed that Applicant has never promoted the Hershey’s Bar Design as having utilitarian 

advantages.  See Ex. 6 at 4; Ex. 7 ¶ 10.  The Examining Attorney seeks to minimize the importance of this 

factor by citing to a portion of Hershey’s website which notes that, in the company’s early history, it did 

not rely on national advertising campaigns.  See Ex. 6 at 4.  However, the same website cited by the 

Examining Attorney expressly states that Hershey did begin advertising nationally in 1970 – more than 

forty years ago – and that “[a]dvertising is a major part of Hershey’s marketing program today.”  Id., 

attachment 16.  And, it is undisputed that Hershey has spent more than $186 million over the past 25 

years advertising the applied-for design.  Ex. 7 ¶ 7.  Accordingly, the record evidence shows that while 

Hershey has extensively advertised the applied-for design nationally, it never has promoted functional 

features of the design.  This factor weighs in favor of Applicant, and the Examining Attorney’s attempt to 

minimize this evidence is erroneous. 

3. Alternative Designs Available Are Functionally Equivalent 

A review of the third-party designs in the record demonstrates that candy and chocolate bar 

manufacturers employ a limitless variety of bar designs.  Indeed, the Examining Attorney has cited ample 

evidence of alternative designs used by other chocolate makers, all of which are equally feasible, cost 

comparable alternatives to the design manufactured by Applicant.  For example, Nestle, another 

significant candy seller, sells Nestle Crunch Crisp, which, as depicted in the photograph attached by the 

Examining Attorney in his Office Action, does not consist of any segments and consists of an 

unsegmented bar of chocolate with crisped rice inclusions.  Further, Ritter Sport’s “Ritter Sport Milk 

Chocolate with Whole Hazelnuts” bar, another third party product, also embodies an entirely different 

                                                 
4  In the course of his discussion of the ’231 Patent, the Examining Attorney also cites five articles 

retrieved in a Google® search purporting to show that the public views the applied-for mark as 
functional.  As explained above (p. 8), all of these articles relate to only a single design element – 
the division of the bar into segments, and have no probative value as to the alleged functionality 
of the remaining elements, or of the overall configuration.  See Ex. 6 at 3–4. 
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configuration than the applied-for design.  Ritter Sport’s chocolate bar is comprised of sixteen – not 

twelve – segments, in the shape of small squares – not rectangles, while the Kingsbury Chocolates Nib, 

manufactured by Artfully Chocolate | Kingsbury Confections, consists of twenty-eight square segments, 

none of which feature recessed panels or borders around the segments.  See Ex. 2, attachments 1–54. 

As the unrebutted Kramer Declaration also shows, there are numerous alternative chocolate and 

candy bar designs available.5  Ex. 8 ¶¶ 6–7, 10–11.  Mr. Kramer identifies, as examples only, at least 

eleven additional designs employed by other chocolate and candy bar manufacturers – including many 

designs with segments – that are not the same as Applicant’s distinctive configuration.  The chocolate 

bars attached as Exhibit B to the Kramer Declaration and as attachments to the First Office Action 

confirm that there are numerous other chocolate bars that are offered with:  

• bar shapes of different proportions (i.e., non-rectangular candy shape) 

See, e.g., Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat Praline, Ferrero 
Kinder Bueno, Nestle Chokito, Divine Milk Chocolate 1.5 oz., Dove Silky Smooth Milk 
Chocolate. 

• a different number of segments  

See, e.g., Nidar Yade, Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat Praline, 
Dagoba Organic Chocolate Lime, Kingsbury Chocolates Nib, Lake Champlain Peppermint 
Crunch, Ritter Sport Cornflakes, Lake Champlain Milk Chocolate, Sea Salt & Almond Bar, 
NECCO Sky Bar, Storz Nougat Praline, Chocolove Cherries & Almonds in Dark Chocolate, 
Choxie Dark Chocolate Key Lime Truffle Bar, Chuao Spicy Maya, Ferrero Kinder Bueno, Nestle 
Mint Aero, Newman’s Own Organics Milk Chocolate, Theo Organic Milk Chocolate, Theo 
Bread & Chocolate Dark Chocolate, Endangered Species Milk Chocolate, Divine Milk Chocolate 
3.5 oz., Divine Milk Chocolate 1.5 oz., Doctor’s CarbRite Diet SugarFree Milk Chocolate Bar, 
Wegman’s Milk Chocolate with Almonds, Wegman’s Milk Chocolate, Green & Black’s Organic 
Milk Chocolate, Dove Silky Smooth Milk Chocolate. 

• a different layout of segments 

See, e.g., Nidar Yade, Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat Praline, 
Dagoba Organic Chocolate Lime, Kingsbury Chocolates Nib, NECCO Sky Bar, Storz Nougat 
Praline, Chocolove Cherries & Almonds in Dark Chocolate, Chuao Spicy Maya, Ferrero Kinder 
Bueno, Nestle Mint Aero, Newman’s Own Organics Milk Chocolate, Theo Organic Milk 
Chocolate, Theo Bread & Chocolate Dark Chocolate, Endangered Species Milk Chocolate, 

                                                 
5 Courts routinely consider credible testimony submitted in support of non-functionality.  See, e.g., 

Cartier, 348 F. Supp. 2d at 224 (finding testimony from Cartier’s director of watch marketing 
regarding the “aesthetic value conveyed by the design of the watch” credible, which emphasized 
that “functional superiority [was] not among Cartier’s objectives”). 
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Divine Milk Chocolate 3.5 oz., Divine Milk Chocolate 1.5 oz., Doctor’s CarbRite Diet SugarFree 
Milk Chocolate Bar, Wegman’s Milk Chocolate with Almonds, Wegman’s Milk Chocolate, 
Green & Black’s Organic Milk Chocolate, Dove Silky Smooth Milk Chocolate. 

• segments of different proportions  

See, e.g., Nidar Yade, Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat Praline, 
Dagoba Organic Chocolate Lime, Kingsbury Chocolates Nib, Lake Champlain Peppermint 
Crunch, Ritter Sport Cornflakes, Lake Champlain Milk Chocolate, Sea Salt & Almond Bar, 
NECCO Sky Bar, Storz Nougat Praline, Chocolove Cherries & Almonds in Dark Chocolate, 
Choxie Dark Chocolate Key Lime Truffle Bar, Chuao Spicy Maya, Ferrero Kinder Bueno, Nestle 
Mint Aero, Newman’s Own Organics Milk Chocolate, Theo Organic Milk Chocolate, Theo 
Bread & Chocolate Dark Chocolate, Endangered Species Milk Chocolate, Divine Milk Chocolate 
3.5 oz, Divine Milk Chocolate 1.5 oz., Doctor’s CarbRite Diet SugarFree Milk Chocolate Bar, 
Wegman’s Milk Chocolate with Almonds, Wegman’s Milk Chocolate, Green & Black’s Organic 
Milk Chocolate, Dove Silky Smooth Milk Chocolate. 

• segments with different three-dimensional proportions (i.e., pillow shaped, edges of segments 
lack, or have different heights of, borders, etc.) and/or designs embossed on each segment  

See, e.g., Nidar Yade, Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat Praline, 
Dagoba Organic Chocolate Lime, Kingsbury Chocolates Nib, Lake Champlain Peppermint 
Crunch, Ritter Sport Cornflakes, Lake Champlain Milk Chocolate, Sea Salt & Almond Bar, 
NECCO Sky Bar, Storz Nougat Praline, Chocolove Cherries & Almonds in Dark Chocolate, 
Choxie Dark Chocolate Key Lime Truffle Bar, Chuao Spicy Maya, Ferrero Kinder Bueno, Nestle 
Mint Aero, Newman’s Own Organics Milk Chocolate, Theo Organic Milk Chocolate, Theo 
Bread & Chocolate Dark Chocolate, Endangered Species Milk Chocolate, Divine Milk Chocolate 
3.5 oz., Divine Milk Chocolate 1.5 oz., Doctor’s CarbRite Diet SugarFree Milk Chocolate Bar, 
Wegman’s Milk Chocolate with Almonds, Wegman’s Milk Chocolate, Green & Black’s Organic 
Milk Chocolate, Dove Silky Smooth Milk Chocolate. 

• no segments at all  

See, e.g., Nestle Chokito, Nestle Crunch Crisp, Kit Kat Caramel, Nestle Milk Chocolate.  

See Ex. 2, attachments 1–54; Ex. 8 ¶ 7 & Ex. B. 

The examples listed above demonstrate that chocolate bars need not have: (1) segments, (2) 

twelve segments, (3) equally-sized segments, (4) segments arranged in a four panel by three panel format, 

(5) segments that are of the same dimensional proportions as the overall bar, (6) rectangularly shaped 

segments, or (7) recessed segments with raised borders – let alone the precise combination of all seven of 

these items that the Hershey’s Bar Design has.  Moreover, the Examining Attorney has not identified any 

competing product similar in design to Applicant’s applied-for shape, which is further evidence that the 
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proposed design mark is not functional.6  The fact that other major chocolate bars have entirely different 

designs than the Hershey’s Bar Design is strong evidence that Applicant’s design does not give Applicant 

any advantage over its competitors.  See Zippo Mfg., 50 USPQ2d at 1854. 

The Examining Attorney brushes aside this extensive evidence of alternative designs by asserting, 

in a two-sentence conclusory paragraph, that the applied-for mark is functional because “the design is 

essential to the use of the product” because “the configuration . . . is essential to being able to break the 

candy/chocolate into smaller, equal-sized pieces . . . .  Accordingly, the existence of functionally 

equivalent alternative designs does not obviate the proposed mark’s own functionality.”  Ex. 6 at 4.  There 

is simply no evidence, however, that the specific configuration and claimed features of the design mark 

are “essential to being able to break the candy/chocolate into smaller, equal-sized pieces,” as the Final 

Office Action asserts.  Moreover, the Examining Attorney’s reasoning is circular:  Hershey cannot show 

that the design mark is non-functional through the existence of alternative designs because the design 

mark is functional.  But Valu Eng’g, Inc. v. Rexnord Corp., 278 F.3d 1268 (Fed. Cir. 2002), on which the 

Examining Attorney relies for this circular proposition, makes no such holding; rather, it holds that while 

the existence of alternative designs is not by itself sufficient to overcome a finding of functionality, “that 

does not mean that the availability of alternative designs cannot be a legitimate source of evidence to 

determine whether a feature is functional in the first place.”  Id. at 1276.  Here, the Examining Attorney 

short-circuited the application of the Morton-Norwich factors by making the conclusory assertion that the 

design mark is functional.  Because the availability of numerous alternative configurations strongly 

supports a finding of non-functionality, this factor weights in favor of Applicant. 

4. Applicant’s Design Is Not a Result of “Simple or Cheap Method of 
Manufacturing” and Provides No Utilitarian Advantage 

Applicant has shown that the use of each element of applied-for mark, and the overall 

combination of elements, are non-essential to the manufacture of the bar and do not result in cheaper 

                                                 
6  Indeed, other brands of chocolate manufactured and sold by Hershey’s corporate affiliates under 

different trade names (e.g., Dagoba Organic Chocolate) utilize very different designs than the 
design of the applied-for mark.  See Ex. 2, attachments 7–8; Ex. 7 ¶ 19. 
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manufacturing.  As Mr. Kramer explains, the tooling and moulds for the framed segments of the Hershey 

design are more expensive to create than are the tooling and moulds for other chocolate bar designs.  In 

fact, the particular configuration of the Hershey design is no less costly to manufacture than other 

alternative segmented bar designs.  Ex. 8 ¶¶ 8–10; see In re UDOR U.S.A., Inc., 89 USPQ2d at 1984 

(noting that if the applicant had adopted a different configuration, one which “may well have resulted in 

increased costs and major inefficiencies in the manufacturing and shipping processes” then applicant’s 

design would present a “stronger case for being a non-functional source-identifier – a shape that is 

‘uneconomical or otherwise disadvantageous’”) (internal citation omitted); Cartier, 348 F. Supp. 2d at 

225 (S.D.N.Y. 2004) (if evidence indicates that “many of the trade dress features [actually] increase the 

time, difficulty and cost involved in their manufacture,” the designs are less likely to be found to serve a 

“functional, essential, or cost-saving role in the manufacture of” the design at issue). 

The Examining Attorney again brushes aside Applicant’s evidence, asserting that it “does not 

establish that the configuration is not functional.”  Ex. 6 at 5.  The Examining Attorney relies on, inter 

alia, In re Dietrich, 91 USPQ2d 1622 (TTAB 2009) and In re Pingel Enter. Inc., 46 USPQ2d 1811 

(TTAB 1998).  In Dietrich, the Board held that, despite the fact that applicant’s design was more 

expensive to manufacture, it was functional because it provided increased quality.  91USPQ2d at 1637.  

In Pingel, the Board held that where an applicant has “deliberately chosen a more complex and expensive 

manner” of manufacture, its method of manufacture will not support a finding of non-functionality.  46 

USPQ2d at 1821.  The Examining Attorney does not attempt to explain how either of these cases are 

applicable, nor does he cite any evidence that the particular configuration of the Hershey’s Bar Design 

lowers production costs, increases quality, or was deliberately chosen because it is a more complex or 

expensive design.  There is no such record evidence.  Accordingly, this factor weighs in favor of non-

functionality. 

In sum, based on the analysis above, and in light of the Morton-Norwich factors, the Examining 

Attorney has not made out a prima facie showing of functionality.  Each of the individual factors supports 

Applicant’s position, and the Examining Attorney’s attempts to minimize or distinguish Applicant’s 
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evidence fall flat.  Moreover, there is no evidence that protecting the iconic Hershey’s Bar Design will 

disadvantage Hershey’s competitors.  Finally, even if a prima facie showing of functionality were made, 

Applicant has sufficiently rebutted it by producing evidence that the particular overall configuration of the 

applied-for design is unique to Applicant, and is not required by any functional considerations. 

II. APPLICANT SUBMITTED SUBSTANTIAL AND COMPELLING EVIDENCE OF 
ACQUIRED DISTINCTIVENESS 

Applicant made a prima facie showing of acquired distinctiveness, and the Examining Attorney’s 

refusal on the ground of no acquired distinctiveness was erroneous.  As with functionality, the Examining 

Attorney erroneously focused on the mere scoring of chocolate bars, and proceeded as if Applicant seeks 

to protect any scored chocolate bar design, rather than the very specific configuration of the Hershey’s 

Bar Design.  Thus, the Examining Attorney’s claim that internet searches yield “thousands of articles” 

(virtually none of which are in the record, see n.2, supra) relating to “scored” chocolate bars is simply 

irrelevant.  Applicant, in contrast, submitted strong evidence that each of the relevant factors 

demonstrates secondary meaning in the Hershey’s Bar Design, and the Examining Attorney’s conclusion 

that there is no required distinctiveness is “illogical on its face.”7  In re Thomas Nelson, Inc., 97 USPQ2d 

1712, 1718 (TTAB 2011) (reversing refusal); see In re the Black & Decker Corp., 81 USPQ2d 1841 

(TTAB 2006) (same).  Indeed, the Examining Attorney breezily dismisses Applicant’s extensive evidence 

– including a consumer survey, billions of dollars of sales, long use, a prior registration and enormous 

advertising – as “not dispositive” but, in the end, provides no evidence to refute Applicant’s showing that 

the Hershey’s Bar Design has strong secondary meaning. 

A. The Length And Exclusivity Of The Mark’s Use, Advertising Expenditures, And 
Sales Success Show Secondary Meaning 

With respect to the first three factors, Applicant showed that (1) the applied-for chocolate bar 
                                                 
7  Six factors are relevant to determining whether a product’s design has acquired secondary 

meaning:  (1) the length and exclusivity of the mark’s use; (2) advertising expenditures; (3) sales 
success; (4) unsolicited media coverage of the product; (5) consumer studies linking the mark to a 
source; and (6) attempts to plagiarize the mark.  See Nautilus Group, Inc. v. Icon Health & 
Fitness, Inc., 372 F.3d 1330, 1340 n.7 (Fed. Cir. 2004); Coach Servs. Inc. v. Triumph Learning 
LLC, 96 USPQ 1600, 1618 (TTAB 2010).  There is no set amount of proof necessary to 
demonstrate acquired distinctiveness.  Black & Decker, 81 USPQ2d at 1842. 
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design has been in use for more than 42 years; (2) in the past 25 years alone, more than $186 million 

nationwide has been spent in advertising products embodying the applied-for design; and (3) in the past 

12 years alone, total sales to consumers have exceeded $4 billion.  Ex. 7 ¶¶ 4–7. 

Moreover, it is undisputed that many of Applicant’s advertisements prominently depict the shape 

of its chocolate bar which imbue the configuration with source-identifying significance and, indeed, the 

bar’s individual segments are featured on many Hershey bar packages and other advertising.  Id. ¶ 9 & 

Ex. A.  Such advertisements prominently featuring the alleged product configuration are often relied upon 

as evidence of secondary meaning.  See, e.g., Black & Decker, 81 USPQ at 1844 (noting that design at 

issue was prominently displayed in several of applicant’s advertisements); Callaway Golf Co. v. Golf 

Clean, Inc., 915 F. Supp. 1206, 1213 (M.D. Fla. 1995) (holding that over $5,000,000 spent in advertising 

that featured club head was significant factor in finding of secondary meaning for a gold club design); 

Gen. Foods Corp. v. MGD Partners, 224 USPQ 479, 488 (TTAB 1984) (finding that applicant has 

demonstrated secondary meaning based on various facts including “large volume of advertising and sales 

activity” since product inception). 

The Board has repeatedly found secondary meaning where Applicants showed far less advertising 

and sales success than the undisputed evidence shows here.  See, e.g., Black & Decker, 81 USPQ2d at 

1844–45 (reversing refusal where design mark accounted for $500 million in sales and $20 million in 

advertising); In Re Haggar Co., 217 USPQ 81, 82, 84 (TTAB 1982) (reversing refusal where design mark 

enjoyed annual sales of $150 million and annual advertising of $5 million).  In the face of these 

exceedingly high sales and advertising figures, the Examining Attorney merely asserts that such evidence 

is “not dispositive” because it might not mean that consumers “view the matter as a mark for such goods.”  

Ex. 6 at 7.  The cases on which the Examining Attorney relies, however, involved essentially generic 

terms, and did not involve survey evidence confirming, as Applicant’s survey does (see Section II.B., 

infra) that consumers do view the matter as a mark.8 

                                                 
8  See, e.g., In re Boston Beer Co., 198 F.3d 1370 (Fed. Cir. 1999) (applicant sought to register the 

extremely weak phrase THE BEST BEER IN AMERICA, and proffered no survey evidence 
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B. Hershey’s Survey Evidence Confirms Secondary Meaning 

Although in some cases sales success and advertising expenditures do not, standing alone, 

establish secondary meaning, the significance here of Applicant’s sales and advertising is confirmed by 

Applicant’s consumer survey, in which, as set forth above (p. 9), a net of 42% of likely purchasers 

identified a chocolate bar embodying the applied-for design (and not including the HERSHEY’S word 

mark) as emanating from Hershey.  Ex. 11 at 2, 8. 

These survey results are compelling evidence of secondary meaning.  See Tone Bros., Inc. v. 

Sysco Corp., 28 F.3d 1192, 1203–04 (Fed. Cir. 1994) (holding that 37% of survey respondents identifying 

trade dress with a single manufacturer was sufficient evidence of secondary meaning); McNeil-PPC v. 

Granutec, Inc., 919 F. Supp. 198, 202 (E.D.N.C. 1995) (where 41% associated red and yellow capsules 

with a single brand, court found sufficient proof of secondary meaning in the red and yellow capsule 

colors); Monsieur Henri Wines, Ltd. et al. v. Duran, 204 USPQ 601, 605–06 (TTAB 1979) (survey 

evidence showing 37% association of brand with background design corroborated finding that opposer’s 

mark had “come to serve in and of itself as a strong indication of origin”). 

The Examining Attorney virtually ignored Applicant’s survey evidence, flippantly asserting that 

survey evidence “is relevant . . . but not dispositive.”  Ex. 6 at 8.  In fact, the case the Examining Attorney 

cites for this proposition, Yankee Candle Co. v. Bridgewater Candle Co., held that survey evidence is 

“‘valuable’” and is “the ‘preferred’ manner of demonstrating secondary meaning,” and found no second-

ary meaning where the party seeking trade dress protection had not offered any survey evidence.  259 

F.3d 25, 39, 43 (1st Cir. 2001) (emphasis added).  Other decisions confirm that survey evidence not only 

is relevant, but is preferred.  See, e.g., Vision Sports, Inc. v. Melville Corp., 888 F.2d 609, 615 (9th Cir. 

1989) (“An expert survey of purchasers can provide the most persuasive evidence of secondary 

meaning.”); Co-Rect Prods., Inc. v. Marvy! Adver. Photography, Inc., 780 F.2d 1324, 1333 n.9 (8th Cir. 

1985).  Here, particularly in light of Applicant’s substantial other evidence of secondary meaning, the 

                                                                                                                                                             
showing secondary meaning); Busch Entm’t Corp., 60 USPQ2d 1130 (TTAB 2000) (mark 
EGYPT for non-Egyptian-themed amusement park, and no consumer survey evidence). 
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Examining Attorney’s dismissal of Applicant’s survey evidence was clearly erroneous.  

C. Federal Trademark Registration of the Well-Known Design of the Famous 
Hershey’s Chocolate Bar (With the Mark “Hershey’s”) 

The Examining Attorney also erroneously disregarded Hershey’s existing registration, No. 

3,668,662, which covers the identical design as the design mark plus the mark HERSHEY’S in each 

rectangle.  See Ex. 7 ¶ 18 & Ex. G; Ex. 10.  As noted above, the Office did not require Hershey to 

disclaim the design elements of the mark in Registration No. 3,668,662.  Ex. 7 ¶ 18. 

The Examining Attorney accorded no weight to this registration because it is not for the “same 

mark” as that applied for here.  A prior registration can be probative, however, even when it is not the 

same as or the legal equivalent of the applied-for mark.  Thus, in a case with facts very similar to this 

appeal, the Board held that a prior registration for a mark consisting of a design plus a word mark was 

probative of the secondary meaning of an applied-for mark consisting of the same design without the 

word mark.  In re Haggar Co., 217 USPQ 81, 82–84 (TTAB 1982).  Similarly, in In re Thomas Nelson, 

Inc., 97 USPQ2d 1712, 1718 (TTAB 2011), the Board reversed where the Examining Attorney had disre-

garded pre-existing registrations for different but related marks, holding that the earlier registrations were 

probative and supported a claim of acquired distinctiveness.  Here, Applicant’s prior registration further 

buttresses its strong showing of acquired distinctiveness. 

D. Attempts to Plagiarize and Unsolicited Third Party Coverage of the Hershey 
Chocolate Bar Design 

The Examining Attorney also erred in disregarding the evidence that others have attempted to 

plagiarize the Design Mark, and that third party media and others have recognized the mark as identifying 

Hershey.  As discussed above (pp. 9–10), retailer Williams Sonoma recently distributed and sold a “choc-

olate bar brownie pan” that mimicked the Hershey’s Bar Design, and agreed to pay for a license after 

Hershey filed a lawsuit for trademark infringement.  Ex. 7 ¶ 12.  This is additional evidence that the 

applied-for mark has obtained the acquired distinctiveness in the minds of the public.  In re Carl Walther 

GmbH, Serial No. 77096523, at 16 (TTAB Oct. 26, 2010) (non-precedential) (“The fact that the PPK 

handgun design is . . . licensed to a maker of replica products has been recognized as one type of evidence 
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that helps establish that a configuration or trade dress mark has become distinctive.”).  Similarly, it is un-

refuted that the design mark was copied by another candy company, R.M. Palmer, which agreed to 

Hershey’s demand that it cease use of its infringing design.  Ex. 7 ¶ 13.  The Examining Attorney simply 

ignores this evidence. 

The Examining Attorney offers no answer to the evidence that the Hershey’s Bar Design has been 

the subject of favorable unsolicited media recognition, including clear recognition that the Williams 

Sonoma brownie pan reproduces “the iconic look” of Hershey’s chocolate bar and other comments 

confirming the association of the design with Hershey.  Id. ¶¶ 14–17.  Another writer likened a “silver 

metal slug” that is produced by a typesetting machine to “the size and shape of a Hershey’s chocolate 

bar,” while another reporter noted that posters for the Dave Matthews Band, that are “designed to look 

like a Hershey chocolate bar,” were for sale.  Id. ¶ 17.  These comments provide further evidence of an 

association in the minds of the purchasing public of the applied-for design with the source of the product. 

The Applicant has provided overwhelming evidence of acquired distinctiveness in the nature of 

long use, survey evidence, a prior registration, evidence of trading on the fame of the design, third party 

recognition and the other record evidence submitted by Applicant. 

CONCLUSION 

For all of the foregoing reasons and in view of the record evidence, Applicant’s Hershey’s Bar 

Design mark is not functional, functions as a mark and has achieved acquired distinctiveness, and should 

be approved for publication. 

Dated:  April 12, 2011 Respectfully submitted, 

 KAYE SCHOLER LLP 

 By: /Paul C. Llewellyn/    
 Paul C. Llewellyn 
 Victoria Haje 
John P. Rynkiewicz Kyle D. Gooch 
KAYE SCHOLER LLP 425 Park Avenue 
901 Fifteenth Street, NW New York, NY 10022 
Washington, DC 20005 Phone: (212) 836-7828 
Phone:  (202) 682-3671 Fax: (212) 836-8689 
 Attorneys for Applicant 



EXHIBIT 1 



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2011)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application
Serial Number: 77809223
Filing Date: 08/20/2009

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.
Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK \\TICRS\EXPORT7\IMAGEOUT7 \778\092\77809223\xml1\FT K0002.JPG

*SPECIAL FORM YES

USPTO-GENERATED
IMAGE NO

*COLOR MARK NO

*COLOR(S)
CLAIMED
(If applicable)

*DESCRIPTION OF
THE MARK
(and Color Location, if
applicable)

The mark consists of twelve (12) equally-sized recessed rectangular panels arranged 
four panel by three panel format with each panel having its own raised border within
rectangle.

PIXEL COUNT
ACCEPTABLE YES

PIXEL COUNT 640 x 272

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Hershey Chocolate & Confectionery Corporation

*STREET 4860 Robb Street, Suite 204
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*CITY Wheat Ridge

*STATE
(Required for U.S.
applicants)

Colorado

*COUNTRY United States

*ZIP/POSTAL CODE
(Required for U.S.
applicants only)

80033

PHONE 717-534-7911

FAX 717-534-7549

EMAIL ADDRESS lduquette@hersheys.com

AUTHORIZED TO
COMMUNICATE VIA
EMAIL

Yes

LEGAL ENTITY INFORMATION

*TYPE CORPORATION

* STATE/COUNTRY
OF
INCORPORATION

Delaware

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL
CLASS 030

IDENTIFICATION Candy; Chocolate

*FILING BASIS SECTION 1(a)

       FIRST USE
ANYWHERE DATE At least as early as 12/31/1968

       FIRST USE IN
COMMERCE DATE At least as early as 12/31/1968

       SPECIMEN
       FILE NAME(S) \\TICRS\EXPORT7\IMAGEOUT7 \778\092\77809223\xml1\FT K0003.JPG

       SPECIMEN
DESCRIPTION Digital photograph of actual product evidencing use of the mark

ADDITIONAL STATEMENTS SECTION

*TRANSLATION
(if applicable)

*
TRANSLITERATION
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(if applicable)

*CLAIMED PRIOR
REGISTRATION
(if applicable)

The applicant claims ownership of U.S. Registration Number(s) 3668662. 

*CONSENT
(NAME/LIKENESS)
(if applicable)

*CONCURRENT USE
CLAIM
(if applicable)

SECTION 2(f) BASED
ON EVIDENCE

The mark has become distinctive of the goods/services, as demonstrated by the attach
evidence.

       2(f) EVIDENCE FILE NAME(S)

       ORIGINAL PDF
FILE

e2f-168133239-
150552750_._HERSHEY_S_MC_BAR_PRODUCT_CONFIGURATION_EVIDEN

       CONVERTED
PDF FILE(S)
       (1 page)

\\TICRS\EXPORT7\IMAGEOUT7\778\092\77809223\xml1\FTK0004.JPG

SECTION 2(f)
The mark has become distinctive of the goods/services through the applicant's substan
exclusive and continuous use in commerce for at least the five years immediately befo
date of this statement.

CORRESPONDENCE INFORMATION

*NAME Lois B. Duquette

FIRM NAME The Hershey Company

*STREET 100 Crystal A Drive

*CITY Hershey

*STATE
(Required for U.S.
applicants)

Pennsylvania

*COUNTRY United States

*ZIP/POSTAL CODE 17033

PHONE 717-534-7911

FAX 717-534-7549

*EMAIL ADDRESS lduquette@hersheys.com
*AUTHORIZED TO
COMMUNICATE VIA
EMAIL

Yes
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FEE INFORMATION

NUMBER OF
CLASSES 1

FEE PER CLASS 275

*TOTAL FEE PAID 275

SIGNATURE INFORMATION

* SIGNATURE / ois . Duquette/

* SIGNATORY S
NAME ois . Duquette

* SIGNATORY S
POSITION Assistant Secretary and Attorney of Record  PA State ar Mem er

* DATE SIGNED 08/20/2009

PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2011)

Trade ar /Ser ice Mar  Application  Principal Re ister

TEAS Plus Application

Serial Nu ber
Filin  Date / /

To t e Co issioner for Trade ar s

MAR  (Styli ed and/or Design  see mark)
The applicant is not claiming color as a feature of the mark. The mark consists of twelve (12) equally-
si ed recessed rectangular panels arranged in a four panel y three panel format with each panel having its
own raised order within a large rectangle.
The applicant  ershey Chocolate  Confectionery Corporation  a corporation of Delaware  having an
address of
      4860 Ro  Street  Suite 204
      Wheat Ridge  Colorado 80033
      United States
requests registration of the trademark/service mark identified a ove in the United States Patent and
Trademark Office on the Principal Register esta lished y the Act of July 5  1946 (15 U.S.C. Section 1051
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et seq.), as amended, for the following:

For specific filin  basis infor ation for eac  ite  you ust ie  t e display it in t e Input Table.

       International Class 030   Candy; Chocolate

Use in Commerce  The applicant is using the mark in commerce  or the applicant s related company or
licensee is using the mark in commerce  or the applicant s predecessor in interest used the mark in
commerce  on or in connection with the identified goods and/or services. 15 U.S.C. Section 1051(a)  as
amended.

In International Class 030  the mark was first used at least as early as 12/31/1968  and first used in
commerce at least as early as 12/31/1968  and is now in use in such commerce. The applicant is
su mitting one specimen(s) showing the mark as used in commerce on or in connection with any item in
the class of listed goods and/or services  consisting of a(n) Digital photograph of actual product
evidencing use of the mark.
Specimen File1

The mark has ecome distinctive of the goods/services  as demonstrated y the attached evidence.
   The applicant su mits the following evidence to support the 2(f) claim

Ori inal PDF file
e2f-168133239-
150552750 . ERS EY S MC AR PRODUCT CONFIGURATION E IDENCE.pdf
Con erted PDF file(s) (1 page)
2(f) evidence-1

The mark has ecome distinctive of the goods/services through the applicant s su stantially exclusive and
continuous use in commerce for at least the five years immediately efore the date of this statement.

The applicant claims ownership of U.S. Registration Num er(s) 3668662.

The applicant s current Correspondence Information
      ois . Duquette
      The ershey Company
      100 Crystal A Drive
      ershey  Pennsylvania 17033
      717-534-7911(phone)
      717-534-7549(fax)
      lduquette@hersheys.com (authori ed)

A fee payment in the amount of 275 has een su mitted with the application  representing payment for 1
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class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Lois B. Duquette/   Date Signed: 08/20/2009
Signatory's Name: Lois B. Duquette
Signatory's Position: Assistant Secretary and Attorney of Record, PA State Bar Member

RAM Sale Number: 1667
RAM Accounting Date: 08/21/2009

Serial Number: 77809223
Internet Transmission Date: Thu Aug 20 15:38:52 EDT 2009
TEAS Stamp: USPTO/FTK-168.133.2.39-20090820153852249
344-77809223-400ec64e634998d83d1cc717a4e
f644e0-CC-1667-20090820150552750610

 In re Hershey Chocolate & Confectionary Corp., No. 77/809223 - Applicant's Exhibit 1 - Page 6 of 9



 In re Hershey Chocolate & Confectionary Corp., No. 77/809223 - Applicant's Exhibit 1 - Page 7 of 9



 In re Hershey Chocolate & Confectionary Corp., No. 77/809223 - Applicant's Exhibit 1 - Page 8 of 9



 In re Hershey Chocolate & Confectionary Corp., No. 77/809223 - Applicant's Exhibit 1 - Page 9 of 9



EXHIBIT 2 



To: Hershey Chocolate & Confectionery Corpor ETC. (lduquette@hersheys.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77809223 - N/A

Sent: 11/24/2009 11:05:39 AM

Sent As: ECOM116@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24
Attachment - 25
Attachment - 26
Attachment - 27
Attachment - 28
Attachment - 29
Attachment - 30
Attachment - 31
Attachment - 32
Attachment - 33
Attachment - 34
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Attachment - 35
Attachment - 36
Attachment - 37
Attachment - 38
Attachment - 39
Attachment - 40
Attachment - 41
Attachment - 42
Attachment - 43
Attachment - 44
Attachment - 45
Attachment - 46
Attachment - 47
Attachment - 48
Attachment - 49
Attachment - 50
Attachment - 51
Attachment - 52
Attachment - 53
Attachment - 54
Attachment - 55
Attachment - 56
Attachment - 57
Attachment - 58

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO:           77/809223

MARK:      

*77809223*
CORRESPONDENT ADDRESS:

          LOIS B. DUQUETTE   
          THE HERSHEY COMPANY    
          100 CRYSTAL A DR
          HERSHEY, PA 17033-9524       
           

RESPOND TO THIS ACTION:
http://www.uspto.gov/teas/eTEASpageD.htm

GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm

APPLICANT:           Hershey Chocolate &
Confectionery Corpor ETC.    
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CORRESPONDENT’S REFERENCE/DOCKET
NO:
          N/A        

CORRESPONDENT E-MAIL ADDRESS:
           lduquette@hersheys.com

OFFICE ACTION

TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE.

ISSUE/MAILING DATE: 11/24/2009

The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.

SEARCH OF OFFICE’S DATABASE OF MARKS

The trademark examining attorney has searched the Office’s database of registered and pending marks
and has found no conflicting marks that would bar registration under Trademark Act Section 2(d). TMEP
§704.02; see 15 U.S.C. §1052(d).

FUNCTIONAL

Registration is refused because the applied-for mark, which consists of a three-dimensional configuration
of the goods, appears to be a functional design for such goods.  Trademark Act Section 2(e)(5), 15 U.S.C.
§1052(e)(5); see TMEP §1202.02(a)-(a)(ii).  A feature is functional if it is “essential to the use or purpose
of the [product]” or “it affects the cost or quality of the [product].” TrafFix Devices, Inc. v. Mktg.
Displays, Inc., 532 U.S. 23, 33, 58 USPQ2d 1001, 1006 (2001); Qualitex Co. v. Jacobson Prods. Co., 514
U.S. 159, 165, 34 USPQ2d 1161, 1163-64 (1995); TMEP §1202.02(a)(iii)(A).

Specifically, the shaping of the candy bar into equal sized pieces functions to enable consumers to break
the candy into bite-sized pieces.  (See attachments).

A mark that consists of a three-dimensional configuration of a product or its packaging is functional, and
thus unregistrable, when the evidence shows that the design provides identifiable utilitarian advantages to
the user; i.e., the product or container “has a particular shape because it works better in [that] shape.”  Valu
Eng’g, Inc. v. Rexnord Corp., 278 F.3d 1268, 1274, 61 USPQ2d 1422, 1425 (Fed. Cir. 2002) (internal
punctuation and citation omitted); see TMEP §1202.02(a)(iii)(A).

The evidence need not establish that the configuration at issue is the very best design for the particular
product or product packaging.  A configuration can be held functional when the evidence shows that it
provides a specific utilitarian advantage that makes it one of a few superior designs available.  See In re
Bose Corp., 772 F.2d 866, 227 USPQ 1 (Fed. Cir. 1985) (holding shape of a loudspeaker system enclosure
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functional because it conforms to the shape of the sound matrix and is thereby an efficient and superior
design); In re Am. Nat’l Can Co., 41 USPQ2d 1841 (TTAB 1997) (holding metal beverage containers
with vertical fluting functional because vertical fluting is one of a limited number of ways to strengthen
can sidewalls and it allows for an easier way to grip and hold the can); TMEP §1202.02(a)(v), (a)(v)(C).

On the other hand, where the evidence shows that the specific product or container configuration at issue
provides no real utilitarian advantages to the user, but is one of many equally feasible, efficient and
competitive designs, then it may be registrable.  See In re Morton-Norwich Prods., Inc., 671 F.2d 1332,
213 USPQ 9 (C.C.P.A. 1982).  However, a product configuration cannot be registered on the Principal
Register without a showing of acquired distinctiveness.  See Wal-Mart Stores, Inc. v. Samara Bros., Inc.,
529 U.S. 205, 54 USPQ2d 1065 (2000); TMEP §1202.02(b)-(b)(i).

A determination that an applied-for configuration mark is functional constitutes an absolute bar to
registration on the Principal or Supplemental Registers, regardless of any evidence of acquired
distinctiveness.  Trademark Act Sections 2(e)(5) and 23(c), 15 U.S.C. §§1052(e)(5), 1091(c); see TrafFix
Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 29, 58 USPQ2d 1001, 1006 (2001); In re Controls
Corp. of Am., 46 USPQ2d 1308, 1311 (TTAB 1998); TMEP §1202.02(a)(iii)(A).

NONDISTINCTIVE CONFIGURATION

Registration is also refused because the applied-for mark consists of a nondistinctive product design or
nondistinctive features of a product design that is not registrable on the Principal Register without
sufficient proof of acquired distinctiveness.  Trademark Act Sections 1, 2 and 45, 15 U.S.C. §§1051-1052,
1127; Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 210, 213-14, 54 USPQ2d 1065, 1068-69
(2000); In re Slokevage, 441 F.3d 957, 961, 78 USPQ2d 1395, 1398 (Fed. Cir. 2006); see TMEP
§1202.02(b)(i).

In this case, the applied-for mark is not inherently distinctive because shaping candy bars so that they may
be broken into equal bite-sized pieces is common.  The applicant’s claim of acquired distinctiveness is
insufficient.  (See attachments).

In response to this refusal, applicant may submit evidence that the applied-for mark has acquired
distinctiveness under Trademark Act Section 2(f) by submitting examples of advertising and promotional
materials that specifically promote the applied-for mark as a trademark in the United States, dollar figures
for advertising devoted to such promotion, dealer and consumer statements of recognition of the applied-
for mark as a trademark, and any other evidence that establishes recognition of the matter as a mark for the
goods.  See 37 C.F.R. §2.41(a); TMEP §§1212.06 et seq.  The evidence must relate to the promotion and
recognition of the specific configuration embodied in the applied-for mark and not to the goods in general.
See, e.g., In re ic! berlin brillen GmbH, 85 USPQ2d 2021, 2023 (TTAB 2008); In re Edward Ski Prods.

Inc., 49 USPQ2d 2001, 2005 (TTAB 1999); In re Pingel Enter. Inc., 46 USPQ2d 1811, 1822 (TTAB
1998).

In determining whether the applied-for mark has acquired distinctiveness, the following factors are
generally considered:  (1) length and exclusivity of use of the mark in the United States by applicant; (2)
the type, expense and amount of advertising of the mark in the United States; and (3) applicant’s efforts in
the United States to associate the mark with the source of the goods, such as in unsolicited media coverage
and consumer studies.  See In re Steelbuilding.com, 415 F.3d 1293, 1300, 75 USPQ2d 1420, 1424 (Fed.
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Cir. 2005).  A showing of acquired distinctiveness need not consider all of these factors, and no single
factor is determinative. Id.; see TMEP §§1212.06 et seq.

In establishing acquired distinctiveness, applicant may not rely on use other than use in commerce that
may be regulated by the United States Congress.  Use solely in a foreign country or between two foreign
countries is not evidence of acquired distinctiveness in the United States. In re Rogers, 53 USPQ2d 1741,
1746 (TTAB 1999); TMEP §§1010, 1212.08.

An applicant bears the burden of proving that a mark has acquired distinctiveness.  See Yamaha Int’l
Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 1578-79, 6 USPQ2d 1001, 1006 (Fed. Cir. 1988); In re
Meyer & Wenthe, Inc., 267 F.2d 945, 949, 122 USPQ 372, 374-75 (C.C.P.A. 1959); TMEP §1212.01.

An applicant can present any competent evidence to establish that a mark has acquired distinctiveness. 
The amount and type of evidence required to establish acquired distinctiveness depends on the facts of
each case and particularly on the nature of the mark sought to be registered.  See In re Owens-Corning
Fiberglas Corp., 774 F.2d 1116, 1125, 227 USPQ 417, 422 (Fed. Cir. 1985); TMEP §1212.01.

--REQUEST FOR INFORMATION 

Applicant must provide the following information and documentation regarding the applied-for three-
dimensional configuration mark:

(1) A written statement as to whether the applied-for mark is or has been the subject of a design or
utility patent or patent application, including expired patents and abandoned patent applications.
Applicant must also provide copies of the patent and/or patent application documentation.;

(2) Advertising, promotional and/or explanatory materials concerning the applied-for
configuration mark, particularly materials specifically related to the design feature(s) embodied in
the applied-for mark.;

(3) A written explanation and any evidence as to whether there are alternative designs available
for the feature(s) embodied in the applied-for mark, and whether such alternative designs are
equally efficient and/or competitive. Applicant must also provide a written explanation and any
documentation concerning similar designs used by competitors.;

(4) A written statement as to whether the product design or packaging design at issue results from
a comparatively simple or inexpensive method of manufacture in relation to alternative designs for
the product/container. Applicant must also provide information regarding the method and/or cost
of manufacture relating to applicant’s goods.; and

(5) Any other evidence that applicant considers relevant to the registrability of the applied-for
configuration mark.

See 37 C.F.R. §2.61(b); In re Morton-Norwich Prods., Inc., 671 F.2d 1332, 1340-41, 213 USPQ 9, 15-16
(C.C.P.A. 1982); TMEP §§1202.02(a)(v) et seq.

With regard to this requirement for information, the Trademark Trial and Appeal Board and its appeals
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court have recognized that the necessary technical information for ex parte determinations regarding
functionality is usually more readily available to an applicant, and thus the applicant will normally be the
source of much of the evidence in these cases.  In re Teledyne Indus. Inc., 696 F.2d 968, 971, 217 USPQ
9, 11 (Fed. Cir. 1982); see In re Babies Beat Inc., 13 USPQ2d 1729, 1731 (TTAB 1990) (holding
registration was properly refused where applicant failed to comply with trademark examining attorney’s
request for copies of patent applications and other patent information); TMEP §1202.02(a)(v).

DESCRIPTION OF CONFIGURATION MARK

Applicant has applied for a three-dimensional mark; however, applicant did not include a complete
description of the mark in the application.  Specifically, the description does not indicate that the mark is a
configuration of the goods.  Therefore, applicant must provide an amended clear and concise description
of the mark that (1) indicates that the mark is a configuration of the goods or their packaging or a specific
design feature of the goods or packaging, and (2) describes in detail the features that applicant claims as
its mark. See 37 C.F.R. §§2.37, 2.52(b)(2); In re Famous Foods, Inc., 217 USPQ 177, 178 (TTAB 1983);
TMEP §§807.10, 1202.02(c)(ii).

If the drawing includes broken lines to indicate placement of the mark, or matter not claimed as part of the
mark, the description should include a statement indicating that the matter shown in broken lines is not
part of the mark and serves only to show the position or placement of the mark.  37 C.F.R. §2.52(b)(4);
TMEP §§807.08, 1202.02(c)(ii).

The applicant may amend the description to the following, if accurate:    The mark is a configuration of a
candy bar that consists of twelve (12) equally-sized recessed rectangular panels arranged in a four panel
by three panel format with each panel having its own raised border within a large rectangle.

TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT FEE: 
Applicants who filed their application online using the reduced-fee TEAS Plus application must submit
certain documents electronically.  In addition, such applicants must accept correspondence from the Office
via e-mail throughout the examination process and maintain a valid e-mail address.  37 C.F.R. §§2.23(a),
(b); TMEP §§819, 819.02(a), (b).  Failure to do so will incur an additional fee of $50 per class of goods
and/or services.  37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04.

Therefore, applicant must submit the following documents using the Trademark Electronic Application
System (TEAS) at http://www.uspto.gov/teas/index.html:  (1) responses to Office actions; (2) preliminary
amendments; (3) changes of correspondence address; (4) changes of owner’s address; (5) appointments
and revocations of power of attorney; (6) appointments and revocations of domestic representative; (7)
amendments to allege use; (8) statements of use; (9) requests for extension of time to file a statement of
use; and (10) requests to delete a Trademark Act Section 1(b) basis.  If applicant files any of these
documents on paper instead of via TEAS, then applicant must also submit the $50 per class fee.  37 C.F.R.
§§2.6(a)(1)(iv), 2.23(a)(1); TMEP §§819.02(b), 819.04.  Telephone responses that result in the issuance of
an examiner’s amendment will not incur this additional fee. 
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/John Dwyer/
Examining Attorney
Law Office 116
Telephone 571-272-9155
Facsimile 571-273-9116

RESPOND TO THIS ACTION: Applicant should file a response to this Office action online using the
form at http://www.uspto.gov/teas/eTEASpageD.htm, waiting 48-72 hours if applicant received
notification of the Office action via e-mail.  For technical assistance with the form, please e-mail
TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned examining
attorney. Do not respond to this Office action by e-mail; the USPTO does not accept e-mailed
responses.

If responding by paper mail, please include the following information: the application serial number, the
mark, the filing date and the name, title/position, telephone number and e-mail address of the person
signing the response.  Please use the following address: Commissioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451.

STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov.  When conducting an online status check, print and maintain a copy of the
complete TARR screen.  If the status of your application has not changed for more than six months, please
contact the assigned examining attorney.
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To: Hershey Chocolate & Confectionery Corpor ETC. (lduquette@hersheys.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77809223 - N/A

Sent: 11/24/2009 11:05:43 AM

Sent As: ECOM116@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR TRADEMARK
APPLICATION

Your trademark application (Serial No. 77809223) has been reviewed.  The
examining attorney assigned by the United States Patent and Trademark Office
(“USPTO”)has written a letter (an “Officeaction”)on 11/24/2009 to which you must
respond (unless the Office letter specifically states that no response is required).
Please follow these steps:

1. Read the Office letter by clicking on this link
http://tmportal.uspto.gov/external/portal/tow?DDA=Y&serial_number=77809223&doc_type=OOA&m

OR go to  http://tmportal.uspto.gov/external/portal/tow and enter your serial number to access the
Office letter.  If you have difficulty accessing the Office letter, contact TDR@uspto.gov.

PLEASE NOTE: The Office letter may not be immediately available but will be viewable within 24
hours of this e-mail notification.

2. Contact the examining attorney who reviewed your application if you have any questions about the
content of the Office letter (contact information appears at the end thereof).

3. Respond within 6 months, calculated from 11/24/2009 (or sooner if specified in the Office letter), using
the Trademark Electronic Application System (TEAS) Response to Office Action form. If you have
difficulty using TEAS, contact TEAS@uspto.gov.

ALERT:

Failure to file any required response by the applicable deadline will result in the ABANDONMENT
(loss) of your application.

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses. 
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EXHIBIT 3 



PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/30/2011)

Response to Office Action

The table below presents the data as entered.
Input Field Entered

SERIAL NUMBER 77809223

LAW OFFICE
ASSIGNED

LAW OFFICE 116

MARK SECTION (no change)

ARGUMENT(S)

         IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of                                                                    :

HERSHEY CHOCOLATE & CONFECTIONERY                :           John Dwyer
CORPORATION                                                                                Trademark Attorney
                                                                                                :           Law Office 116
Ser. No. 77/809,223

Filing Date: August 20, 2009                                                     :          

International Class: 30                                                   :

Mark: Miscellaneous Design (Recessed Rectangular Panels):

                                     RESPONSE TO OFFICIAL ACTION

            This is in response to the official action dated November 24, 2009.
NO CONFLICTING MARKS
            The applicant takes note of the fact that the examining attorney's search of the Office's database
of registered and pending marks found no conflicting marks that would bar registration.
DESCRIPTION OF MARK
            Please amend the description of the mark to the following:
            The mark is a configuration of a candy bar that consists of twelve (12) equally-sized recessed
rectangular panels arranged in a four panel by three panel format with each panel having its own raised
border within a large rectangle.
REMARKS
            The examining attorney has refused registration on the ground that this three-dimensional
product design configuration is functional for the identified goods
under Trademark Act Section 2(e)(5), 15 U.S.C. § 1052(e) (5), and on the ground that the proposed
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mark consists of a non-distinctive product design, and thus does not function as a mark under
Trademark Act Sections 1, 2 and 45, 15 U.S.C. §§ 1051, 1052 and 1127.
            Applicant disagrees with the examining attorney's conclusion and requests reconsideration.   The
examining attorney has not, but should, take into consideration the mark as a whole - the decorative
design aspects of the mark clearly leads one to the conclusion that the mark is distinctive and
nonfunctional.  It has been held to be a violation of the anti-dissection rule to focus upon one feature of
a mark, ignoring all other elements of the mark. Massey Junior College, Inc. v. Fashion Institute of
Technology, 492 F.2d 1399, 181 USPQ 272 (CCPA 1981).  
FUNCTIONALITY
            The applicant's trademark is not functional.   It is not essential to the use or purpose of the
product.  Its only function is to act as a source identifier.   The evidence shows that applicant's specific
product design provides no real utilitarian advantages to the user, but is one of many equally feasible,
efficient and competitive designs.  As a result, it is registrable.
            Does the applied-for mark consist of a functional configuration for candy and chocolate?  This
determination is a question of fact, which depends upon the totality of the evidence presented in each
particular case.  TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23, 58 USPQ2d 1001, 1005
(2001).  See also In re Morton-Norwich Products, Inc., 671 F.2d 1332, 213 USPQ 9 (CCPA 1982); In
re American National Can Co., 41 USPQ2d 1841 (TTAB 1997); In re Honeywell Inc., 8 USPQ2d 1600
(TTAB 1988); and In re Weber-Stephen Products Co., 3 USPQ2d 1659 (TTAB 1987).
            The factors set out in the Morton-Norwich analysis of the issue of functionality, which we will
address individually, are still controlling, namely, 1) the existence of a utility patent that discloses the
utilitarian advantages of the design sought to be registered; 2) any advertising by the applicant that touts
the utilitarian advantages of the design; 3) facts pertaining to the availability of alternative designs; and
4) facts pertaining to whether the design results from a comparatively simple or inexpensive method of
manufacture.

1) THE EXISTENCE OF A UTILITY OR DESIGN PATENT
Applicant does not own a utility or design patent or patent application, including expired patent and
abandoned patent applications for the applied-for-mark.  Under this Morton-Norwich factor, the
applied-for-mark is not functional.

2) ADVERTISING BY APPLICANT THAT TOUTS ANY UTILITARIAN
ADVANTAGES OF THE DESIGN

Applicant does not and has not distributed any advertising materials that promote the applied-for-mark
as having any utilitarian advantages over any other configuration design.  Applicant's mark is used
solely as a source indicator and does not have any utilitarian purpose that shows its product has a
particular shape because it works better in that shape.  For that matter, Applicant produces and sells
candy and chocolates in many different and well known shapes such as its famous HERSHEY'S
KISSES candies and its REESE'S candies. There is nothing in the record to support a refusal of
applicant's design under this Morton-Norwich factor.

3) AVAILABILITY OF ALTERNATIVE DESIGNS
The third factor of the Morton-Norwich test considers the availability to competitors of feasible
alternative designs - i.e., whether the product design configuration is superior to other designs.  When
confronted with a novel configuration trademark, the decision-maker is compelled to focus upon
whether exclusive use of this claimed feature "would put competitors at a significant non-reputation
based disadvantage. Qualitex Co. v. Jacobson Prods. Co. 514 U.S. 159, 165, 34 uspq2d 1161, 1164
(1995).   There is nothing in the record to support a refusal of applicant's design under this Morton-
Norwich factor.
In fact, the research conducted by the examining attorney and the evidence that he uncovered clearly
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points to the conclusion that applicant's configuration is unique and stands apart from the numerous
examples of shapes and sizes that are available to its competitors.  None of the competitor examples
identified by the examining attorney embodies the same features or combination of features as
applicant's configuration.   The "Ritter Sport Milk Chocolate with Whole Hazelnuts" comes in a square
shaped, molded milk chocolate bar with 16 small square segments - each embossed with the Ritter Sport
logo.  "Starz Nougat Praline" is a solid molded bar with six segments.  Dagoba Organic Chocolate is a
10-segment molded chocolate bar.   Kingsbury Chocolates Nib is a 28 segment molded bar.  None of
these configurations are similar to the applicant's distinctive configuration, which consists of a specific
design of twelve raised segments oriented in a 3x4 rectangular grid in a particular, with each segment's
dimensions of similar proportions to the proportions of the overall rectangular grid.  To the contrary,
these examples and numerous other chocolate bars are offered with (1) different overall shapes; (2) a
different number of segments; (3) a different layout of segments (i.e. 4x4, 2x3, etc.); (4) segments
and/or bar shapes of different proportions; and/or (5) no segments at all.  Moreover, the lack of any
similar competing designs in the record suggests that the applied-for design is not functional.  
Candy and chocolates come in numerous shapes (squares, circles, cones, rectangles, triangles).  The
possibilities are endless.  These shapes come with any number of fanciful markings and indentations. 
As a matter of fact, candies and chocolates can be eaten in any size bite.  It all depends on the person
lucky enough to be eating them.
                        After analyzing the Morton-Norwich factors, it is clear that applicant's configuration
product design mark is not functional. 
ACQUIRED DISTINCTIVENESS - SECTION 2(f)
Applicant has requested amendment of this application to Section 2(f) on the Principal Register. 
Applicant's mark has acquired distinctiveness as a source indicator for the applicant's goods in
commerce. Applicant's three-dimensional mark comprises a distinctive product design.
A term (or design) may, through usage by one producer with reference to his product, acquire a special
significance so that to the consuming public the term has come to mean that that particular manufacturer
produces the product. 1 Nims, Unfair Competition and Trademarks at §37 (1947).  The primary
significance of the distinctive product design in the minds of the consuming public is the fact that the
applicant is the source of the product.
The ultimate test in determining whether a designation has acquired distinctiveness is applicant's
success, rather than its efforts, in educating the public to associate the proposed mark with a single
source. Public association of a trademark with a certain source and quality of goods is most often
achieved through the dual channels of actual sales and advertising.  The applicant has spent a
considerable amount on nationwide advertising, which has resulted in a considerable volume of sales to
its consumers.  This extensive advertising has resulted in creating secondary meaning in, not only its
buyers' minds, but in the mind of the general public. Because the applicant has featured its distinctive
mark as an important trademark in its advertising, it is a logical inference that buyers and viewers of the
advertising have come to associate the trademark with applicant. In re Data Packaging Corp., 453 F.2d
1300, 172 USPQ 396 (CCPA 1972).
In order to meet its prima facie burden on the non-distinctiveness refusal, the U.S. Patent and
Trademark Office must, at a minimum, set forth a "reasonable predicate" for its position of non-
distinctiveness.  In re Pacer Technology, 338 F.3d 1348, 67 USPQ2D 1629, 1632 (Fed. Cir. 2003).  The
Trademark Examining Attorney has not met this burden. There is no evidence that any third parties are
using similarly-shaped configurations.  There are significant differences between each of the examples
made of record by the examining attorney with applicant's distinctive product design.
In support of the applicant's claim of acquired distinctiveness, you will find the attached Declaration by
Lois B. Duquette, who offers the following evidence:
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1) the applied-for design has been in use by Hershey since 1968;
2) sales of  products identified by this distinct trademark have exceeded four billion dollars
in the past twelve years; and
3) applicant's licensee has spent in excess of 186 million dollars in advertising   materials in
the past twenty-four years, which may be found in national publications and over the
television airwaves, which promote the applicant's distinctive product configuration.

To establish secondary meaning, an applicant must show that, in the minds of the public, the primary
significance of a product feature or term is to identify the source of the product rather than the product
itself." Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S. 844, 851 N. 11, 214 USPQ 1, 4 n.
11 (1982).  The issue is whether acquired distinctiveness of the mark in relation to the goods or services
has in fact been established in the minds of the purchasing public. In re Reden Laboratories, Inc., 170
USPQ 526(TTAB 1971); In re Fleet-Wing Corp., 122 USPQ 335 (TTAB 1959). The public at large, not
only applicant's customers, recognize that applicant is the sole source for obtaining products with this
distinctive trademark.  To this end, attention is directed to the article located at
http://bakingbites.com/2009/01/chocolate-bar-brownie-pan, which discusses brownie pans sold by
Williams Sonoma, which touts the public recognition of the shape of the pans as one that looks like
applicant's configuration trademark.     The text reads, "Whether you're a fan of Hershey's chocolate
bars or not, it's design is undeniably a classic confectionery icon."   This same recognition is found on
the website located at http://www.chocolateysprinkles.com/2009/06/01/williams-sonoma/  with the
following comment about the "chocolate bar brownie pan" that "It's like a Hershey's bar with individual
brownies."  Printouts of the relevant text from these sites are attached herewith.  It is noted that
applicant's famous HERSHEY'S trademark does not appear on the pans; rather, applicant's distinctive
product design configuration alone leads consumers to recognize applicant's famous chocolate bar
design.
The applicant has established by this substantial evidence that the subject trademark has acquired
distinctiveness as an indicator of source.   Because the applicant has provided sufficient evidence to
support its claim of acquired distinctiveness to successfully amend this application to Section 2(f), the
configuration and functionality refusals should be withdrawn.

CONCLUSION

Applicant respectfully requests acceptance of the amendment of this application to Section 2(f) of the

Principal Register, withdrawal of the functionality refusal, and approval for publication as soon as

possible.

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF
FILE

evi_168133237-
143518912_._Affadavit_LBD_Misc._Design_Recessed_Rectangular_Panels.pdf

       CONVERTED PDF
FILE(S)
       (18 pages)

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0002.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0003.JPG
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\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0004.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0005.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0006.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0007.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0008.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0009.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0010.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0011.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0012.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0013.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0014.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0015.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0016.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0017.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0018.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0019.JPG

DESCRIPTION OF
EVIDENCE FILE

Affidavit of Lois B. Duquette with exhibits story boards showing promotion of
design and third party chocolate bar configurations

ADDITIONAL STATEMENTS SECTION

SECTION 2(f) BASED
ON EVIDENCE

The mark has become distinctive of the goods/services, as demonstrated by the
attached evidence.

        2(f) EVIDENCE FILE NAME(S)

       ORIGINAL PDF
FILE

e2f-168133237-
143518912_._Affadavit_LBD_Misc._Design_Recessed_Rectangular_Panels.pdf

       CONVERTED PDF
FILE(S)
       (18 pages)

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0020.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0021.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0022.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0023.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0024.JPG
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\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0025.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0026.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0027.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0028.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0029.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0030.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0031.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0032.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0033.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0034.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0035.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0036.JPG

\\TICRS\EXPORT10\IMAGEOUT10\778\092\77809223\xml1\ROA0037.JPG

SECTION 2(f)
The mark has become distinctive of the goods/services through the applicant's
substantially exclusive and continuous use in commerce for at least the five
years immediately before the date of this statement.

SIGNATURE SECTION

DECLARATION
SIGNATURE /Lois B. Duquette/

SIGNATORY'S NAME Lois B. Duquette

SIGNATORY'S
POSITION Assistant Secretary, Attorney of record, PA State bar member

DATE SIGNED 05/03/2010

RESPONSE
SIGNATURE /Lois B. Duquette/

SIGNATORY'S NAME Lois B. Duquette

SIGNATORY'S
POSITION Assistant Secretary, Attorney of Record, PA state bar member

DATE SIGNED 05/03/2010

AUTHORIZED
SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Mon May 03 14:54:56 EDT 2010
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TEAS STAMP

USPTO/ROA-168.133.2.37-20
100503145456993827-778092
23-460bd969e2e28023498afb
65d08546e934-N/A-N/A-2010
0503143518912460

PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/30/2011)

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 77809223 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

         IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of                                                                    :

HERSHEY CHOCOLATE & CONFECTIONERY                :           John Dwyer
CORPORATION                                                                                Trademark Attorney
                                                                                                :           Law Office 116
Ser. No. 77/809,223

Filing Date: August 20, 2009                                                     :          

International Class: 30                                                   :

Mark: Miscellaneous Design (Recessed Rectangular Panels):

                                     RESPONSE TO OFFICIAL ACTION

            This is in response to the official action dated November 24, 2009.
NO CONFLICTING MARKS
            The applicant takes note of the fact that the examining attorney's search of the Office's database of
registered and pending marks found no conflicting marks that would bar registration.
DESCRIPTION OF MARK
            Please amend the description of the mark to the following:
            The mark is a configuration of a candy bar that consists of twelve (12) equally-sized recessed
rectangular panels arranged in a four panel by three panel format with each panel having its own raised
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border within a large rectangle.
REMARKS
            The examining attorney has refused registration on the ground that this three-dimensional product
design configuration is functional for the identified goods
under Trademark Act Section 2(e)(5), 15 U.S.C. § 1052(e) (5), and on the ground that the proposed mark
consists of a non-distinctive product design, and thus does not function as a mark under Trademark Act
Sections 1, 2 and 45, 15 U.S.C. §§ 1051, 1052 and 1127.
            Applicant disagrees with the examining attorney's conclusion and requests reconsideration.   The
examining attorney has not, but should, take into consideration the mark as a whole - the decorative design
aspects of the mark clearly leads one to the conclusion that the mark is distinctive and nonfunctional.  It
has been held to be a violation of the anti-dissection rule to focus upon one feature of a mark, ignoring all
other elements of the mark. Massey Junior College, Inc. v. Fashion Institute of Technology, 492 F.2d
1399, 181 USPQ 272 (CCPA 1981).  
FUNCTIONALITY
            The applicant's trademark is not functional.   It is not essential to the use or purpose of the product.
Its only function is to act as a source identifier.   The evidence shows that applicant's specific product
design provides no real utilitarian advantages to the user, but is one of many equally feasible, efficient and
competitive designs.  As a result, it is registrable.
            Does the applied-for mark consist of a functional configuration for candy and chocolate?  This
determination is a question of fact, which depends upon the totality of the evidence presented in each
particular case.  TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23, 58 USPQ2d 1001, 1005
(2001).  See also In re Morton-Norwich Products, Inc., 671 F.2d 1332, 213 USPQ 9 (CCPA 1982); In re
American National Can Co., 41 USPQ2d 1841 (TTAB 1997); In re Honeywell Inc., 8 USPQ2d 1600
(TTAB 1988); and In re Weber-Stephen Products Co., 3 USPQ2d 1659 (TTAB 1987).
            The factors set out in the Morton-Norwich analysis of the issue of functionality, which we will
address individually, are still controlling, namely, 1) the existence of a utility patent that discloses the
utilitarian advantages of the design sought to be registered; 2) any advertising by the applicant that touts
the utilitarian advantages of the design; 3) facts pertaining to the availability of alternative designs; and 4)
facts pertaining to whether the design results from a comparatively simple or inexpensive method of
manufacture.

1) THE EXISTENCE OF A UTILITY OR DESIGN PATENT
Applicant does not own a utility or design patent or patent application, including expired patent and
abandoned patent applications for the applied-for-mark.  Under this Morton-Norwich factor, the applied-
for-mark is not functional.

2) ADVERTISING BY APPLICANT THAT TOUTS ANY UTILITARIAN
ADVANTAGES OF THE DESIGN

Applicant does not and has not distributed any advertising materials that promote the applied-for-mark as
having any utilitarian advantages over any other configuration design.  Applicant's mark is used solely as
a source indicator and does not have any utilitarian purpose that shows its product has a particular shape
because it works better in that shape.  For that matter, Applicant produces and sells candy and chocolates
in many different and well known shapes such as its famous HERSHEY'S KISSES candies and its
REESE'S candies. There is nothing in the record to support a refusal of applicant's design under this
Morton-Norwich factor.

3) AVAILABILITY OF ALTERNATIVE DESIGNS
The third factor of the Morton-Norwich test considers the availability to competitors of feasible alternative
designs - i.e., whether the product design configuration is superior to other designs.  When confronted
with a novel configuration trademark, the decision-maker is compelled to focus upon whether exclusive
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use of this claimed feature "would put competitors at a significant non-reputation based disadvantage.
Qualitex Co. v. Jacobson Prods. Co. 514 U.S. 159, 165, 34 uspq2d 1161, 1164 (1995).   There is nothing
in the record to support a refusal of applicant's design under this Morton-Norwich factor.
In fact, the research conducted by the examining attorney and the evidence that he uncovered clearly
points to the conclusion that applicant's configuration is unique and stands apart from the numerous
examples of shapes and sizes that are available to its competitors.  None of the competitor examples
identified by the examining attorney embodies the same features or combination of features as applicant's
configuration.  The "Ritter Sport Milk Chocolate with Whole Hazelnuts" comes in a square shaped,
molded milk chocolate bar with 16 small square segments - each embossed with the Ritter Sport logo. 
"Starz Nougat Praline" is a solid molded bar with six segments.  Dagoba Organic Chocolate is a 10-
segment molded chocolate bar.   Kingsbury Chocolates Nib is a 28 segment molded bar.  None of these
configurations are similar to the applicant's distinctive configuration, which consists of a specific design
of twelve raised segments oriented in a 3x4 rectangular grid in a particular, with each segment's
dimensions of similar proportions to the proportions of the overall rectangular grid.  To the contrary, these
examples and numerous other chocolate bars are offered with (1) different overall shapes; (2) a different
number of segments; (3) a different layout of segments (i.e. 4x4, 2x3, etc.); (4) segments and/or bar shapes
of different proportions; and/or (5) no segments at all.  Moreover, the lack of any similar competing
designs in the record suggests that the applied-for design is not functional.  
Candy and chocolates come in numerous shapes (squares, circles, cones, rectangles, triangles).  The
possibilities are endless.  These shapes come with any number of fanciful markings and indentations.  As a
matter of fact, candies and chocolates can be eaten in any size bite.  It all depends on the person lucky
enough to be eating them.
                        After analyzing the Morton-Norwich factors, it is clear that applicant's configuration
product design mark is not functional. 
ACQUIRED DISTINCTIVENESS - SECTION 2(f)
Applicant has requested amendment of this application to Section 2(f) on the Principal Register. 
Applicant's mark has acquired distinctiveness as a source indicator for the applicant's goods in commerce.
Applicant's three-dimensional mark comprises a distinctive product design.
A term (or design) may, through usage by one producer with reference to his product, acquire a special
significance so that to the consuming public the term has come to mean that that particular manufacturer
produces the product. 1 Nims, Unfair Competition and Trademarks at §37 (1947).  The primary
significance of the distinctive product design in the minds of the consuming public is the fact that the
applicant is the source of the product.
The ultimate test in determining whether a designation has acquired distinctiveness is applicant's success,
rather than its efforts, in educating the public to associate the proposed mark with a single source. Public
association of a trademark with a certain source and quality of goods is most often achieved through the
dual channels of actual sales and advertising.  The applicant has spent a considerable amount on
nationwide advertising, which has resulted in a considerable volume of sales to its consumers.  This
extensive advertising has resulted in creating secondary meaning in, not only its buyers' minds, but in the
mind of the general public. Because the applicant has featured its distinctive mark as an important
trademark in its advertising, it is a logical inference that buyers and viewers of the advertising have come
to associate the trademark with applicant. In re Data Packaging Corp., 453 F.2d 1300, 172 USPQ 396
(CCPA 1972).
In order to meet its prima facie burden on the non-distinctiveness refusal, the U.S. Patent and Trademark
Office must, at a minimum, set forth a "reasonable predicate" for its position of non-distinctiveness.  In re
Pacer Technology, 338 F.3d 1348, 67 USPQ2D 1629, 1632 (Fed. Cir. 2003).  The Trademark Examining
Attorney has not met this burden. There is no evidence that any third parties are using similarly-shaped
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configurations.  There are significant differences between each of the examples made of record by the
examining attorney with applicant's distinctive product design.
In support of the applicant's claim of acquired distinctiveness, you will find the attached Declaration by
Lois B. Duquette, who offers the following evidence:

1) the applied-for design has been in use by Hershey since 1968;
2) sales of  products identified by this distinct trademark have exceeded four billion dollars in
the past twelve years; and
3) applicant's licensee has spent in excess of 186 million dollars in advertising   materials in
the past twenty-four years, which may be found in national publications and over the television
airwaves, which promote the applicant's distinctive product configuration.

To establish secondary meaning, an applicant must show that, in the minds of the public, the primary
significance of a product feature or term is to identify the source of the product rather than the product
itself." Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S. 844, 851 N. 11, 214 USPQ 1, 4 n. 11
(1982).  The issue is whether acquired distinctiveness of the mark in relation to the goods or services has
in fact been established in the minds of the purchasing public. In re Reden Laboratories, Inc., 170 USPQ
526(TTAB 1971); In re Fleet-Wing Corp., 122 USPQ 335 (TTAB 1959). The public at large, not only
applicant's customers, recognize that applicant is the sole source for obtaining products with this
distinctive trademark.  To this end, attention is directed to the article located at
http://bakingbites.com/2009/01/chocolate-bar-brownie-pan, which discusses brownie pans sold by
Williams Sonoma, which touts the public recognition of the shape of the pans as one that looks like
applicant's configuration trademark.     The text reads, "Whether you're a fan of Hershey's chocolate bars
or not, it's design is undeniably a classic confectionery icon."   This same recognition is found on the
website located at http://www.chocolateysprinkles.com/2009/06/01/williams-sonoma/  with the following
comment about the "chocolate bar brownie pan" that "It's like a Hershey's bar with individual brownies."  
Printouts of the relevant text from these sites are attached herewith.  It is noted that applicant's famous
HERSHEY'S trademark does not appear on the pans; rather, applicant's distinctive product design
configuration alone leads consumers to recognize applicant's famous chocolate bar design.
The applicant has established by this substantial evidence that the subject trademark has acquired
distinctiveness as an indicator of source.   Because the applicant has provided sufficient evidence to
support its claim of acquired distinctiveness to successfully amend this application to Section 2(f), the
configuration and functionality refusals should be withdrawn.

CONCLUSION

Applicant respectfully requests acceptance of the amendment of this application to Section 2(f) of the

Principal Register, withdrawal of the functionality refusal, and approval for publication as soon as

possible.

EVIDENCE
Evidence in the nature of Affidavit of Lois B. Duquette with exhibits story boards showing promotion of
design and third party chocolate bar configurations has been attached.
Original PDF file:
evi_168133237-143518912_._Affadavit_LBD_Misc._Design_Recessed_Rectangular_Panels.pdf
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Converted PDF file(s) (18 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10
Evidence-11
Evidence-12
Evidence-13
Evidence-14
Evidence-15
Evidence-16
Evidence-17
Evidence-18

ADDITIONAL STATEMENTS 
Section 2(f), based on Evidence 
The mark has become distinctive of the goods/services, as demonstrated by the attached evidence.
Original PDF file:
e2f-168133237-143518912_._Affadavit_LBD_Misc._Design_Recessed_Rectangular_Panels.pdf
Converted PDF file(s) (18 pages)
2(f) evidence-1
2(f) evidence-2
2(f) evidence-3
2(f) evidence-4
2(f) evidence-5
2(f) evidence-6
2(f) evidence-7
2(f) evidence-8
2(f) evidence-9
2(f) evidence-10
2(f) evidence-11
2(f) evidence-12
2(f) evidence-13
2(f) evidence-14
2(f) evidence-15
2(f) evidence-16
2(f) evidence-17
2(f) evidence-18

Section 2(f), based on Use 
The mark has become distinctive of the goods/services through the applicant's substantially exclusive and
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continuous use in commerce for at least the five years immediately before the date of this statement.

SIGNATURE(S)
Declaration Signature
If the applicant is seeking registration under Section 1(b) and/or Section 44 of the Trademark Act, the
applicant has had a bona fide intention to use or use through the applicant's related company or licensee
the mark in commerce on or in connection with the identified goods and/or services as of the filing date of
the application. 37 C.F.R. Secs. 2.34(a)(2)(i); 2.34 (a)(3)(i); and 2.34(a)(4)(ii); and/or the applicant has
had a bona fide intention to exercise legitimate control over the use of the mark in commerce by its
members. 37 C.F. R. Sec. 2.44. If the applicant is seeking registration under Section 1(a) of the Trademark
Act, the mark was in use in commerce on or in connection with the goods and/or services listed in the
application as of the application filing date or as of the date of any submitted allegation of use. 37 C.F.R.
Secs. 2.34(a)(1)(i); and/or the applicant has exercised legitimate control over the use of the mark in
commerce by its members. 37 C.F.R. Sec. 244. The undersigned, being hereby warned that willful false
statements and the like so made are punishable by fine or imprisonment, or both, under 18 U.S.C.
Section1001, and that such willful false statements may jeopardize the validity of the application or any
resulting registration, declares that he/she is properly authorized to execute this application on behalf of
the applicant; he/she believes the applicant to be the owner of the trademark/service mark sought to be
registered, or, if the application is being filed under 15 U.S.C. Section1051(b), he/she believes applicant to
be entitled to use such mark in commerce; to the best of his/her knowledge and belief no other person,
firm, corporation, or association has the right to use the mark in commerce, either in the identical form
thereof or in such near resemblance thereto as to be likely, when used on or in connection with the
goods/services of such other person, to cause confusion, or to cause mistake, or to deceive; that if the
original application was submitted unsigned, that all statements in the original application and this
submission made of the declaration signer's knowledge are true; and all statements in the original
application and this submission made on information and belief are believed to be true.

Signature: /Lois B. Duquette/      Date: 05/03/2010
Signatory's Name: Lois B. Duquette
Signatory's Position: Assistant Secretary, Attorney of record, PA State bar member

Response Signature
Signature: /Lois B. Duquette/     Date: 05/03/2010
Signatory's Name: Lois B. Duquette
Signatory's Position: Assistant Secretary, Attorney of Record, PA state bar member

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.
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Serial Number: 77809223
Internet Transmission Date: Mon May 03 14:54:56 EDT 2010
TEAS Stamp: USPTO/ROA-168.133.2.37-20100503145456993
827-77809223-460bd969e2e28023498afb65d08
546e934-N/A-N/A-20100503143518912460
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EXHIBIT 4 



To: Hershey Chocolate & Confectionery Corpor ETC. (lduquette@hersheys.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77809223 - N/A

Sent: 5/28/2010 10:47:53 AM

Sent As: ECOM116@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO:           77809223

MARK:      

*77809223*
CORRESPONDENT ADDRESS:

          LOIS B. DUQUETTE   
          THE HERSHEY COMPANY    
          100 CRYSTAL A DR
          HERSHEY, PA 17033-9524       
           

RESPOND TO THIS ACTION:
http://www.uspto.gov/teas/eTEASpageD.htm

GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm

APPLICANT:           Hershey Chocolate &
Confectionery Corpor ETC.    

CORRESPONDENT’S REFERENCE/DOCKET
NO:
          N/A        

CORRESPONDENT E-MAIL ADDRESS:
           lduquette@hersheys.com

OFFICE ACTION

TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE.

ISSUE/MAILING DATE: 5/28/2010

This letter responds to the applicant’s correspondence dated May 3, 2010.

The applicant (1) argued against the refusal to register the mark under Section 2(e)(5) as a functional
design; (2) argued against the refusal to register the mark under Trademark Act Sections 1, 2 and 45 as a
non-distinctive configuration of goods; (3) proposed amending the application to seek registration under
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Section 2(f), acquired distinctiveness; (4) amended the description of the mark; and, (5) submitted
information regarding the goods.  Nos. 4 and 5 are accepted and made part of the record.  No. 3 has raised
a new issue.

The refusal to register the mark under Section 2(e)(5) as a functional design, and the refusal to register the
mark under Trademark Act Sections 1, 2 and 45 as a non-distinctive configuration of goods, are
maintained and continued.

NEW ISSUE – INSUFFICIENT EVIDENCE TO ESTABLISH ACQUIRED DISTINCTIVENESS

With regard to the refusal to register the mark under Trademark Act Sections 1, 2 and 45 as a non-
distinctive configuration of goods, the applicant has proposed amending the application to seek
registration on the Principal Register under Section 2(f), acquired distinctiveness.  The applicant has based
this claim upon (1) length of use; (2) ownership of a prior registration; (3) sales and advertising; and, (4)
public recognition.

In this case, the applicant has failed to meet the burden of proving that the mark has acquired
distinctiveness.

The burden of proving that a mark has acquired distinctiveness is on the applicant. Yamaha Int’l Corp. v.
Yoshino Gakki Co., 840 F.2d 1572, 6 USPQ2d 1001, 1004 (Fed. Cir. 1988); In re Meyer & Wenthe, Inc.,
267 F.2d 945, 122 USPQ 372 (C.C.P.A. 1959); TMEP §1212.01.  An applicant must establish that the
purchasing public has come to view the proposed mark as an indicator of origin.

Because the applicant’s proposed mark is a variation of a very common feature of candy bars, namely,
shaping the candy bars so that they may be broken into equal sized pieces, the allegation of five years’ use
and the claim of ownership of a prior registration are insufficient to show acquired distinctiveness.  In re
Kalmbach Publ’g Co., 14 USPQ2d 1490 (TTAB 1989); In re Loew’s Theatres, Inc., 769 F.2d 764, 226
USPQ 865, 869 (Fed. Cir. 1985); TMEP §§1212.04(a) & 1212.05(a).  Additional evidence is needed. 

Applicant’s allegations of sales and advertising expenditures do not per se establish that a term has
acquired significance as a mark.  Applicant also provided some actual advertising material so that the
examining attorney can determine how the term is used, the commercial impression created by such use,
and the significance the term would have to prospective purchasers.  TMEP §1212.06(b); see In re Boston
Beer Co., 198 F.3d 1370, 53 USPQ2d 1056 (Fed. Cir. 1999); In re Packaging Specialists, Inc., 221 USPQ
917, 920 (TTAB 1984).  In this case, there is little or nothing about the advertising that causes the
configuration of the candy bars to create any commercial impression. 

The ultimate test in determining acquisition of distinctiveness under Trademark Act Section 2(f) is not
applicant’s efforts, but applicant’s success in educating the public to associate the claimed mark with a
single source.  TMEP §1212.06(b); see In re Packaging Specialists, 221 USPQ at 920; In re Redken Labs.,
Inc., 170 USPQ 526 (TTAB 1971).

Applicant’s response also discusses public recognition wherein it provides, in part, “attention is directed to
the article located at http://bakingbites.com/2009/01/chocolate-bar-brownie-pan, which discusses brownie
pans sold by Williams Sonoma, which touts the public recognition of the shape of the pans as one that
looks like applicant's configuration trademark.     The text reads, "Whether you're a fan of Hershey's
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chocolate bars or not, it's design is undeniably a classic confectionery icon."   This same recognition is
found on the website located at http://www.chocolateysprinkles.com/2009/06/01/williams-sonoma/  with
the following comment about the "chocolate bar brownie pan" that "It's like a Hershey's bar with
individual brownies."  Printouts of the relevant text from these sites are attached herewith.”  However,
these articles were not attached to the response and, thus, this proposed evidence is not of record.

As noted above, an applicant bears the burden of proving that a mark has acquired distinctiveness.  See
Yamaha Int’l Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 1578-79, 6 USPQ2d 1001, 1006 (Fed. Cir.
1988); In re Meyer & Wenthe, Inc., 267 F.2d 945, 949, 122 USPQ 372, 374-75 (C.C.P.A. 1959); TMEP
§1212.01.

Applicant can present any additional competent evidence to establish that a mark has acquired
distinctiveness.  The amount and type of evidence required to establish acquired distinctiveness depends
on the facts of each case and particularly on the nature of the mark sought to be registered.  See In re
Owens-Corning Fiberglas Corp., 774 F.2d 1116, 1125, 227 USPQ 417, 422 (Fed. Cir. 1985); TMEP
§1212.01.

TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT
FEE:  Applicants who filed their application online using the reduced-fee TEAS Plus application must
continue to submit certain documents online using TEAS, including responses to Office actions. See 37
C.F.R. §2.23(a)(1).  For a complete list of these documents, see TMEP §819.02(b).  In addition, such
applicants must accept correspondence from the Office via e-mail throughout the examination process and
must maintain a valid e-mail address.  37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a).  TEAS Plus
applicants who do not meet these requirements must submit an additional fee of $50 per international class
of goods and/or services.  37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04.  In appropriate situations and where
all issues can be resolved by amendment, responding by telephone to authorize an examiner’s amendment
will not incur this additional fee.

/John Dwyer/
Examining Attorney
Law Office 116
Telephone 571-272-9155
Facsimile 571-273-9116

RESPOND TO THIS ACTION: Applicant should file a response to this Office action online using the
form at http://www.uspto.gov/teas/eTEASpageD.htm, waiting 48-72 hours if applicant received
notification of the Office action via e-mail.  For technical assistance with the form, please e-mail
TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned examining
attorney. Do not respond to this Office action by e-mail; the USPTO does not accept e-mailed
responses.

If responding by paper mail, please include the following information: the application serial number, the
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mark, the filing date and the name, title/position, telephone number and e-mail address of the person
signing the response.  Please use the following address: Commissioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451.

STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov.  When conducting an online status check, print and maintain a copy of the
complete TARR screen.  If the status of your application has not changed for more than six months, please
contact the assigned examining attorney.
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To: Hershey Chocolate & Confectionery Corpor ETC. (lduquette@hersheys.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77809223 - N/A

Sent: 5/28/2010 10:47:56 AM

Sent As: ECOM116@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR TRADEMARK
APPLICATION

Your trademark application (Serial No. 77809223) has been reviewed.  The
examining attorney assigned by the United States Patent and Trademark Office
(“USPTO”)has written a letter (an “Office action”) on 5/28/2010 to which you must
respond (unless the Office letter specifically states that no response is required).
Please follow these steps:

1. Read the Office letter by clicking on this link
http://tmportal.uspto.gov/external/portal/tow?DDA=Y&serial_number=77809223&doc_type=OOA&m

OR go to  http://tmportal.uspto.gov/external/portal/tow and enter your serial number to access the
Office letter.  If you have difficulty accessing the Office letter, contact TDR@uspto.gov.

PLEASE NOTE: The Office letter may not be immediately available but will be viewable within 24
hours of this e-mail notification.

2. Contact the examining attorney who reviewed your application if you have any questions about the
content of the Office letter (contact information appears at the end thereof).

3. Respond within 6 months, calculated from 5/28/2010 (or sooner if specified in the Office letter), using
the Trademark Electronic Application System (TEAS) Response to Office Action form. If you have
difficulty using TEAS, contact TEAS@uspto.gov.

ALERT:

Failure to file any required response by the applicable deadline will result in the ABANDONMENT
(loss) of your application.

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses. 
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EXHIBIT 5 



PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/30/2011)

Response to Office Action

The table below presents the data as entered.
Input Field Entered

SERIAL NUMBER 77809223

LAW OFFICE
ASSIGNED

LAW OFFICE 116

MARK SECTION (no change)

ARGUMENT(S)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant:       Hershey Chocolate &              )           Law Office: 116
Confectionary Corporation     )

)
Serial No.:       77/809223                               )           Examining Attorney: John Dwyer
)
Filed:               August 20, 2009                     )
)
Mark:               Miscellaneous Design             )
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RESPONSE TO OFFICE ACTION

Kaye Scholer LLP respectfully submits this response to the Examining Attorney’s May 28, 2010 Office
Action (the “Office Action”) on behalf of applicant Hershey Chocolate & Confectionary   Corporation
(“Applicant”).
Applicant’s mark consists of the configuration of a rectangular candy bar with twelve (12) equally-
sized recessed rectangular panels (each of which is of the same proportion, in terms of height and width,
as the rectangular bar itself) arranged in a four panel by three panel format with each panel having its
own raised border.
 
The Office Action maintained, without any additional discussion or explanation, the November 24, 2009
office action’s refusal on the grounds that the mark purportedly is functional for the identified goods
and consists of a non-distinctive product design.  In addition, the Office Action refused registration on
the ground that the Applicant allegedly has not provided sufficient evidence of acquired distinctiveness
under Trademark Act Section 2(f).
 
For the reasons set forth below, Applicant submits that the Examining Attorney has not carried his
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burden to show that the proposed mark is functional and the record evidence confirms that the mark is
not functional, and has achieved acquired distinctiveness.  Therefore, Applicant submits that this
Application is fit for publication.

 
I.                  The Applied-For Design is Not Functional

On November 24, 2009, the Examining Attorney issued an office action which concluded that the
proposed mark was functional on the ground that “the shaping of the candy bar into equal sized pieces
functions to enable consumers to break the candy into bite-sized pieces.”   The Examiner requested
evidence refuting the design’s functionality, which would show that the “configuration at issue
provides no real utilitarian advantages to the user, but is one of many equally feasible, efficient and
competitive designs.”   November 24, 2009 Office Action. 
On May 3, 2010, Applicant responded and requested reconsideration, asserting that the “mark as a
whole” was non-functional and attaching evidence of the “availability of   . . . feasible alternative
designs.”   Moreover, Applicant maintained that no advertising for its products that embody the applied-
for design described or promoted any utilitarian purpose.  The evidence presented in its May 3, 2010
response, Applicant submits, constituted “sufficient evidence to rebut the examining attorney’s prima
facie case of functionality.”  Trademark Manual of Examining Proc. (7th ed. Oct. 2010) (“TMEP”), §
1202.02(a)(iv).  However, in the May 28, 2010 Office Action, the Examiner did not address the
substance of Applicant’s response.   Moreover, additional evidence submitted herewith confirms beyond
a doubt that the proposed mark is non-functional.

 

A.               Overview of Functionality Analysis

The functionality doctrine prevents trademark law, which seeks to promote competition, from inhibiting
legitimate competition by allowing a producer to control a useful product feature.  A feature is
functional if it is “essential to the use or purpose of the [product] or when it affects the cost or quality of
the [product].”   TrafFix Devices, Inc. v. Marketing Displays, Inc., 58 U.S.P.Q.2d 1001, 532 U.S. 23, 33
(2001); see also TMEP § 1202.02(a)(iii).  When a mark is refused registration on functionality grounds,
the Examining Attorney must establish a prima facie case that the mark sought to be registered is
functional, at which point the Applicant can overcome the refusal by presenting evidence that rebuts the
Examining Attorney’s prima facie case.   TMEP § 1202.02(a)(iv). 
 
A mark is not functional where the particular unique combination of elements embodied in the proposed
mark does not disadvantage competitors.  See, e.g., In re Honeywell Inc., 8 U.S.P.Q.2d 1600, 1988 WL
252417 (T.T.A.B. 1988) (finding the fact that competitors did not adopt applicant’s thermostat
configuration after 17 years of use was evidence of nonfunctionality; finding no “evidence of use by
competitors . . . for so many years, despite applicant's apparent lack of any patent and trademark
protection for it, we conclude that the number of alternative designs available to competitors, although
limited, is sufficient for this product”);  Cartier, Inc. v. Four Star Jewelry Creations, Inc., 348 F. Supp.
2d 217, 225 (S.D.N.Y. 2004) (defendants’ expert’s admission that a “bar on manufacturing a watch
with a combination of features composing Cartier’s trade dress as a whole would not seriously limit his
options as a watch designer further substantiates the view that the designs are nonfunctional”);
Restatement Third, Unfair Competition §17, comment b (1995) (“The fact that the overall design or
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combination contains individual features that are themselves functional does not preclude protection for
the composite. . . . Protection of the overall design, however, will not preclude others from adopting the
functional constituents.”)  
 
Moreover, even if one or more individual elements of an applied-for design serves a particular function,
the overall aggregation, relationship and arrangement of the features that comprise the design can be
non-functional.  “When the thing claimed as trade dress or a trademark consists of a combination of
individual design features, then it is the functionality of the overall combination that controls.  Thus, an
overall design combination of individually functional items is protectable because while the pieces are
individually functional, this particular combination of those pieces is not functional.”   McCarthy On
Trademarks and Unfair Competition, § 7:76 (2010); KeyStone Retaining Wall Sys., Inc. v. Westrock,
Inc., 997 F.2d 1444, 1449 (Fed. Cir. 1993) (Regarding functionality, jury received appropriate
instruction to “consider the [trade dress] design as a whole and [] not focus on isolated elements of the
design”; holding that the Ninth Circuit in  Fuddruckers, Inc. v. Doc's B.R. Others, Inc.,  826 F.2d 837,
842 (9th Cir. 1987), was correct in stating that the proper inquiry is “whether the whole collection of
elements taken together are functional”); In re Chesebrough-Pond’s, Inc. , 224 U.S.P.Q. 967 (T.T.A.B.
1984) (where all individual aspects are functional, the “overall composite design” can be
nonfunctional).

 

B.                There is No Evidence That Protection for the Applied-For Design Will
Disadvantage Competitors.

The particular shapes and combination of the elements comprising Applicant’s applied-for mark are not
necessary to the function which the Board alleges bars registration, i.e., “enabl[ing] consumers to break
the candy into bite-sized pieces,” and trademark protection for that particular design will not prevent
competitors from selling chocolate bars, or from selling chocolate bars that can be broken into bite-sized
pieces.  Applicant’s applied-for mark, which consists of the configuration of a rectangular candy bar  
with twelve (12) equally-sized recessed rectangular panels arranged in a four panel by three panel
format with each panel having its own raised border, is merely one of a virtually infinite number of
ways to design a candy bar.  As shown in the accompanying Declaration of Volker Kramer, dated
November 23, 2010, and as the third party designs proffered by the Examining Attorney show, there are
many other ways to configure a candy bar, including many other ways to configure a candy bar that is
divided into segments.  As demonstrated by the evidence of third party designs for chocolate bars in the
record, it is clear that a prohibition on the copying of the particular combination of elements that
comprise Applicant’s applied-for mark would not limit others’ abilities to manufacture chocolate bars.

 

C.               Application of the Morton-Norwich Factors Confirms that Applicant’s
Mark is Not Functional

When considering functionality, the Board applies the aforementioned basic principles of the
functionality doctrine and also looks to the factors set forth in In re Morton-Norwich Prods., Inc., 671
F.2d 1332, 1340-41, 213 U.S.P.Q. 9, 15-16 (CCPA 1982): (1) the existence of a utility patent disclosing
the utilitarian advantages of the design; (2) advertising materials in which the originator of the design
touts the design's utilitarian advantages; (3) the availability to competitors of functionally equivalent
designs; and (4) facts indicating that the design results in a comparatively simple or cheap method of
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manufacturing the product.  Here, each factor weighs in favor of a finding of non-functionality.

 

1.                 Applicant Has No Live, Expired or Abandoned Patents for the
Design

The applied-for mark is not being claimed and has not been claimed in a design or utility patent of
Applicant.  (Declaration of Lois B. Duquette, dated November 23, 2010 (“Duquette Decl.”) at ¶ 5.)

 

2.                 There Is No Evidence That Applicant Has Promoted the Design as
Having Utilitarian Advantages.

Applicant submits a variety of advertising materials from the past several decades concerning its
Hershey’s chocolate bar, the design for which is the subject of the applied-for mark.   (Duquette Decl.
Ex. A.)  None of the advertisements promotes the design of the bar as having utilitarian advantages over
any other configuration, and there is no evidence in the record of any such advertising. 

 

3.                 Alternative Designs Available Are Functionally Equivalent

A review of the third party designs in the record demonstrates that candy and chocolate bar
manufacturers employ a limitless variety of bar designs.  Indeed, the Examiner has cited ample evidence
of alternative designs utilized by Hershey’s competitors, all of which are equally feasible, cost
comparable alternatives to the design manufactured by Applicant.  For example, Nestle, another
significant candy seller, sells Nestle Crunch Crisp, which, as depicted in the photograph attached by the
Examiner in his Office Action, does not consist of any segments and has only a coating of milk
chocolate and “crispies.”   Further, the Ritter Sport’s “Ritter Sport Milk Chocolate with Whole
Hazelnuts,” another third party product, also embodies an entirely different configuration than the
applied-for design.  Ritter Sport’s chocolate bar is comprised of 16 – not 12 – segments, in the shape of
small squares - not rectangles, while the Kingsbury Chocolates Nib, manufactured by Artfully
Chocolate | Kingsbury Confections (“ACKC”), consists of 28 square segments, none of which feature
recessed panels or borders around the segments.  (Attachments to November 24, 2009 Office Action).
 
Apart from the evidence submitted by the Examiner, Applicant submits with this response a declaration
from Volker Kramer, who has many years of experience in the business of designing and producing
chocolate moulds for candy manufacturers in the United States and elsewhere, and who attests that there
are numerous alternative chocolate and candy bar designs available.[1]  (Declaration of Volker Kramer,
dated November 23, 2010 (“Kramer Decl.”), at ¶¶ 3, 7, 11.)  Mr. Kramer identifies, as exemplars only,
at least eleven additional designs employed by other chocolate and candy bar manufacturers – including
many designs with segments – that are not the same as Applicant’s distinctive configuration.   The
chocolate bars attached as Exhibit B to the Kramer Declaration and as attachments to the Examiner’s
November 24, 2009 Office Action confirm that there are numerous other chocolate bars that are offered
with:

 

·        bar shapes of different proportions (i.e., non-rectangular candy shape)

 In re Hershey Chocolate & Confectionary Corp., No. 77/809223 - Applicant's Exhibit 5 - Page 4 of 260



See, e.g., Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat Praline,
Ferrero Kinder Bueno, Nestle Chokito, Divine Milk Chocolate 1.5 oz., Dove Silky
Smooth Milk Chocolate.

·        a different number of segments

See, e.g., Nidar Yade, Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat
Praline, Dagoba Organic Chocolate Lime, Kingsbury Chocolates Nib, Lake Champlain
Peppermint Crunch, Ritter Sport Cornflakes, Lake Champlain Milk Chocolate, Sea Salt
& Almond Bar, NECCO Sky Bar, Storz Nougat Praline, Chocolove Cherries & Almonds
in Dark Chocolate, Choxie Dark Chocolate Key Lime Truffle Bar, Chuao Spicy Maya,
Ferrero Kinder Bueno, Nestle Mint Aero, Newman’s Own Organics Milk Chocolate,
Theo Organic Milk Chocolate, Theo Bread & Chocolate Dark Chocolate, Endangered
Species Milk Chocolate, Divine Milk Chocolate 3.5 oz., Divine Milk Chocolate 1.5 oz.,
Doctor’s CarbRite Diet SugarFree Milk Chocolate Bar, Wegman’s Milk Chocolate with
Almonds, Wegman’s Milk Chocolate, Green & Black’s Organic Milk Chocolate, Dove
Silky Smooth Milk Chocolate.

·        a different layout of segments

See, e.g., Nidar Yade, Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat
Praline, Dagoba Organic Chocolate Lime, Kingsbury Chocolates Nib, NECCO Sky Bar,
Storz Nougat Praline, Chocolove Cherries & Almonds in Dark Chocolate, Chuao Spicy
Maya, Ferrero Kinder Bueno, Nestle Mint Aero, Newman’s Own Organics Milk
Chocolate, Theo Organic Milk Chocolate, Theo Bread & Chocolate Dark Chocolate,
Endangered Species Milk Chocolate, Divine Milk Chocolate 3.5 oz., Divine Milk
Chocolate 1.5 oz., Doctor’s CarbRite Diet SugarFree Milk Chocolate Bar, Wegman’s
Milk Chocolate with Almonds, Wegman’s Milk Chocolate, Green & Black’s Organic
Milk Chocolate, Dove Silky Smooth Milk Chocolate.

·        segments of different proportions

See, e.g., Nidar Yade, Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat
Praline, Dagoba Organic Chocolate Lime, Kingsbury Chocolates Nib, Lake Champlain
Peppermint Crunch, Ritter Sport Cornflakes, Lake Champlain Milk Chocolate, Sea Salt
& Almond Bar, NECCO Sky Bar, Storz Nougat Praline, Chocolove Cherries & Almonds
in Dark Chocolate, Choxie Dark Chocolate Key Lime Truffle Bar, Chuao Spicy Maya,
Ferrero Kinder Bueno, Nestle Mint Aero, Newman’s Own Organics Milk Chocolate,
Theo Organic Milk Chocolate, Theo Bread & Chocolate Dark Chocolate, Endangered
Species Milk Chocolate, Divine Milk Chocolate 3.5 oz, Divine Milk Chocolate 1.5 oz.,
Doctor’s CarbRite Diet SugarFree Milk Chocolate Bar, Wegman’s Milk Chocolate with
Almonds, Wegman’s Milk Chocolate, Green & Black’s Organic Milk Chocolate, Dove
Silky Smooth Milk Chocolate.

·        segments with different three-dimensional proportions (i.e., pillow shaped, edges of
segments lack, or have different heights of, borders, etc.) and/or designs embossed on
each segment
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See, e.g., Nidar Yade, Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat
Praline, Dagoba Organic Chocolate Lime, Kingsbury Chocolates Nib, Lake Champlain
Peppermint Crunch, Ritter Sport Cornflakes, Lake Champlain Milk Chocolate, Sea Salt
& Almond Bar, NECCO Sky Bar, Storz Nougat Praline, Chocolove Cherries & Almonds
in Dark Chocolate, Choxie Dark Chocolate Key Lime Truffle Bar, Chuao Spicy Maya,
Ferrero Kinder Bueno, Nestle Mint Aero, Newman’s Own Organics Milk Chocolate,
Theo Organic Milk Chocolate, Theo Bread & Chocolate Dark Chocolate, Endangered
Species Milk Chocolate, Divine Milk Chocolate 3.5 oz., Divine Milk Chocolate 1.5 oz.,
Doctor’s CarbRite Diet SugarFree Milk Chocolate Bar, Wegman’s Milk Chocolate with
Almonds, Wegman’s Milk Chocolate, Green & Black’s Organic Milk Chocolate, Dove
Silky Smooth Milk Chocolate.

·        no segments at all

See, e.g., Nestle Chokito, Nestle Crunch Crisp, Kit Kat Caramel, Nestle Milk Chocolate.

Mr. Kramer’s evidence corroborates the evidence identified by the Examiner which shows that
numerous functionally equivalent alternative designs are available.  The examples listed above
demonstrate that chocolate bars need not have: (1) segments, (2) 12 segments, (3) equally-sized
segments, (4) segments arranged in a four panel by three panel format, (5) segments that are of the same
dimensional proportions as the overall bar, (6) rectangularly shaped segments, or (7) recessed segments
with raised borders.  The fact that other major candy bars have entirely different designs than the design
used by Applicant is strong evidence that Applicant’s design does not give Applicant any advantage
over its competitors.  Indeed, other brands of chocolate manufactured and sold by Applicant under
different trade names (e.g., Dagoba Organic Chocolate) utilize very different designs than the design of
the applied-for mark.  (See attachments to November 24, 2009 Office Action and Duquette Decl. ¶ 19.) 
Moreover, the Examiner has not identified, and Applicant cannot identify, a competing product similar
in design to Applicant’s applied-for shape, which is further evidence that the proposed mark is not
functional.   

 

4.                 Applicant’s Design Is Not a Result of “Simple or Cheap Method of
Manufacturing” and Provides No Utilitarian Advantage.

The applied-for design of the Applicant’s candy bar is not “one of few superior designs available.”   (
November 24, 2009 Office Action) (emphasis added).  The use of each element of Applicant’s
chocolate bar design, and the overall combination of elements, are non-essential to the manufacture of
the bar and does not result in cheaper manufacturing.  As Mr. Kramer explains, the tooling and moulds
for the framed segments of the Hershey design are more expensive to create than are the tooling and
moulds for other chocolate bar designs.  In fact, the particular configuration of the Hershey design is no
less costly to manufacture than other alternative segmented bar designs.  (Kramer Decl. ¶¶ 8 - 10.)  See
In re UDOR U.S.A., Inc., Serial No. 78867933, 2009 T.T.A.B. LEXIS 61, at *17-18 (T.T.A.B. Mar. 4,
2009) (noting that if the applicant had adopted a different configuration, one which “may well have
resulted in increased costs and major inefficiencies in the manufacturing and shipping processes” then
applicant’s design would present a “stronger case for being a non-functional source-identifier -- a
shape that is ‘uneconomical or otherwise disadvantageous’”) (internal citation omitted); Cartier, Inc.
v. Four Star Jewelry Creations, Inc., 348 F. Supp. 2d 217, 225 (S.D.N.Y. 2004) (if evidence indicates
that “many of the trade dress features [actually] increase the time, difficulty and cost involved in their
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manufacture,” the designs are less likely to be found to serve a “functional, essential, or cost-saving
role in the manufacture of” the design at issue.)
 
In sum, based on the analysis above, it is clear that the distinctive design of Applicant’s chocolate bar is
(1) unique to Applicant, and (2) not required by the functional aspects of the product.

 
II.               Applicant Submits Substantial and Compelling Evidence of Acquired
Distinctiveness

Applicant also respectfully submits that its three-dimensional product configuration mark has acquired
distinctiveness required under Wal-Mart Stores, Inc. v. Samara Bros. Inc., 529 U.S. 205 (2000). 
Acquired distinctiveness, or secondary meaning, exists if a substantial number of purchasers or
prospective purchasers associate the design with a single source.  Six factors are relevant to determining
whether a product’s design has acquired secondary meaning: 1) the length and exclusivity of the
mark’s use; 2) advertising expenditures; 3) sales success; 4) unsolicited media coverage of the product;
5) consumer studies linking the mark to a source; and 6) attempts to plagiarize the mark.  Nautilus
Group, Inc. v. Icon Health & Fitness, Inc., 372 F.3d 1330, 1340 n.7 (Fed. Cir. 2004); Coach Servs. v.
Triumph Learning LLC, Serial Nos. 78535642/78536143, 2010 T.T.A.B. LEXIS 383, at *62 (T.T.A.B.
Sept. 17, 2010).  Each of these factors strongly favors a finding of secondary meaning here.

 

A.               The Length and Exclusivity of the Mark’s Use

First, the applied-for chocolate bar design has been in use for more than 42 years, as Applicant began
manufacturing, distributing, and selling the Hershey’s Milk Chocolate bar in this product configuration
in 1968.  (Duquette Decl. ¶ 4.)  See In re Uncle Sam Chemical Co., Inc., 229 U.S.P.Q. 233 (T.T.A.B.
1986)) (finding that a “declaration attesting to over eighteen years of substantially exclusive and
continuous use of the term together with evidence of considerable sales of products sold under the mark
is sufficient to support a claim of acquired distinctiveness”).  For over forty years, Applicant has sold its
milk chocolate bar in the applied-for product configuration, namely twelve equally-sized recessed
rectangular panels arranged in a four panel by three panel format with each panel having its own raised
border within a large rectangle. (Duquette Decl. ¶ 4.)   The long period of continuous and exclusive use
by Applicant of its applied-for design indicates that its product design has acquired secondary meaning.

 

B.                Advertising Expenditures

Applicant also heavily advertises and promotes its product design.  Applicant’s licensee has spent more
than $186 million nationwide in advertising its products embodying the applied-for design in the past 24
years.  (Duquette Decl. ¶ 7.)  Many of Applicant’s advertisements prominently depict the shape of its
chocolate bar which imbue the configuration with source-identifying significance and, indeed, the bar’s
individual segments are featured on many Hershey bar packages and other advertising.  (Id., ¶ 9 & Ex.
A.)   Applicant’s advertisements appear in national publications, on national television, on the internet
and in several other media outlets.  (Id., ¶ 8.)  Advertisements prominently featuring the alleged product
configuration are often cited as evidence of secondary meaning.  See Callaway Golf Co. v. Golf Clean,
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Inc., 915 F. Supp. 1206, 1213 (M.D. Fla. 1995) (holding that over $5,000,000 spent in advertising that
prominently featured club head was significant factor in finding of secondary meaning for a gold club
design); General Foods Corp. v. MGD Partners, 1984 T.T.A.B. LEXIS 38, Serial No. 153,102, at *25-
26 (T.T.A.B. Sept. 28, 1984) (finding that applicant has demonstrated secondary meaning based on
various facts including “large volume of advertising and sales activity” since product inception).

 

C.               Sales Success

Since 1998, aggregate or total sales to consumers have exceeded $4 billion.  Applicant’s Hershey’s
candy bars are sold throughout all fifty states.  (Duquette Decl. ¶ 6.)  Thus, the applied-for mark is well
recognized as belonging to Applicant and has become associated directly with Applicant’s quality
products due to Applicant’s consistent, extensive and exclusive use.   With such widespread and
consistent use of the design, and the fact that Applicant continues to sell its chocolate bar embodying the
applied-for design in mass quantities today, acquired distinctiveness can be easily found.

 

D.               Unsolicited media coverage of the Hershey Chocolate Bar Design

The shape and design of the Hershey’s chocolate bar has also been the subject of favorable unsolicited
media recognition.  For example, at the food blog http://bakingbites.com/2009/01/chocolate-bar-
brownie-pan, a website devoted to baking and cooking, the author features a brownie pan sold by
Williams Sonoma which results in brownies that: “use[] the iconic look of the chocolate candy bar” and
associates the “iconic look” with that of Hershey’s chocolate bars, stating that “[w]hether you’re a fan
of Hershey’s chocolate bars or not, it’s design is undeniably a classic confectionery icon: a flat,
rectangular bar divided up into bite-sized pieces. . .”   The brownie pan (an attempt to plagiarize the
Applicant’s mark, as discussed below), which does not used Applicant’s famous HERSHEY’S
trademark, was also featured on another blog, found at
http://www.chocolateysprinkles.com/2009/06/01/williams-sonoma/, in which the author announces his
excitement for the Williams Sonoma brownie pan and observes that “It’s like a Hershey’s bar with
individual brownies.”   (Duquette Decl. Exs. D & E, at ¶¶ 15-16.)  Significantly, consumers who
encountered the Williams Sonoma pan in the distinctive shape and design for which Applicant now
seeks to obtain a trademark registration recognized immediately that it produces brownies that looked
like Hershey’s chocolate bar product embodying that design.   This is compelling evidence of an
association in the minds of the purchasing public of the applied-for design with the source of the
product.
 
The configuration of the Hershey’s chocolate bar   is also called to mind by others in connection with
goods in a variety of other contexts which is still further evidence of a consumer recognition of the
applied-for design and an association of the design with its source.  For example, one writer likened the
size of a “silver metal slug” that is produced by a typesetting machine to “the size and shape of a
Hershey’s chocolate bar,” while another reporter noted that posters for the Dave Matthews Band, that
are “designed to look like a Hershey chocolate bar,” were for sale.   (Duquette Decl. ¶ 17 & Ex. F.)

 

E.                Attempts to Plagiarize
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Attempts by others to plagiarize the mark also confirm it has achieved secondary meaning.  Applicant
has, on several occasions, learned of attempts by others to use the distinctive shape of its HERSHEY’S
chocolate bar without permission. For example, the brownie baking pan, discussed above, which was
described as a “chocolate bar brownie pan,” recently was distributed and sold without Hershey’s
permission by retailer Williams Sonoma.  After Hershey sued for trademark infringement on May 11,
2010, the parties ultimately settled their dispute by agreement and Hershey agreed to license its
distinctive Hershey design -- see Exhibit B to Duquette Decl. at ¶ 12 --  which is additional evidence
that the applied-for mark has obtained the acquired distinctiveness in the minds of the public.  In re Carl
Walther GmbH, Serial No. 77096523 (T.T.A.B. Oct. 26, 2010) (“The fact that the PPK handgun design
is sought after and licensed to a maker of replica products has been recognized as one type of evidence
that helps establish that a configuration or trade dress mark has become distinctive.”).  
Similarly, Applicant’s design was copied by another candy company, R.M. Palmer Candy Co. (“R.M.
Palmer”) which, after Hershey objected, agreed to cease use of the objected-to design.   (Id., ¶ 13 & Ex.
C.)

 

F.                Federal Trademark Registration of the Well-Known Design of the Famous
HERSHEY’S Chocolate Bar (with the word “HERSHEY’S”)

Hershey owns an existing registration, Registration No. 3668662, for a design and word mark in class
30, that consists of the subject design mark, plus letters spelling ‘Hershey’s’ in each recessed panel.”  
See Duquette Decl. ¶ 18 & Ex. G.  The only difference between the applied-for mark and this existing
registration is the inclusion of the word “HERSHEY’S” on each chocolate bar segment; that is, the
prior registration covers both the word “HERSHEY’S” and the design of the bar.   The Trademark
Office did not require Hershey to disclaim the design elements of the mark in Registration No. 3668662.
   Therefore, by not requiring a disclaimer, the Trademark Office conceded that the design elements had
achieved secondary meaning.

 

G.               Survey Evidence of Secondary Meaning

While all of the foregoing evidence, standing alone, is sufficient to establish secondary meaning in the
applied-for design, Applicant also submits a consumer survey conducted by Robert L. Klein that
confirms the distinctiveness of its product design.  The survey corroborates Applicant’s strong showing
of secondary meaning.
Applicant’s survey was conducted Robert L. Klein, a recognized market research expert who has
previously credited by the Board (see, e.g., National Pork Board v. Supreme Lobster and Seafood Co.,
96 U.S.P.Q.2d 1479 (T.T.A.B. June 11, 2010), and followed accepted protocols for the measurement of
secondary meaning.  In the survey’s text cell, 83.8% of likely purchasers of chocolate bars identified a
chocolate bar embodying the applied-for design (and not including the HERSHEY’S word mark) as
emanating from a single source, namely Hershey.   (Report of Robert L. Klein dated November 22,
2010, at pp. 3, 9)  Even after the results of a control cell were subtracted, over 42% of likely purchasers
identified Hershey as the sole source of a chocolate bar embodying the applied-for design.  These results
are compelling evidence of secondary meaning.  See 37 C.F.R. § 2.41(a); Tone Bros. v. Sysco Corp., 28
F.3d 1192, 1203-04 (Fed. Cir. 1994) (holding that 37% of survey respondents identifying trade dress
with a single manufacturer was sufficient evidence of secondary meaning); McNeil-PPC v. Granutec,
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Inc., 919 F. Supp. 198, 37 U.S.P.Q.2d 1713 (E.D.N.C. 1995) (where 41% associated red and yellow
capsules with a single brand and 38% identified that brand as TYLENOL, court found sufficient proof
of secondary meaning in the red and yellow capsule colors); Monsieur Henri Wines, Ltd. Et Al. v. Duran,
  204 U.S.P.Q. 601, 606, 1979 WL 24898 (T.T.A.B. 1979) (survey evidence showing 37% association
of brand with background design corroborated finding that opposer’s mark had “come to serve in and
of itself as a strong indication of origin”).
 
In sum, Applicant respectfully requests that the refusal based on non-distinctiveness be set aside and
that the Examining Attorney approve the application for publication.
 

CONCLUSION

For the foregoing reasons, Applicant respectfully submits that the Examining Attorney has not met its
burden to show that the proposed mark is functional, and that the Applicant has shown that the proposed
mark has acquired distinctiveness.  Accordingly, Applicant respectfully submits that this application is
in condition for publication.  Favorable action is therefore requested.
 

The PTO is authorized to collect any fees necessitated by this Response from the deposit account of
Applicant’s attorneys, Kaye Scholer LLP, Deposit Account No. 11-0228.

[1]           Courts routinely consider credible testimony submitted in support of non-functionality.  See
Cartier, Inc. v. Four Star Jewelry Creations, Inc., 348 F. Supp. 2d 217, 224 (S.D.N.Y. 2004) (finding
testimony from Cartier’s director of watch marketing regarding the “aesthetic value conveyed by the
design of the watch” credible, which emphasized that “functional superiority [was] not among
Cartier’s objectives”);   General Motors Corp. v. Lanard Toys, Inc., 468 F.3d 405, 417 (6th Cir. 2006)
(finding statements by the General Motors Senior Vice President of Engineering and Product
Development that the “Government’s technical specification did not address the exterior appearance or
the styling of the [Hummer/Humvee] vehicle.”
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ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant:       Hershey Chocolate &              )           Law Office: 116
Confectionary Corporation     )

)
Serial No.:       77/809223                               )           Examining Attorney: John Dwyer
)
Filed:               August 20, 2009                     )
)
Mark:               Miscellaneous Design             )
(Recessed Rectangular            )
Panels)                                     )

RESPONSE TO OFFICE ACTION

Kaye Scholer LLP respectfully submits this response to the Examining Attorney’s May 28, 2010 Office
Action (the “Office Action”) on behalf of applicant Hershey Chocolate & Confectionary   Corporation
(“Applicant”).
Applicant’s mark consists of the configuration of a rectangular candy bar with twelve (12) equally-sized
recessed rectangular panels (each of which is of the same proportion, in terms of height and width, as the
rectangular bar itself) arranged in a four panel by three panel format with each panel having its own raised
border.
 
The Office Action maintained, without any additional discussion or explanation, the November 24, 2009
office action’s refusal on the grounds that the mark purportedly is functional for the identified goods and
consists of a non-distinctive product design.  In addition, the Office Action refused registration on the
ground that the Applicant allegedly has not provided sufficient evidence of acquired distinctiveness under
Trademark Act Section 2(f).
 
For the reasons set forth below, Applicant submits that the Examining Attorney has not carried his burden
to show that the proposed mark is functional and the record evidence confirms that the mark is not
functional, and has achieved acquired distinctiveness.  Therefore, Applicant submits that this Application
is fit for publication.

 
I.                  The Applied-For Design is Not Functional

On November 24, 2009, the Examining Attorney issued an office action which concluded that the
proposed mark was functional on the ground that “the shaping of the candy bar into equal sized pieces
functions to enable consumers to break the candy into bite-sized pieces.”   The Examiner requested
evidence refuting the design’s functionality, which would show that the “configuration at issue provides
no real utilitarian advantages to the user, but is one of many equally feasible, efficient and competitive
designs.”   November 24, 2009 Office Action. 
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On May 3, 2010, Applicant responded and requested reconsideration, asserting that the “mark as a
whole” was non-functional and attaching evidence of the “availability of   . . . feasible alternative
designs.”   Moreover, Applicant maintained that no advertising for its products that embody the applied-
for design described or promoted any utilitarian purpose.  The evidence presented in its May 3, 2010
response, Applicant submits, constituted “sufficient evidence to rebut the examining attorney’s prima
facie case of functionality.”  Trademark Manual of Examining Proc. (7th ed. Oct. 2010) (“TMEP”), §
1202.02(a)(iv).  However, in the May 28, 2010 Office Action, the Examiner did not address the substance
of Applicant’s response.   Moreover, additional evidence submitted herewith confirms beyond a doubt that
the proposed mark is non-functional.

 

A.               Overview of Functionality Analysis

The functionality doctrine prevents trademark law, which seeks to promote competition, from inhibiting
legitimate competition by allowing a producer to control a useful product feature.  A feature is functional
if it is “essential to the use or purpose of the [product] or when it affects the cost or quality of the
[product].”   TrafFix Devices, Inc. v. Marketing Displays, Inc., 58 U.S.P.Q.2d 1001, 532 U.S. 23, 33
(2001); see also TMEP § 1202.02(a)(iii).  When a mark is refused registration on functionality grounds,
the Examining Attorney must establish a prima facie case that the mark sought to be registered is
functional, at which point the Applicant can overcome the refusal by presenting evidence that rebuts the
Examining Attorney’s prima facie case.   TMEP § 1202.02(a)(iv). 
 
A mark is not functional where the particular unique combination of elements embodied in the proposed
mark does not disadvantage competitors.  See, e.g., In re Honeywell Inc., 8 U.S.P.Q.2d 1600, 1988 WL
252417 (T.T.A.B. 1988) (finding the fact that competitors did not adopt applicant’s thermostat
configuration after 17 years of use was evidence of nonfunctionality; finding no “evidence of use by
competitors . . . for so many years, despite applicant's apparent lack of any patent and trademark
protection for it, we conclude that the number of alternative designs available to competitors, although
limited, is sufficient for this product”);  Cartier, Inc. v. Four Star Jewelry Creations, Inc., 348 F. Supp. 2d
217, 225 (S.D.N.Y. 2004) (defendants’ expert’s admission that a “bar on manufacturing a watch with a
combination of features composing Cartier’s trade dress as a whole would not seriously limit his options
as a watch designer further substantiates the view that the designs are nonfunctional”); Restatement Third,
Unfair Competition §17, comment b (1995) (“The fact that the overall design or combination contains
individual features that are themselves functional does not preclude protection for the composite. . . .
Protection of the overall design, however, will not preclude others from adopting the functional
constituents.”)  
 
Moreover, even if one or more individual elements of an applied-for design serves a particular function,
the overall aggregation, relationship and arrangement of the features that comprise the design can be non-
functional.  “When the thing claimed as trade dress or a trademark consists of a combination of individual
design features, then it is the functionality of the overall combination that controls.  Thus, an overall
design combination of individually functional items is protectable because while the pieces are
individually functional, this particular combination of those pieces is not functional.”   McCarthy On
Trademarks and Unfair Competition, § 7:76 (2010); KeyStone Retaining Wall Sys., Inc. v. Westrock, Inc.,
997 F.2d 1444, 1449 (Fed. Cir. 1993) (Regarding functionality, jury received appropriate instruction to
“consider the [trade dress] design as a whole and [] not focus on isolated elements of the design”; holding
that the Ninth Circuit in Fuddruckers, Inc. v. Doc's B.R. Others, Inc.,  826 F.2d 837, 842 (9th Cir. 1987),
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was correct in stating that the proper inquiry is “whether the whole collection of elements taken together
are functional”); In re Chesebrough-Pond’s, Inc. , 224 U.S.P.Q. 967 (T.T.A.B. 1984) (where all
individual aspects are functional, the “overall composite design” can be nonfunctional).

 

B.                There is No Evidence That Protection for the Applied-For Design Will
Disadvantage Competitors.

The particular shapes and combination of the elements comprising Applicant’s applied-for mark are not
necessary to the function which the Board alleges bars registration, i.e., “enabl[ing] consumers to break
the candy into bite-sized pieces,” and trademark protection for that particular design will not prevent
competitors from selling chocolate bars, or from selling chocolate bars that can be broken into bite-sized
pieces.  Applicant’s applied-for mark, which consists of the configuration of a rectangular candy bar   with
twelve (12) equally-sized recessed rectangular panels arranged in a four panel by three panel format with
each panel having its own raised border, is merely one of a virtually infinite number of ways to design a
candy bar.  As shown in the accompanying Declaration of Volker Kramer, dated November 23, 2010, and
as the third party designs proffered by the Examining Attorney show, there are many other ways to
configure a candy bar, including many other ways to configure a candy bar that is divided into segments. 
As demonstrated by the evidence of third party designs for chocolate bars in the record, it is clear that a
prohibition on the copying of the particular combination of elements that comprise Applicant’s applied-
for mark would not limit others’ abilities to manufacture chocolate bars.

 

C.               Application of the Morton-Norwich Factors Confirms that Applicant’s Mark
is Not Functional

When considering functionality, the Board applies the aforementioned basic principles of the functionality
doctrine and also looks to the factors set forth in In re Morton-Norwich Prods., Inc., 671 F.2d 1332, 1340-
41, 213 U.S.P.Q. 9, 15-16 (CCPA 1982): (1) the existence of a utility patent disclosing the utilitarian
advantages of the design; (2) advertising materials in which the originator of the design touts the design's
utilitarian advantages; (3) the availability to competitors of functionally equivalent designs; and (4) facts
indicating that the design results in a comparatively simple or cheap method of manufacturing the product.
  Here, each factor weighs in favor of a finding of non-functionality.

 

1.                 Applicant Has No Live, Expired or Abandoned Patents for the Design

The applied-for mark is not being claimed and has not been claimed in a design or utility patent of
Applicant.  (Declaration of Lois B. Duquette, dated November 23, 2010 (“Duquette Decl.”) at ¶ 5.)

 

2.                 There Is No Evidence That Applicant Has Promoted the Design as
Having Utilitarian Advantages.

Applicant submits a variety of advertising materials from the past several decades concerning its
Hershey’s chocolate bar, the design for which is the subject of the applied-for mark.   (Duquette Decl. Ex.
A.)  None of the advertisements promotes the design of the bar as having utilitarian advantages over any
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other configuration, and there is no evidence in the record of any such advertising. 

 

3.                 Alternative Designs Available Are Functionally Equivalent

A review of the third party designs in the record demonstrates that candy and chocolate bar manufacturers
employ a limitless variety of bar designs.  Indeed, the Examiner has cited ample evidence of alternative
designs utilized by Hershey’s competitors, all of which are equally feasible, cost comparable alternatives
to the design manufactured by Applicant.  For example, Nestle, another significant candy seller, sells
Nestle Crunch Crisp, which, as depicted in the photograph attached by the Examiner in his Office Action,
does not consist of any segments and has only a coating of milk chocolate and “crispies.”   Further, the
Ritter Sport’s “Ritter Sport Milk Chocolate with Whole Hazelnuts,” another third party product, also
embodies an entirely different configuration than the applied-for design.  Ritter Sport’s chocolate bar is
comprised of 16 – not 12 – segments, in the shape of small squares - not rectangles, while the Kingsbury
Chocolates Nib, manufactured by Artfully Chocolate | Kingsbury Confections (“ACKC”), consists of 28
square segments, none of which feature recessed panels or borders around the segments.  (Attachments to
November 24, 2009 Office Action).
 
Apart from the evidence submitted by the Examiner, Applicant submits with this response a declaration
from Volker Kramer, who has many years of experience in the business of designing and producing
chocolate moulds for candy manufacturers in the United States and elsewhere, and who attests that there
are numerous alternative chocolate and candy bar designs available.[1]  (Declaration of Volker Kramer,
dated November 23, 2010 (“Kramer Decl.”), at ¶¶ 3, 7, 11.)  Mr. Kramer identifies, as exemplars only, at
least eleven additional designs employed by other chocolate and candy bar manufacturers – including
many designs with segments – that are not the same as Applicant’s distinctive configuration.   The
chocolate bars attached as Exhibit B to the Kramer Declaration and as attachments to the Examiner’s
November 24, 2009 Office Action confirm that there are numerous other chocolate bars that are offered
with:

 

·        bar shapes of different proportions (i.e., non-rectangular candy shape)

See, e.g., Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat Praline, Ferrero
Kinder Bueno, Nestle Chokito, Divine Milk Chocolate 1.5 oz., Dove Silky Smooth Milk
Chocolate.

·        a different number of segments

See, e.g., Nidar Yade, Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat
Praline, Dagoba Organic Chocolate Lime, Kingsbury Chocolates Nib, Lake Champlain
Peppermint Crunch, Ritter Sport Cornflakes, Lake Champlain Milk Chocolate, Sea Salt &
Almond Bar, NECCO Sky Bar, Storz Nougat Praline, Chocolove Cherries & Almonds in
Dark Chocolate, Choxie Dark Chocolate Key Lime Truffle Bar, Chuao Spicy Maya,
Ferrero Kinder Bueno, Nestle Mint Aero, Newman’s Own Organics Milk Chocolate, Theo
Organic Milk Chocolate, Theo Bread & Chocolate Dark Chocolate, Endangered Species
Milk Chocolate, Divine Milk Chocolate 3.5 oz., Divine Milk Chocolate 1.5 oz., Doctor’s
CarbRite Diet SugarFree Milk Chocolate Bar, Wegman’s Milk Chocolate with Almonds,
Wegman’s Milk Chocolate, Green & Black’s Organic Milk Chocolate, Dove Silky
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Smooth Milk Chocolate.

·        a different layout of segments

See, e.g., Nidar Yade, Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat
Praline, Dagoba Organic Chocolate Lime, Kingsbury Chocolates Nib, NECCO Sky Bar,
Storz Nougat Praline, Chocolove Cherries & Almonds in Dark Chocolate, Chuao Spicy
Maya, Ferrero Kinder Bueno, Nestle Mint Aero, Newman’s Own Organics Milk
Chocolate, Theo Organic Milk Chocolate, Theo Bread & Chocolate Dark Chocolate,
Endangered Species Milk Chocolate, Divine Milk Chocolate 3.5 oz., Divine Milk
Chocolate 1.5 oz., Doctor’s CarbRite Diet SugarFree Milk Chocolate Bar, Wegman’s
Milk Chocolate with Almonds, Wegman’s Milk Chocolate, Green & Black’s Organic
Milk Chocolate, Dove Silky Smooth Milk Chocolate.

·        segments of different proportions

See, e.g., Nidar Yade, Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat
Praline, Dagoba Organic Chocolate Lime, Kingsbury Chocolates Nib, Lake Champlain
Peppermint Crunch, Ritter Sport Cornflakes, Lake Champlain Milk Chocolate, Sea Salt &
Almond Bar, NECCO Sky Bar, Storz Nougat Praline, Chocolove Cherries & Almonds in
Dark Chocolate, Choxie Dark Chocolate Key Lime Truffle Bar, Chuao Spicy Maya,
Ferrero Kinder Bueno, Nestle Mint Aero, Newman’s Own Organics Milk Chocolate, Theo
Organic Milk Chocolate, Theo Bread & Chocolate Dark Chocolate, Endangered Species
Milk Chocolate, Divine Milk Chocolate 3.5 oz, Divine Milk Chocolate 1.5 oz., Doctor’s
CarbRite Diet SugarFree Milk Chocolate Bar, Wegman’s Milk Chocolate with Almonds,
Wegman’s Milk Chocolate, Green & Black’s Organic Milk Chocolate, Dove Silky
Smooth Milk Chocolate.

·        segments with different three-dimensional proportions (i.e., pillow shaped, edges of
segments lack, or have different heights of, borders, etc.) and/or designs embossed on each
segment

See, e.g., Nidar Yade, Ritter Sport Milk Chocolate with Whole Hazelnuts, Storz Nougat
Praline, Dagoba Organic Chocolate Lime, Kingsbury Chocolates Nib, Lake Champlain
Peppermint Crunch, Ritter Sport Cornflakes, Lake Champlain Milk Chocolate, Sea Salt &
Almond Bar, NECCO Sky Bar, Storz Nougat Praline, Chocolove Cherries & Almonds in
Dark Chocolate, Choxie Dark Chocolate Key Lime Truffle Bar, Chuao Spicy Maya,
Ferrero Kinder Bueno, Nestle Mint Aero, Newman’s Own Organics Milk Chocolate, Theo
Organic Milk Chocolate, Theo Bread & Chocolate Dark Chocolate, Endangered Species
Milk Chocolate, Divine Milk Chocolate 3.5 oz., Divine Milk Chocolate 1.5 oz., Doctor’s
CarbRite Diet SugarFree Milk Chocolate Bar, Wegman’s Milk Chocolate with Almonds,
Wegman’s Milk Chocolate, Green & Black’s Organic Milk Chocolate, Dove Silky
Smooth Milk Chocolate.

·        no segments at all

See, e.g., Nestle Chokito, Nestle Crunch Crisp, Kit Kat Caramel, Nestle Milk Chocolate.
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Mr. Kramer’s evidence corroborates the evidence identified by the Examiner which shows that numerous
functionally equivalent alternative designs are available.  The examples listed above demonstrate that
chocolate bars need not have: (1) segments, (2) 12 segments, (3) equally-sized segments, (4) segments
arranged in a four panel by three panel format, (5) segments that are of the same dimensional proportions
as the overall bar, (6) rectangularly shaped segments, or (7) recessed segments with raised borders.  The
fact that other major candy bars have entirely different designs than the design used by Applicant is strong
evidence that Applicant’s design does not give Applicant any advantage over its competitors.   Indeed,
other brands of chocolate manufactured and sold by Applicant under different trade names (e.g., Dagoba
Organic Chocolate) utilize very different designs than the design of the applied-for mark.  (See
attachments to November 24, 2009 Office Action and Duquette Decl. ¶ 19.)  Moreover, the Examiner has
not identified, and Applicant cannot identify, a competing product similar in design to Applicant’s
applied-for shape, which is further evidence that the proposed mark is not functional.   

 

4.                 Applicant’s Design Is Not a Result of “Simple or Cheap Method of
Manufacturing” and Provides No Utilitarian Advantage.

The applied-for design of the Applicant’s candy bar is not “one of few superior designs available.”   (
November 24, 2009 Office Action) (emphasis added).  The use of each element of Applicant’s chocolate
bar design, and the overall combination of elements, are non-essential to the manufacture of the bar and
does not result in cheaper manufacturing.  As Mr. Kramer explains, the tooling and moulds for the framed
segments of the Hershey design are more expensive to create than are the tooling and moulds for other
chocolate bar designs.  In fact, the particular configuration of the Hershey design is no less costly to
manufacture than other alternative segmented bar designs.  (Kramer Decl. ¶¶ 8 - 10.)  See In re UDOR
U.S.A., Inc., Serial No. 78867933, 2009 T.T.A.B. LEXIS 61, at *17-18 (T.T.A.B. Mar. 4, 2009) (noting
that if the applicant had adopted a different configuration, one which “may well have resulted in increased
costs and major inefficiencies in the manufacturing and shipping processes” then applicant’s design
would present a “stronger case for being a non-functional source-identifier -- a shape that is
‘uneconomical or otherwise disadvantageous’”) (internal citation omitted); Cartier, Inc. v. Four Star
Jewelry Creations, Inc., 348 F. Supp. 2d 217, 225 (S.D.N.Y. 2004) (if evidence indicates that “many of
the trade dress features [actually] increase the time, difficulty and cost involved in their manufacture,” the
designs are less likely to be found to serve a “functional, essential, or cost-saving role in the manufacture
of” the design at issue.)
 
In sum, based on the analysis above, it is clear that the distinctive design of Applicant’s chocolate bar is
(1) unique to Applicant, and (2) not required by the functional aspects of the product.

 
II.               Applicant Submits Substantial and Compelling Evidence of Acquired Distinctiveness

Applicant also respectfully submits that its three-dimensional product configuration mark has acquired
distinctiveness required under Wal-Mart Stores, Inc. v. Samara Bros. Inc., 529 U.S. 205 (2000).  Acquired
distinctiveness, or secondary meaning, exists if a substantial number of purchasers or prospective
purchasers associate the design with a single source.  Six factors are relevant to determining whether a
product’s design has acquired secondary meaning: 1) the length and exclusivity of the mark’s use; 2)
advertising expenditures; 3) sales success; 4) unsolicited media coverage of the product; 5) consumer
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studies linking the mark to a source; and 6) attempts to plagiarize the mark.  Nautilus Group, Inc. v. Icon
Health & Fitness, Inc., 372 F.3d 1330, 1340 n.7 (Fed. Cir. 2004); Coach Servs. v. Triumph Learning LLC,
Serial Nos. 78535642/78536143, 2010 T.T.A.B. LEXIS 383, at *62 (T.T.A.B. Sept. 17, 2010).  Each of
these factors strongly favors a finding of secondary meaning here.

 

A.               The Length and Exclusivity of the Mark’s Use

First, the applied-for chocolate bar design has been in use for more than 42 years, as Applicant began
manufacturing, distributing, and selling the Hershey’s Milk Chocolate bar in this product configuration in
1968.  (Duquette Decl. ¶ 4.)  See In re Uncle Sam Chemical Co., Inc., 229 U.S.P.Q. 233 (T.T.A.B. 1986))
(finding that a “declaration attesting to over eighteen years of substantially exclusive and continuous use
of the term together with evidence of considerable sales of products sold under the mark is sufficient to
support a claim of acquired distinctiveness”).  For over forty years, Applicant has sold its milk chocolate
bar in the applied-for product configuration, namely twelve equally-sized recessed rectangular panels
arranged in a four panel by three panel format with each panel having its own raised border within a large
rectangle. (Duquette Decl. ¶ 4.)   The long period of continuous and exclusive use by Applicant of its
applied-for design indicates that its product design has acquired secondary meaning.

 

B.                Advertising Expenditures

Applicant also heavily advertises and promotes its product design.  Applicant’s licensee has spent more
than $186 million nationwide in advertising its products embodying the applied-for design in the past 24
years.  (Duquette Decl. ¶ 7.)  Many of Applicant’s advertisements prominently depict the shape of its
chocolate bar which imbue the configuration with source-identifying significance and, indeed, the bar’s
individual segments are featured on many Hershey bar packages and other advertising.  (Id., ¶ 9 & Ex. A.) 
 Applicant’s advertisements appear in national publications, on national television, on the internet and in
several other media outlets.  (Id., ¶ 8.)  Advertisements prominently featuring the alleged product
configuration are often cited as evidence of secondary meaning.  See Callaway Golf Co. v. Golf Clean,
Inc., 915 F. Supp. 1206, 1213 (M.D. Fla. 1995) (holding that over $5,000,000 spent in advertising that
prominently featured club head was significant factor in finding of secondary meaning for a gold club
design); General Foods Corp. v. MGD Partners, 1984 T.T.A.B. LEXIS 38, Serial No. 153,102, at *25-26
(T.T.A.B. Sept. 28, 1984) (finding that applicant has demonstrated secondary meaning based on various
facts including “large volume of advertising and sales activity” since product inception).

 

C.               Sales Success

Since 1998, aggregate or total sales to consumers have exceeded $4 billion.  Applicant’s Hershey’s
candy bars are sold throughout all fifty states.  (Duquette Decl. ¶ 6.)  Thus, the applied-for mark is well
recognized as belonging to Applicant and has become associated directly with Applicant’s quality
products due to Applicant’s consistent, extensive and exclusive use.   With such widespread and consistent
use of the design, and the fact that Applicant continues to sell its chocolate bar embodying the applied-for
design in mass quantities today, acquired distinctiveness can be easily found.
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D.               Unsolicited media coverage of the Hershey Chocolate Bar Design

The shape and design of the Hershey’s chocolate bar has also been the subject of favorable unsolicited
media recognition.  For example, at the food blog http://bakingbites.com/2009/01/chocolate-bar-brownie-
pan, a website devoted to baking and cooking, the author features a brownie pan sold by Williams Sonoma
which results in brownies that: “use[] the iconic look of the chocolate candy bar” and associates the
“iconic look” with that of Hershey’s chocolate bars, stating that “[w]hether you’re a fan of Hershey’s
chocolate bars or not, it’s design is undeniably a classic confectionery icon: a flat, rectangular bar divided
up into bite-sized pieces. . .”   The brownie pan (an attempt to plagiarize the Applicant’s mark, as
discussed below), which does not used Applicant’s famous HERSHEY’S trademark, was also featured
on another blog, found at http://www.chocolateysprinkles.com/2009/06/01/williams-sonoma/, in which the
author announces his excitement for the Williams Sonoma brownie pan and observes that “It’s like a
Hershey’s bar with individual brownies.”   (Duquette Decl. Exs. D & E, at ¶¶ 15-16.)  Significantly,
consumers who encountered the Williams Sonoma pan in the distinctive shape and design for which
Applicant now seeks to obtain a trademark registration recognized immediately that it produces brownies
that looked like Hershey’s chocolate bar product embodying that design.   This is compelling evidence of
an association in the minds of the purchasing public of the applied-for design with the source of the
product.
 
The configuration of the Hershey’s chocolate bar   is also called to mind by others in connection with
goods in a variety of other contexts which is still further evidence of a consumer recognition of the
applied-for design and an association of the design with its source.  For example, one writer likened the
size of a “silver metal slug” that is produced by a typesetting machine to “the size and shape of a
Hershey’s chocolate bar,” while another reporter noted that posters for the Dave Matthews Band, that are
“designed to look like a Hershey chocolate bar,” were for sale.   (Duquette Decl. ¶ 17 & Ex. F.)

 

E.                Attempts to Plagiarize

Attempts by others to plagiarize the mark also confirm it has achieved secondary meaning.  Applicant has,
on several occasions, learned of attempts by others to use the distinctive shape of its HERSHEY’S
chocolate bar without permission. For example, the brownie baking pan, discussed above, which was
described as a “chocolate bar brownie pan,” recently was distributed and sold without Hershey’s
permission by retailer Williams Sonoma.  After Hershey sued for trademark infringement on May 11,
2010, the parties ultimately settled their dispute by agreement and Hershey agreed to license its distinctive
Hershey design -- see Exhibit B to Duquette Decl. at ¶ 12 --  which is additional evidence that the applied-
for mark has obtained the acquired distinctiveness in the minds of the public.  In re Carl Walther GmbH,
Serial No. 77096523 (T.T.A.B. Oct. 26, 2010) (“The fact that the PPK handgun design is sought after and
licensed to a maker of replica products has been recognized as one type of evidence that helps establish
that a configuration or trade dress mark has become distinctive.”).  
Similarly, Applicant’s design was copied by another candy company, R.M. Palmer Candy Co. (“R.M.
Palmer”) which, after Hershey objected, agreed to cease use of the objected-to design.   (Id., ¶ 13 & Ex.
C.)

 

F.                Federal Trademark Registration of the Well-Known Design of the Famous
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HERSHEY’S Chocolate Bar (with the word “HERSHEY’S”)

Hershey owns an existing registration, Registration No. 3668662, for a design and word mark in class 30,
that consists of the subject design mark, plus letters spelling ‘Hershey’s’ in each recessed panel.”   See
Duquette Decl. ¶ 18 & Ex. G.  The only difference between the applied-for mark and this existing
registration is the inclusion of the word “HERSHEY’S” on each chocolate bar segment; that is, the prior
registration covers both the word “HERSHEY’S” and the design of the bar.   The Trademark Office did
not require Hershey to disclaim the design elements of the mark in Registration No. 3668662.   Therefore,
by not requiring a disclaimer, the Trademark Office conceded that the design elements had achieved
secondary meaning.

 

G.               Survey Evidence of Secondary Meaning

While all of the foregoing evidence, standing alone, is sufficient to establish secondary meaning in the
applied-for design, Applicant also submits a consumer survey conducted by Robert L. Klein that confirms
the distinctiveness of its product design.  The survey corroborates Applicant’s strong showing of
secondary meaning.
Applicant’s survey was conducted Robert L. Klein, a recognized market research expert who has
previously credited by the Board (see, e.g., National Pork Board v. Supreme Lobster and Seafood Co., 96
U.S.P.Q.2d 1479 (T.T.A.B. June 11, 2010), and followed accepted protocols for the measurement of
secondary meaning.  In the survey’s text cell, 83.8% of likely purchasers of chocolate bars identified a
chocolate bar embodying the applied-for design (and not including the HERSHEY’S word mark) as
emanating from a single source, namely Hershey.   (Report of Robert L. Klein dated November 22, 2010,
at pp. 3, 9)  Even after the results of a control cell were subtracted, over 42% of likely purchasers
identified Hershey as the sole source of a chocolate bar embodying the applied-for design.  These results
are compelling evidence of secondary meaning.  See 37 C.F.R. § 2.41(a); Tone Bros. v. Sysco Corp., 28
F.3d 1192, 1203-04 (Fed. Cir. 1994) (holding that 37% of survey respondents identifying trade dress with
a single manufacturer was sufficient evidence of secondary meaning); McNeil-PPC v. Granutec, Inc., 919
F. Supp. 198, 37 U.S.P.Q.2d 1713 (E.D.N.C. 1995) (where 41% associated red and yellow capsules with a
single brand and 38% identified that brand as TYLENOL, court found sufficient proof of secondary
meaning in the red and yellow capsule colors); Monsieur Henri Wines, Ltd. Et Al. v. Duran,  204 U.S.P.Q.
601, 606, 1979 WL 24898 (T.T.A.B. 1979) (survey evidence showing 37% association of brand with
background design corroborated finding that opposer’s mark had “come to serve in and of itself as a
strong indication of origin”).
 
In sum, Applicant respectfully requests that the refusal based on non-distinctiveness be set aside and that
the Examining Attorney approve the application for publication.
 

CONCLUSION

For the foregoing reasons, Applicant respectfully submits that the Examining Attorney has not met its
burden to show that the proposed mark is functional, and that the Applicant has shown that the proposed
mark has acquired distinctiveness.  Accordingly, Applicant respectfully submits that this application is in
condition for publication.  Favorable action is therefore requested.
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The PTO is authorized to collect any fees necessitated by this Response from the deposit account of
Applicant’s attorneys, Kaye Scholer LLP, Deposit Account No. 11-0228.

[1]           Courts routinely consider credible testimony submitted in support of non-functionality.  See
Cartier, Inc. v. Four Star Jewelry Creations, Inc., 348 F. Supp. 2d 217, 224 (S.D.N.Y. 2004) (finding
testimony from Cartier’s director of watch marketing regarding the “aesthetic value conveyed by the
design of the watch” credible, which emphasized that “functional superiority [was] not among Cartier’s
objectives”);   General Motors Corp. v. Lanard Toys, Inc., 468 F.3d 405, 417 (6th Cir. 2006) (finding
statements by the General Motors Senior Vice President of Engineering and Product Development that the
“Government’s technical specification did not address the exterior appearance or the styling of the
[Hummer/Humvee] vehicle.”

EVIDENCE
Evidence in the nature of Declaration of Lois B. Duquette, Esq. and Exhibits A to G; Declaration of
Volker Kramer and Exhibits A to B; Report of Robert L. Klein: Secondary Meaning Survey Methodology
and Results has been attached.
Original PDF file:
evi_9820418729-103538399_._Executed_Duquette_declaration_with_no_exhibits.pdf
Converted PDF file(s) (6 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Original PDF file:
evi_9820418729-103538399_._Duquette_Exhibit_A_screen_caps.pdf
Converted PDF file(s) (20 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10
Evidence-11
Evidence-12
Evidence-13
Evidence-14
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Evidence-15
Evidence-16
Evidence-17
Evidence-18
Evidence-19
Evidence-20
Original PDF file:
evi_9820418729-103538399_._Duquette_Exhibit_B.pdf
Converted PDF file(s) (16 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10
Evidence-11
Evidence-12
Evidence-13
Evidence-14
Evidence-15
Evidence-16
Original PDF file:
evi_9820418729-103538399_._Duquette_Exhibit_C.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_9820418729-103538399_._Duquette_Exhibit_D.pdf
Converted PDF file(s) (5 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Original PDF file:
evi_9820418729-103538399_._Duquette_Exhibit_E.pdf
Converted PDF file(s) (4 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Original PDF file:
evi_9820418729-103538399_._Duquette_Exhibit_F.pdf
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Converted PDF file(s) (6 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Original PDF file:
evi_9820418729-103538399_._Duquette_Exhibit_G.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_9820418729-103538399_._Executed_Kramer_Declaration_with_exhibits.pdf
Converted PDF file(s) (13 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10
Evidence-11
Evidence-12
Evidence-13
Original PDF file:
evi_9820418729-103538399_._Robert_Klein_Report.pdf
Converted PDF file(s) (150 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10
Evidence-11
Evidence-12
Evidence-13
Evidence-14
Evidence-15
Evidence-16
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Evidence-17
Evidence-18
Evidence-19
Evidence-20
Evidence-21
Evidence-22
Evidence-23
Evidence-24
Evidence-25
Evidence-26
Evidence-27
Evidence-28
Evidence-29
Evidence-30
Evidence-31
Evidence-32
Evidence-33
Evidence-34
Evidence-35
Evidence-36
Evidence-37
Evidence-38
Evidence-39
Evidence-40
Evidence-41
Evidence-42
Evidence-43
Evidence-44
Evidence-45
Evidence-46
Evidence-47
Evidence-48
Evidence-49
Evidence-50
Evidence-51
Evidence-52
Evidence-53
Evidence-54
Evidence-55
Evidence-56
Evidence-57
Evidence-58
Evidence-59
Evidence-60
Evidence-61
Evidence-62
Evidence-63
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Evidence-64
Evidence-65
Evidence-66
Evidence-67
Evidence-68
Evidence-69
Evidence-70
Evidence-71
Evidence-72
Evidence-73
Evidence-74
Evidence-75
Evidence-76
Evidence-77
Evidence-78
Evidence-79
Evidence-80
Evidence-81
Evidence-82
Evidence-83
Evidence-84
Evidence-85
Evidence-86
Evidence-87
Evidence-88
Evidence-89
Evidence-90
Evidence-91
Evidence-92
Evidence-93
Evidence-94
Evidence-95
Evidence-96
Evidence-97
Evidence-98
Evidence-99
Evidence-100
Evidence-101
Evidence-102
Evidence-103
Evidence-104
Evidence-105
Evidence-106
Evidence-107
Evidence-108
Evidence-109
Evidence-110
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Evidence-111
Evidence-112
Evidence-113
Evidence-114
Evidence-115
Evidence-116
Evidence-117
Evidence-118
Evidence-119
Evidence-120
Evidence-121
Evidence-122
Evidence-123
Evidence-124
Evidence-125
Evidence-126
Evidence-127
Evidence-128
Evidence-129
Evidence-130
Evidence-131
Evidence-132
Evidence-133
Evidence-134
Evidence-135
Evidence-136
Evidence-137
Evidence-138
Evidence-139
Evidence-140
Evidence-141
Evidence-142
Evidence-143
Evidence-144
Evidence-145
Evidence-146
Evidence-147
Evidence-148
Evidence-149
Evidence-150

SIGNATURE(S)
Response Signature
Signature: /Paul Llewellyn/     Date: 11/25/2010
Signatory's Name: Paul Llewellyn
Signatory's Position: Attorney of record
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The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

        

Serial Number: 77809223
Internet Transmission Date: Thu Nov 25 10:58:25 EST 2010
TEAS Stamp: USPTO/ROA-98.204.187.29-2010112510582511
7833-77809223-47076b7e8e5436de1b72065542
17a65966b-N/A-N/A-20101125103538399257
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EXHIBIT 6 



UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
   APPLICATION SERIAL NO.       77809223
 
   MARK:      
 

 
        

*77809223*
   CORRESPONDENT ADDRESS:
          Paul Llewellyn   
          Kaye Scholer LLP         
          425 Park Avenue
          New York NY 10022     
           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/teas/eTEASpageD.htm
 
 

 
   APPLICANT:           Hershey Chocolate &
Confectionery Corpor ETC.    
 

 
 

   CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          29985-        
   CORRESPONDENT E-MAIL ADDRESS: 
          

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER 
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST
RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE
ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE:
 
THIS IS A FINAL ACTION.
 
This letter responds to the applicant’s correspondence dated November 25, 2010.
 
The applicant (1) argued against the refusal to register the mark under Section 2(e)(5) as functional; (2)
argued against the refusal to register the mark under Trademark Act Sections 1, 2 and 45 as a non-
distinctive configuration of goods; (3) argued the mark has acquired distinctiveness under Section 2(f);
and, (4) submitted evidence in support of the argument that the mark has acquired distinctiveness.
 
The refusal to register the mark under Section 2(e)(5) as a functional design, the refusal to register the
mark under Trademark Act Sections 1, 2 and 45 as a non-distinctive configuration of goods, and the
determination that the applicant has failed to establish that the mark has acquired distinctiveness, are
maintained and made final.
 
FUNCTIONAL
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The refusal to register is maintained and made final because the applied-for mark, which consists of a
three-dimensional configuration of the goods, appears to be a functional design for such goods. 
Trademark Act Section 2(e)(5), 15 U.S.C. §1052(e)(5); see TMEP §1202.02(a)-(a)(ii).  A feature is
functional if it is “essential to the use or purpose of the [product]” or “it affects the cost or quality of the
[product].”  TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 33, 58 USPQ2d 1001, 1006 (2001);
Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 165, 34 USPQ2d 1161, 1163-64 (1995); TMEP
§1202.02(a)(iii)(A).
 
Determining functionality normally involves consideration of one or more of the following factors,
commonly known as the “Morton-Norwich factors”:
 

(1)        The existence of a utility patent that discloses the utilitarian advantages of the
design sought to be registered;

 
(2)        Advertising by the applicant that touts the utilitarian advantages of the design;

 
(3)        Facts pertaining to the availability of alternative designs; and
 

(4)        Facts pertaining to whether the design results from a comparatively simple or
inexpensive method of manufacture.

 
In re Morton-Norwich Prods., Inc., 671 F.2d 1332, 1340-41, 213 USPQ 9, 15-16 (C.C.P.A. 1982); TMEP
§1202.02(a)(v).
 
The mark sought to be registered is a product configuration that “consists of twelve (12) equally-sized
recessed rectangular panels arranged in a four panel by three panel format with each panel having its own
raised border within a large rectangle” for both “candy” and “chocolate.”  (Applicant’s description of the
mark).
 
With regard to the first factor, US Patent No. 1,613,231, a patent for “candy confection and process of
making the same” discloses utilitarian advantages of a feature of the design sought to be registered. 
Specifically, scoring the bar to subdivide it into smaller, equal-sized, pieces makes the bar easier to break
into smaller, equal-sized pieces.  This is useful when cooking because it facilitates proper measuring of the
chocolate, and when simply eating the chocolate where one does not desire to eat the entire bar or desires
to share the bar with others.  (See attached copy of Patent No. 1,613,231).
 
The patent “invention relates to candy confections and to an improved process of making the same.  The
object of the invention is to produce a candy confection comprising a layer of hard, frangible candy, which
may be cut into pieces when cold, without dislodgement of pieces of said frangible sheet or layer of
appropriate size, even though it is broken in pieces in the cutting operation, and without affecting the size
and shape of the pieces into which the mat, as initially formed, is cut.”  (See attachments).
 
Specifically, lines 75-92 provide, “Heretofore, as far as we are aware, it has been considered
impracticable, if not impossible, to cut layers of hard, frangible candy of the character of the layer 2
shown in the drawing, for the reason that the action of the knives or cutters would break the candy into
irregular pieces; and, where it is desired to subdivide a layer of such hard, frangible candy into pieces of
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desired small size, the universal practice, so far as we are aware, has been to score said layers on lines
corresponding to the desired shapes and sizes of the pieces, before it is thoroughly cooled and while it is
sufficiently plastic that it may be scored without breaking.  The candy is then permitted to cool and may
then readily be broken into pieces along the lines on which it is scored.”
 
This patent still discloses a utilitarian advantage of a feature of the design sought to be registered. 
Specifically, the candy and chocolate has been scored during the manufacturing process so that it may be
broken into the desired preformed shapes and sizes rather than into irregular shapes and sizes. 
 
“Frangible” is defined as “Brittle, or designed to be easily broken.”  Encarta World English Dictionary
[North American Edition].  Copyright 2009 by Microsoft Corporation.  (See attachments).
 
“Score” is defined as “to make a superficial cut or crease in something such as a piece of paper in order
to fold, tear, or break it easily.”  Encarta World English Dictionary [North American Edition].  Copyright
2009 by Microsoft Corporation.  (See attachments).
 
Both of the applicant’s identified goods, namely, candy and chocolate, can be brittle or designed to be
easily broken.  In addition, the creases which subdivide the chocolate bars into twelve equal-sized pieces
is a form of scoring.  (See attached web pages discussing chocolate which is scored specifically to
facilitate the ease of breaking the chocolate bars).
 
The examining attorney searched the Internet using the Google® computerized search engine for
“chocolate candy bars” in relation to “scored”, and “chocolate candy bars” in relation to “break off”, and
found thousands of articles.
 
Attached for the applicant’s reference are copies of representative web pages which demonstrate that
candy bars which are subdivided in smaller, equal-sized, sections are frequently described as “scored” and
that the public generally perceives this scoring to serve the utilitarian function of facilitating the easier
breaking off of equal-sized smaller pieces, both for eating and for measuring for cooking purposes. 
Examples concerning both the applicant’s goods and those of other chocolate and candy manufacturers
include:
 

(1)              www.epinions.com/review/Hershey_s_Milk_Chocolate_Bar: “Hershey’s milk
chocolate bar is a flat, thin candy bar with a standard size of 1.55 oz. (43 grams). The flat bar is
made entirely from milk chocolate and it is divided into twelve rectangular ‘pieces.’ These
pieces are all attached to each other in a 3 by 4 fashion to form the candy bar. This design
makes it easy to break off smaller pieces and share them with others.”
(2)              

www.epinions.com/review/Hershey_Special_Dark_Chocolate_Bars_1_45_Oz_36_Bars:  “Just
like with the milk chocolate Hershey’s Bar, this one is also scored so that you can easily break
off small sections of the candy bar.”
(3)              www.godiva.com:              “It is scored into ten signature squares so you can break off
a little piece of Godiva every day.”
(4)              www.farawayfoods.com:               “Available in semisweet, Scharffen Berger’s Home
Chef Chocolate Bars are pure dark chocolate, scored for easy measuring.”
(5)              www.bizrate.com:              “Blocks of rich dark chocolate made by Asher’s. Each bar
is scored so it’s easy to break.”
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The examining attorney notes that Patent No. 1,613,231 is expired.  However, statements in a utility patent
application or expired patent which refer to utilitarian advantages of the design features at issue are
persuasive evidence of functionality.  The evidentiary significance of such statements is not affected by
whether the patent application is pending or abandoned, whether a utility patent issued from the
application, or whether the resulting patent has expired.  See TrafFix Devices, Inc. v. Mktg. Displays, Inc.,
532 U.S. 23, 29-30, 58 USPQ2d 1001, 1005 (2001); Valu Eng’g, Inc. v. Rexnord Corp., 278 F.3d 1268,
1279, 61 USPQ2d 1422, 1429 (Fed. Cir. 2002); In re Howard Leight Indus., LLC, 80 USPQ2d 1507,
1511, 1514-16 (TTAB 2006); TMEP §1202.02(a)(v)(A).
 
The examining attorney also notes that Patent No. 1,613,231 was owned by a third party, however, a third-
party utility patent is relevant evidence of functionality when the patent discloses the utilitarian advantages
of the applied-for product or product packaging configuration sought to be registered.  See In re Dietrich,
91 USPQ2d 1622, 1627 (TTAB 2009); Am. Flange & Mfg. Co. v. Rieke Corp., 80 USPQ2d 1397, 1404
(TTAB 2006); TMEP §1202.02(a)(v)(A).
 
Applicant argues that there is no evidence of record that the applicant has promoted the design as having
utilitarian advantages. 
 
Lack of advertising extolling or promoting utilitarian advantages of a design does not establish that a
configuration is not functional.  Moreover, the examining attorney notes that throughout much of
applicant’s commercial history, it has not utilized or relied on national advertising campaigns.  (See
attachments indicating that applicant utilized relatively little national advertising until relatively recently
in applicant’s business history).
 
Applicant argues that functionally equivalent alternative designs are available.
 
Since the preservation of competition is an important policy underlying the functionality doctrine,
competitive need generally remains an important factor in a functionality determination. See Valu
Engineering, Inc. v. Rexnord Corp., 278 F.3d 1268, 1277, 61 USPQ2d 1422, 1428 (Fed. Cir. 2002) (“[I]n
determining ‘functionality,’ the Board must assess the effect registration of a mark would have on
competition.”).  However, in TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23, 58 USPQ2d
1001 (2001), the Supreme Court clearly indicated that if the record shows that a design is essential to the
use or purpose of a product, or if it affects the cost or quality of the product, it is unnecessary to consider
whether there is a competitive need for the product feature.  That is, existence of comparable alternative
designs does not transform a functional design into a nonfunctional design. Valu Engineering, Inc. v.
Rexnord Corp., 278 F.3d 1268, at 1276, 61 USPQ2d at 1427. 
 
In this case, the design is essential to the use of the product, namely, the configuration which subdivides
the candy and/or a chocolate bars in smaller, equally-sized, parts with recessed lines dividing the
subdivisions is essential to being able to break the candy/chocolate into smaller, equal sized pieces for
both eating and measuring purposes.  Accordingly, the existence of functionally equivalent alternative
designs does not obviate the proposed mark’s own functionality.
 
Applicant also argues that “the tooling and moulds for the framed segments of the Hershey design are
more expensive to create than are the tooling and moulds for other chocolate bar designs.”  However, an
applicant’s assertion that its design is more expensive or more difficult to make does not establish that the
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configuration is not functional.  In re Dietrich, 91 USPQ2d 1622, 1637 (TTAB 2009) (“[E]ven at a higher
manufacturing cost, applicant would have a competitive advantage for what is essentially . . . a superior
quality wheel.”); In re Pingel Enter. Inc., 46 USPQ2d 1811, 1821 (TTAB 1998) (“That applicant, despite
the inherent advantages of a design which is simple and less expensive to manufacture than other
petcocks, has, however, deliberately chosen a more complex and expensive manner in which to
manufacture its product does not mean that the configuration thereof is not de jure functional.”); TMEP
§1202.02(a)(v)(D); see In re Am. Nat’l Can Co., 41 USPQ2d 1841, 1844-45 (TTAB 1997).
 
The Office must establish a prima facie case that the three-dimensional configuration mark sought to be
registered is functional.  The burden then shifts to the applicant to present sufficient evidence to rebut the
prima facie case.  In re R.M. Smith, Inc., 734 F.2d 1482, 1484, 222 USPQ 1, 3 (Fed. Cir. 1984); In re Bio-
Medicus Inc., 31 USPQ2d 1254, 1257 n.5 (TTAB 1993); TMEP §1202.02(a)(iv). 
 
The applicant argues that the Office has not established a prima facie case that the three-dimensional
configuration mark sought to be registered is functional.
 
The examining attorney respectfully disagrees, and argues that the applicant has not submitted sufficient
evidence to rebut the prima facie case.
 
For the foregoing reasons, the refusal to register the mark under Trademark Act Section 2(e)(5) as a
functional design for goods is maintained and made final. 
 
A determination that an applied-for configuration mark is functional constitutes an absolute bar to
registration on the Principal or Supplemental Registers, regardless of any evidence of acquired
distinctiveness.  Trademark Act Sections 2(e)(5) and 23(c), 15 U.S.C. §§1052(e)(5), 1091(c); see TrafFix
Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 29, 58 USPQ2d 1001, 1006 (2001); In re Controls
Corp. of Am., 46 USPQ2d 1308, 1311 (TTAB 1998); TMEP §1202.02(a)(iii)(A).
 
NONDISTINCTIVE CONFIGURATION – INSUFFICIENT EVIDENCE TO ESTABLISH ACQUIRED
DISTINCTIVENESS UNDER SECTION 2(f)
 
The refusal to register is maintained and made final because the applied-for mark consists of a
nondistinctive product design or nondistinctive features of a product design that is not registrable on the
Principal Register without sufficient proof of acquired distinctiveness.  Trademark Act Sections 1, 2 and
45, 15 U.S.C. §§1051-1052, 1127; Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 210, 213-
14, 54 USPQ2d 1065, 1068-69 (2000); In re Slokevage, 441 F.3d 957, 961, 78 USPQ2d 1395, 1398 (Fed.
Cir. 2006); see TMEP §1202.02(b)(i).
 
Distinctiveness and functionality are two separate issues in an application for a three-dimensional
configuration mark consisting of a product design, product packaging or other types of trade dress.  See
TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 58 USPQ2d 1001 (2001); In re Ennco Display
Sys., Inc., 56 USPQ2d 1279 (TTAB 2000); TMEP §1202.02.
 
The mark sought to be registered is a product configuration that “consists of twelve (12) equally-sized
recessed rectangular panels arranged in a four panel by three panel format with each panel having its own
raised border within a large rectangle” for both “candy” and “chocolate.”  (Applicant’s description of the
mark).
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A mark that consists of product design trade dress is never inherently distinctive and is not registrable on
the Principal Register unless the applicant establishes that the mark has acquired distinctiveness under
§2(f). Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 210, 54 USPQ2d 1065, 1067 (2000).
Features of a product’s design can never be inherently distinctive and are registrable only upon a showing
of secondary meaning. Id. at 213–14,54 USPQ2d at 1069. The Supreme Court noted that product design
almost invariably serves purposes other than source identification, and that consumers are aware that even
the most unusual product design (such as a cocktail shaker shaped like a penguin) is intended not to
identify the source, but to render the product itself more useful or appealing. Id.; TMEP §1202.02(b)(i). 

The examining attorney searched the Internet using the Google® computerized search engine for
“chocolate candy bars” in relation to “scored”, and “chocolate candy bars” in relation to “break off”, and
found thousands of articles.
 
Attached for the applicant’s reference are copies of representative web pages which demonstrate that the
public generally perceives the subdividing of candy bars with scoring into smaller, equal-sized sections to
serve the utilitarian function of facilitating the easier breaking off of equal-sized smaller pieces, both for
eating and for measuring for cooking purposes.  Examples concerning both the applicant’s goods and
those of other chocolate and candy manufacturers include:
 

(1)  www.epinions.com/review/Hershey_s_Milk_Chocolate_Bar: “Hershey’s milk chocolate
bar is a flat, thin candy bar with a standard size of 1.55 oz. (43 grams). The flat bar is made
entirely from milk chocolate and it is divided into twelve rectangular ‘pieces.’ These pieces
are all attached to each other in a 3 by 4 fashion to form the candy bar. This design makes it
easy to break off smaller pieces and share them with others.”
(2)  www.epinions.com/review/Hershey_Special_Dark_Chocolate_Bars_1_45_Oz_36_Bars:   
“Just like with the milk chocolate Hershey’s Bar, this one is also scored so that you can easily
break off small sections of the candy bar.”
(3)  www.godiva.com:              “It is scored into ten signature squares so you can break off a
little piece of Godiva every day.”
(4)  www.farawayfoods.com:               “Available in semisweet, Scharffen Berger’s Home
Chef Chocolate Bars are pure dark chocolate, scored for easy measuring.”
(5)  www.bizrate.com:              “Blocks of rich dark chocolate made by Asher’s. Each bar is
scored so it’s easy to break.”

 

Applicants face a heavy burden in establishing distinctiveness in an application to register trade dress. See
Stuart Spector Designs,Ltd. v. Fender Musical Instruments Corp., 94 USPQ2d 1549 (TTAB 2009). A
mere statement of five years’ use is generally not sufficient. In re Ennco Display Systems Inc., 56 USPQ2d
1279, 1284 (TTAB 2000); TMEP §1202.02(b)(i).

In response to this refusal, applicant argued that the applied-for mark has acquired distinctiveness under
Trademark Act Section 2(f). 
 
As evidence the applicant previously and/or again noted/submitted: (1) length and exclusivity of use of the
mark in commerce; (2) ownership of prior US Reg. No. 3668662; (3) advertising expenditures; (4) sales
success; (5) unsolicited media coverage; (6) attempts to plagiarize; and, (7) public recognition as
purported to be demonstrated by the results of a consumer survey.
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In this case, the applicant has failed to meet the burden of proving that the mark has acquired
distinctiveness.
 
Because the subdividing of a rectangular piece of candy into smaller rectangular pieces of candy with
break-off lines is so common and non-distinctive in the candy industry, the claim of acquired
distinctiveness based upon length of use and ownership of a prior US registration is insufficient to prove
acquired distinctiveness in this case.  Additional evidence is required.  See Ex parte Fox River Paper
Corp., 99 USPQ 173 (Comm’r Pats. 1953); TMEP §1212.01.  (See current attachments, attachments to
Office Action dated September 24, 2010, and attachments to applicant’s responses dated May 23 and
November 25, 2010).
 
With regard to the claim of acquired distinctiveness based upon Reg. No. 3668662, the examining attorney
also notes that the marks are not the same and, therefore, the mark in the prior registration does not
support applicant’s claim of acquired distinctiveness because it is not the same mark.
 
A claim of acquired distinctiveness may be based on an applicant’s ownership of one or more prior
registrations of the same mark on the Principal Register.  37 C.F.R. §2.41(b); TMEP §1212.04.  An
applied-for mark is considered the same mark if it is the legal equivalent of the previously-registered
mark.  In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 1347, 57 USPQ2d 1807, 1812 (Fed. Cir.
2001); TMEP §1212.04(b). 
 
To be legal equivalents, the applied-for mark must be indistinguishable from the previously-registered
mark or create the same, continuing commercial impression such that the consumer would consider them
both to be the same mark.  In re Brouwerij Bosteels, 96 USPQ2d 1414, 1423 (TTAB 2010); In re Nielsen
Bus. Media, Inc., 93 USPQ2d 1545, 1547 (TTAB 2010); see In re Dial-A-Mattress Operating Corp., 240
F.3d at 1347, 57 USPQ2d at 1812; In re Binion, 93 USPQ2d 1531, 1539 (TTAB 2009); TMEP
§1212.04(b). 
 
In the present case, the applied-for mark and the mark in the prior registration are not the same mark, and
thus are not legal equivalents, because the mark in Reg. No. 3668662 contains the term "HERSHEY'S" in
each of the twelve panels.  Therefore, the prior registration does not support applicant’s claim of acquired
distinctiveness and the claim is not accepted. 
 
Applicant has provided evidence of high sales figures and significant advertising expenditures for the
goods at issue; however, such evidence is not dispositive of whether the proposed mark has acquired
distinctiveness.  Such extensive sales and promotion may demonstrate the commercial success of
applicant’s goods, but not that relevant consumers view the matter as a mark for such goods.  See In re
Boston Beer Co., 198 F.3d 1370, 53 USPQ2d 1056 (Fed. Cir. 1999); In re Busch Entm’t Corp., 60
USPQ2d 1130, 1134 (TTAB 2000).
 
Similarly, applicant’s advertising expenditures are merely indicative of its efforts to develop
distinctiveness; not evidence that the mark has acquired distinctiveness.  See In re Pennzoil Prods. Co., 20
USPQ2d 1753 (TTAB 1991).  The examining attorney notes that none of the applicant’s submitted
advertisements seems to demonstrate what the applicant has done to promote the public’s association of
the applied for mark applied with the goods.  Pictures of candy bars, or portions thereof, are present in the
advertisements, but not in a manner that promotes the configuration of the chocolate bars as a mark, or
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even in a manner that potential customers would perceive as a mark.
 
The applicant argues that attempts by a retailer to sell a brownie pan, and the resulting unsolicited media
coverage, are evidence that the public associates the configuration in the current mark with the applicant. 
The examining attorney respectfully disagrees.  The attached copies of representative web pages regarding
the aforesaid incident tend to demonstrate that the public does not associate the applied for mark with the
applicant.  Rather, the attached articles tend to demonstrate that the public questions the applicant’s
assertions regarding the purported mark.  (See attachments).
 
Moreover, the attached web pages dealing with scored candy bars demonstrate that the public perceives
the configuration to serve a utilitarian feature that facilitates the easy breaking of the bars into uniform
smaller pieces.  Examples include:
 
 

(1)  www.epinions.com/review/Hershey_s_Milk_Chocolate_Bar: “Hershey’s milk chocolate
bar is a flat, thin candy bar with a standard size of 1.55 oz. (43 grams). The flat bar is made
entirely from milk chocolate and it is divided into twelve rectangular ‘pieces.’ These pieces
are all attached to each other in a 3 by 4 fashion to form the candy bar. This design makes it
easy to break off smaller pieces and share them with others.”
(2)  www.epinions.com/review/Hershey_Special_Dark_Chocolate_Bars_1_45_Oz_36_Bars:   
“Just like with the milk chocolate Hershey’s Bar, this one is also scored so that you can easily
break off small sections of the candy bar.”

 
 
Applicant’s survey evidence is relevant to establishing acquired distinctiveness and secondary meaning,
but not dispositive. Yankee Candle Co., Inc. v. Bridgewater Candle Co., LLC, 259 F.3d 25, 37, 59
USPQ2d 1720, 1730 (1st Cir. 2001); TMEP §1212.06(d). 
 
In this case, in view of all of the evidence of record, the applicant has not established acquired
distinctiveness.  Accordingly, the refusal to register on the Principal Register as a nondistinctive feature of
a product design under Trademark Act Sections 1, 2 and 45, is maintained and made final.
 
GUIDELINES FOR RESPONDING TO A FINAL REFUSAL
 
If applicant does not respond within six months of the date of issuance of this final Office action, the
application will be abandoned.  15 U.S.C. §1062(b); 37 C.F.R. §2.65(a).  Applicant may respond to this
final Office action by:
 

(1)  Submitting a response that fully satisfies all outstanding requirements, if feasible; and/or
 

(2)  Filing an appeal to the Trademark Trial and Appeal Board, with an appeal fee of $100 per
class.

 
37 C.F.R. §§2.6(a)(18), 2.64(a); TBMP ch. 1200; TMEP §714.04.
 
In certain rare circumstances, a petition to the Director may be filed pursuant to 37 C.F.R. §2.63(b)(2) to
review a final Office action that is limited to procedural issues.  37 C.F.R. §2.64(a); TMEP §714.04; see
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37 C.F.R. §2.146(b); TBMP §1201.05; TMEP §1704 (explaining petitionable matters).  The petition fee is
$100.  37 C.F.R. §2.6(a)(15).
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT FEE: 
Applicants who filed their application online using the reduced-fee TEAS Plus application must continue
to submit certain documents online using TEAS, including responses to Office actions.  For a complete
list of these documents, see TMEP §819.02(b).  In addition, such applicants must accept correspondence
from the Office via e-mail throughout the examination process and must maintain a valid e-mail address. 
37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a).  TEAS Plus applicants who do not meet these
requirements must submit an additional fee of $50 per international class of goods and/or services.  37
C.F.R. §2.6(a)(1)(iv); TMEP §819.04.  Responding by telephone to authorize an examiner’s amendment
will not incur this additional fee.
 
 
 
 

/John Dwyer/
Examining Attorney
Law Office 116
Telephone 571-272-9155
Facsimile 571-273-9116
 
 

 
TO RESPOND TO THIS LETTER:  Use the Trademark Electronic Application System (TEAS)
response form at http://teasroa.uspto.gov/roa/.  Please wait 48-72 hours from the issue/mailing date before
using TEAS, to allow for necessary system updates of the application.  For technical assistance with
online forms, e-mail TEAS@uspto.gov.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant
or someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using Trademark Applications and Registrations Retrieval (TARR) at http://tarr.uspto.gov/.  Please keep a
copy of the complete TARR screen.  If TARR shows no change for more than six months, call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/teas/eTEASpageE.htm.
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