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REQUEST FOR RECONSIDERATION DENIED 
 
ISSUE/MAILING DATE:  
 
The applicant divided the goods in INT. CLASS 16 and the services in INT. CLASS 44 
out of the current application.  That application, Serial No. 77982516, was approved for 
publication by the examining attorney on September 15, 2011.  The refusal under Final 
did not include the goods and services listed in INT. CLASSES 16 and 44.  This refusal 
refers to CLASSES 5 and 35 only, the classes in the divided application. 
 
The trademark examining attorney has carefully reviewed applicant’s request for 
reconsideration and is denying the request for the reasons stated below.  See 37 C.F.R. 
§2.64(b); TMEP §§715.03(a), 715.04(a).  The requirement(s) and/or refusal(s) made final 
in the Office action dated February 23, 2011, are maintained and continue to be final.  
See TMEP §§715.03(a), 715.04(a). 
 
In the present case, applicant’s request has not resolved all the outstanding issue(s), nor 
does it raise a new issue or provide any new or compelling evidence with regard to the 
outstanding issue(s) in the final Office action.  In addition, applicant’s analysis and 
arguments are not persuasive nor do they shed new light on the issues.  Accordingly, the 
request is denied. 
 
The applicant reiterates it argument that the marks do not look or sound the same but 
offers no new evidence or analysis to support the argument.  The applicant also declares 
that the goods of the registrant and the applicant are distributed through different 



channels of trade.  The applicant states that its goods will be sold online and through 
retail outlets and specifies that it has been “unable to locate an on-line channel for sale of 
goods under the Cited Mark or a physical retail outlet selling goods under the Cited 
Mark.”  It is unclear if the applicant is suggesting that the registrant abandoned the use of 
the trademark because it can find no use of the registrant’s mark.  Please note, a 
trademark or service mark registration on the Principal Register is prima facie evidence 
of the validity of the registration and the registrant’s exclusive right to use the mark in 
commerce in connection with the specified goods and/or services.  See 15 U.S.C. 
§1057(b); TMEP §1207.01(d)(iv). 
 
Thus, evidence and arguments that constitute a collateral attack on a cited registration, 
such as information or statements regarding a registrant’s nonuse of its mark, are not 
appropriate during ex parte prosecution.  See In re Dixie Rests., 105 F.3d 1405, 1408, 41 
USPQ2d 1531, 1534-35 (Fed. Cir. 1997); In re Peebles Inc., 23 USPQ2d 1795, 1797 n.5 
(TTAB 1992); TMEP §1207.01(d)(iv).  Such evidence and arguments may, however, be 
pertinent to a formal proceeding before the Trademark Trial and Appeal Board to cancel 
the cited registration. 

Furthermore, neither the application nor the registration contains any limitations 
regarding trade channels for the goods and therefore it is assumed that registrant’s and 
applicant’s goods are sold everywhere that is normal for such items, online retail stores 
and brick and mortar retail outlets.  Thus, it can also be assumed that the same classes of 
purchasers shop for these items and that consumers are accustomed to seeing them sold 
under the same or similar marks.  See Kangol Ltd. v. KangaROOS U.S.A., Inc., 974 F.2d 
161, 23 USPQ2d 1945 (Fed. Cir. 1992); In re Smith & Mehaffey, 31 USPQ2d 1531 
(TTAB 1994); TMEP §1207.01(a)(iii). 

The applicant again argues that its customers are sophisticated and would not confuse the 
source of the goods and services.  The fact that purchasers are sophisticated or 
knowledgeable in a particular field does not necessarily mean that they are sophisticated 
or knowledgeable in the field of trademarks or immune from source confusion.  TMEP 
§1207.01(d)(vii); see In re Cynosure, Inc., 90 USPQ2d 1644 (TTAB 2009); In re 
Decombe, 9 USPQ2d 1812 (TTAB 1988); In re Pellerin Milnor Corp., 221 USPQ 558 
(TTAB 1983). 
 
The applicant states that its goods are not inexpensive and are designed to help customers 
lose weight.  There is no restriction in the registrant’s identification of goods as to the 
expense or type of dietary supplement provided.  The applicant’s identification of goods 
reads “Vitamins and dietary food supplements.”  Therefore, the registrant may very well 
also provide expensive supplements for use in aiding in the loss of weight.  In a 
likelihood of confusion analysis, the comparison of the parties’ goods and/or services is 
based on the goods and/or services as they are identified in the application and 
registration, without limitations or restrictions that are not reflected therein.  In re 
Dakin’s Miniatures, Inc., 59 USPQ2d 1593, 1595 (TTAB 1999); see Hewlett-Packard 
Co. v. Packard Press Inc., 281 F.3d 1261, 1267-68, 62 USPQ2d 1001, 1004-05 (Fed. Cir. 



2002); In re Thor Tech, Inc., 90 USPQ2d 1634, 1638-39 (TTAB 2009); TMEP 
§1207.01(a)(iii).   
 
In this case, the identification set forth in the cited registration uses broad wording to 
describe registrant’s goods and/or services and does not contain any limitations as to 
nature, type, channels of trade or classes of purchasers.  Therefore, it is presumed that the 
registration encompasses all goods and/or services of the type described, including those 
in applicant’s more specific identification, that the goods and/or services move in all 
normal channels of trade, and that they are available to all potential customers.  See 
Citigroup Inc. v. Capital City Bank Grp., Inc., ___ F.3d ___, 98 USPQ2d 1253, 1261 
(Fed. Cir. 2011); In re Jump Designs LLC, 80 USPQ2d 1370, 1374 (TTAB 2006); In re 
Elbaum, 211 USPQ 639, 640 (TTAB 1981); TMEP §1207.01(a)(iii). 
 
Lastly, the applicant argues that the registrant’s mark is weak because other companies 
provide similar goods under similar marks.  The examining attorney notes that none of 
the cited marks are registered with the United States Trademark Office.  One of the uses 
cited by the applicant is for unrelated nursing services and another is for medical weight 
loss solutions utilizing surgery.  Therefore, the applicant’s argument that the term SLIM 
MED is weak is based only on one other example of the use of similar wording for what 
may be similar goods/services.   
 
The applicant argues that the registrant’s mark should be afforded minimal protection 
because the term “SLIM” is a common component of weight loss supplements.  The 
Court of Appeals for the Federal Circuit and the Trademark Trial and Appeal Board have 
recognized that marks deemed “weak” or merely descriptive are still entitled to protection 
against the registration by a subsequent user of a similar mark for closely related goods 
and/or services.  In re Colonial Stores, Inc., 216 USPQ 793, 795 (TTAB 1982); TMEP 
§1207.01(b)(ix); see King Candy Co. v. Eunice King’s Kitchen, Inc., 496 F.2d 1400, 
1401, 182 USPQ 108, 109 (C.C.P.A. 1974).  This protection extends to marks registered 
on the Supplemental Register.  TMEP §1207.01(b)(ix); see, e.g., In re Clorox Co., 578 
F.2d 305, 307-08, 198 USPQ 337, 340 (C.C.P.A. 1978); In re Hunke & Jochheim, 185 
USPQ 188 (TTAB 1975). 
 
The examining attorney notes that the evidence to support the weakness claim (as to the 
term SLIM) consists of a list of registrations.  However, the mere submission of a list of 
registrations or a copy of a private company search report does not make such 
registrations part of the record.  In re Promo Ink, 78 USPQ2d 1301, 1304 (TTAB 2006); 
TBMP §1208.02; TMEP §710.03.  
 
To make third-party registrations part of the record, an applicant must submit copies of 
the actual registrations or printouts of the registrations from the USPTO’s database.  In re 
Ruffin Gaming LLC, 66 USPQ2d 1924, 1925 n.3 (TTAB 2002); In re Carolina Apparel, 
48 USPQ2d 1542, 1543 n.2 (TTAB 1998); TBMP §1208.02; TMEP §710.03. 
 
The filing of a request for reconsideration does not extend the time for filing a proper 
response to a final Office action or an appeal with the Trademark Trial and Appeal Board 



(Board), which runs from the date the final Office action was issued/mailed.  See 37 
C.F.R. §2.64(b); TMEP §§715.03, 715.03(a), (c).   
 
If time remains in the six-month response period to the final Office action, applicant has 
the remainder of the response period to comply with and/or overcome any outstanding 
final requirement(s) and/or refusal(s) and/or to file an appeal with the Board.  TMEP 
§715.03(a), (c).  However, if applicant has already filed a timely notice of appeal with the 
Board, the Board will be notified to resume the appeal when the time for responding to 
the final Office action has expired.  See TMEP §715.04(a). 
 
 
 
 

/Curtis W. French/ 
Trademark Attorney 
Law Office 115 
United States Trademark Office 
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