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Applicant, Nordic Naturals, Inc., seeksregister the trademark CHILDREN'S DHA in
stylized form for use in connection withutritional supplements containing DHA” in
International Class 5. Applant has been using the CHILER'S DHA (Stylized) mark in
commerce for more than 8 years and has actiigkeat commercial success. The Examining
Attorney has refused to register Applicantiark, however, because the Examining Attorney
believes that the wording “CHILDREN’S DHA” ig generic term for the identified goods or,
alternatively, that Applicant’s mark is meragscriptive and that@gplicant’s Section 2(f)
evidence is insufficient to support its claimaufquired distinctiverss. Applicant hereby
appeals the Examining Attorney’s refusal to ségi the mark and requests that the Trademark
Trial and Appeal Board reverse the Examinkitprney’s decision, allowing the CHILDREN'S
DHA (Stylized) mark to be registered on thénRipal Register, afrepublication and an
opportunity for third partietd oppose such registration.

STATEMENT OF THE ISSUES

This Appeal presents the Board with the following four issues:

(1) Whether the Examining Attorney has met berden of proving that Applicant’s mark, as
a whole, is generic for “nutriihal supplements containing DHA”;

(2) Assuming the Examining Attorney has not met her burden, whether Applicant’'s mark is
merely descriptive of “nutritinal supplements containing DHA”;

3) In view of Applicant’s8 years of continuous use atf¢ substantial evidence of
secondary meaning, including sales, prooml efforts, advertising expenditures,
retailer declarations, and utistted end-user comments asging the product with the
source, has Applicant met its burden ledwing that Applicant’s mark has acquired

distinctiveness; and



4) Notwithstanding the above, whether Applicantiark is sufficiently stylized to warrant
registration on the Principal Register.
FACTS

The following facts are padf the record below. Apgant began using “CHILDREN’S
DHA” as a trademark in connection with itstntional supplements in July 2000. Applicant
adopted the subject stylizéarm of its CHILDREN’S DHAmark in October 2003, and has
enjoyed substantially exclusive uskthe stylized mark for morinan 8 years. Applicant filed
an application with the U.S. Patent ana&demark Office to regist its CHILDREN’'S DHA
(Stylized) mark in June 2009. The Examining Aty preliminarily refged registration of the
mark, however, under Section 2(e)(1), based erEtkamining Attorney’s belief that “the
applied-for mark merely describes an ingredient and user of appligaots” and, therefore, is
merely descriptive. (September 9, 2009 Office Action).

In response to the September 9, 2009d@fAction, Applicant asserted that its
CHILDREN'’S DHA mark is suggeste; but that, even if it wereonsidered descriptive, it had
acquired distinctiveness, asi@enced by, among other thindg4) Applicant’s substantially
exclusive use of the mark for more than fjgars; (2) Applicans sales of goods under the
CHILDREN'’S DHA mark; (3) Applicant’s advéising expenditures and efforts to promote
goods sold under the CHILDRENTSHA mark; and (4) third part# recognition of Applicant’s
CHILDREN'’S DHA mark as a sourddentifier. (March 9, 201®esponse to Office Action).
Notwithstanding this evidence, the ExamigiAttorney issued a second Office Action,
maintaining her prior refusal to register the madserting that the applied-for mark is generic.
In the alternative, the Examining Attorney main&al the refusal on the basis that the mark is

merely descriptive and that the Section 2{&m was insufficient. While recognizing that



Applicant had provided “evidence of high salegifes and significant adiesing expenditures,”
the Examining Attorney stated that “[sJuchi@xsive sales and promotion may demonstrate the
commercial success of applicantsogls . . . but not that relevasansumers view the matter as a
mark . ...” (March 13, 2010 Office Action).

In response to the March 13, 2010 G&dfiAction, Applicant argued against the
genericness refusal, argued thatiuired distinctiveness had bedttown, and asserted that, in
maintaining the refusal, the Examining Attorriead ignored the stylized nature of Applicant’s
mark. (September 13, 2010 Response to Office Action). However, the Examining Attorney
again rejected Applicant’s arguments and evidem@aking final the refusal of Applicant’s mark
under Section 2(e)(1) based on Eheamining Attorney’s belief tht the mark is generic.
(October 4, 2010 Final Office Action). Applicaiiefl this Appeal, as well as a Request for
Reconsideration, on April 4, 2011.

In its Request for Reconsideration, Aggint argued that Apant’'s mark had been
improperly dissected by the Examining Attorney, tiat mark is not generic, that the mark has
acquired distinctiveness, and that the stylized nature of thewaarinted registration. (April 4,
2011 Request for Reconsideration). In respongleetee arguments, a fourth Office Action, the
second Final Office Action in this case, was &by the Examining Attorney and responded to
by Applicant.

On January 20, 2012, the Examining Atteyrissued a fifth Office Action, denying
Applicant’s second Request for Reconsideratiad continuing the refusal to register
Applicant’s mark under Section 2(e)(1).c&ordingly, the Board resumed the appeal.

Notwithstanding the overwhelming evidence of record impetpof Applicant’s position

that its mark is not generiod has acquired distinctiveness, the Examining Attorney has refused



registration of Applicant’s mark. The Exammugi Attorney’s refusals have been maintained
erroneously. Accordingly, Applicant respectfusliybmits this Appeal and asks the Board to
reverse the Examining Attorney’s refusals.
ARGUMENT
APPLICANT'S MARK SHOULD BE APPROVED FOR PUBLICATION

There are three reasons the Examining Aggsirefusal to register Applicant’s mark
should be reversed. First, Agant’'s mark is not generic. Second, to the extent Applicant’s
mark is merely descriptive of Applicant’s goodgplicant has supported its claim of acquired
distinctiveness. Third, Applicant’s mark is suféiotly stylized such that registration of the mark
on the Principal Register is warranted. Foréh@sasons, as fully sitrth below, Applicant
respectfully requests that the Board reversdettamining Attorney’s refusals and order that
Applicant’s mark CHILDREN’S DHA (§/lized) be passed for publication.

l.  APPLICANT'S MARK IS NOT GENERIC

In the face of evidence that establishes the source-identifying role of Applicant’s mark,
the Examining Attorney has refused registratiodpplicant’s mark believig it to be generic.

In so doing, the Examining Attorney does not nteetsubstantial burdehe Trademark Office
bears to prove that Applicant’'s mark is geneticre Merrill Lynch, Perce, Fenner, and Smith,
Inc., 828 F.2d 1567, 1571, 4 USPQ2d 1141 (Fed. Cir. 1987).

A generic term is one that “the relevauoirchasing public understds primarily as the
common or class name for the goods or services.” TMEP § 1209.01(c) [citm@ial-A-
Mattress Operating Corp240 F.3d 1341, 57 USPQ2d 1807, 1811 (Fed. Cir. 2001¢; Am.
Fertility Soc’y, 188 F.3d 1341, 1346, 51 USPQ2d 1832, 1836 (Fed. Cir. 1999)). The test used to
determine whether a term is generic requires aisabjswo questions: “(1yVhat is the genus of
goods or services at issue? and (2) Does teeast public understarttie designation primarily
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to refer to that genus of goodssarvices?” TMER 1209.01(c)(i) (citindd. Marvin Ginn Corp.
v. Int'l Ass’n of Fire Chiefs, In¢c782 F.2d 987, 990, 228 USPQ 528, 530 (Fed. Cir. 1986)).
“The test turns upon the primarygasificance that the ten would have to threlevant public.”
Id.

The burden of proving that a term is geaésia high one and can only be met by “clear
evidence.” Merrill Lynch, 828 F.2d at 1571. Indeed, the U.S. Patent and Trademark Office must
be careful not over-limit registration, lésaluable trademark rights will be lostlh re Ideal
Indus., Inc, 508 F.2d 1336, 1338, 184 USPQ 487 (C.C.PX5). Therefore, in determining
whether Applicant’s mark is mdyedescriptive (or generic), auggestive or arbitrary, it is well
established that the Examining Attorney mestolve any doubt in favor of Applicankee, e.g.

In re Aid Labs., InG.221 USPQ 1215, 1216 (TTAB 1983). this instance, the Examining
Attorney has wholly failed to meet this lol@n, warranting reversal on this basis, alone.

Applicant’'s mark is not generic. As agfiminary matter, “[tfhecommercial impression
of a trade-mark is derived froihas a whole, not from its elements separated and considered in
detail. For this reason it should bens@ered in its entirety . . . .Estate of P.D. Beckwith, Inc.
v. Comm’r of Paten{252 U.S. 538, 545-46 (192@ke also In re Steelbuilding.co#il5 F.3d
1293, 1297, 75 USPQ2d 1420 (Fed. Cir. 2005) (“An ingunto the public’sunderstanding of a
mark requires consideration of the mark as a whole.”).

Yet, the mark, as a whole, is not what Er@amining Attorney reviewed. Applicant is
not seeking registration for a stard character mark. RathApplicant seeks to register a
highly stylized mark. Even if the literal elemt of a mark is arguably generic or merely
descriptive, a mark can still be registevdaen the “stylization of the words or the

accompanying design features of the asserted anadte an impression on purchasers separate



and apart from the impression made by the words themselves2"’Am. Acad. of Facial Plastic
and Reconstructive Surgegd USPQ2d 1748, 1753 (TTAB 2002ge also In re Jackson Hole
Ski Corp, 190 USPQ 175 (TTAB 1976h¢lding that stylization of the letters JH, used in
connection with a geographic designation, wdBcsent to be inherery distinctive) andn re
Venturi, Inc, 197 USPQ 714 (TTAB 1977) (holding thastglized version of the mark THE
PIPE had acquired distinctiveness).

Applicant’s mark consists of the stylizddpiction of the words CHILDREN'S and DHA.
Specifically, the letters of Apmant’'s mark are in shown in a distinctive and unique stylized,
“handwritten” format and font. Further, each letgepresented in distitige, bright, alternating
colors, which colors are claimed as part of the mark as a whole. Specifically, color is claimed
for each of the letters in the mark as followse @is fuchsia; the E, first H, and second D are
orange; the | is green; the L is yellow-green;hand first D are blue; the R is red; the S and
second H are yellow; and the Agsk. With regard to the wondg itself, the first term in the
mark is a descriptive terthat identifies the intended user of the identified go@&eTMEP §
1209.03(i) (“A term that identifies a group to whaoine applicant directs its goods or services is
merely descriptive.”). The second term in thark is a descriptive tm that identifies an
ingredient in tle identified goodsSeeTMEP § 1209.01(b) (“A mark is considered merely
descriptive if it describes an irggtient . . . of the specified gds or services.”). The rights
afforded to a registration of the proposed madkld be associated with the wording as it
appears in the applicatie-in large stylized fonof bright alternating colors, as opposed to
merely the wording itself.

In light of the fact that the mark is,\&brst, a combination of descriptive terms and

stylization, Applicant’s mark, as a whole, &,a minimum, descriptive, not genertseeTMEP



§ 1209.03(d) (“When two descriptive terms arenbmed, the determination of whether the
composite mark also has a descriptive significance turns upon the question of whether the
combination of terms evokes a new and unico@mercial impression. If each component
retains its descriptive gmificance in relation tthe goods or services, the combination results in
a composite that is itself descriptive $ge also In re Wella Corpb65 F.2d 143, 196 USPQ 7
(C.C.P.A. 1977) (finding mar&omprising stylized lettering ALSAM, with disclaimer of
“BALSAM,” registrable). The Examining Attornelyas failed to establish otherwise because the
Examining Attorney has pointéd no evidence that Applicant/eark as a whole is used by
others or recognized by consumers as a generic term.

A mark that is not inherently distinctive (i.@ne that is descrip& may be registered on
the Principal Register upon proaff acquired distinctigness, or “secondary meaning.” TMEP §
1212. In the alternative, merely descriptimarks may be registered on the Supplemental
Register. TMEP 8§ 815, 816.04ella 565 F.2d 143, 196 USPQ 7.

A. Proper Application Of The Test For Genericness Proves That Applicant’s Mark Is
Not Generic

Because Applicant’'s mark is, at a minimumsclptive, it is not necessary to apply the
two-part test to determine whether the margaseric. Nonetheless, as explained below,
application of the test fagenericness proves that Apgant’s mark is not generic.

1. Class Or Genus Of Goods At Issue

Applicant maintains that theads or genus of the identifigdods is properly defined as
“nutritional supplements” or, more narrowly,utitional supplements containing DHA.” Even
under the more narrow definition, the class arugeof the identified goods necessarily includes
all nutritional supplements that contain DHA, including supplements designed for use by infants,

babies, toddlers, children, kidsjults, pregnant women, and perhapen animals. It defies



common sense to say that nutritional suppldseontaining DHA that are designed for use by
one or more of these intended useess@mmonly known as “children’s DHA,” and the
Examining Attorney offers no evidence to sugifbis position. Indes even referring to
nutritional supplements contang DHA designed for use by children simply as “children’s
DHA” would be an unnatural use of the Enfgjlianguage. The goods for which Applicant is
using its mark are commonly known and referred tthag have been listad the identification
of goods, i.e., “nutritional supplements containiigA” and it is against that backdrop that the
analysis must be undertaken.

a. Applicant’s Mark Is Not Used To Refer To The Class Or Genus Of
“Nutritional Supplements Containing DHA”

The Examining Attorney states that “a marg&neric if it refers to a genus of goods that
is a smaller category or subcateg of a broadly written iderftcation of goods.” Office Action
Issued June 29, 2011 at 6 (citimgre Greenliant Sys. Ltd97 USPQ2d 1078, 1082 (TTAB
2010);In re Wm. B. Coleman C®3 USPQ2d 2019, 20225 (TTAB 2010); andn re
CyberFinancial.Net In¢.65 USPQ2d 1789, 1790 (TTAB 2002)). However, as evidenced by the
cases cited by the Examining Attorney, the ExamgirAttorney continueto ignore the stylized
nature of Applicant’'s mark—none tifose cases deal with sidid marks. Here, Applicant’s
mark is CHILDREN'S DHA in stylized form.

In the absence of any evidence that Applisamark, as a whole, itself refers to the
genus or class of “nutritional supplementsi@ining DHA,” the Examining Attorney has not
carried the substantial burden of proving that ligamt’s mark refers to the genus at issue.
Furthermore, as explained below, there i€mdence that the relevant public understands
Applicant’s mark primarily to refer to the classgifods at issue. As such, Applicant’'s mark is

not generic.



2. Relevant Public’s Understanding Of Applicant’'s Mark

Without any support whatsoever, the ExangrAttorney asserts that the relevant public
would understand Applicant’s mark to refer primato the class or genus of goods to which the
identified goods belong. A review of the redoeveals that the @ence proves just the
opposite.

a. Evidence Of Actual Public Undergsanding Of Applicant’s Mark Was
Improperly Ignored

Applicant provided affirmative evidence thtt mark, CHILDREN’'S DHA (Stylized), is
understood by the relevant publicrider specifically to Aplicant’s goods. The Examining
Attorney has refused to consider that evidendwitlostanding the fact thattis probative and
properly submitted See Merrill Lynch828 F.2d at 1570 (holding that “[e]vidence of the
public’s understanding of the term may beantéd from any competent source, such as
purchaser testimony, consumer surveys, listingidtionaries, trade journals, newspapers, and
other publications”).

In particular, Applicant has submitted exceifpten trade journals that depict the use of
the marks CHILDREN’'S DHA and CHILDREN'®HA (Stylized) to refe specifically to
Applicant’s goods. $eeMarch 9, 2010 Response to Officetidbn, Ex. 2). Applicant has also
submitted affidavits from industry professionatating that its mark CHILDREN’S DHA is
associated exclusivelyith Applicant’s goods. Seed., Ex. 4). In addition, Applicant has
submitted an affidavit by Joar Opheim, the Chief Executive Officer of Nordic Naturals, stating
that the mark CHILDREN’'S DHA was introduced and used exclusively by Applicant for five
years. $edd., Ex. 1). Collectively, this eviden@stablishes that the relevant public
understands CHILDREN’S DHA (Slized) to refer not to a geeral class of goods, but to

Applicant’s specific goods.



In short, Applicant has presented ende that the relevant public understands
Applicant’s mark to refer specifically topplicant’s goods and, as explained below, the
Examining Attorney has not met her burdermpdducing clear evidence to prove otherwise.

b. None Of The Third Party Use Relied On By The Examining Attorney Is
Evidence Of Genericness

Many of the examples of third party usiethe wording “children’s DHA” cited by the
Examining Attorney refer to “children’s DHAupplement[s]” or “children’s supplements,” and
not Applicant’s mark. Furthermore, theseamples contain the phrase “children’s DHA
supplement[s]” in the text of a sentence andtheghrase in its primgydescriptive sense to
describe the nature and intended useahefutritional supplements being sold.

With regard to the information supplibgt the Examining Attoray in support of her
contention that the record reflects “widespreadtttiparty usage, Applicarasserts that most of
the examples refer not to Applicantigark, but to other designations (eMutri-West -

Complete Children'®HA/EPA, Coromega Child Brain and Bodyigh DHA Omega-3, Dr.
Sears Family Approved Go Fish Children’s Om&gaHA). Moreover, when viewed in context,
each of these examples undermines ratherdhpports the Examining Attorney’s position that
Applicant’s mark is being used to rete the goods in a generic manner.

As for the remaining examples cited by theafining Attorney, to the extent that third
parties are using Applicant’s mark as a designation of source for their own goods, as Applicant
has previously stated, these are infringing usesevidence of genericness. The holding in
Merrill Lynch, 828 F.2d 1567, is instructive. Merrill Lynch had introduced and marketed a
service under the previously-unused phrase li®4anagement Account.” For several years,
Merrill Lynch used the term exclusively. Howeyerhen Merrill Lynch attempted to register the

phrase to identify other services, the TradenTai&l and Appeal Boardefused registration on
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grounds that the mark was generic because plarties had subsequently began using the same
phrase. On appeal, the Unitecist Court of Appeals for the deral Circuit held that evidence
of Merrill Lynch’s first use, and the competitbssibsequent use was insufficient to “clearly
place [the] mark in the category of angeic or common descriptive termld. at 1571. The
Federal Circuit overturned the Board'’s findinggeihericness because the demonstrated use did
“not show, by clear evidence, that the finmhcommunity views andses the term CASH
MANAGEMENT ACCOUNT as a generic, commonsieiptive term for the brokerage services
to whichMerrill Lynch first appliedthe term.” Id. (emphasis added).

Asin Merrill Lynch, the evidence in this case shawat Applicant was first to use
Applicant’s mark, that Applicardid so exclusively for many yegrand that some competitors
subsequently have attempted to co-opt Applicangsk. The mere fact that Applicant’s mark is
being infringed in this manne&oes not evidence that thegmary significance to the publis
that the term is generic. Bhort, Applicant’s evidence @ifst and exclusive use precludes
finding sufficiently clear evidend® place Applicant’s mark in ghcategory of a generic term.

c. Additional Considerations Proving That Applicant’'s Mark Is Not
Generic

TMEP Sections 1209.08 seqprovide a number of considerations to determine whether
a mark is descriptive or generic. Eachha relevant consideratis support Applicant’s
position that its mark, CHILDREN'®HA (Stylized), is not generic.

One consideration is whether there arg third-party registrt@gons for the mark.
Applicant submits that no third-party federal sttations, or applications for that matter, other
than its own, appear in a search for “CBREN’S DHA.” In fact, neither the phrase
“children’s DHA” nor the phrase tildren’s DHA supplement” appear in any identification of

goods or services in any of the U.S. IRand Trademark Office’s online records.
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Another consideration is whether the magpears in dictionarystings. “CHILDREN’S
DHA” does not.

Yet another consideration is effner Applicant is the first anly user of the mark. To
date, the application that is the subject of Appeal and an applidan by Applicant for the
same mark in standard charactars the only results returnedarsearch of the U.S. Patent and
Trademark Office’s Trademark Electronieg@ch System for “CHILDREN’S DHA.”

Applicant developed an omega-3 fatty acid seiment that was palatable to children and
began selling it under the CHIIREN’S DHA mark on or around July 1, 2000. (March 9, 2010
Response to Office Action, Ex. 1 1 3). Forestdt the following five gars, Applicant was the
only seller of a fish oil supplementrfohildren in the United Statesld({ 5). Applicant’s use of
the CHILDREN’S DHA (Stylized) mark in commee has been substantially exclusive and
continuous for more than 8 years, i.e., sincérns use in Octobe?2003. Moreover, Applicant
has presented arguments and evidence, asfiddrnerein, that the Examining Attorney’s
purported evidence to the contrasyinapposite. The Examiningtidrney has failed to meet her
burden of establishinigy clear evidencthat Applicant’s mark is a generic term for the identified
goods.

B. Applicant’'s Mark Is Capable Of Distinguishing Source

In denying Applicant’'s December 29, 2011 Rexjder Reconsideration, the Examining
Attorney states: “(1) that CHIRREN'S is a generic designatidor nutritional supplements; and
(2) that the stylization of afipant’'s mark consisting of differg colored letters is commonly
used for children’s supplements and medications.” Even accepting the Examining Attorney’s
statements as true, the Examining Attorney ha®siablished that Applicant’'s mark, as a whole,

iS generic.
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At the very least, Applicant’s mark is arsbination of descriptive terms. Applicant’s
markis capableof distinguishing source. Numerousnkghave been registered that include
words or terms that are nameske¥ ingredients, characteristias, features of the markSee,
e.g, Dial-a-Mattress 240 F.3d 1341 (1-888-M-A-T-R-E-S-S mgpneric for “telephone shop-at-
home retail services itne field of mattresses”’Am. Fertility Soc’y 188 F.3d 1341 (SOCIETY
FOR REPRODUCTIVE MEDICINE not generic fassociation services the field of
reproductive medicineMerrill Lynch, 828 F.2d 1567 (CASH MANAGEMENT ACCOUNT for
“stock brokerage services, administration afimay market fund services, and providing loans
against securities services” held merely desegptrather than generiand remanded to Board
to consider sufficiency of 82(f) evidencé); Marvin Ginn Corp, 782 F.2d 987 (FIRE CHIEF
not generic for publications directéalthe field of firefighting)in re America Online, In¢77
USPQ2d 1618 (TTAB 2006) (INSTANT MESSEN®Eot generic for telecommunications
services and computer services related to providing real time text messages; evidence submitted
by applicant held sufficient to demorett acquired distinctiveness under 82@jnmerman v.
Nat’l Ass’n of Realtors70 USPQ2d 1425 (TTAB 2004) (cetitive service marks REALTOR
and REALTORS held not generic for real estatekerage, managemenppraisal, and planning
services)jn re Federated Dept. Stores In8.USPQ2d 1541 (TTAB 1987) (THE CHILDREN’S
OUTLET (“OUTLET” disclaimed), while merely deriptive of applicant’s “retail children’s
clothing store services,” held capable of functioning as a mark, with evidence submitted by
applicant sufficient to establish acquired distinctiveness pursuant to §R(fder Publ’'g Co. v.
Caulfield Publ'g Ltd, 1 USPQ2d 1996 (TTAB 1986) (SYEMS USER for periodic trade
journal held merely descriptive, rather than genend applicant’s evihce held sufficient to

establish acquired distincéness pursuant to 82(f)iy re Failure Analysis Assocsl USPQ2d
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1144 (TTAB 1986) (FAILURE ANALYSIS ASSOCIATESor “consulting services in the field

of mechanical, structural, métagical, and metal failures,rés and explosions; engineering
services in the field of mechanical design as#él analysis” and “consulting engineering services
in the metallurgical field,” found to be merelysteiptive of applicant’services rather than
incapable of distinguishing them from those of others; evidence submitted by applicant held
sufficient to demonstrate acquirdistinctivenss under 82(f)) See alsdfMEP § 1209.03(d)

(listing no fewer than 16 marks held merely dggive where the combination of descriptive
components retains descriptive sfgrance in relation to the goodas services and resulted in a
composite that is itself descriptive). The same is true for Applicant’s mark. Applicant’'s mark is
not generic, but (at a minimum) descriptive.

C. Doubt About The Proper Classification OfApplicant’s Mark Must Be Resolved In
Applicant’s Favor

Doubts about the classification of a marlst be resolved in Applicant’s favokerrill
Lynch 828 F.2d at 1571. IMlerrill Lynch, the evidence against the applicant included
information that third parties and trade raaimes had been using the term sought to be
registered “generically.” But, as here, thes&s also evidence that the marketplace had been
using the term to refer to the applicant. Faeét this conflicting evidence, the Federal Circuit
held that the “mixture of usages”gmuded a finding of genericnesisl. at 1571. The court held,
“[i]t is incumbent on the Board . . . to resoleasonable doubt in favof the applicant, in
accordance with practicand precedent.ld.

The evidence submitted in this case has raised doubts by showing, at worst, mixed uses
of Applicant’s mark. These mixed uses u# proper usage by Applicant, source recognition
by the relevant public, and infringing use by third parties. As iiill Lynch case, doubt

must be resolved in favor ofpblicant such that Applicant’s madannot be said to be generic.
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For all of the foregoing reams, Applicant respectfully geiests that the Board reverse
the Examining Attorney’s refusal to registhe mark on the B& of genericness.

II. APPLICANT'S MARK HAS AC QUIRED DISTINCTIVENESS

Applicant’s mark is not generic andauld be passed for publication because it has
acquired distinctiveness under Sewct2(f). Applicant acknowlgges that the burden of proving
that a mark is distinctive is on the applicaBeeTMEP § 1212.01. However, Applicant has met
that burden.

In Board of Supervisors v. Smack Apparel, G50 F.3d 465, 476, 89 USPQ2d 1338 (5th
Cir. 2008), the United States Court of Appealstf@ Fifth Circuit outlied several factors to
consider regarding secondary miegn (1) length and manner of use of the mark or trade dress;
(2) volume of sales, (3) amount and manner of acvegt (4) nature of use of the mark or trade
dress in newspapers and magazines, (5)urnessurvey evidenc€p) direct consumer
testimony, and (7) the defendant’s intent in cagythe trade dress. support of its claim of
acquired distinctiveness, Applicant has submitted ample evidence demonstrating that all of these
factors weigh in favor of a finding secondary meaning in this case.

Specifically, in its March 9, 2010 Resperts Office Action, Applicant submitted
substantial evidence of acquired distinctivenédss evidence addressed each of the factors laid
out bySmack Apparel Nonetheless, the Examining Attornegs seemingly dismissed all of the
evidence of record as “insufficient show acquired distinctiveness.

Applicant has had great commercial suceesis its CHILDREN'S DHA brand and the
products for which the mark is used. Ajpgplint coined the term CHILDREN'S DHA in 2000
and has enjoyed a substantially exclusiveaitke CHILDREN'S DHA (Stylized) mark for
more than 8 years. Indeed, Applicant’s 2(f) wlas based, in part, on issibstantially exclusive
and continuous use of the mark in comeoeesince at least as early as 2008eeMarch 9, 2010
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Response to Office Action). The Examining Attey does not appear to give any weight
whatsoever to this claim and provides no jusifien whatsoever for her failure to do so.

In addition, Applicant has investedresiderable resources in promoting its
CHILDREN'’S DHA (Stylized) mark and its CHIDREN’'S DHA-branded products. As a direct
result, it has succeeded in creating in the mafd®nsumers an association between the mark
CHILDREN'’S DHA (Stylized) and Aplicant as the origin of thoggods. In response to this
evidence, the Examining Attorney admits tAgplicant’s sales figures are “high” and its
advertising expenditures “sigrefnt;” however, the Examiningt®®rney maintains that such
evidence demonstrates Applicant’'s commersigicess and not acquirdistinctiveness.
Applicant respectfully disagrees. Applicant’sesaand advertising expenditures must be given
appropriate weight. When thisformation is combined witthe other evidence provided by
Applicant, there can be little question tigaplicant’'s mark has ajpiired distinctiveness.

Applicant also submitted ample custortestimony, which the Examining Attorney
improperly discounts. In partiai, Applicant submitted the declamats of several retailers of
Applicant’s products with the Responsedfiice Action on March 9, 2010. These and other
retailers comprise the vast majgrof Applicant’s buyers. Furthimore, it is reasonable to infer
that these retailers have enntered numerous nutritional suppient products, including those
containing DHA and those intended for use by ekibd—and specifically including the products
produced by Applicant and those produced Ipplicant’s competitors. Thus, the retailers’
understanding of Applicant’s mark perhaps of utmost significanc8ee Thomas & Betts Corp.
v. Panduit Corp.138 F.3d 277, 294, 46 USPQ2d 1026 (7th £308) (where the relevant buyer

class includes both dealers and consumerstéte of mind of dealsris important).
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In their declarations, the rdtxs of Applicant’s products edirm that they recognize the
name “CHILDREN’S DHA” as a mark, i.e., refang specifically to Aplicant’s nutritional
supplement goods. (March 9, 2010 Response fioeDAction, Ex. 4 {1 3-4). Moreover, these
retailers state that, in their opinion, the ultimat&-user consumers of the goods do likewise.
(Id. 1 5). Indeed, the retailers’ impon that end-user consumexiso appreciate the significance
of Applicant’s mark is supported by the unsokditconsumer recommendations and testimonials
appearing on blogs and bulletin boards whetiggnconsumers refer and discuss Applicant’s
CHILDREN'’S DHA nutritional supplements, ¢egnizing the mark CHILDREN'S DHA as
Applicant’'s mark. $ee id.Ex. 5). Furthermore, Applicéia goods marked with CHILDREN’S
DHA in stylized form have won national awdar In 2007, Applicant won a Most Valuable
Product Award from Therapy Timasd a Vity Award from Vitanm Retailer for its goods sold
under the mark CHILDREN’S DHA (Stylized)d., Ex. 6. The awards bestowed on Applicant
and the products bearing Applicant’s mark haugher enhanced coasiers’ recognition of
Applicant’s mark. Through consisteand significant efforts, Apigant has created in the minds
of consumers a strong asso@atbetween Applicant’'s mark argplicant as a source of high-
guality goods. Accordingly, b evidence strongly supporgplicant’s 2(f) claim.

Finally, the fact that Applicant’s competitdnave intentionally copied the wording in
and commercial impression evoked by Applicant’s msuk sufficient basis in and of itself to
support Applicant’s Section 2(f) claim. Addst one of the searobsults attached by the
Examining Attorney to the June 29, 2011 Findlicaf Action shows a third party product label
that mimics not only the wording in ApplicastCHILDREN’S DHA mark, butlso the stylized,
multi-color text and arrangement of the teXte existence of producimitating Applicant’s

CHILDREN'’S DHA (Stylized) mark, including thede, positioning, and coloring of the text, is
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strong evidence that Applicant has been sucakssits goal—establishing in the minds of
consumers an association between the mark CHILDREN'S DHA in stylized form and Applicant
as the source of the high-quality, high-purityeartasting Omega-3 fis#il supplements that are
suitable for use by children. Intentional capyis strong evidence of secondary meaning
because there is no reason for precise copytingr than an attempa capitalize upon existing
secondary meaning of a markbercrombie & Fitch Stores, Inc. v. Am. Eagle Oultfitters,, Inc.
280 F.3d 619, 639, 61 USPQ2d 1769 (6th Cir. 2008nsgo, Inc. v. Ajac Transmission Parts
Corp, 768 F.2d 1001, 1016, 227 USPQ 598 (9th Cir. 1g&5pof of exact copying, without

any opposing proof, can be sufficient to establise@ndary meaning.”). To be sure, Applicant
polices improper use of its CHILDREN'S DH{Stylized) mark to ensure that it does not
become generic.

In short, as a result of the length gb@licant’s use of the CHILDREN'S DHA (Stylized)
mark and Applicant’s extensive promotional eféorietailers and consumers associate the mark
with high-quality, high-purity, good-tasting omega-3 fatty-acid supplements originating
exclusively from Applicant. Because Apgdint has submitted ample evidence to support its
claim that Applicant’'s mark has acquired distimeness, Applicant’s mark should be passed for
publication.

lll. GIVEN THE HIGHLY STYLIZED NATURE OF THE MARK, APPLICANT’'S
MARK SHOULD BE PERMITTED REGISTRATION

Even if the Board determines that the wagldin Applicant’s mark is generic or merely
descriptive and withowgecondary meaning, Applicant subntfiat the proper course of action
would be to require a disclaimer of the woaggearing in Applicant’s mark, rather than a
complete rejection of the applicatio®eeTMEP 8§ 1213. Distinctive letting, coloring, or other

design elements are capable of rendering a negjiktrable even when combined with generic
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words. Courtenay Commc’ns Corp. v. Hall34 F.3d 210, 216, 673PQ2d 1210 (2d Cir. 2003);
In re Wella Corp,. 193 USPQ 585, 586 (TTAB 1977) (notingtla disclaimer of literal terms
renders the descriptives®of those terms moot).

The Board’s holding idackson Hole Ski Corpl90 USPQ 175 (TTAB 1976), is
instructive. InJackson Holgethe literal mark consisted of the geographical term “Jackson Hole,”
and the applicant tried to register the mark waittylized design of the letters “J” and “H.” The
applicant asserted that the letters were archdgsinctively and promiently displayed, creating
a separate commercial impression from the literal and uni@gstvords “Jackson Hole.ld. at
176. The Board agreed and approved registratibnSee also Welleb65 F.2d 143 (finding
mark comprising stylized lettering of BALSAMith disclaimer of “BALSAM,” registrable)
andIn re Miller Brewing Co,. 226 USPQ 666, 667-68 (TTAB 198&)olding that the script
rendition of “LITE” on beer labels was registrable).

Applicant’s mark consists of a highly si¢d version of the wording CHILDREN'’S
DHA. As explained above, the letters of Agglnt's mark are in shown in a unique stylized,
“handwritten” format and font. Further, each leiepresented in distitige, bright, alternating
colors, which colors are claimed as part of theknas a whole. Applicant’s mark is much more
like the marks inVellaandJackson Holghan the marks in the cases cited by the Examining
Attorney in the June 29, 2011 Final Office ActicBee In re Sambado & Son Ind5 USPQ2d
1312 (TTAB 1997) (in which the mark sought to bgistered was filed as a typed drawing mark
and was “stylized” only inhat it used a hyphen) amd re Bonni Keller Collections Ltd6
USPQ2d 1224, 1227 (TTAB 1987) (in which the maskght to be registed was composed of
“a generic notation and [a] lettering style, [that] while somewhat embellished, is relatively

ordinary”). Applicant maintains that the overatimbination of the wording and stylization of
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its mark makes a distinctive impression onghaisers over and above the impression made by
the words themselves. On this basis altine mark should proceed to registration.

CONCLUSION

For all of the foregoing reasons, and basetherevidence already of record, Applicant
requests that the Board reverse the ExaminittgrAey’s refusals to register Applicant’s
CHILDREN'’S DHA (Stylized) mark. The Examimgy Attorney has not met her burden to
establish by clear evidence ti@HILDREN’S DHA is generic for the identified goods. To the
contrary, the evidence of record establishet {ha Applicant’'s mark is not generic, as (a)
CHILDREN'’S DHA does not refer to the classganus of goods consisting of “nutritional
supplements containing DHA” and (b) thadance shows that the public understands
Applicant’s mark CHILDREN’S DHA to refespecifically to Applicant’'s goods. Moreover,
Applicant has met its burden of proof, by substmnd conclusive evidence, that Applicant’s
mark has acquired distinctivenagsder Section 2(f). At the veminimum, Applicant’s mark is
sufficiently stylized to warramegistration on the Principal Register. Accordingly, Applicant
submits that its mark is entitled to registrataomd requests that the refusals to register be
reversed and that its male passed to publication.

Respectfully submitted,

Dated: March 23, 2012 By: /Meredith M. Wilkes/
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