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Applicant submits the following remarks in response to the Final Office Action mailed on August 10,
2010.

| REMARKS

Applicant respectfully requests that the Examiining Attorney reconsider her refusal to register the mark

' NEWSWEEK GREEN RANKINGS as a trademark for Applicant’s various goods and services.

I. Introduction

The Examining Attorney has refused registration of the subject mark NEWSWEEK GREEN
i RANKINGS under Section 6(a) of the Trademark Act on the basis that a disclaimer is required for the
| wording GREEN RANKINGS because it is descriptive of the subject matter of the goods and a feature
of the identified services. Applicant respectfully disagrees that the wording GREEN RANKINGS is
descriptive. First, it appears that the Examining Attorney has improperly dissected the terms GREEN
and RANKINGS from the GREEN RANKINGS term in its analysis. Moreover, Applicant submits that
GREEN RANKINGS is suggestive and does not immediately or directly convey anything about the
products to the consumer.

I1. Argument
1. GREEN RANKINGS Must be Considered as a Whole

It is certainly appropriate for the Examining Attorney to discuss the implications of each part of a




‘compound mark. However, it has long been accepted that the final determination of descriptiveness

must be based on consideration of the mark as a whole. See Concurrent Technologies, Inc. v.

Concurrent Technologies Corp., 12 U.S.P.Q.2d 1054, 1057 (T.T.A.B. 1989) (finding CONCURRENT
TECHNOLOGIES CORPORATION to be suggestive and stating “we must consider the
descriptiveness of the mark [] by looking at the mark as a whole.”).

In requiring the disclaimer of GREEN RANKINGS, the Examiner appears to have improperly dissected
and considered a single separate meaning each for the terms “green” and “ranking,” and then

combined them into one arbitrary definition for “green rankings,” which does not have a dictionary

listing. See Definition of “green rankings” from Merriam-Webster Online Dictionary, attached as

Exhibit 1. Specifically, the Examining Attorney argues that “green rankings” means “a listing of items

in a group according to a system of rating or record of performance in the field of being a supporter of a
social and political movement that espouses global environmental protection, bioregionalism, social
responsibility, and nonviolence.” In essence, the Examining Attorney has focused on one of many
dictionary definitions for “green” and “ranking” individually, and then combined them into one
definition. In doing so, the Examiner ignored eleven definitions of “green,” and six definitions of
“ranking” from the definitions the Examiner supplied in the first and second office actions, not to
mention the myriad possible combinations of the unitary term GREEN RANKINGS. See Definition of
“green” from the June 24, 2009 Office Action Attachments 1-3, attached as Exhibit 2; Definition of |
“ranking” from the January 13, 2010 Office Action Attachments 42-43, attached as Exhibit 3. As

discussed in more detail below, it is precisely these possible combinations that will cause consumers to

- consider or imagine the many “green” entities, things, or people that Applicant may be “ranking” or

that are “ranking,” particularly in combination with the incongruous term “newsweek,” which also has
no dictionary listing. A composite term requiring this kind of thought process is a suggestive term. See

The Trademark Manual of Examining Procedure (“T.M.E.P.”) § 1209.01(a) (“Suggestive marks are

- those that, when applied to the goods or services at issue, require imagination, thought or perception to

reach a conclusion as to the nature of those goods or services. Thus, a suggestive term differs from a

descriptive term, which immediately tells something about the goods or services.”); In re George%

Weston Limited, 228 U.S.P.Q. 57, 58 (T.T.A.B. 1985) (finding SPEEDI BAKE for frozen dough




- suggestive because it only vaguely suggests a desirable characteristic of frozen dough, namely, that it

'quickly and easily may be baked into bread). Accordingly, the Examining Attorney has improperly not

- descriptive if it forthwith conveys an immediate idea of the ingredients, qualities or characteristics of the
- goods.”). Suggestive marks, on the other hand, are those that, when applied to the goods or services at
issue, require imagination, thought, or perception to reach a conclusion as to the nature of those goods

or services. T.M.E.P. § 1209.01(a); In re George Weston Limited, 228 U.S.P.Q. 57, 58 (T.T.A.B. 1985)

 See In re Kopy Kat, Inc., 182 U.S.P.Q. 372, 373 (C.C.PA 1971).

considered the meaning of GREEN RANKINGS as a whole.
2. GREEN RANKINGS As a Whole Is Suggestive

The Examining Attorney argues that the subject application requires a disclaimer of GREEN’;

RANKINGS because the wording is “descriptive of the subject matter of the goods and a feature of the

identified services.” Wording is considered “merely descriptive” if it immediately conveys information

concerning the function, characteristics, purpose or use of the products or services in connection with |
which it is used. See TM.E.P. § 1209.01(a); In re Application of Quick-Print Copy Shops, Inc., 616
F.2d 523, 525 (C.C.P.A. 1980) (“A mark is merely descriptive if it immediately conveys knowledge of
the ingredients, qualities or characteristics of the goods or services....”);In re The Stroh Brewery, Co.,

34 US.P.Q2d 1796, 1797 (T.T.A.B. 1994) (“As has been stated repeatedly, a term is merely

(finding SPEEDI BAKE for frozen dough suggestive because it only vaguely suggests a desirable
characteristic of frozen dough, namely, that it quickly and easily may be baked into bread). The
Trademark Trial and Appeal Board (“Board”) has thus imposed a high standard for categorizing a mark !

as merely descriptive. Accordingly, the Examining Attorney has the burden of proof in establishing that

a mark is merely descriptive and must make a substantial showing based on more than mere opinion.

Applicant respectfully submits, however, that the Examining Attorney has not met its burden that the
composite wording GREEN RANKINGS as a whole immediately conveys the characteristics and
subject matter of Applicant’s goods and services. Applicant acknowledges and admits that “GREEN”
does convey to consumers that the environment is somehow involved, and therefore GREEN has been

disclaimed. But, Applicant notes that the word “ranking” is defined as:

1. having a high position;



2. of the highest rank <the ranking officer>; or

3. being next to the chairman in seniority. <ranking committee member>

' See Definition of “ranking” from Merriam Webster Online Dictionary, attached as Exhibit 4. Under

this definition, the word “RANKINGS” is completely arbitrary and vague and does not inform

consumers at all about the criteria involved, the nature or characteristics about what is being measured,

"or who or what is being measured. Rather, all that is immediately conveyed by the wording GREEN

RANKINGS is that the environment is somehow involved and that items of some sort, such as,

' companies, people, or consumer products, are being put in an order of status or position.

Moreover, as discussed above, it is well settled that in determining whether a term is descriptive it must

be considered in its entirety and not separated into its component parts. See Concurrent Technologies,

nc. v. Concurrent Technologies Corp., 12 U.S.P.Q.2d 1054, 1057 (T.T.A.B. 1989) (“We must consider

the déscriptiveness of the mark [] by looking at the mark as a whole”). Indeed, even when two

“descriptive words are combined into a unitary whole, an entirely different commercial impression is

created. See In re Matushita Elec. Corp. of Am., 1998 WL 574336, at *3 (T.T.A.B. 1998) (“Whereas

the individual words . . . each have descriptive significance, when the words are combined the

significance of [the composite mark] is only suggestive.”). Similarly, even if “green” and “rankings”

have some descriptive qualities, when considered together, GREEN RANKINGS does not immediately
convey particular information about the characteristics of Applicant’s goods or services.
The reason that GREEN RANKINGS cannot be descriptive is because it is difficult to compare different

industries, entities, or people regarding their environmental performance—thereis no set standard that

consumers can rely on to know what is being compared in a “green rankings.” Indeed, nothing in the
‘ wording GREEN RANKINGS informs consumers at all about who or what is being listed or measured,
~or how they are being measured. For example, GREEN RANKINGS could rate any number of entities:

companies, consumer products, or people, such as politicians, celebrities, supporters, or corporate

executives. Similarly, GREEN RANKINGS could refer to strong environmental performance, the

environment’s worst offenders, or a random sample of entities based on type. Finally, there is no way

“to know how these entities are being measured, because there is no universally-accepted standard.

Accordingly, significant thought on behalf of the relevant consumers is required to determine the




particular characteristics, purpose, and subject matter of the goods and services that are associated with
the GREEN RANKINGS wording. This is the essence of a suggestive mark, not a descriptive mark. See
T.M.E.P. § 1209.01(a) (“Suggestive marks are those that, when applied to the goods or services at issue,
require imagination, thought or perception to reach a conclusion as to the nature of those goods or
services. Thus, a suggestive term differs from a descriptive term, which immediately tells something
about the goods or services.”).

The Examining Attorney’s own evidence demonstrates why the wording as a whole is suggestive. By
the Examining Attorney’s own definition, Applicant’s GREEN RANKINGS should describe or consist
of “a system of rating or record of performance in the field of being a supporter” of environmental
(issues. Of course, this ignores the many other possible meanings of “green” and “rankings” and
“green rankings,” which does not have a dictionary listing. Moreover, the very marketplace evidence
submitted by the Examining Attorney suggests that the subject matter of Applicant’s GREEN
RANKINGS are the largest American companies regardless of whether they are a “supporter,” and
" does not rank them according to how much they “support” these issues. Of course, a supporter could

be a person or a company. Accordingly, the many possible meanings for GREEN RANKINGS as a

:whole demonstrate that it cannot immediately convey particular information about the ingredients,
qualities or characteristics of the Applicant’s goods or services. Rather, GREEN RANKINGS requires
thought, imagination, and/or further research on behalf of the consumer to figure out what GREEN
 RANKINGS means. Again, such thought or imagination is the hallmark of a suggestive term.

| This conclusion is further supported by an analogous case, where the Board dismissed a Section 2(e)(1)
refusal to register the mark HEALTHY HOME VACUUM, finding the mark not merely descriptive of
vacuum cleaners, and only required a disclaimer of “VACUUM.” The Board concluded that the mark
"does not, in any clear or precise way, serve to immediately describe a particular characteristic or
feature of the goods with any degree of particularity." See Oreck Holdings, LLC v. Bissell Homecare,
Inc., Opposition No. 91173831 (T.T.A.B. Feb. 16, 2010). Similarly here, GREEN RANKINGS does
'not in any clear or precise way immediately describe a particular characteristic or feature of the goods or
services with any degree of particularity. The mark does not immediately inform consumers as to what

is being listed, what characteristics are being measured, or what is being featured. In Oreck Holdings,




consumers understood vacuums were involved, and therefore that term was disclaimed. Likewise, in the
present application, consumers understand that the environment is involved and therefore GREEN is
disclaimed, but the wording as a whole, “GREEN RANKINGS,” is not merely descriptive.

Moreover, in its decision the Board recognized that HEALTHY HOME VACUUM,

is typical of so many marks that consumers encounter in the marketplace:
a highly suggestive mark that tells consumers something general about the
product, without being specific or immediately telling consumers
anything with a degree of particularity. The information given by the
mark is indirect and vague. The mark here conjures up indirect mental
associations in the consumer’s mind; the thought process beginning with
the mark HEALTHY HOME VACUUM and leading to a characteristic or
feature of a vacuum cleaner is neither immediate nor direct . . . .

The mark HEALTHY HOME VACUUM does not serve to directly tell a
consumer anything other than a vacuum cleaner is involved. The mark is
an ephemeral concept and consumers are likely to have various ideas
about how a vacuum cleaner results in a more environment-friendly
home. That is, the mark conveys a nebulous and amorphous concept,
almost like, as applicant contends, an aspirational goal.

Id. at 22-24.

| Similarly here, the information given by the wording GREEN RANKINGS is indirect and vague. It
conveys the idea of a list of things in relation to the environment, but does not serve to directly tell the
- consumer anything other than the environment is somehow involved. GREEN RANKINGS does not

tell consumers what is being listed, what characteristics or features are being measured and whether they

are positive or negative, or how or why. Consumers are likely to have various ideas about what is being

listed and why. Thus, GREEN RANKINGS conveys a nebulous and amorphous concept that is
- suggestive and cannot be considered merely descriptive.

Additionally, in Oreck Holdings, the Board recognized that the third-party registrations submitted in
support of a finding that HEALTHY HOME VACUUM was descriptive were part of the record, but
such registrations were found to be of "very limited probative value," as the prior issuance of

registrations for similar marks is not binding on the Board. /d. at 7. Here, the third-party registrations

identified by the Examining Attorney are also of limited probative value because such registrations do
‘not reflect or establish what consumers understand when viewing the subject mark “GREEN

RANKINGS.”




Accordingly, when GREEN RANKINGS is viewed as a whole it functions as a suggestive term for
Applicant’s goods and services, and Applicant respectfully requests that the refusal to register be
withdrawn.

3. Any Doubt Must Be Resolved in Applicant’s Favor

It is also well established that the Board has a policy of resolving doubts in the Applicant’s favor in ex
parte cases. See In re Benthin Management, 37 U.S.P.Q.2d 1332, 1334 (T.T.A.B. 1995) (merely a
surname rejection); In re Hines, 32 U.S.P.Q.2d 1376, 1377 (T.T.A.B. 1994) (disparaging marks
rejection); In re In Over Our Heads, Inc., 16 U.S.P.Q.2d 1653, 1654-55 (T.T.A.B. 1990) (scandalous
and disparaging marks rejection); In re Gourmet Bakers, Inc., 173 U.S.P.Q. 565 (T.T.A.B. 1972)
(descriptiveness rejection).

- Indeed, the Federal Circuit has recognized and approved this practice. See In re Maverty Media Group
Ltd., 31 U.S.P.Q.2d 1923, 1928 (Fed. Cir. 1998). To uphold the Serial No. 77/729,594 refusal on the

grounds of requiring a disclaimer would effectively resolve any doubt with respect to the registerability

~of NEWSWEEK GREEN RANKINGS against Applicant, contrary to the policy of the Board and |
contrary to the explicit guidelines set forth in In re Merrill, Lynch, Pierce, Fenner, and Smith, Inc., 828

F.2d 1567, 1571 (Fed. Cir. 1987) (“It is incumbent on the Board to balance the evidence of public

-understanding of the mark against the degree of descriptiveness encumbering the mark and to resolve
‘reasonable doubt in favor of the Applicant in accordance with practice and precedent.”). Thus, the
refusal to register Applicant’s mark on the basis of requiring a disclaimer for descriptiveness should be

- withdrawn in accordance with PTO practice and precedent.




III. CONCLUSION

Respectfully Submitted,

In view of the foregoing, Applicant respectfully requests that the refusal to register on the ground of
“requiring a disclaimer be withdrawn and the application be forwarded to publication. Prompt and

favorable action is respectfully requested.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 77729594 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:



Applicant submits the following remarks in response to the. Final Office Action mailed on August 10,
2010.

REMARKS
Applicant respectfully requests that the Examining Attorney reconsider her refusal to register the mark
NEWSWEEK GREEN RANKINGS as a trademark for Applicant’s various goods and services.
L. Introduction
The Examining Attorney has refused registration of the subject mark NEWSWEEK GREEN RANKINGS
under Section 6(a) of the Trademark Act on the basis that a disclaimer is required for the wording GREEN
RANKINGS because it is descriptive of the subject matter of the goods and a feature of the identified
services. Applicant respectfully disagrees that the wording GREEN RANKINGS is descriptive. First, it
appears that the Examining Attorney has improperly dissected the terms GREEN and RANKINGS from
the GREEN RANKINGS term in its analysis. Moreover, Applicant submits that GREEN RANKINGS is
suggestive and does not immediately or directly convey anything about the products to the consumer.

II. Argument
1. GREEN RANKINGS Must be Considered as a Whole

It is certainly appropriate for the Examining Attorney to discuss the implications of each part of a
compound mark. However, it has long been accepted that the final determination of descriptiveness must
be based on consideration of the mark as a whole. See Concurrent Technologies, Inc. v. Concurrent
Technologies Corp., 12 U.S.P.Q.2d 1054, 1057 (T.T.A.B. 1989) (finding CONCURRENT
TECHNOLOGIES CORPORATION to be suggestive and stating “we must consider the descriptiveness
of the mark [] by looking at the mark as a whole.”).

In requiring the disclaimer of GREEN RANKINGS, the Examiner appears to have improperly dissected
and considered a single separate meaning each for the terms “green” and “ranking,” and then combined
them into one arbitrary definition for “green rankings,” which does not have a dictionary listing. See
Definition of “green rankings” from Merriam-Webster Online Dictionary, attached as Exhibit 1.
Specifically, the Examining Attorney argues that “green rankings” means “a listing of items in a group
according to a system of rating or record of performance in the field of being a supporter of a social and

political movement that espouses global environmental protection, bioregionalism, social responsibility,




and nonviolence.” In essence, the Examining Attorney has focused on one of many dictionary definitions
for “green” and “ranking” individually, and then combined them into one definition. In doing so, the
Examiner ignored eleven definitions of “green,” and six definitions of “ranking” from the definitions the
Examiner supplied in the first and second office actions, not to mention the myriad possible combinations
of the unitary term GREEN RANKINGS. See Definition of “green” from the June 24, 2009 Office
Action Attachments 1-3, attached as Exhibit 2; Definition of “ranking” from the January 13, 2010 Office
Action Attachments 42-43, attached as Exhibit 3. As discussed in more detail below, it is precisely these
possible combinations that will cause consumers to consider or imagine the many “green” entities, things,
or people that Applicant may be “ranking” or that are “ranking,” particularly in combination with the
incongruous term “newsweek,” which also has no dictionary listing. A composite term requiring this
kind of thought process is a suggestive term. See The Trademark Manual of Examining Procedure
(“T.M.E.P.”) § 1209.01(a) (“Suggestive marks are those that, when applied to the goods or services at
issue, require imagination, thought or perception to reach a conclusion as to the nature of those goods or
services. Thus, a suggestive term differs from a descriptive term, which immediately tells something
about the goods or services.”); In re George Weston Limited, 228 U.S.P.Q. 57, 58 (T.T.A.B. 1985)
(finding SPEEDI BAKE for frozen dough suggestive because it only vaguely suggests a desirable
characteristic of frozen dough, namely, that it quickly and easily may be baked into bread). Accordingly,
the Examining Attorney has improperly not considered the meaning of GREEN RANKINGS as a whole.
2. GREEN RANKINGS As a Whole Is Suggestive

The Examining Attorney argues that the subject application requires a disclaimer of GREEN RANKINGS
because the wording is “descriptive of the subject matter of the goods and a feature of the identified

E2]

services.” Wording is considered “merely descriptive” if it immediately conveys information concerning
the function, characteristics, purpose or use of the products or services in connection with which it is used.

See T.M.E.P. § 1209.01(a); In re Application of Quick-Print Copy Shops, Inc., 616 F.2d 523, 525
(C.C.P.A. 1980) (“A mark is merely descriptive if it immediately conveys knowledge of the ingredients,
qualities or characteristics of the goods or services....”);In re The Stroh Brewery, Co., 34 U.S.P.Q.2d
1796, 1797 (T.T.A.B. 1994) (“As has been stated repeatedly, a term is merely descriptive if it forthwith

conveys an immediate idea of the ingredients, qualities or characteristics of the goods.”). Suggestive




marks, on the other hand, are those that, when applied to the goods or services at issue, require
imagination, thought, or perception to reach a conclusion as to the nature of those goods or services.

TMEP. § 1209.01(a); In re George Weston Limited, 228 U.S.P.Q. 57, 58 (T.T.A.B. 1985) (finding
SPEEDI BAKE for frozen dough suggestive because it only vaguely suggests a desirable characteristic of
frozen dough, namely, that it quickly and easily may be baked into bread). The Trademark Trial and
Appeal Board (“Board”) has thus imposed a high standard for categorizing a mark as merely descriptive.

Accordingly, the Examining Attorney has the burden of proof in establishing that a mark is merely
descriptive and must make a substantial showing based on more than mere opinion. See In re Kopy Kat,
Inc., 182 U.S.P.Q. 372, 373 (C.C.PA 1971).

Applicant respectfully submits, however, that the Examining Attorney has not met its burden that the
composite wording GREEN RANKINGS as a whole immediately conveys the characteristics and subject
matter of Applicant’s goods and services. Applicant acknowledges and admits that “GREEN” does
convey to consumers that the environment is somehow involved, and therefore GREEN has been
disclaimed. But, Applicant notes that the word “ranking” is defined as:

1. having a high position;

2. of the highest rank <the ranking officer>; or

3. being next to the chairman in seniority. <ranking committee member>

See Definition of “ranking” from Merriam Webster Online Dictionary, attached as Exhibit 4. Under this
definition, the word “RANKINGS” is completely arbitrary and vague and does not inform consumers at
all about the criteria involved, the nature or characteristics about what is being measured, or who or what
is being measured. Rather, all that is immediately conveyed by the wording GREEN RANKINGS is that
the environment is somehow involved and that items of some sort, such as, companies, people, or
consumer products, are being put in an order of status or position.

Moreover, as discussed above, it is well settled that in determining whether a term is descriptive it must be
considered in its entirety and not separated into its component parts. See Concurrent Technologies, Inc. v.
Concurrent Technologies Corp., 12 U.S.P.Q.2d 1054, 1057 (T.T.A.B. 1989) (“We must consider the
descriptiveness of the mark [] by looking at the mark as a whole™). Indeed, even when two descriptive

words are combined into a unitary whole, an entirely different commercial impression is created. See In




re Matushita Elec. Corp. of Am., 1998 WL 574336, at *3 (T.T.A.B. 1998) (“Whereas the individual words

.. each have descriptive significance, when the words are combined the significance of [the composite
mark] is only suggestive.”). Similarly, even if “green” and “rankings” have some descriptive qualities,
when considered together, GREEN RANKINGS does not immediately convey particular information
about the characteristics of Applicant’s goods or services.

The reason that GREEN RANKINGS cannot be descriptive is because it is difficult to compare different
industries, entities, or people regarding their environmental performance—thereis no set standard that
consumers can rely on to know what is being compared in a “green rankings.” Indeed, nothing in the
wording GREEN RANKINGS informs consumers at all about who or what is being listed or measured, or
how they are being measured. For example, GREEN RANKINGS could rate any number of entities:
companies, consumer products, or people, such as politicians, celebrities, supporters, or corporate
executives. Similarly, GREEN RANKINGS could refer to strong environmental performance, the
environment’s worst offenders, or a random sample of entities based on type. Finally, there is no way to
know how these entities are being measured, because there is no universally-accepted standard.

Accordingly, significant thought on behalf of the relevant consumers is required to determine the
particular characteristics, purpose, and subject matter of the goods and services that are associated with the
GREEN RANKINGS wording. This is the essence of a suggestive mark, not a descriptive mark. See
T.M.E.P. § 1209.01(a) (“Suggestive marks are those that, when applied to the goods or services at issue,
require imagination, thought or perception to reach a conclusion as to the nature of those goods or
services. Thus, a suggestive term differs from a descriptive term, which immediately tells something
about the goods or services.”).

The Examining Attorney’s own evidence demonstrates why the wording as a whole is suggestive. By the
Examining Attorney’s own definition, Applicant’s GREEN RANKINGS should describe or consist of “a
system of rating or record of performance in the field of being a supporter” of environmental issues. Of
course, this ignores the many other possible meanings of “green” and “rankings” and “green rankings,”

which does not have a dictionary listing. Moreover, the very marketplace evidence submitted by the
Examining Attorney suggests that the subject matter of Applicant’s GREEN RANKINGS are the largest

American companies regardless of whether they are a “supporter,” and does not rank them according to




how much they “support” these issues. Of course, a supporter could be a person or a company.
Accordingly, the many possible meanings for GREEN RANKINGS as a whole demonstrate that it cannot
immediately convey particular information about the ingredients, qualities or characteristics of the
Applicant’s goods or services. Rather, GREEN RANKINGS requires thought, imagination, and/or
further research on behalf of the consumer to figure out what GREEN RANKINGS means. Again, such
thought or imagination is the hallmark of a suggestive term.
This conclusion is further supported by an analogous case, where the Board dismissed a Section 2(e)(1)
refusal to register the mark HEALTHY HOME VACUUM, finding the mark not merely descriptive of
vacuum cleaners, and only required a disclaimer of “VACUUM.” The Board concluded that the mark
"does not, in any clear or precise way, serve to immediately describe a particular characteristic or feature
of the goods with any degree of particularity." See Oreck Holdings, LLC v. Bissell Homecare, Inc.,
Opposition No. 91173831 (T.T.A.B. Feb. 16, 2010). Similarly here, GREEN RANKINGS does not in any
clear or precise way immediately describe a particular characteristic or feature of the goods or services
with any degree of particularity. The mark does not immediately inform consumers as to what is being
listed, what characteristics are being measured, or what is being featured. In Oreck Holdings, consumers
understood vacuums were involved, and therefore that term was disclaimed. Likewise, in the present
application, consumers understand that the environment is involved and therefore GREEN is disclaimed,
but the wording as a whole, “GREEN RANKINGS,” is not merely descriptive.
Moreover, in its decision the Board recognized that HEALTHY HOME VACUUM,

is typical of so many marks that consumers encounter in the marketplace: a

highly suggestive mark that tells consumers something general about the

product, without being specific or immediately telling consumers anything

with a degree of particularity. The information given by the mark is indirect

and vague. The mark here conjures up indirect mental associations in the

consumer’s mind; the thought process beginning with the mark HEALTHY

HOME VACUUM and leading to a characteristic or feature of a vacuum
cleaner is neither immediate nor direct . . . .

The mark HEALTHY HOME VACUUM does not serve to directly tell a
consumer anything other than a vacuum cleaner is involved. The mark is an
ephemeral concept and consumers are likely to have various ideas about
how a vacuum cleaner results in a more environment-friendly home. That
is, the mark conveys a nebulous and amorphous concept, almost like, as
applicant contends, an aspirational goal.




Id. at22-24.

Similarly here, the information given by the wording GREEN RANKINGS is indirect and vague. It
conveys the idea of a list of things in relation to the environment, but does not serve to directly tell the
consumer anything other than the environment is somehow involved. GREEN RANKINGS does not tell
consumers what is being listed, what characteristics or features are being measured and whether they are
positive or negative, or how or why. Consumers are likely to have various ideas about what is being listed
and why. Thus, GREEN RANKINGS conveys a nebulous and amorphous concept that is suggestive and
cannot be considered merely descriptive.

Additionally, in Oreck Holdings, the Board recognized that the third-party registrations submitted in
support of a finding that HEALTHY HOME VACUUM was descriptive were part of the record, but such
registrations were found to be of "very limited probative value," as the prior issuance of registrations for
similar marks is not binding on the Board. Id. at 7. Here, the third-party registrations identified by the
Examining Attorney are also of limited probative value because such registrations do not reflect or
establish what consumers understand when viewing the subject mark “GREEN RANKINGS.”
Accordingly, when GREEN RANKINGS is viewed as a whole it functions as a suggestive term for
Applicant’s goods and services, and Applicant respectfully requests that the refusal to register be
withdrawn.

3. Any Doubt Must Be Resolved in Applicant’s Favor

It is also well established that the Board has a policy of resolving doubts in the Applicant’s favor in ex
parte cases. See In re Benthin Management, 37 U.S.P.Q.2d 1332, 1334 (T.T.A.B. 1995) (merely a
surname rejection); /n re Hines, 32 U.S.P.Q.2d 1376, 1377 (T.T.A.B. 1994) (disparaging marks rejection);
In re In Over Our Heads, Inc., 16 U.S.P.Q.2d 1653, 1654-55 (T.T.A.B. 1990) (scandalous and disparaging
marks rejection); In re Gourmet Bakers, Inc., 173 U.S.P.Q. 565 (T.T.A.B. 1972) (descriptiveness
rejection).

Indeed, the Federal Circuit has recognized and approved this practice. See In re Maverty Media Group
Ld., 31 U.S.P.Q.2d 1923, 1928 (Fed. Cir. 1998). To uphold the Serial No. 77/729,594 refusal on the
grounds of requiring a disclaimer would effectively resolve any doubt with respect to the registerability of

NEWSWEEK GREEN RANKINGS against Applicant, contrary to the policy of the Board and contrary to




the explicit guidelines set forth in In re Merrill, Lynch, Pierce, Fenner, and Smith, Inc., 828 F.2d 1567,
1571 (Fed. Cir. 1987) (“It is incumbent on the Board to balance the evidence of public understanding of
the mark against the degree of descriptiveness encumbering the mark and to resolve reasonable doubt in
favor of the Applicant in accordance with practice and precedent.”). Thus, the refusal to register
Applicant’s mark on the basis of requiring a disclaimer for descriptiveness should be withdrawn in

accordance with PTO practice and precedent.




II1. CONCLUSION

In view of the foregoing, Applicant respectfully requests that the refusal to register on the ground of
requiring a disclaimer be withdrawn and the application be forwarded to publication. Prompt and

favorable action is respectfully requested.

Respectfully Submitted,
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Ranking - Definition and More from the Free Merriam-Webster Dictionary
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