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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 77711842

CORRESPONDENT ADDRESS:
Kimberly Eckhart GENERAL TRADEMARK INFORMATION:
Apple Inc. http://www.uspto.gov/trademarks/index.jsp
MS: 169-31PL
1 Infinite Loop VIEW YOUR APPLICATION FILE
Cupertino CA 95014

APPLICANT: BEATS ELECTRONICS, LLC

CORRESPONDENT’S REFERENCE/DOCKET NO:
N/A
CORRESPONDENT E-MAIL ADDRESS:

trademarkdocket@apple.com

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 3/27/2015

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The following requirement(s) and/or refusal(s) made final in the Office action dated



9/6/2014 are maintained and continue to be final: Refusal under Trademark Act Section 2(d). See TMEP
§§715.03(a)(ii)(B), 715.04(a).

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

The examining attorney notes that applicant amended the identification of goods in the request for
reconsideration. Therefore, the refusal under 2(d) is modified and discussed below.

SECTION 2(d) REFUSAL —LIKELIHOOD OF CONFUSION

Registration of the applied-for mark is refused because of a likelihood of confusion with the mark(s) in
U.S. Registration No(s). 4388322 (TOUR). Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP
§§1207.01 et seq. See the registration attached to 2/6/2014 Office action.

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark
that it is likely a potential consumer would be confused, mistaken, or deceived as to the source of the
goods of the applicant and registrant. See 15 U.S.C. §1052(d). A determination of likelihood of
confusion under Section 2(d) is made on a case-by case basis and the factors set forth in Inre E. I. du
Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) aid in this determination.
Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1349, 98 USPQ2d 1253, 1256 (Fed. Cir. 2011)
(citing On-Line Careline, Inc. v. Am. Online, Inc., 229 F.3d 1080, 1085, 56 USPQ2d 1471, 1474 (Fed. Cir.
2000)). Not all the du Pont factors, however, are necessarily relevant or of equal weight, and any one of
the factors may control in a given case, depending upon the evidence of record. Citigroup Inc. v. Capital
City Bank Grp., Inc., 637 F.3d at 1355, 98 USPQ2d at 1260; In re Majestic Distilling Co., 315 F.3d 1311,
1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont de Nemours & Co., 476 F.2d at 1361-
62, 177 USPQ at 567.



In this case, the following factors are the most relevant: similarity of the marks, similarity and nature of
the goods, and similarity of the trade channels of the goods. See In re Viterra Inc., 671 F.3d 1358, 1361-
62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Dakin’s Miniatures Inc., 59 USPQ2d 1593, 1595-96
(TTAB 1999); TMEP §§1207.01 et seq.

Similarity of Marks

In a likelihood of confusion determination, the marks in their entireties are compared for similarities in
appearance, sound, connotation, and commercial impression. In re E. I. du Pont de Nemours & Co., 476
F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973); TMEP §1207.01(b)-(b)(v).

In the present case, applicant’s mark is TOUR and registrant’s mark is TOUR. Thus, the marks are
identical in terms of appearance and sound. In addition, the connotation and commercial impression of
the marks do not differ when considered in connection with applicant’s and registrant’s respective
goods.

Therefore, the marks are confusingly similar.

Similarity of Goods

The goods of the parties need not be identical or even competitive to find a likelihood of confusion. See
On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000);
Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000) (“[E]ven if the goods
in question are different from, and thus not related to, one another in kind, the same goods can be
related in the mind of the consuming public as to the origin of the goods.”); TMEP §1207.01(a)(i).

The respective goods need only be “related in some manner and/or if the circumstances surrounding
their marketing [be] such that they could give rise to the mistaken belief that [the goods and/or
services] emanate from the same source.” Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356,
1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724
(TTAB 2007)); TMEP §1207.01(a)(i).



Where the marks of the respective parties are identical or virtually identical, the relationship between
the relevant goods need not be as close to support a finding of likelihood of confusion. See In re Shell Oil
Co., 992 F.2d 1204, 1207, 26 USPQ2d 1687, 1689 (Fed. Cir. 1993); In re Davey Prods. Pty Ltd., 92 USPQ2d
1198, 1202 (TTAB 2009); In re Thor Tech, Inc., 90 USPQ2d 1634, 1636 (TTAB 2009); TMEP §1207.01(a).

In this case, applicant’s goods are “Headphones and earphones, namely, in-ear headphone tips” in
International Class 9. Registrant’s goods include goods such as “Apparatus for recording, transmission or
reproduction of data, sound or images, namely, electronic handheld units, mobile phones, telephones,
smartphones, personal digital assistants (PDAs) for the wireless transmission of data and/or voice
signals; electronic handheld units, mobile phones, telephones, smartphones, personal digital assistants
(PDAs), with capabilities of e-mail, pager, fax, radio, personal organizer, cellular connectivity, wireless
Internet connectivity, mp3 player, satellite navigational system, GPS (Global Positioning System) receiver,
global positioning system data logger for recording and classification of trips, digital camera, digital
video camera and/or computer operating system; electronic handheld units for recording, organizing,
transmitting, playing and reviewing text, data, video and audio files, and accessories for electronic
handheld units, telephones, mobile phones, smartphones, and personal digital assistants (PDAs) for the
wireless transmission of data and/or voice signals, namely, batteries, battery chargers, speakers,
headsets, microphones, belt clips, holsters, carrying cases, battery covers, battery doors, charging pods,
docking/charging cradles, holders, desktop stands, data cables, electric adapter cables and electrical
wires; car kits for the adaptation of portable communication apparatus and instruments for use in
vehicles, comprising antennas, antenna transmission wires, antenna adapters, cables, car phones,
handsfree microphones, phone holders, speakers, car chargers for mobile telephone batteries, handsfree
holders” in International Class 9.

Applicant offers headphones and earphones in the nature of in-ear headphone tips, which are
commonly sold along with or side by side with electronic devices such as mobile phones, mp3 players
and handheld units for playing audio files. The attached internet evidence consists of screenshots from
various websites showing in-ear headphone tips and three or more of the following goods offered
under the same mark: mobile phones, mp3 players, handheld units for playing audio files, speakers, data
cables, cameras and chargers and/or headsets for aforesaid devices (See attached screenshots from
www.bestbuy.com, www.amazon.com, www.bose.com and www.apple.com, taken on 3/26/2015). The

screenshots show that brands such as Sony®, Apple®, Plantronics®, Bose®, JBL®, Klipsch®, Skullcandy®,
Modal®, Sol Republic®, Samsung®, Westone® and Nokia® offer in-ear headphone tips and goods such as
registrant’s under the same mark. This evidence establishes that the same entity commonly
manufactures/provides the relevant goods and markets the goods under the same mark, the relevant
goods are sold or provided through the same trade channels and used by the same classes of consumers
in the same fields of use, and the goods are similar or complementary in terms of purpose or function.



Therefore, applicant’s and registrant’s goods are considered related for likelihood of confusion
purposes. See, e.g., In re Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202-04 (TTAB 2009); In re Toshiba
Med. Sys. Corp., 91 USPQ2d 1266, 1268-69, 1271-72 (TTAB 2009).

Evidence obtained from the Internet may be used to support a determination under Trademark Act
Section 2(d) that goods and/or services are related. See, e.g., In re G.B.I. Tile & Stone, Inc., 92 USPQ2d
1366, 1371 (TTAB 2009); In re Paper Doll Promotions, Inc., 84 USPQ2d 1660, 1668 (TTAB 2007).

Considering all of the above, the applied-for mark is refused registration under Trademark Act Section
2(d).

/Colleen E. Mulcrone/
Colleen E. Mulcrone
Examining Attorney
Law Office 108
571-272-6049

colleen.mulcrone@uspto.gov
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