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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO:

77691645

MARK: TUNGDRILL

CORRESPONDENT ADDRESS:

PLLC

SARAH ANNE KEEFE

WOMBLE CARLYLE SANDRIDGE & RICE,

P.0. BOX 13069

Research Triangle Park, NC 27709

APPLICANT:

Tungaloy Corporation

*77691645%

GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm




CORRESPONDENT’S REFERENCE/DOCKET
NO:
49971
CORRESPONDENT E-MAIL ADDRESS:
skeefe@wecsr.com

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 6252010

Applicant is requesting reconsideration of a final refusal issued/mailed January 5, 2010.

The applicant (1) provided product information; and (2) argued against the Section 2(e)(1) descriptivencss
refusal. No. (1) is acceptable.

However, after careful consideration of the law and facts of the case, the examining attorney must deny
the request for reconsideration and adhere to the final action as written since no ncw facts or reasons have
been presented that are significant and compelling with regard to the Section 2(e)(1) descriptiveness
refusal.

The applicant has applied to register TUNGDRILL (Standard Character Drawing) for “Cutting tools for
use with power operated machines, namely, drills and cutting inserts therefor.”

“TUNG” is an abbreviation of the word “tungsten.”Sce the excerpt from
htip://www.acronymf{inder.com/Tungsten-(TUNG).html attached to the June 8, 2009 Office action and the
website excerpts from the examining attorney’s searches of the internet using the Google and Bing search

engines attached to this Office action and to the January 5, 2010 Office action.U—J- “Tungsten” is “a hard
lustrous gray metallic element with a very high melting point. Source: wolframite, scheelite. Use: high-
temperature alloys, lamp filaments, high-speed cutting tools.” Sce the excerpt from the Encarta® World
English Dictionary (North American Edition 2009) attached to the June 8, 2009 Office action [emphasis
added]. “DRILL” is the generic name for the applicant’s goods, namely, “drills and cutting inserts
therefor.” See the excerpt from the Encarta® World English Dictionary (North American Edition 2009)
attached to the January 5, 2010 Office action.

The applicant writes that “the goods to which the mark is applied are comprised of a compound that
includes carbide (which is made with carbon and tungsten), cobalt and other materials with properties
which impact the heat resistance, strength and wear of a product.” “Tungsten carbide” is “a very hard gray
compound, WC (or W2C), made by reaction of tungsten and carbon at high temperatures, used in making
engineering dies, cutting and drilling tools, etc.” See the attached excerpt from
http://www.eneyclopedia.com/doc/10999-tungstencarbide.htinl [emphasis added]. The proposed mark is
merely descriptive because the applicant’s goods are *“‘drills” made in part from “tungsten.”

The applicant argues that:

[ TThe Examiner has not shown that the component TUNG incorporated in Applicant’s



mark is a commonly used, recognized, and understood synonym for the term “tungsten.”
Absent a showing that TUNG is synonymous with “tungsten” and that “tungsten” is
descriptive of cutting tools, the term TUNG cannot be considered descriptive of
Applicant’s goods.

The evidence of record, which consists of an excerpt from http://www.acronymfinder.com/Tungsten-
(TUNG).html and website excerpts, shows that “TUNG” is an abbreviation for “TUNGSTEN" when used
on or in conjunction with metal products that are made in whole or in part of tungsten, including cutting
tools. The evidence attached to the June 8, 2009 Office action, which consists of website excerpts from
the examining attorney’s search of the internet using the Google scarch engine, shows that the wording
“tungsten drill” is used to describe drills, drill bits, and cutting inserts for drills that are made of tungsten.
Notwithstanding the applicant’s arguments to the contrary, all the dots have been connected.

The applicant also argues that “TUNGDRILL has no mcaning or significance in the English language or in
the marketplace and therefore cannot be descriptive of the goods.” The fact that a descriptive word or
term is not found in the dictionary is not controlling on the question of registrability. /n re Gould Paper
Corp., 834 F.2d 1017, 5 USPQ2d 1110 (Fed. Cir. 1987); In re Orleans Wines, Ltd., 196 USPQ 516

(TTAB 1977); TMEP §1209.03(b).

The applicant submitted printouts from the Office’s TARR database of five companion applications filed
by the applicant, all of which contain the “TUNG” formative and all of which were approved for

publication.gl

Applicant submits that the allowance of the applications for Applicant’s other TUNG
formative marks, similar in construction to the proposed mark, by the Trademark Office
without objection, further illustrates that the component TUNG is not widely perceived or
understood as an abbreviation of “tungsten.” Also, Applicant respectfully asserts, by
allowance of these marks, the Trademark Office has decided that these marks arc arbitrary
or at the very least suggestive of the goods described in the respective applications, and
therefore, are capable of serving as trademarks entitled to federal registration. The
proposed mark TUNGDRILL is no less suggestive than Applicant’s other marks listed in
the above table, and is therefore, also capable of serving as a trademark, and is entitled to
federal registration.

The undersigned examining attorney is quite familiar with the applicant’s companion applications as she

examined all of those applications and approved all of those applications for publication,ﬁL What
differentiates the mark in the present application from the applicant’s other “TUNG” marks is that none of
the other marks consists of the abbreviation for “tungsten” combined with the generic name of the goods.
That is the reason why the Section 2(e)(1) descriptiveness refusal was made in this case and not in the
others.

Accordingly, applicant’s request for reconsideration is denied. The time for appeal runs from the date the
final action was issued/mailed. 37 C.F.R. §2.64(b); TMEP §715.03(c). If applicant has already filed a
timely notice of appeal, the application will be forwarded to the Trademark Trial and Appcal Board
(TTAB).




/Barbara A. Gaynor/

Barbara A. Gaynor

Trademark Examining Attomey
Law Office 115

571-272-9164

STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.zov. When conducting an online status check, print and maintain a copy of the
complete TARR screen. If the status of your application has not changed for more than six months, pleasc
contact the assigned examining attorney.

LU Attached to this Office action are additional website excerpts from the examining attorney’s latest search of the
internet using the Bing search engine, which show that “tung”is an abbreviation of “tungsten” when used on or in
conjunction with metal products made from tungsten.

Lz—lThe marks in the five companion applications are TUNGTURN (Application Serial No. 77691679), TUNGTHREAD

(Application Serial No. 77691674), TUNGREC (Application Serial No. 77691669), TUNGMILL (Application Serial No,

77691659), and TUNGCUT (Application Serial No. 77691638).

Bl Since publication, two of the five companion applications have been abandoned by the applicant, Application Serial
No. 77691679 for TUNGTURN and Application Serial No. 77691659 for TUNGMILL.
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| Fly Tying Beads

Fly Tying Beads m-stock, no sales tax - $50 orders ship free in USA
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iy . Cast
Our Waters”  Order Info | M : Events

Brite Beads Spirit River, Hot Beads Tungsten Beads

Bead head flies became popular on the alpine rivers of Northern Italy nearly a hundred years ago
Glass beads were first used as weight to help sink flies which were ongnally fished along the
bottom of local rivers with spinning rods and reels This method of fishing is still popular in the
Tyrolean area today. Roman Moser is credited with mventing the first brass bead-head flies that
started a fly tyng revolution world wide. His uruque style of flies were first ied m 1978, They
employed a pearl-gold plastic bead directly behind the eye of the hook. They were especially
productive for catching grayling. To add more weight for fishing deeper, a brass bead replaced
the plastic bead. We first saw the Roman Moser fly patterns as they became available though
Umpqua Feather Merchants in the md-1980's. They were an mstant success on our local nvers
and started a revolution in fly tying that continues today Now beads are counter-bored so that
they can more easily be placed on a hook. The most popular beads are made from machined
brass. Beads made from tungsten are even heavier per size, but much more expensive
Standard brass beads are now plated with gold, Nickel, black and copper colored finishes
Beads coated with bright colored baked-on enamel are popular with salmon & steelhead anglers
Beads have mnfluenced the development and use of metal cone-heads and dumbbell shaped eyes
Beads are here to stay as fly tying components.

Brite Beads, Machined, Polished, Counter
Bored Beads

These beads from Spint River are highly polished for an
attractive finish and are counter-bored to fit a wide range of
hook sizes. All beads are machined from brass and plated,
except for the copper beads which are machined from real
copper and then lacquered for a lasting finish.

25 beads per package.

’
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Ttem

BEAD-304

BEAD-303

BEAD-302

BEAD-301

BEAD-854

BEAD-853

BEAD-852

BEAD-851

BEAD:684

BEAD-683

BEAD-682

BEAD-631

BEAD-204

Description

Brite Beads 3/16", 25 pk
Brite Beads 532", 23 pk
Brite Beads 1/8", 25 pk
Bnte Beads 3/32", 25 pk
Brite Beads 3/167, 25 pk
Bnte Beads 5/32", 25 pk
Brite Beads 1/8°, 25 pk
Brite Beads 3/32", 25 pk
Brite Beads 3/167, 25 pk
Bnte Beads 5/32, 25 pk.
Brite Beads 1/8", 25 pk
Bnte Beads 3/22", 25 pk

Brite Beads 3/16°, 25 pk

Color

Black

lack

Black

Copper

Copper

Copper

Copper

Gold

Gold

Gold

Gold

Nickel

Price

$2.95

$2 95

$2.95

$2.95

§2.95

$2 95

$2.95

$2.95

§295

$295

$2.95

Add to Your
SHOPPHIG CART

Add to Your
SHOPPING C2RT

Add to Yoar
SHOPPIG CARY

Add to Your
SHORPIG CART

Add to Your
IHOPPIRG TAKT

Add to Your
SHOPPING TART

gmar‘muc TART

E? Add to Your
SHGPPRG CART

Add to Your
SHOPPIIG CART

Add to Your
§HOPPIHG CART

FEEEEL

=Y Add lu Yuus
SHOPPIG CART

g Add to Your
SHOPPING CART

Add to Your
SHOPPISG CART
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SKOPPING CART
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BEAD-203  Bnte Beads 5/32", 25 pk Nickel $295
Add Fo Your
EEAD20Z  Brite Beads 1/8°, 25pk Nickel $2.95 sm—
Add $° Yruur
BEAD-201  Bnite Beads 3/32", 25 pk Nickel $2.95 e ——
Spirit River, Hot Beads

Painted, Counter Bored Brass Beads

Briliant colored baked-on enamel coating on these beads
will dress up any fly. Fluorescent and metallic colors very
popular for steelhead & salmon fhes. Pearl white beads are
used for the popular snow-cone mudge series of fles

Ttem Description Color Price Lo Top

BEAD-306 Spin Ri;;:ﬂi;t Beads, Orange £4.25 oo I
BEAD-904 Spint Rw;:-'l?vm Beads, Orange £4 25 g‘;ﬁﬁ;*p?,:q Your ‘
BEAD-956 Pt R.ive;—} j‘}ot Beads, Red $4.25 shopPna CART

BEAD.954  Sput Rwver, Huot Beads, Red $4 25 SHoRPG CART 1

3/16

BEAD-706 PR Rivelr; ﬁotBeads, ik Pk $475 Wsaa‘spars’irm«(l
BEAD.704  PT Riv;,l ?‘_M Beads,  pgoipik $4.25 A l
BEAD-556  SPI ,?i‘fP{ HotBeads,  pgicbe $425 @’sﬁs‘ﬂpﬁ?&&‘t{,‘ I
BEAD-554  SPRer Hot Beads, ylni gans  SHsecn

BEAD-456 Sprt R.ive‘r ; ,I?qt Beads, Metallic Purple £4.25 S I



BLAL-400

BEAD-454

BEAD-402

BEAD-407

BEAD-401

144

Spint River, Hot Beads,
316"

Spirit River, Hot Beads,
1/8*

Spinit River, Hot Bcads,
764"

pirit River, Hot Beads,
3732*

Ietaine Furple

Metallic Purple

Pearl White

Pear] Wihite

Pear] White

$4 25

$4.25

£4.25

£4.25

Add to Your
SHOPPIG CARY

Add to Your
SROPPING CART

Add to Your
SBOFFING CART

FEEL

g Add to Your
SHOPPING CARY

Tungsten Beads Counter Bored
Tungsten is heavier than lead without environmental
concerns. These provide a whopping 50% more weight
than brass beads of similar size. Tungsten beads com n
the popular colors of gold, black and copper. Stzes to fit
very stnall trout flies are offered. 20 beads per pack.

Trem

TUNG-683

TUNG-682

TUNG-G(815

TUNG-681

TUNG-680

TUNG-303

TUNG-302

Description

Tungsten Beads 4mm

Tungsten Beads 3 2rnm

Tungsten Brads 2.8uau

Tungsten Beads 2 3mm

Tungsten Beads 2.0mm

Tungsten Beads 4mm

Tungsten Beads 3:2mm

Color

Gold

Gold

Gold

Gold

Geld

Black

Black

$6.40

56 .40

$6.40

$6.40

$6.40

$6.40

$6.40

To Top

ﬁ Add to Your
SHOPPING CART

Add to Your
SHOPPING CART

Add to Your
SHOPPIG CLRT

Add to Your
FHOPPIRG CART

Add to Your
SHOPPRG CHRT

Add to Your
SHOPPHG CANRT

Add to Your
SBDPPING CART
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Add to Your

TUNG-3015 Tungsten Beads 2.8mm  Black $6 40 SRS i,
g Add !ko'_‘!‘nu_x_

TUNG-301  TungstenBeads 2:3mm  Black $6.40 ...__.__..‘5“”’“ ——
Add to Your
TUNG-300 Tungsten Beads 20mm  Black $6.40 i
G Add e Yeur

TUNG-853  Tungsten Beads 4mm Copper $6.40 .

Add Vt)?.\’uux
TUNG-852 Tungsten Beads 3.2mm  Copper £6.40 RS

LET

g Add to Your
SHOPPING CARY

TUNG:8515. Tungsten Bsads 2.8mm Copper $6.40
gtud to Your
TUNG-851  Tungsten Beads 2 3mm Copper $6.40 SHOPPING CART
§ Add to Your
TUNG-850.. Tungsten Beads 2.0mm Copper £6.40 8 SHORRING CART l

2% The Fly Fishing Shop, Welches, OR
1(800) 266-3971
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Discounted Carbide Insens R280, R390, k245, TLT, Cnmg, More
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\Sb Distributor of Spectalty Carbide Cutting Tools for Manufacturing

Ads by Google i

Carbide Coatings
Wear Resistant
Carbides, Ceramics,
Pure Metal and Metal
Alloy Coatings
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To: Tungaloy Corporation (skeefe@wecsr.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77691645 - TUNGDRILL -
49971

Sent: 6/25/2010 6:00:30 PM

Sent As: ECOM115@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR TRADEMARK
APPLICATION

Your trademark application (Serial No. 77691645) has been reviewed. The
examining attorney assigned by the United States Patent and Trademark Office
(“USPTO”)has written a letter (an “Office action”)on 6/25/2011{ to which you must
respond (unless the Office letter specifically states that no response is required).
Please follow these steps:

1. Read the Office letter by clicking on this link
http://tmportal.uspto.gov/external/portal/tow?DDA=Y &serial number=77691645&doc_type=REC&!

OR go to http://tmportal.uspto.gov/external/portal/tow and enter your scrial number to access the
Office letter. If you have difficulty accessing the Office letter, contact TDR@@uspto.cav.

PLEASE NOTE: The Office letter may not be immediately available but will be viewable within 24
hours of this e-mail notification.

2. Contact the examining attorney who reviewed your application if you have any questions about the
content of the Office letter (contact information appears at the end thereof).

3. Respuond within 6 months, calculated from 6/25:20 1) (or sooner if specified in the Office letter), using
the Trademark Electronic Application System (TEAS) Response to Office Action form. If' you have
difficulty using TEAS, contact TEAS@uspto.gov.
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Failure to file any required response by the applicable deadline will result in the ABANDONMENT
(loss) of your application.

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept c-mailed responses.







