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Applicant:

Serial No.:

Mark:

Follica, Inc.

77665 I 84

FOLLICA

APPEAL BRIEF

This Appeal Brief is fied in support of Applicant's Notice of Appeal filed on Dccember

16,2009.

Background

The Offce has refuscd registration of Applicant's mark for the goods in class 5 based on

an asserted likelihood of confusion with the mark of U.S. Registration No. 345333 i. Thc refusal

was made final in an Office Action dated June 17,2009 and Applicant's Request for

Reconsidcration was denied in an action dated January 4,2010. A Notice of Appeal was timcly

tìed on December 16,2009.

Argument

Applicant submits that there is no likelihood of confusion betwecn Applicant's mark in

connection with the goods in class 5 and the mark of the cited registration.

Thc below table summarizcs the cited registration.

Rcgistration 345333 i
No.
Mark ProFollica
Class 3

Goods! Shampoos; Hair care kits comprising non-medicated hair care preparations,
Services namely, a shampoo and activator gel; Hair gel.
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Similarity of the Goods and the Trade Channels for the Goods

Applicant submits that the nature and scope ofa pary's goods or services must be

determincd on the basis of thc goods or services recited in the application or registration. TMEP

§ 1207.01(a)(iii); citing, e.g., Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d 1261,62

USPQ2d 1001 (Fed. Cir. 2002). Registrant's goods are registered in class 3 and are shampoos,

hair care kits comprising non-medicated hair care preparations, and hair gel. Applicant's goods

in class 5 are "Pharmaceutical preparations for hair growth treatments." Pharmaceuticals are

clearly different from shampoos, hair care kits comprising non-medicated hair care preparations,

and hair gel. Hence, Applicant's goods are clearly different from Registrant's goods.

The Office, in the June 17,2009 Office Action asserted:

(TJhe registrant's goods, shampoos; hair care kits comprising non-medicated hair
eare preparations, namely, a shampoo and activator gel; hair gel, and applieant's
goods, pharmaceutical preparations for hair growth treatments, travel in the same
channels of trade because both are used in the care of hair.

The Offce also provided eopies of printouts from a USPTO database search showing third party

registrations of marks used in conneetion with goods that are the same or similar to those of

Applieant and Registrant in the present case. The Offiee stated:

These printouts have probative value to the extent that they serve to suggest that
the goods and/or services listed therein, namely shampoos, activator gel, hair gel
and pharmaceutical preparations for hair growth treatments, are of a kind that may
emanate from a single souree.

Applicant respectfully traverses this basis for rejection.

Whether the type of goods covered by Applicant's intended use and Registrant's

registration may theoretically emanate from a single source is not eentral to the analysis in the

present casco Here, importantly, Registrant's own use of the mark makcs it clear to a potential

consumer that Registrant's mark is not being used in connection with pharmaceutical
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prcparations (see Exhibits I and 2). Exhibit I is a printout from Registrant's website on which

the ProFollica produets are sold and was enclosed with Applicant's May 28, 2009 reply and

Exhibit 2 is a resubmission of Exhibit I in which certain sections were highlighted and was

enclosed with Applicant's Dccember 16,2009 reply to the final Offce Action. As is evident

from Exhibits i and 2, Registrant's websitc states that ProFollica "lets you break free of surgery

and prcscription drugs for your hair loss needs," that "ProFollica ™ is the natural choice for those

who want an alternative to the pharmaceutical approach for hair re-growth" (emphasis

added), and that "(tJhis product is not intended to diagnose, cure, or prevent any disease."

Accordingly, Registrant's own website tells a potential purehaser that the ProPollica mark is not

being used in connection with pharmaceutical preparations. Instead, ProFollica is being used on

products that are advertised as being an alternative to pharmaceuticals. A potential consumer

reading these statements would not be confused into believing that a ProFollica product and a

pharmaceutical preparation bearing the FOLLICA mark come from the same source.

Moreover, in view of Registrant's statements on the website, it is clear that Registrant is

unlikely to expand into the field of pharmaceuticals using the ProFollica mark. Registrant

advertises ProFollica products as alternatives to pharmaceuticals. The conditions surrounding

the marketing of the ProPollica products are such that the products are distinguished from

pharmaceutical preparations. A potential purchaser would, therefore, be advised that Applicant's

and Registrant's goods are distinct and are unlikely to come tram a common source.

Applicant further submits that a purchaser of pharmaceutical preparations is highly

sophisticated. Such goods are not purchased at the spur ofthe moment, but rather after

considerable contemplation. Also, such goods normally are not purchased by the general public
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without professional guidance by a physician or pharmacist. The sophistication of the purchaser

of the goods further mitigates any likelihood of confusion.

Similarity of the Marks

The Office stated:

The registrant's mark, ProFollica, and applicant's mark, FOLLICA, create a
similar commercial impression because the dominant portion of registrant's mark
is the word FOLLICA which is identical to applicant's mark.

The Offce further stated:

The first syllable of registrant's mark is PRO which is the abbreviation of the
word "professional". Upon seeing the marks, purchasers would reasonably
assume that registrant's goods are merely the professional line of applicant's
goods.

As an initial matter, as explained in detail above, Registrant's use of the ProFollica mark clearly

advises the potential purchaser that Registrant's goods are not pharmaceuticals and, on this basis

alone, Applicant submits that there is no likelihood of confusion.

In addition, Applicant submits that inclusion of the prefix "Pro" in Registrant's mark

results in a different appearance and adds a syllable to the pronunciation of the mark, both of

which result in a different commercial impression. Moreover, Applicant contends that it would

not be reasonable for a potential purchaser to assume that "Shampoo, Hair care kits comprising

non-medicated hair care preparations, (orJ Hair gel" are "merely a professional line" of

pharmaceutical preparations because, as stated above, Registrant draws a clear distinction

between the ProFollica products and pharmaceuticals. In view of these differences in the marks,

Applicant submits there would be no likelihood of confusion as to the source of the goods

intended to be sold under the respective marks.

4
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Conclusion

Based on the above arguments, Applicant respectfully requests that the refusal ofthe

Examining Attorney to allow the FOLLICA mark for the goods in class 5 be reversed and that

the FOLLICA mark be allowed for the goods in class 5, as well as for the goods and services in

classes 10 and 44.
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EXHIBIT 1

What Is ProFollica/ I Why does hair fall out? I Can hair loss be stopped? I What is DHT? ¡ Why don't women go bald? I Order

Click here to order now

. .
TESTIHONIALS

"I fil5t started losing my hair when I was
18. Of COlJrse, all my friends thOi;ght th¿¡t
it would be great fun to tease me about
my bald spot. Eventually I got sick and
tired of losing my hair and decided I 110ld

to do something about it. So 1 talked to
my doctor, He prcsci'lbed me Rogalnc''".
To my disappointment, I didn't get any
rt:'5ults from using it. Then I heard about
ProFolJica'-~. 1 used It, lind within 3 weeks
I startE.d seeing new hair,"

Charlie, Bakerseld, CA

http://www.profallica.com!

"With my hair (;oming backr I look years younger!n

"I was planning on having a hair transplant Unfortnately my doctor told me that due to the
fineness of my lialr, I wasn't a good candidate for a hair transplant. I was devastated. I was
really looking foiward to seeIng real hair growing In my bald spot. Then, a few years later I
saw an ad for ProFollica'T. Since it has a money back guarantee, I figured I couldn't lose.
Now I'm glad I didn't have a transplant. I saved thousands of dollars,"

James1 KY

TAKE A LOOK AT THE ADVANTAGES THAT ONLY PROFOLLICA'" CAN OFFER.----_._-- ---,._-_._.'--
:t It's safe and all-natural

'i It uses a proven, unique formula which can't be duplicated
._-_.."..........".__.. - ....,,-,,- ..... - ". - ....~.._"...._.."'-"....- ... _..._". ."...._.,,'-

¡u It work for men and women

", There are no slde effect
'--"".-it's"5ãê-for'êöiOrëd;-orpër;n-éd"hãif"--"'''-- .-. ,-,-",'_.'--"._...- ----..-."..-. ,.."---".'----" -,.-.

TIiere's no prescription necessry-..'----.--..-.-'--'---.-'-'-----.-'-...-. ._., .----...

... . .' ìt;s- easytouSë~--'-.--- -,-.~-~-,-....,"-._----~- -.. .-----,.--.,-,~-...-.. ,---,--'''_.,'-''-..,.._''-''-. ,,-...-,,---_._-'.~----_..._---_.._--_......-._..__._._..._.__..._-,_.__.._._-~_.."-_..,--~.__..._.._.. .._.,-- "
It lets you break free of surgery and prescrIption drugs for your hair loss needs

And finally, it comes with our" You Must See Visible Hair Re-growth Or Your
Money Back Guarantee.'" We challenge you to find any other hair re.grO\vth sytem
that comes close to what we offer. You Simply won't find it.

Now, you might be wondering...

WHY is PROFOLLICA'" SO EFFECTIVE IN RE.GROWING HAIR?

ProFoilicaTl uses a three part strategy for giving your hair follcles the best chances for

5/27/2009
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TESTff10NIAlS

"1 used to wear a baseball cap
everyhere J went. 1 wouldn't even take
It off In restaurants. I'm now seeing
sIgnificant amounts of hair re-growing,
Thank you proFollça"'. You've given me
back my life:'

Wendell, Salt Lake Ci_

US TIf'1ONIALS

"I decided to try ProFollea"" because it
contained all natural lngredients and
didn't have any nast side effect. I'd
tried another hair loss remedy before and
had to stop because of the side effects.
I'm now seeing my hair groi'ling back In
and I don't have any side effect,"

Jonathan Toronto ONT

h ltp :llww.profoilica.coml

Page 2 of3

hair recovery. These part ¡ndude a shampoo, a gel, and a nutritional supplement.

ProFolHcaT'" is spdally formulated, using the latest hair loss research information

available. The exact formulation of ProFollcaT'" was developed from years of resarch, by
highly trained professionals. The ingredients, and their exct propoion, wee chosen
based on their ability to block DHT, increase blood circulation, and to revitalize hair
follicles. These compounds have their first visible effec within weeks of starting use.
Within 6 months, you'll see substntial new gro\"!

Here are just some of tiie ingredients in the ProFollicafM Gel, one of tte three system
components:

~' Kígelia Afrcana Exract (blocs enzyme)

Gingko Biloba Extract (stmulates mk:rodrculation in tte šCãíp)

-":-,Oñ¡'amõfüñb"ZeY¡åñ¡cúñi-éxtract-(ir~gites'-ÓHT'anëi'-baliei1ä-from"sc:äip)

Salvia Sdarea Exract (stmulates and attches to DHT
---Panax GTñSeg"Ro(£Êxtr'act(š'eãip'štirñulêï~'õ~~för'iiaêasiñghãjr'dePh)'---..-..--.---

ProFollca'''.. is the natural choice for those who want an alternative to the pharmaceutical
approach to hair re-growt.

CAN PROPER HAIR CARE RE.GROW HAIR?

The answer, surprisingly, is yes.

There is a catch though. The products used on tte hair must Interact with haIr follicles in
¿i precise manner.

In order to adiieve hair growt, the following three things must occr. The excess
sebum that is clogging the hair follides must be removed. Whatever is applied on Hie
head, must reduce DHT levels. Finally, the hair follicles must be revitalized with increased
blood drculatlon.

Fortunately, there Is a product that does all three ~ it's called ProFollica™. Using
ProFoJlca''' you can prevent and reverse hair los. ProFollica'" offers a natural and safe
alternative to the costly presription medicines currently use to treat baldness. And,
unlike many other shampoos it contains no harsh chemicals.

PROFOLUCA'" IS GUARANTEED!

When you use ProFollica™, you won't nee to us hair re-growth solutions that come
with dangerous and unpleasant side effects. ProFolJica'''ls all natural. There are no
harmful ingredients. There are no toxic chemicals. Its inexensive. And there are no side
effect except great looking hair.

Don't you owe it to yourself to turn back the clock and look. your bes? Use ProFollica™,
and don't be surprised when you look in the mirror after just a few week to see yourself
looking years younger as a result. Stili unconvlnced?

We're so confident that you'll be impressed with the results that ProFoltica~'" comes with

a 100% satisfaction money back guarantee. No questions asked! We guarantee that
within 60 days you'll see new, visible hair growth. If you're not 100D/D satisfed, simply

return your empty bottes for a fast and courteous refund.

5/27/2009
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'''.", ' "-. /'+~RDER NOW ~" ~ ,-.:.,

I
Wtlat Is ProFollica'''? ¡ Why does hair fall out? I Can hair loss be stopped? I What Is DHT? I Why don't women go bald?

Contact Us I Guarantee I Webmasters I Order ProFoilica™

These sttements have not been evaluated by the Food and Drug Admini!itratlon.
This product is not Intended to diagnose, treat, cure, or prevent any disease.
Copyright ¡g 2001-2009, Leading Edge Marketing Inc, All Rights Reserved.

- Terms & Conditions - Email I Privacy Policy-

http://www.profollica.coml 5/2712009
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EXHIBIT 2
What is Prol-ollca' I Why cJO(~S hair fnll olit? ! Can hair :oss be ,lopped? I WI)i't is DHT7 I Why don't women go bald? I Order

Click here to order now

"I first started losing my hair whm I w.as
18, 01" í;()Ur~;e, ill! my ~r:r;mjs Uicught thi;l
It wouki be grê(lt fun to teè:.€ me about
my bald spot. fventually 1 got slc iOnd

tired of Ir)~in~ my haii' and (1Enf,(:o I 112d
to du sornettiírî0 about it. So I talked to
m\J cloocl, He presuibed m,,~ RQgc1inc"',

To my disappointment, r didn't get any
results from using It. Theil J hear'd abDut
ProFoHica"", I used it, and within 3 WfofJS

I started seeing new hùir "

Charlie, Bakei'$¡cld. CA

http://ww . proto Ii ica. coinf?a~neah

THE ONl'f HAm GROWTH SYSTEM YOU'LL EVER NEED
INTRODUCING THE ALL f\EW ALl. NATlRAl SOLUTION TO HAIR. LOSS, PROFOUJCA.- TO
HEl.P YOU STOP HAIR L.OSS AND !:VEN BEGIN TD RE-GROW PREVIOUSLY LOST HAIR! n..lls
REVOLUTIONARY NEW sysn:l"¡ RELIES ON n'iE ANTI.DHT PROPERTIES OF SEVERfAL
PO\',¡ERF;UI.. PLANT EXTRACTS RESULTING IN STOPPED HAiR iOSS AND EVEN HAIR RE..

GRCVV-fH WflHOUTlrlE SlDE EH:ECTS: BUT THE RtAL REASON WHY MORE AND MORE
CUSTOMERS ARE TURNING TO PROFOLUCA is SIMPLY BEC,ìUSE IT WORKS:

"With my hair coming back, I look years younger!"
"I was planning on haYing a hair transplant. Unfortunately my docor told me that due to the
fineness of my hair, I vvasn't a good candidate for a hair transplant, I was devastated. I WilS
really looking forward to seeing real hair growing in my bald spot. Then, a few ye.;ii.:: later I
saw an ad for ProFolllcaT"". Since it has a money back guarantee, I figured I couldn't lose.
Now 1m glad I didn't have a transplant. I saved thousands of dollars."

James, KY

TAKE A LOOK AT THE AOVANTAGES THAT ONLY PROFOLUCA'. CAN OFFER.

."I;š-Sãfê-arí(iaÚ~:natliral .-. -'.~"_.__."------"'.__._'-'-'~ ..
-It ~se5 a proven, Linjque formuiã~-v¡hidlèañ't.be dup.¡¡ca'ted---------,..-...,

_.'~~..ît ~~'üri ï'órr:ric7i' ancr wöñlè;)'---""" '..".. . ..,_...... ". - ."...'..-- .__..'" "-,, _._'.' ---
TIiere are no side effects

--"-rts-s'afé-for-c:öfõrêd~ or permeci liair

-Thë-re's no prescnptlon-nec'e;iiâ¡Y".-'-

lts easy tõ" usc. - ,~'.

It lets you break free of surgery and nrescript on drugs for \'our hair 105S needs ,

And tkially, it corn.es with our" You Must See Visible Hair Re.growt Or Your
Money Back Guarantee." We challcrige you to find any other hair re-groY'h sy.stein
that comes ciose to what we offer. You simply woii't find it.

New, you might /)1; womJerlng. .

WHY is PROFOLLICA'. 50 EFfECTIVE IN RE-GROWING HAIR?

PlQrülka.'" uses a three parr strategy for' giviriç¡ your hd(r foiJcies tiie best diari,:es (or

12/11/2009
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~ ) ,; "" 'lm~tS " . " ,: 's ." ~ ~ :-
"I 'J~d to wc::r a bar,cball cap
€\ferywhere r went 1 wouiíJrlt ,,'ven take
it off in restaUrõ'lit,". I'm nmv seeinQ
~,igrijfíC:nrit arnourits or hem fe-growing.
Thank you ProF~liGl''''. You've g!v,~n m~
back rry lie."

Wendel!, Salt lake Cit&

"I d~iclt'1 to tr ProFo!fca'" because it
conti1llÎûd .aU natural ingn'!dii2l1ts anà
didn't have any nast side effects. I'd
trit:d ;mother h~jr loss remedy b,dor~' and
had to stop because of the side effecs
l'm nQW seeing my hdlr growing !.dC~ In
aml r don't höVE any sidr: eftects.'"

JonatlHl"r Toronto, OIlT

hnp:/IWV'W. pro 1'0 i 1 ica. co Il/?a=iieah

Page 2 on

hajr recu\lery. Tht~se parts indude n shampoo, a gel, and ¡: nutntional supp'ernent.

ProFcllica'" is specially formLilated, u~irilJ the latest hair 1055 researdi infOliriation available. Tri,;
(',Xact formultltìon of Pn.foliìc('"'" w¡;s d~veloped from yearr, Of æ.seardi, by hjg~\ly trdined
professionals. ¡he. ingred:ent.s, and their €:"ïKt proportion, were chosen baseo 00 their ability to
block DKT, Increasc blood cirrulilion, and to revitalize liair f'oilides. Th~sc compounds h~w~ their
first visible effects within \Nel.k~ of startng use, Wltnin 6 months, you'll see substantIal new
growth!

f the ingredients in the PmFollic..'" (jel, or,8 of rhe three systell

PraFoliica'" is the natural chain' few those 'ho want an ~Iternative to t1ie pnannaccuticai "
app;oacri to tkiir ïe.;yowth.

CAN PROPER HAIR CARE RE.GROW HAIR?

The answer, surprisIngly, is Yf's.

There IS a catch tliouQli, The prcduC+~ used on me haii' must interòct with hair follides In a
prec:se manne¡.

!11 order to achieve hail' growth, the following three things must occur. TIie excess sebum U1at is
clo¡¡ging tIie haIr follicles I1LJ::f be removed. Whatever is applied on the h€ad, must reduce OHT
le..els, Finally, the hair follicles must be revitalized with increased blood circuration,

Fortnatelyi there 15 i? product that does all three - it's called ProFollia'... Using
ProFoliic;)'" you can prevent and r":erse hair loss. ProFolJk:atl.. offers a natural and :0fe
altematlve to the n..'Stly póc.'Sdptlon medicines wrrentiy use to treat baldness. And,
unlike many other shampoos it contains no harsh chemlç.ls.

When you USB P,oFoi!ic¡i''''' yOll won't need to use hair re-growth solutions that tome W¡t~i
dangerous and unpleasant' side effec. ProFolli(:¿'" is ~¡¡ natural. Th~re im~ no hamirlil
innredien"\5, There are no toxk; cternicals. Its inexpenslve. And lhere are no side effects except
qreat lookinq hair.

Donl'/Ou :)'lr; ìt to yourSElf to turn b?!ck tte dock and look your tJ(:SP Use Proi-oili¡;"". 011(j
don't b€ surprlseO when you look in th(! mirror aftcr just a f!!w weeks 1.'0 sec yoorseJf lOOkinçi
y~,irs younger;;$ J result. Still uncorivinc:cd?

We're ~o confient that you'l! be impri;se(Ì with the results that Prof:ollica"" comes l'iÎtli a lO()CI/o
silti;;fàttion mcneil back gU¡Himtec. No q1l0Stl0flS asked i We guararitee Hiat within 60 days \'01/11

we new, ..'15ible nair g;owni If yc.i;'ie nnt 100% s.tìsfìed, simply retwlI your crr¡ity DaWes for ¿¡
f¿ist and coiirteau5 f(:,i"nd

12/1 1/2009
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I
Whdt ls ProFollicaTO") I Why docs hair fall OuP I Cin ¡iair loss be stopped? I What is Dhr? I Why don't women go bald?

Contact US I Guar;:ntee I V',1ebrnastels ¡ Order ProFo¡licaT~' I Sltemap

Hili! IDS',. ¡Jti'tinent ,:.ro(Lc:t~; ¡jk(~ i=røfcHica l,f:'if;S pni!Tcte h;:ïr growth ¡inrll¡rir reroratìOli with ih2i, unique hôìr tr~atmeflt pn:iqrarn ,1f;':1 ail
riat,W;'! torriula w!th no to:~it: ciielnieJis, rtcvltaiiz", il,Ji fnl¡ide-; \'iith the ProfoHir¡i haír re~growth syst€m $(;critificai!y déSJgned to rÜlUVL'filtc i1r.W Wjti a

lJnt: part ~trategy w)iidi indudes: d siiampoo, " gel, and í: nlltriticmal £Ui)plement,

Stop hair loss ?1M br:gin to ¡ireve:it hair los: witr¡ cl ..afe hair 10$:0; tre¡ilrm:mt d".(;iqflCd 10 he!r; si~mulatc the scalp W!thOi.it expensive hd)! rcp:dt:err,eiì1

slJgery û!' pres.riptíon drU9s, 1,) sri'i'i' Sb:èing ~'estdt'3 bill' Pr~)fcniçit today

TIi~:;.c. st0temfnt~ n,1V!? nul' ix8n evalu,:ted by :'h,~ Fooi1 and Dni(J t'.ctn,ir¡istr,¡tiOr.
Thr:; product is iwt il1lt~ided to didÇJ:1üse, trc.'ct, i:lJre, cr çf'e\'~nt ãny disease,

Corynght 't) 2.o01..2DOli, L,~çdln91:(¡q" M:irketìl1Q Ii:c, Ai! R;qht~; R(,S\~i'le(!
- Terms là Conditöiui Emdil J Pl'vac.y Pó!!cy -

(

http://www.profollica.coml?a=neah 12/1 1/2009


